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COPYRIGHT AMENDMENTS ACT OF 1991
(Fair Use of Unpublished Works)

THURSDAY, MAY 30, 1991

HOUSE OF REPRESENTATIVES,
SUBCOMMITTEE ON INTELLECTUAL PROPERTY

AND JUDICIAL ADMINISTRATION,
COMMITTEE ON THE JUDICIARY,

Washington, DC.
The subcommittee met, pursuant to notice, at 10 a.m., in room

2237, Rayburn House Office Building, Hon. William J. Hughes
(chairman of the subcommittee) presiding.

Present: Representatives William J. Hughes, Mike Synar, Dan
Glickman, Barney Frank, George E. Sangmeister, Carlos J.
Moorhead, Howard Coble, and F. James Sensenbrenner, Jr.

Also present: Hayden W. Gregory, counsel; Michael J.
Remington, assistant counsel; Edward O'Connell, assistant counsel;
Phyllis Henderson, staff assistant; and Joseph V. Wolfe, minority
counsel.

OPENING STATEMENT OF CHAIRMAN HUGHES

Mr. HUGHES. The Subcommittee on Intellectual Property and
Judicial Administration will come to order.

Today we are conducting our first hearing on title I of H.R. 2372,
the Copyright Amendments Act of 1991.

[The bill, H.R. 2372, follows:]

(1)



2

102D CONGRESS H. R. 23721ST SESSION

To amend title 17, United States Code, with respect to fair use and copyright
renewal, to reauthorize the National Film Registry Board, and for other
purposes.

IN THE HOUSE OF REPRESENTATIVES
MAY 16, 1991

Mr. HUGHES (for himself and Mr. MOORHEAD) introduced the following bill;
which was referred jointly to the Committees on the Judiciary and House
Administration

A BILL
To amend title 17, United States Code, with respect to

fair use and copyright renewal, to reauthorize the Na-
tional Film Registry Board, and for other purposes.

Be it enacted by the Senate and House of Representa-

2 tines of the United States of America in Congress assembled,

3 SECTION 1. SHORT TITLE.

4 This Act may be cited as the "Copyright Amend-

5 ments Act of 1991".

9
, T



3

2

1 TITLE I-FAIR USE
2 SECTION 101. FAIR USE REGARDING UNPUBLISHED

3 WORKS.

4 Section 107 of title 17, United States Code, is

5 amended by adding at the end the following: "The fact

6 that a work is unpublished is an important element which

7 tends to weigh against a finding of fair use, but shall not

8 diminish the importance traditionally accorded to any

9 other consideration under this section, and shall not bar

10 a finding of fair use if such finding is made upon full con-

11 sideration of all the factors set forth in paragraphs (1)
12 through (4).".

13 TITLE II-RENEWAL OF
14 COPYRIGHT
15

16

17

18

19

20

21

22

23

SEC. 201. SHORT TITLE.

This title may be referred to as the "Copyright Re-

newal Act of 1991".

SEC. 202. COPYRIGHT RENEWAL PROVISIONS.

(a) DURATION OF COPYRIGHT: SUBSISTING COPY-

RIGHTS.Section 304(a) of title 17, United States Code,

is amended to read as follows:

"(a) COPYRIGHTS IN THEIR FIRST TERM ON JANU-

ARY 1, 1978.(1)(A) Any copyright, the first term of
24 which is subsisting on January 1, 1978, shall endure for

25 28 years from the date it was originally secured.

KR 2372 III
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3

1 "(B) In the case of-

2 "(i) any posthumous work or of any periodical,

3 cyclopedic, or other composite work upon which the

4 copyright was originally secured by the proprietor

5 thereof, or

6 "(ii) any work copyrighted by a corporate body

7 (otherwise than as assignee or lice see of the indi-

8 vidual author) or by an employer for whom such

9 work is made for hire,

10 the proprietor of such copyright shall be entitled to a re-

11 newal and extension of the copyright in such work for the

12 further term of 47 years.

13 "(C) In the ease of any other copyrighted work, in-

14 eluding a contribution by an individual author to a periodi-

15 eal or to a cyclopedic or other composite work-

16 "(i) the author of such work, if the author is

17 still living,

18 "(ii) the widow, widower, or childrer. of the au-

19 thor, if the author is not living,

20 "(iii) the author's executors, if such author,

21 widow, widower, or children are not living, or

22 "(iv) the author's next of kin, in the absence of

23 a will of the author,

24 shall be entitled to a renewal and extension of the copy-

25 right in such work for a further term of 47 years.

11R 2372 111
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4

1 "(2)(A) At the expiration of the original term of

2 copyright in a work specified in paragraph (1)(B) of this

3 subsection, the copyright shall endure for a renewed and

4 extended further term of 47 years, which-

5 "(i) if an application to register a claim to such

6 further term has been made to the Copyright Office

7 within 1 year before the expiration of the original

8 term of copyright, and the claim is registered, shall

9 vest, upon the beginning of such further term, in the

10 proprietor of the copyright who is entitled to claim

11 the renewal of copyright at the time the application

12 is made; or

13 "(ii) if no such application is made or the claim

14 pursuant to such application is not registered, shall

15 vest, upon the beginning of such further term, in the

16 person or entity that was the proprietor of the copy-

17 right as of the last day of the original term of copy-

18 right.

19 "(B) At the expiration of the original term of copy-

20 right in a work specified in paragraph (1)(C) of this sub-

21 section, the copyright shall endure for a renewed and ex-

22 tended further term of 47 years, which-

23 "(i) if an application to register a claim to such

24 further term has been made to the Copyright Office

25 within 1 year before the expiration of the original

.HR 2372 111
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2

3

4

5

6

7

8

9

10

11

12 "(3)(A) An application to register a claim to the re-

13

14

15

16

17

18

19

20

21

22

23

6

5

term of copyright, and the claim is registered, shall

vest, upon the beginning of such further term, in

any person who is entitled under paragraph (1)(C)

to the renewal and extension of the copyright at the

time the application is made; or

"(ii) if no such application is made or the claim

pursuant to such application is not registered, shall

vest, upon the beginning of such further term, in

any person entitled under paragraph (1)(C), as of

the last day of the original term of copyright, to the

renewal and extension of the copyright.

newed and extended term of copyright in a work may be

made to the Copyright Office

"(i) within 1 year before the expiration of the

original term of copyright by any person entitled

under paragraph (1)(B) or (C) to such further term

of 47 years; and

"(ii) at any time during the renewed and ex-

tended term by any person in whom such further

term vested, under paragraph (2)(A) or (B), or by

any successor or assign of such person, if the appli-

cation is made in the name of such person.

.HR 2372 m
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6

1 "(B) Such an application is not a condition of the

2 renewal and extension of the copyright in a work for a

3 further term of 47 years.

4 "(4)(A) If an application to register a claim to the

5 renewed and extended term of col yright in a work is not

6 made within 1 year before the expiration of the original

7 term of copyright in a work, or if the claim pursuant to

8 such application is not registered, then a derivative work

9 prepared under authority of a grant of a transfer or li-

10 cense of copyright that is made before the expiration of

11 the original term of copyright, may continue to be used

12 under the terms of the grant during the renewed and ex-

13 tended term of copyright without infringing the copyright.

14 except that such use does not extend to the preparation

15 during such renewed and extended term of other derivative

16 works based upon the copyrighted work covered by such

17 grant.

18 "(B) If an application to register a claim to the re-

19 newed and extended term of copyright in a work is made

20 within 1 year before its expiration, and the claim is regis-

21 tered, the certificate of such registration shall constitute

22 prima facie evidence as to the validity of the copyright

23 during its renewed and extended term and of the facts

24 stated in the certificate. The evidentiary weight to be ae-

25 corded the certificate of a registration of a renewed and

RR 2372 HI
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7

1 extended term of copyright made after the end of that 1-

2 year period shall be within the discretion of the court.".

3 (b) LEGAL EFFECT OF RENEWAL OF COPYRIGHT IS

4 UNCHANGED.The renewal and extension of a copyright

5 for a further term of 47 years as provided under para-

6 graphs (1) and (2) of section 304(a) of title 17, United

7 States Code, (as amended by subsection (a) of this sec-

8 tion) shall have the same effect with respect to any grant,

9 before the effective date of this section, of a transfer or

10 license of the further term as did the renewal of a copy-

11 right before the effective date of this section under the

12 law in effect at the time of such grant.

13 (c) CONFORMING AMENDMENT.Section 304(c) of

14 title 17, United States Code, is amended in the matter

15 preceding paragraph (1) by striking "second proviso of

16 subsection (a)" and inserting "subsection (a)(1)(C)".

17 (d) REGISTRATION PERMISSIVE.Section 408(a) of

18 title 17, United States Code, is amended by striking "At"

19 and all that follows through "unpublished work," and in-

20 serting "At any time during the subsistence of the first

21 term of copyright in any published or unpublished work

22 in which the copyright was secured before January 1,

23 1978, and during the subsistence of any copyright secured

24 on or after that date,".

41R, 2372 TO
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8

1 (e) FALSE REPRESENTATION.Section 506(e) of

2 title 17, United States Code, is amended by inserting after

3 "409," the following: "in the application for a renewal reg-

4 istration,".

5 (f) COPYRIGHT OFFICE FEES.Section 708(a)(2) of

6 title 17, United States Code, is amended-

7 (1) by striking "in its first term"; and

8 (2) by striking "$12" and inserting "$20".

9 (g) EFFECTIVE DATE; COPYRIGHTS AFFECTED BY

10 AMENDMENT.(1) Subject to paragraphs (2) and (3),

11 this section and the amendments made by this section

12 shall take effect on the date of the enactment of this Act.

13 (2) The amendments made by this section shall apply

14 only to those copyrights secured between January 1, 1963,

15 and December 31, 1977. Copyrights secured before Janu-

16 ary 1, 1963, Ilan be governed by the provisions of section

17 304(a) of title 17, United States Code, as in effect on the

18 day before the effective date of this section.

19 (3) This section and the amendments made by this

20 section shall not affect any court proceedings pending on

21 the effective date of this section.

ip
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1 TITLE III-NATIONAL FILM
2 PRESERVATION
3 SEC. 301. SHORT TITLE.

4 This title may be cited as the "National Film Preser-

5 vation Act of 1991".

6 SEC. 302. FINDINGS.

7 The Congress finds that-

8 (1) motion pictures are an indigenous American

9 art form that has been emulated throughout the

10 world;

11 (2) certain motion pictures represent an endur-

12 ing part of our Nation's iiistorieal and cultural herit-

13 age;

14 (3) less than half of the feature-length films

15 produced in the United States before 1951, includ-

16 ing only 20 percent of the silent films, still exist

17 today because of deterioration or loss, and many of

18 the films produced after 1951 are deteriorating at

19 an alarming rate;

20 (4) it is appropriate and necessary for the Fed-

21 eral Government to recognize motion pictures as a

22 significant American art form deserving of protec-

23 tion, including preservation and restoration, and to

24 establish a registry of films that represent an endur-

25 ing part of the national, historical, and cultural her-



1

2

3

4

5

6

7

8

9

10

11

12

13

14

15

16 (a) POWERS.(1) The Librarian shall, after consul-

17

18

19

20

21

22

23

24

11

10

Rage of the United States, and this registry should

be established and maintained by the Library of

Congress; and

(5) to the extent possible, and with the permis-

sion of the copyright owners, films on this film regis-

try should be made widely available to the American

public in their original form.

SEC. 303. NATIONAL FILM REGISTRY OF TEE LIBRARY OF

CONGRESS.

The Librarian of Congress (hereinafter in this title

referred the "Librarian") shall establish a National

Film Registry pursuant to the provisions of this title, for

the purpose of registering films that are culturally, histori-

cally, or aesthetically significant.

SEC. 304. DUTIES OF THE LIBRARIAN OF CONGRESS.

tation with the Board established pursuant to section 305,

do the following:

(A) After completion of the study required by

section 314, the Librarian shall, taking into account

the results of the study, establish a comprehensive

national film preservation program for motion pic-

tures, in conjunction with other major film archives.

The objectives of such a program shall include

eita 2272 la
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1 (i) coordinating activities to assure that ef-

2 forts of archivists and copyright owners, and

3 others in the public and private sector are effec-

4 tive and complementary;

5 (ii) generating public awareness of and

6 support for those activities;

7 (iii) increasing accessibility of films for

8 educational purposes, and improving nationwide

9 activities in the preservation of works in other

10 media such as videotape.

11 (B) The Librarian shall establish criteria and

12 procedures under which films may be included in the

13 National Film Registry, except that no film shall be

14 eligible for inclusion in the National Film Registry

15 until 10 years after such film's first publication.

16 (C) The Librarian shall establish procedures

17 under which the general public may make recom-

18 mendations to the Board regarding the inclusion of

19 films in the National Film Registry.

20 (D) The Librarian shall establish procedures

21 for the examination by the Librarian of copies of

22 films named for inclusion in the National Film Reg-

23 istry to determine their eligibility for the use of the

24 seal of the National Film Registry under paragraph

25 (2)(C).
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1 (2) In addition to the Librarian's duties undei para-

2 graph (1), the Librarian shall do the following:

3 (A) The Librarian shall determine, after consul-

4 tation with the Board, which films satisfy the crite-

5 ria developed under paragraph (1)(B) and qualify

6 for inclusion in the National Film Registry, except

7 that the Librarian shall not select more than 25

8 films each year for inclusion in the Registry.

9 (B) The Librarian shall publish in the Federal

10 Register the name of each film that is selected for

11 inclusion in the National Film Registry.

12 (C) The Librarian shall provide a ;eal to indi-

13 sate that a film has been included in the National

14 Film Registry as an enduring part of the national

15 cultural heritage of the United States. Such seal

16 may then be used on copies of such films that are

17 original and complete versions as they were first

18 published, after such copies have been examined and

19 approved by the Librarian. In the case of copyright-

20 ed works, only the copyright owner, a duly author-

21 ized licensee, or the Librarian or an archive other

22 than the Library of Congress may place a seal on

23 a copy of a film selected for inclusion in the Nation

24 al Film Registry. Wherever appropriate, the Librari-

25 an may accompany the seal with language indicating

.HR 2372 111
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1 that a copy of a film was preserved and restored by

2 the Librarian or by an archive acting under the

3 standards issued under subparagraph (D).

4 (D) The Librarian shall publish in the Federal

5 Register the standards for preservation or restora-

6 Lion that will qualify films for use of the seal under

7 subparagraph (C).

8 (3) The Librarian shall submit to the Congress a

9 port, not less than once every two years, listing films in-

10 eluded in the National Film Registry and describing the

11 activities of the Board.

12 SEC. 305. NATIONAL FILM PRESERVATION BOARD.

13 (a) NUNIBER AND APPOINTMENT.-(1) The Librari-

14 an shall establish in the Library of Congress a National

15 Film Preservation Board to be comprised of up to 17

16 members, who shall be selected by the Librarian in accord-

17 ance with the provisions of this section. Subject to sub-

18 paragraphs (C) and (0), the Librarian shall request each

19 organization listed in subparagraphs (A) through (P) to

20 submit to the Librarian, a list of not less than 3 candidates

21 qualified to serve as a member of the Board. Except for

22 the member-at-large appointed under paragraph (2), the

23 Librarian shall appoint one member from each such list

24 submitted by such organizations, and shall designate from

25 that list an alternate who may attend those meetings to
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1 which the individual appointed to the Board cannot at-

2 tend. The organizations are the following:

3

4

5

6

7

8

9

10

11

12

13

14

15

16

17

18

19

(A) The Academy of Motion Pictures Arts and

Sciences.

(B) The Directors Guild of America.

(C) The Writers Guild of America. The Writers

Guild of America East and the Writers Guild of

America. West shall each nominate 3 candidates, and

a representative from one such organization shall be

selected as the member and a representative from

the other such organization as the alternate.

(D) The National Society of Film Critics.

(E) The Society for Cinema Studies.

(F) The Atherican Film Institute.

(G) The Department of Theatre, Film and Tel-

e.ision of the College of Fine Arts at the University

of California, Los Angeles.

(H) The Department of Film and Television of

the Tisch School of the Arts at New York Universi-

20 ty.

21 (I) The University Film and Video Association.

22 (J) The Motion Picture Association of America.

23 (K) The National Association of Broadcasters.

24 (L) The Alliance of Motion Picture and Televi-

25 sion Producers.
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1 (M) The Screen Actors Guild of America.

2 (N) The National Association of Theater Own-

3 ers.

4 (0) The American Society of Cinematographers

5 and the International Photographers Guild. Each

6 such organization shall nominate 3 candidates, and

7 a representative of one such organization shall be se-

8 lected as a member, and a representative of the

9 other such organization shall be selected as an alter-

] 0 nate.

11

12

13

14

15

16

17

18

19

20

21

(P) The United States members of the Interna-

tional Federation of Film Archives.

(2) In addition to the Members appointed under

paragraph (1), the Librarian shall appoint the member-

at-large. The Librarian shall select the at-large member

from names submitted by organizations in the film indus-

tr oremlye ;,riist.s. producers, film critics, film preserva-

tieu orgardiaions. academic institutions with the film

study fin:grim:, and others with knowledge of copyright

law a..(1 of the importance, use, and dissemination of

films. The Librarian shall also select from the names sub -

22 under this paragraph an alternate member-at-large

23 who may attend those meetings to which the member-at-

24 large cannot. attend.

2111 .
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1 (b) CHAIRPERSON.The Librarian shall appoint one

2 member of the Board to serve as Chairperson.

3 (c) TERM OF OFFICE.(1) The term of each member

4 of the Board shall be 3 years, except that there shall be

5 no limit to the number of terms that any individual mem-

6 ber may serve.

7 (2) A vacancy in the Board shall be filled in the man-

8 prescribed by the Librarian, except that no entity list-

9 ed in subsection (a) may have more than one nominee on

10 the Board at any time. Any member appointed to fill a

11 vacancy before the expiration of the term for which his

12 predecessor was appointed shall be appointed only for the

13 remainder of such term.

14 (d) QUORUM.Nine members of the Board shall con-

15 stitute a quorum but a lesser number may hold hearings.

16 (e) BASIC PAY.Members of the Board shall serve

17 without pay. While away from their home or regular places

18 of business in the performance of functions of the Board,

19 members of the Board shall be allowed travel expenses,

20 including per diem in lieu of subsistence, in the same man-

21 ner as persons employ8d intermittently in Government

22 service are allowed expenses under section 5701 of title

23 5, United States Code.

HR 2372 III
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1 (f) MEETINGS.The Board shall meet at least once

2 each calendar year. Meetings shall be at the call of the
3 Librarian.

4 (g) CONFLICT OF INTEREST.The Librarian shall

5 establish rules and procedures to address any potential

6 conflict of interest between a member of the Board and

7 the responsibilities of the Board.

8 SEC. 306. RESPONSDULITIES AND POWERS OF BOARD.

(a) Ix GENERAL.The Board shall review nomina-

tions of films submitted to it for inclusion in the National

Film Registry and shall consult with the Librarian, as pro-

vided in section 304, with respect to the inclusion of such

films in the Registry and the preservation of these and

other films that are culturally, historically, or aesthetically

significant.

(b) NOMINATION OF FILMS.The Board shall con-

sider, for inclusion in the National Film Registry, nomina-

tions submitted by the general public as well as represent-

atives of the film industry, such as the guilds and societies

representing actors, directors, screenwriters, cinematogra-

phers and other creative artists, producers, film critics,

film preservation organizations, and representatives of

academic institutions with film study programs. The

9

10

11

12

13

14

15

16

17

18

19

20

21

22

23

24 Board shall nominate not more than 25 films each year
25 for inclusion in the Registry.

TER 2312 III
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1 (c) GENERAL POWERS.The Board may, for the

2 purpose of carrying out its duties, hold such hearings, sit

3 and act at such times and places, take such testimony,

4 and receive such evidence, as the Librarian and the Board

5 considers appropriate.

6 SEC. 307. NATIONAL FILM REGISTRY COLLECTION OF THE

7 LIBRARY OF CONGRESS.

8 (a) ACQUISITION OF ARCHIVAL QUALITY COPIES.

The Librarian shall endeavor to obtain, by gift from the

10 owner, an archival quality copy of an original version of

11 each film included in the National Film Registry. Wherev-

12 er possible, the Librarian shall endeavor to obtain the best

13 surviving materials, including preprint materials.

14 (b) ADDITIONAL MATERIALS.The Librarian shall

15 endeavor to obtain, for educational and research purposes,

16 additional materials related to each film included in the

17 National Film Registry, such as background materials,

18 production reports, shooting scripts (including continuity

19 scripts) and other similar materials.

20 (c) PROPERTY OF UNITED STATES.All copies of

21 films on the National Film Registry that are received by

22 the Librarian and other materials received by the Librari-

23 an under subsection (b) shall become the property of the

24 United States Government, except that nothing in this

diit. MI III
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1 subsection shall affect the rights of owncrs of copyright

2 under title 17, 'United States Code.

3 (d) NATIONAL FILM REGISTRY COLLECTION.All

4 copies of films on the National Film Registry that are re-

5 ceived by the Librarian and all materials received by the

6 Librarian under subsection (b) shall be maintained in a

7 special collection in the Library of Congress to be known

8 as the "National Film Registry Collection of the Library

9 of Congress". The Librarian shall, by regulation, and in

accordance with title 17, United States Code, provide for

reasonable access to films in such collection for scholarly

and research purposes.

SEC. 308. SErl. OF THE NATIONAL FILM REGISTRY.

(a) USE OF THE SEAL.No person shall knowingly

distribute or exhit)t to the public a version of a film which

10

11

12

13

14

15

16 bears a seal described in section 304(a)(2)(C) if such
17 film-

18 (1) is not included in the National Film Regis-

19 try; or

20 (2) is included in the National Film Registry,

21 but such copy was not examined and approved for

22 the use of the seal by the Librarian under section

23 304(a)(2)(C).

24 (b) EFFECTIVE DATE OF THE SEAL.The use of the

25 seal described in section 304(a)(2)(C) shall be effective for

.HR 2372 III
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1 each film after the Librarian publishes in the Federal Reg-

2 ister the name of that film as selected for inclusion in the

3 National Film Registry.

4 SEC. 309. REMEDIES.

5 (a) JURISDICTION AND STANDING.The several dis-

6 trict courts of the United States shall have jurisdiction,

7 for cause shown, to prevent and restrain violations of see-

8 tion 8(a) upon the application of the Librarian to the At-

9 torney General of the United States.

10 (b) RELIEF.(1) Except as provided in paragraph

11 (2), relief for a violation of section 308(a) shall be limited

12 to the removal of the seal of the National Film Registry

13 from the film involved in the violation.

14 (2) In the case in which the Librarian finds a pattern

15 or practice of the willful violation of section 308(a), the

16 United States district courts may order a civil fine of not

17 more than $10,000 and appropriate injunctive relief.

18 SEC. 310. LIMITATIONS OF REMEDIES.

19 The remedies provided in section 309 shalt be the ex-

20 elusive remedies under this Act, or any other Federal or

21 State law, regarding the use of the seal described in see-

22 lion 304(a)(2)(C).

*BR 2372 IR
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1 SEC. 311. STAFF OF BOARD; EXPERTS AND CONSULTANTS.

2 (a) STAFF.The Librarian may c.ppoint and fix the

3 pay of such personnel as the Librarian considers appropri-

4 ate.

5 (b) EXPERTS AND CONSULTANTS.The Librarian

6 may procure temporary and intermittent services under

7 section 3109(b) of title 5, United States Code, but at rates

8 for individuals not to exceed the daily equivalent of the

9 maximum rate of basic pay payable for GS-15 of the Gen-

10 eral Schedule. In no case may a member of the Board

11 be paid as an expert or consultant under such section.

12 SEC. 312. DEFINITIONS.

13 As used in this Act-

14 (1) The term "Librarian" means the Librarian

15 of Congress.

16 (2) The term "Board" means the National
17 Film Preservation Board.

18 (3) The term "film" means a "motion picture"

19 as defined in section 101 of title 17, United States

20 Code, except that such term does not include any

21 work not originally fixed on film stock, such as a
22 work fixed on videotape or laser disks.

23 (4) The term "publication" means "publica-

24 Lion" as defined in section 101 of title 17, United

25 States Code.

KR 2372 EH
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1 (5) The term "original and complete" means,

2 with respect to a film, the version of the film first

3 published, or as complete a version as the bona fide

4 preservation and restoration activities by the Librar-

5 ian or an archive acting pursuant to section

6 304(a)(2)(D) can compile in those cases where the

7 original material has been irretrievably lost.

8 SEC. 313. AUTHORIZATION OF APPROPRIATIONS.

9 There are authorized to be appropriated to the Li-

10 brarian such sums as may be necessary to carry out the

11 purposes of this Act.

12 SEC. 314. STUDY BY THE LIBRARIAN.

13 (a) STUDY.The Librarian, after consultation with

14 the Board, shall conduct a study on the current state of

15 film preservation and restoration activities, including the

16 activities of the Library of Congress and the other major

17 film archives in the United States. The Librarian shall,

18 in conducting the study, consult with film archivists, edu-

19 eators and historians, copyright owners, film industry rep-

20 resentatives, including those involved in the preservation

21 of film, and others involved in activities related to film

22 preservation.

23 (b) REPORT.Not later than 1 year after the date

24 of the enactment of this Act, the Librarian shall submit

TM 2372 III
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1 to the Congress a report containing the results of the

2 study conducted under subsection (a).

3 SEC. 315. EFFECTIVE DATE.

4 The provisions of this Act shall be effective until Sep-

5 tember 30, 1997. The provisions of this Act shall apply

6 to any copy of any film, including those copies of films

7 selected for inclusion in the National Film Registry under

8 the National Film Preservation Act of 1988, except that

9 any film so selected under such Act shall be deemed to

10 have been selected for the National Film Registry under

11 this Act.

12 SEC. 316. REPEAL.

13 The National Film Preservation Act of 1988 (2
14 U.S.C. 178 and following) is repealed.

0
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Mr. HUGHES. Title I addresses a very important element of copy-
right law of the United States, the fair use privilege. Under our
law, copyright holders are entitled to certain statutorily delineated
exclusive rights. These include rights of reproduction, distribution,
performance, and preparation of derivative works.

In their totality, these broad exclusive rights constitute the port-
folio of proprietary rights which our law grants .o holders of copy-
right.

These exclusive rights are spelled out in section 106 of title 17,
the copyright title of the U.S. Code. Section 106 is followed by 14
sections which consist of exceptions to these exclusive rights.

Thirteen of these sections spell out specific narrow exceptions to
the general rule of exclusive rights. They relate to matters such as
library photocopying, making of backup copies of computer pro-
grams, rights of lawful owners of individual copies of copyrighted
material to sell those copies, and compulsory licensing for cable tel-
evision and for juke box operators.

One sectionsection 107, which is the subject of the legislation
before usis a broad generic exception, under which limited "fair
use" of copyrighted works is permitted without approval or pay-
ment to the copyright holder.

Section 107 differs from the other exceptions not only in its
scope, but also in that it is a judicially created exception. The oth-
ers are all creatures of statute. Though now emlxdied in the 1976
Copyright Revision Act, fair use continues to be a judicially admin-
istered doctrine, as you know.

It is important to keep these facts in mind as we consider
amendments to the fair use exception. Almo- 200 years of English
and American common law were given statutory expression a short
15 years ago. At that time, our purpose was not to reform the law,
but to restate it. We should not hastily disrupt that stability.

The fair use exception is driven by the same principle which
forms the basis of the exclusive rights to which it is an exception:
the promotion of the public interest.

Just as it is in the public interest to encourage creation by offer-
. ing economic incentives to authors and inventors, it is also in the
public interest to permit limited free use of protected material. Our
law gives examples of purposes for which exceptions might be
made"criticism, comment, news reporting, teaching, scholarship,
or research." It then sets out four factors which courts have devel-
oped to assess fair use claims raised in defense of infringement
charges.

One of those factors is "the nature of the copyrighted work." One
consideration in evaluating the nature of the work is whether the
copyrighted work is published or unpublished. Examples of
unpublished works include works intended for publication, but not
yet published, as well as works which the author has not yet, and
may never, choose to publish. Personal letters are frequently in
that category.

The treatment of unpublished works has been a prominent fea-
ture in recent court decisions involving biographies of writer J.D.
Salinger and L. Ron Hubbard, founder of the Church of Scien-
tology.
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These decisions have reportedly had a tremendously chilling ef-
fect on the willingness of publishers and producers to distribute
works which utilize unpublished works as source material. The liti-
gation known as the New Era case, which involved an unauthor-
ized biography of L. Ron Hubbard, has caused the most problems.

Unpublished works have traditionally been less susceptible to
fair use claims. However, language in the New Era case is being
interpreted to constitute a virtual per se rule, under which no fair
use would be permitted.

As a result of the shock waves that these legal developments
have sent through the publishing community, biographies which
quote from letters and diaries of famous persons have been sup-
pressed or forced to undergo major rewrite when those persons or
their heirs refuse to grant permission to use such material. News
reporting and critical analysis of historical and contemporary
events, in both print and broadcast media, are in similar turmoil
over what material may and may not be used, and how it may be
used.

After reading these cases, I understood why lawyers are advising
their clients that reliance on the fair use defense has become very
risky in these circumstances. It is made particularly risky because
these same decisions which weaken, if not eliminate, the fair use
defense also seem to strengthen the sanctions imposed when a pub-
lisher makes the wrong fair use call. I refer in particular to the
suggestion in these cases that not only monetary damages, but in-
junctive relief is more or less automatic.

This is not the first time that the Congress has been called upon
to legislatively repudiate court decisions interpreting public policy
enunciated in earlier congressional enactments.

In fact, it occurs with sufficient frequency that this committee
has developed its own informal guidelines on such legislation.

Frankly, some of these guidelines have not been met in the
present circumstance. Most significantly, the situation does not in-
volve a definitive ruling of the Supreme Court which is in conflict
with congressional policy. Nor do we have a "split in the circuits,"
a phenomenon which is ordinarily a stepping stone to a ruling of
the Supreme Courtnot to congressional intervention to resolve
the conflict in the circuits.

Nevertheless, I am convinced that the situation calls for careful
congressional examination to determine if legislative clarification is
needed.

First, the court decisions negatively impact on fundamental in-
terests historically recognized in fair use analysisserious works of
scholarship, criticism, teaching, and news reporting. To the extent
they appear to enunciate, a per se rule against any fair use of
unpublished works, they ipso facto depart from the multiple factor
case-by-case analysis long recognized by courts and endorsed by the
Congress in the 1976 codification.

Second, the absence of a split of the circuits may be due in large
part to concentration of the print and electronic publishing indus-
tries in the second circuit. Plaintiffs choose the venue, and can be
expected to gravitate toward the second circuit and its favorable
law.

33
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Third, if an early end to the legal turmoil and economic disrup-
tion is readily available and widely accepted, it may be in the pub-
lic interest to move toward that solution.

In this regard, I want to point out that the legislative proposal
before us is one that has been recommended by parties in interest
who, in the last Congress, were unable to agree on a solution.

It remains the responsibility of the Congress to make the final
decision on whether amendment is necessary and the form that it
should take, nonetheless, agreement by formerly disagreeing major
parties in interest is a positive development, one that, in this situa-
tion, deserves our serious consideration.

I now recognize the ranking Republican member, the gentleman
from California, for any opening remarks that he may have.

Mr. MOORHEAD. Thank you, Mr. Chairman. You have done an
outstanding job in outlining the fair use issue and the difficulties
that historians, researchers, biographers, and others have had with
that particular problem.

Last year when Senator Paul Simon and Congressman Kasten-
meier introduced legislation, I was not a cosponsor of it, but I have
been carefully monitoring the situation ever since. When the 102d
Congress commenced, we waited for the results of the negotiations
between interested parties to see if an appropriate legislative solu-
tion could be proposed.

I was pleased when the parties announced they had reached such
an agreement, and I commend you, Mr. Chairman, for devoting 2
days of hearings to this important issue in such a timely fashion.
This will allow the subcommittee to carefully review the com-
promise language embodied in H.R. 2372 to ensure it strikes the
proper balance between historians, biographers, and others who
want to further the important goals of the first amendment of the
copyright laws when they use unpublished works in the legitimate
interests of authors that control the first publication of their work.
I appreciate the difficulties of drafting legislation in this area.

I would like to commend the various parties in their efforts in
arriving at the current language. I look forward to their testimony
today, Mr. Chairman.

Mr. HUGHES. Thank you.
The gentleman from Oklahoma.
Mr. SYNAR. Thank you, Mr. Chairman. I want to commend you

for the expedited review you are giving this. I think that is impor-
tant. I want to commend the parties that have previously not been
able to agree and finally have come to agreement. I hope that we
will review what they have to tell us, and hopefully, we can move
and make whatever adjustments are necessary.

I think this is a very important issue which sometimes has been
overlooked.

Mr. HUGHES. Thank you.
Any other members?
Let me introduce the first panel: Mr. Floyd Abrams, Ms. Kati

Marton, Mr. Mark Morril, and Mr. Kenneth Vittor. Mr. Floyd
Abrams is an attorney with the law firm of Cahill Gordon &
Reindel in New York City, and is testifying on behalf of the Au-
thors Guild. He is a graduate of Yale Law School and has had a
distinguished career in the private practice of law and a distin-
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guished teaching career at the same time. He has also published
numerous articles.

Our second panelist is Ms. Kati Marton, who is an author and
journalist. She lived in and reported from the Far East in a career
spanning nearly two decades. Her latest book was published in
September 1990, and the film version is now under production.

Our third panelist is Mr. Mark Morril, senior vice president and
general counsel for Simon & Schuster. He is testifying on behalf of
the Association of American Publishers. He is a graduate of Colum-
bia Law School. He worked as a staff attorney in a public interest
law firm and was in private practice in New York City most re-
cently with Kay Collyer & Boose.

Our final panelist is Mr. Kenneth Vittor, vice president and asso-
ciate general counsel, McGraw-Hill, Inc., testifying on behalf of the
Magazine Publishers of America. He is a graduate of the Univer-
sity of Chicago Law School and is the author of an article entitled
"Fair Use of Unpublished Materials: 'Widow Censors', Copyrightand the First Amendment" which was published in the fall of 1989
in the American Bar Association's Communications Lawyer.

We welcome the panelists today. If you will come forward and
take your seats, we have your statements which we have all read.
They are excellent; they are extensive, and without objection, I am
going to make them a part of the record, in full. I am going to ask
you to summarize for us. You will have a few minutes to think in
terms of how you will summarize, but we will try to hold the state-
ments to 5 minutes, because we have two panels, we have a lot of
questions, and we will have perhaps a number of members here to
ask questions.

With that, I am going to recess for 10 minutes to catch our vote,
and come back and take your testimony. The subcommittee standsin recess.

[Recess.]
Mr. HUGHES. The subcommittee will come to order.
Mr. Abrams, welcome.

STATEMENT OF FLOYD ABRAMS, ESQ., CAHILL GORDON &
REINDEL, ON BEHALF OF THE AUTHORS GUILD

Mr. ABRAMS. Thank you, Mr. Chairman. Thanks very much for
the opportunity to appear here today. Thanks very much for sched-
uling these hearings so very promptly. I do want to thank you and
Representative Moorhead for introducing H.R. 2372, which I ap-
pear here this morning to testify in favor of on behalf of the Au-
thors Guild.

The Authors Guild is a major national society of professional au-thors in this country. It has over 6500 members, and one of the
things it does that is most important is to represent the views of
its members in situations such as this in which they are so ad-
versely impacted by the current state of the law.

Many of us in this room, Mr. Chairman, have worked very hard
for good parts of the last year in trying to resolve the differences
that divided us from individuals and industries that opposed legis-
lation last year. We have now, as you have said, come up with our
proposed compromise, and it now falls to you to decide what to dowith that.
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What we were trying to do was to solve a problem, and to put
it as plainly as I can and maybe focusing a little too much on my
own role as a practicing lawyer, the problem is this: A lawyer such
as myself, that represents newspapers, publishers, authors, and the
like, when confronted with a historian or biographer or journalist
who wanted to quote from any letter, any diary, any memorandum
not previously published, had to tell him or her "either you can't
do that or, if you do that, you will run enormous legal risks." That
comes about as a result of these two second circuit cases that you
referred to earlier.

We think the solution that we offer you is extremely modest in
scope. It does not allow wholesale quotations from unpublished
works, but only quotations in such limited amount as historically
have been deemed, quote, fair, unquote. It does not equate quota-
tions from unpublished works with quotations from published
works, providing instead that the fact that a work is unpublished
is an important factor tending to weigh against a finding of fair
use, but only that, only tending to weigh against a finding of fair
usenot determining in and of itself that a use is unfair, not pre-
cluding the courts from looking at all four factors set forth in sec-
tion 107, as the courts determine whether a use is fair or unfair.

In fact, it would leave open to a judge in a particular case to find
that the unpublished nature of a particular work--a hidden presi-
dential letter, a diary entry of a prominent subject of a diarymay
tend to weigh in favor of fair use. But as a general matter, it will
weigh against it.

The Salinger and New Era cases of the second circuit have gone
very far indeed toward sending a message that no lawyer can avoid
and no author cannot but therefore be adversely affected by. The
reading, if I may presume to speak for the bar, that we have given
these cases is not particularly risk adverse. It is not born out of ti-
midity; it is not born out of an effort always to avoid any potential
risk for our clients. We know we cannot do that. It comes directly
from the language of the rulings of the second circuit and the inter-
pretatirin the second circuit has given to the Harper & Row case
of the Supreme Court.

The language of the Circuit is worth repeating. In the Salinger
case, the second circuit said that unpublished works "normally
enjoy complete protection against copying." The question is, do we
really want that to be the law, complete protection, normally, in all
cases, every single word, not the slightest quotation?

In New Era, referring back to Salinger, the Court said that even
"a small...body of unpublished material cannot pass the fair use
test, given the strong presumption against fair use of unpublished
works." With language such as this from the circuit, in which, as
you rightly pointed out, most of the publishing, broadcasting, mag-
azine industries of this country are centered, we have no choice as
lawyers but to tell our clients that either they can't publish things
that they historically have understood they could publish, or if they
do publish it, they publish at their peril.

One of the main reasons for this is that the court has so
overread, in our view, the Harper & Row decision as to make the
unpublished character of a work in and of itself determinative, not
just as to one of the four fair use factors, but as to all of them. And,

01)
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in particular, they have moved with extraordinary rapidity from
saying that the fact that a work is unpublished affects or governs
in some cases factor two, to having it therefore govern on factor
four, the issue of whether the publication interferes with the mar-
ketability of the initial author's work.

All we want to do is to permit the courts, to encourage the
courts, to tell the courts that they have to consider all four fair use
factors, that the unpublished nature of a work is not a trump card
to be played which ends all consideration of the equities in the case
and of how the balance should be struck amongst all four fair use
factors. The language of the second circuit is not some stray dictum
which found its way into those opinions; they are at the heart of
those opinions.

Finally, Mr. Chairman, I would just add that there has been
some criticism on occasion, and last year I recalled it when I testi-
fied, to any legislation on the grounds it might interfere with the
right of privacy. We have privacy laws. States have privacy lawsto the extent they are needed and are constitutional. The States
are perfectly free to enact laws designed to protect people's privacy.

It has also been said that this bill would interfere with the rightof first publication. Fair use always interferes by its nature with
the monopoly right that the Copyright Act gives to authors, but
there is nothing in the law now, on its face, which says there is
no fair use with respect to first publication. In fact, a plain reading
of the law would lead to quite the opposite conclusion.

I say in conclusion, Mr. Chairman, that this is a narrow and fo-
cused compromise which we offer to you. We think it deals with the
problem which brings us here today, and we urge you to adopt it.

Thank you very much.
Mr. HUGHES. Thank you very much.
[The prepared "tatement of Mr. Abrams follows:]
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PREPARED STATEMENT OF FLOYD ABRAMS, ESQ., CAHILL GORDON &

REINDEL, ON BEHALF OF THE AUTHORS GUILD

Mr. Chairman and distinguished members of this Com-

mittee: at your invitation, I appear today on behalf of the

Authors Guild, Inc. to testify in support of H.R. 2372, legis-

lation designed to assure that well-established principles of

fair use set forth in the Copyright Act are not abandoned in

all cases in which quotations are made from letters, diaries

and other unpublished works. The Authors Guild is the major

national society of professional authors, representing more

than 6,500 members throughout the nation. One of the Guild's

principal purposes is to express its members' views in cases

involving fundamental questions of both freedom of expression

and copyright law.

The legislation in question is modest in scope. It

would not allow wholesale quotations from unpublished works but

only the limited amount historically deemed *fair' under the

Act. It would not equate quotations from unpublished works

with those from published works, providing instead that the

unpublished nature of the quoted from work was an important

factor tending to weigh against a finding of fair use. But it

is that and no more. Sometimes the unpublished nature of work

-- a hidden Presidential letter, a diary entry of a prominent

subject of a biography -- will tend to weigh in favor of fair

use. And always fair use will be determined not alone on the
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basis of its unpublished nature, but on the basis of due con-

sideration being given to all four fair use factors set forth

in Section 107 of the Copyright Act without ignoring the impor-

tance traditionally afforded to those other factors.

Let me say one thing that should be obvious at the

outset: the Authors Guild and all authors well understand that

the Copyright Act exists to protect them. In fact, the proper

application of the Copyright Law assists authors -- and ulti-

mately the public -- by protecting creative works from unautho-

rized copying and by giving authors an economic incentive to

create those works. Properly enforced, then, the Copyright Law

serves the interests of authors and readers alike.

However, in two cases decided by the Court of Appeals

for the Second Circuit in recent years, Salinger v. Random

House, Inc., 811 F.2d 90 (2d Cir. 1987) ('Salinger") and New

Era Publications International v. Henry Holt & Co.,

("Hubbard"), 873 F.2d 576 (2d Cir. 1989) rehearing denied, 884

F.2d 659 (2d Cir. 1989), cert. denied, 110 S. Ct. 1168 (1990),

it has been suggested that the fair use doctrine has such lim-

ited application when unpublished source material (such as let-

ters, diaries or journals) is quoted from that the doctrine is

all but irrelevant in those cases.
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These decisions have had an intensely practical

effect: as a direct result of them, historians, biographers

and journalists are now being told by lawyers -- not unlike me

-- that they either may not quote at all from unpublished writ-

ings or that their quotations must be so limited in scope as to

make it impossible to convey the tone and flavor of the indi-

viduals they are writing about. Such legal advice is not sim-

ply the efforts of risk-averse lawyers to avoid any possibility

of liability for their clients; it is based upon a reading of

recent judicial rulings which is not only plausible but

unavoidable. The journalist who wishes to quote from a previ-

ously unpublished memorandum of a formerly high-ranking offi-

cial does so at his peril and that of his newspaper; the biog-

rapher who wishes to quote from letters of his subject may not

do so unless the subject approves (an unlikely event with

respect to any critical biography) or if the biographer and his

publisher are willing to risk the soaring costs of litigation.

In testimony on this topic last year, Taylor Branch,

author of the Pulitzer Prize winning biography of Martin Luther

King entitled 'Parting the Waters,- illustrated his need to

quote from unpublished materials and his concerns about recent

legal developments this way:

4 0
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"History is written by weaving together the varied
historical sources which a writer can find; quoting
or paraphrasing at modest length from the rich ore
of available historical sources (regardless of
whether they are published, or disseminated, or
unpublished) has always been an essential tool for
providing intimacy, immediacy, and ambience -- i.e.,
the truth. Such quotations are indispensable to
enabling readers fully to imagine and to understand
long-ago events.

"Dry facts can generally be mined from sources
without quoting or paraphrasing, but the harder
challenge of vividly recreating a period, of animat-
ing historical figures, high and low, so thE' their
passions and struggles and motives come alive, can
hardly be met without some direct reliance on the
revealing words and phrases and metaphors used by
history's participants. Unfortunately, the telling
phrases that have no substitutes are not always
neatly segregated into published secondary works or
collections of sources. More often, they are found
in local historical society archives, in the records
of community or public interest groups like local
NAACP chapters, or in documents lying in libraries
or archives or government files.

"My work convinces me ever more strongly that
unpublished material provides far more than a gar-
nish or decoration for historical studies. Such
'hidden' materials are essential to the heart of the
story itself, especially in what I have come to call
cross-cultural narrative -- the perceived and
unperceived interaction of isolated racial, social,
or professional cultures. It shocked me to discov-
ery that Dr. King -- far from being the comfortable
choice of most of his fellow black Baptist preachers
-- was almost literally excommunicated from the
national convention in which his father and grand-
father had established the power of the King family.
This expulsion was a major blow to King personally,
and a major turning point in his career, and yet not
a word of the event appeared in the standard pub-
lished sources, then or later. The world of black
preachers was invisible to the dominant culture, and
therefore even the fame of Dr. King could not put
this crisis on the historical record. To convey the
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feel of the church controversy, I quoted a letter
from Wyatt walker: The smoke has cleared, and evil
is once more strongly entrenched upon the throne."
Under the New Era ruling, it would have been dan-
gerous to use the quotation and perhaps impossible
to reconstruct the episode itself.

The entire first chapter of Parting the
Waters, about the background of King's church world
as seen through the life of Dr. Vernon Johns, was
based on unpublished materials. This was because
Johns remained -- unjustly, I believe -- an invis-
ible person in the published references. Nearly the
whole texture of black history was lost for that
period, and required unpublished materials as a
starting point. To convey the sense of the rela-
tionship between Or. King and Malcolm X, I quoted
only the first three words from the brush-off letter
Dr. King instructed his secretary to write:
Dr. Mr. X.' To convey one point about the breadth

of religious discussion in King's student years, I

quoted the pompous letter of a preacher concerning
the eminent theologian Paul Tillich (about whom King
wrote his Ph.D. dissertation): 'Tillich is all wet

. . . There is no "being itself.-'

-In my work experience, such blind spots in the
published record extended far beyond Dr. King's
life. To recreate the origins of the Mississippi
voting rights project, which led five years later to
the 1965 Voting Rights Act, I quoted the 1960 reply
of a young volunteer to Bob Moses, then a new stu-
dent leader: 'I cannot believe your letters . . I

got so excited that things almost happened to my
kidneys. This voter registration project is IT:'
Under the new rulings such a letter might well have
been out of bounds. Similarly, I may have lost the
telling eyewitness reaction of John Doar to one of
the Freedom Ride beatings in 1961: 'Oh, there are

fists, punching! A bunch of men led by a guy with a
bleeding face are beating them. There are no cops.

It's terrible! Its terrible!' Those of you who
know the taciturn, composed John Doar personally can
appreciate how revealing this quotation is. It came
from the private papers of Ed Guthman, who came into
possession of notes taken by a secretary overhearing

6
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a phone conversation between Doar in Alabama and
Burke Marshall in Washington."

Mr. Branch's comments not only indicate the essenti-

ality to authors of some ability to quote from unpublished

materials: they also suggest an often overlooked limitation on

the scope of what is at issue here. It is not the right to

quote indiscriminately from unpublished works. On the con-

trary, it is whether even a modest but "fair" use may be made

of such material -- or whether any use, even if brief and even

if it does not diminish the value of the work quoted from, must

be viewed as unfair. What the Sec .:(1 Circuit has done is to

interpret the opinion of the Supreme Court in Harper & Row,

Inc. v. Nation Enterprises, 471 U.S. 539 t1985) so as to cr,- .te

a virtually impregnable presumption against deeming quotations

from unpublished works to be fair. The language of the Second

Circuit is revealing: in its Salinger opinion it concluded

that unpublished works "normally enjoy complete protection

against copying." In New Era, that court concluded that even

"a small . . . body of unpublished material cannot pass the

fair use test, given the strong presumption against fair use of

unpublished work.' With language such as this being used to

articulate the law, it is small wonder that the artistic and

publishing community is so disturbed by these rulings.

43
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Analytically, there is even a graver flaw to the Sec-

ond Circuit's rulings. Not content with assuming that virtu-

ally any use of unpublished material causes the user to "lose"

on the second of the four fair use factors set forth in

Section 107 of the Copyright Act (the "nature of the copy-

righted work"), the Second Circuit has moved quickly and all-

'ut-automatically to a ruling that a party that has lost on the

second tactor loses as well on the critical fourth factor --

the effect of the use on the potential market for the copy-

righted work. I summed up this development as follows in my

testimony last July on this topic:

From an adverse decision on the second
factor, it is a natural -- almost inevitable --
step under current law for a court to find
against the defendant on the fourth factor, the
effect of the use on the market for the copy-
righted work -- which the courts have consis-
tently concluded is 'the single most important
element of fair use.' Nation, 471 U.S. at 566.
Since the crucial preliminary question is
whether the copyright holder has in fact exer-
cised the right to publish, any dissemination
before he does so will by definition interfere
with a writer's opportunity initially to pub-
lish. In Salinqer, for example, the Second Cir-
cuit noted that the impairment of the market
seems likely (because t]he biography copies vir-
tually all of the most interesting passages of
Salinger's unpublished letters. 811 F.2d at 99.
It is not coincidental that in neither case
interpreting the Nation has the Second Circuit
not found some impairment of the market. And
so, that fact that a work is unpublishea leads
speedily -- and dangerously easily -- to a rul-
ing by rote in favor of the plaintiff on the
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critical fourth factor. With this victory in
hand -- the second factor plus the most
important' fourth factor -- the plaintiff cannot
lose. And the plaintiff does not lose."

To say this, I want to emphasize. is not to say that

the unpublished character of a quoted from work should not be

deemed relevant -- and, in fact, that it generally should not

tend to weigh against a finding of fair use. What is critical,

however, is that the unpublished nature of the work quoted from

should only -tend to weigh against" a finding of fair use; that

it should not, in and of itself, require a finding of unfair

use; that all four fair use factors should be considered in all

cases; and that the 'most important" factor (as the Supreme

Court also said in the Nation case) should remain the fourth --

the effect of the use of the quoted material on the market.

The current reality, however, is that as a result of these

recent decisions one factor alone has become the dominant and

even exclusive focus of judicial attention -- the unpublished

nature of the quoted from work.

Consider the impact of such a rule of law on already

published works. James Reston, Jr., the author of a recent

biography, The Lone Star, dealing with the life of John

Connally, has observed that:

45
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"Since the letters [I wished to quote) came from
opened files in a presidential library, it felt as
if to discover rich, unpublished material in a kind
of research coup was dangerous; to use it was a
crime. Good research was a form of entrapment.
Better and safer, the law . . . seemed to be saying,
that you rehash the stale stuff that has already
appeared in print.

. . . I was informed . . . that a hostile
subject of a biography could not stop publication
for supposed libel, but he could enjoin publication
for copyright infringement. No author, in my view,
could bear that risk . . . ."

Letter, dated October 27, 1989, James Reston, Jr. to Arthur

Schlesinger, Jr.

For the guidance of this Committee, I note only a few

of the recent works of history, biography and current affairs

which made use of primary sources and which could not have been

written in the same way had the decision below been in force at

an earlier time:1

UNPUBLISHED

BOOK PRIZE WON MATERIAL USED

"A Bright
Shining Lie"
by Neil Sheehan

Pulitzer, 1989 papers of John
vann

1 Arthur Schlesinger, Jr., recently observed, "[I]f the law
were this way when I wrote the three volumes of 'The Age

of Roosevelt,' I might still be two volumes short."
Newsweek, December 25, 1989, p. 80.

4 c;
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-Parting the Pulitzer, 1989 papers of Martin
'Waters' Luther King, Ralph
by Taylor Branch Abernathy

-The Making of National Book papers of
the Atomic Bomb" Award, 1987 J. Robert
by Richard Rhodes Oppenheimer,

other scientists

'The Power Broker'
by Robert Caro

"Luce and His
Empire,' by
W.A. Swanberg

'Huey Long"
by T. Harry
Williams

Pulitzer, 1975 papers of
Robert Moses

Pulitzer, 1973 papers of
Henry Luce

Pulitzer, 1970 papers of
Huey Long

Any rule of law that would jeopardize the research

and writing of some of the great works of modern American his-

tory and biography should be reconsidered.

This legislation would do so in a manner that pro-

tects the legitimate rights of all. H.R. 2372 is a balanced,

restrained and focused response to a major threat to the abil-

ity of this nation's authors to go about their work. I urge

its adoption.

47
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Mr. HUGHES. Ms. Marton, welcome.

STATEMENT OF KATI MARTON, AUTHOR, NEW YORK CITY

Ms. MARTON. Good morning. My name is Kati Marton, and I
would like to thank you, Congressman Hughes and the members
of the subcommittee, for allowing me this opportunity to speak on
the critical issue of fair use and in support of H.R. 2372.

I am both an author and a journalist. I have come this morning
to enlist your support, so that I may continue to practice both of
those professions in a free and unfettered way. Without your help,
I and my fellow writers, who have formed a Committee on Fair
Use, including some of America's most distinguished authors of
nonfiction booksDavid Halberstam, J. Anthony Lukas, Arthur
Schlesinger, Edmund Morris, and Doris Kearnsnone of us will be
able to write histories, biographies, or other works of nonfiction as
we presently know them. Without a reasonable agreement on what
constitutes the fair use of unpublished materials, we will be re-
duced to the status of "court" biographers, perpetually rehashing
the same, safe old stories, fearful of breaking new ground lest we
become embroiled in debilitating court fights. A climate of fear and
uncertainly now pervades my profession, a climate in fact more
reminiscent of a totalitarian state than one taking place in the
home of the first amendment.

There is an even more dangerous side effect down the road if we
do not restore the practice of fair use to its traditional place, the
place it occupied before the restrictions imposed by the Second Cir-
cuit Court of Appeals. If our books do not inform, we will be left
with uninformed citizens. At risk is the ability of Americans to
form opinions and to make sound judgments on a range of complex
issues. That is a loss we can ill afford, as we attempt to sharpen
our competitive edge in the world.

It seems to me inevitable, however, that if the increasingly bur-
densome restrictions on writers' ability to quote from unpublished
letters, diaries, and other documents are not lifted, we will have
only two sorts of biographies and histories: The authorized sort,
which represents one man's or one woman's exclusive version of his
or her own life, and the Kitty Kelley variety which, with due re-
spect to Ms. Kelley, is not a model of good scholarship or solid doc-
umentation.

Nor are we going to have many readers left. Why should we if
we turn out such mediocre pap? For, at present, we biographers
and historians are prohibited from using the pungent words used
by real people in their own correspondence and in their diaries, un-
less they have already appeared in other publications. Imagine
having to paraphrase Harry Truman's wonderful expletives. Or
Lyndon Johnson's. In one of the court cases which has led to our
present predicament, a case involving the biography of L. Ron Hub-
bard, the found of Scientology, the author was faulted for quoting
from a Hubbard letter saying, "There are too many Chinks in
China." Paraphrased, that would read, "The indigenous population
of China is too large." Not quite the same in conveying Hubbard's
character, is it? Nor nearly as interesting for the reader either.

We are having a tough enough time these days getting our books
read by video-mesmerized Americans, without giving anybody fur-
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ther cause not to read lively, interesting, but also solidly re-
searched, carefully documented works, which do not rely on third-
hand information, secondary sources, and twice-told tales.

Under present circumstances, writers and publishers must navi-
gate treacherous and uncertain waters in their use of heretofore
unpublished materials. Publishers, ever more fearful of lawsuits,
en:: sometimes setting absurd limitations on using unpublished ma-
tei.al. Most of the larger New York publishers have set a zero word
limit. Not surprisingly, a substantial number of books are being
withheld from publication at the authors' behest, rather than al-
lowing them to be gutted to meet the demands of the new rule gov-
erning fair use of unpublished materials.

And yet, it is just such unpublished materials which break new
ground for the reader, which can startle and surprise and inform.
Unpublished materials lie at the very heart of investigative report-
ing. Without them, we will be reduced to books filled with the au-
thor's own conclusions and with shadowy sources whose identify
must be protected. Far better to let our readers draw their own
conclusions, be it regarding the Civil War or the lives of great or
not-so-great Americans, based on as many carefully collected docu-
ments as the author is able to reach. Self-censorship, which is what
I and my fellow authors must practice if the present situation is
upheld, is no better than censorship. The first amendment was
meant to safeguard against both.

Two of my books, a biography of Raoul Wallenberg, the Swedish
diplomat who saved thousands of Hungarian Jews, and the Polk
Conspiracy, the story of the murder and coverup of CBS cor-
respondent George Polk would not be the same books without lib-
erally drawing on heretofore unpublished materials. Without using
unpublished sources in the Polk Conspiracy, I would not have been
able to penetrate a 40-year-old thicket of official lies and rumors
and reach the nub of a story: A cautionary tale about our own
country's paranoid behavior in the early days of the cold war.

I am a firm believer, as was CBS correspondent George Polk dur-
ing his too-brief lifetime, that if a democracy is to be more than a
paper tiger, its constituency must be well informed, must be able
to weigh and judge before it makes its choices. The government of
a few secretive men was not the point of the exercise called Amer-
ica. George Polk was murdered for that sort of reporting, and for
not playing by the rules of cold war politics. For he maintained
that the reporter's task was to get at the truth, even if that didn't
please either his own government or its allies. I discovered that 42
years after his murder, over 200 official documents regarding this
case are still classified under that overused "national security" cat-
egory.

There was no way I could write anything but a rehash of old ru-
mors, if I had played strictly according to the new restrictions on
fair use. I did not, and fortunately, my publisher was courageous
enough to risk publication. Thus, I was able to expose an intricate
conspiracy to cover up the savage murder of one of my profession's
most distinguished practitioners.

I befriended former intelligence agents who were willing to share
with me unpublished letters and memoranda, which cracked the
42-year-old mystery. I discovered that General "Wild Bill" Dono-
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van, the godfather of our intelligence network, and Walter Lipp-
mann, the eminent Washington columnist, both played highly dis-
turbing parts in this story. Through letters written to them and by
them, I gained remarkable insights into that dark period of ramp-
ant paranoia. But it is not I, the author, who is the ultimate bene-
ficiary of those unpublished documents. It is the readers who, I be-
lieve, can gain fresh insights into his own country's sometimes
shadowy history. Under the new interpretation of fair use, I would
have been compelled to obtain written permission from the heirs of
Donovan and Lippman and the others, to use highly damaging but
historically vital material in my book. Would they have granted me
such permission? And if not, whose interests would be best served
if this cautionary tale about the origins of the cold war and the
early compromise of American values in the battle against Com-
munism were suppressed for another four decades? Do we really
wish to give that sort of a hammerlock on history to a few people
with their narrow personal motives? I hope your answer to that is
a resounding "no."

Mr. HUGHES. Thank you.
[The prepared statement of Ms. Marton follows:]
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PREPARED STATEMENT OF KATI MARTON, AUTHOR, NEW YORK CITY

May 30, 1991

Good Morning. My name is Kati Marton and I would like to thank you,

Congressman Hughes, and the members of the Subcorcautt,..e, for allowing

me this opportunity to speak on the critical issue of "fair use" and in

support of H.R. 2372.

I am both an author and a journalist. I nave come this

to enlist your support so that I may contir...4 to practice both of thrr

professions in a free and unfettered way. Without your help, I and

fellow writers who have forn.ed a Committee on Fair Use, inc.:tiding

of America's moat distinguished authors of non-fi.n:on books,

Halberstars, J. Anthony Lukas, Arthur Schlesinger, Edmund Morris and

Doris Kearns, none of us will be atle to write histories, b:ozraph:es

other works of non-fiction as we presently know them. W.thoJt a

reasonable agreement on what constitt.tes the "fair ate" of untunsi..?!

materials, we will be reduced to the v-atus cf "co..irt" biofraphers,

perpetually rehashing the same, safe old Lt,..r:es, f,...rful of breaking :ley

ground lest we become embroiled in .iebilitating court fights. A climate

of fear and uncertainty now pervade: my profession, a elic ate in fact

more reminiscent of a totalitarian state than one taking place in the

horse of the First Amendment.

There is an even more dangerous side effect down the reed if we

do not restore the practice of fair use to its tiaditional place, the place

it occupied before the restrictions imposed by the Second Clicuit Court

of Appeals. If our books do not inform, we will be left with uninformed

citizens. At risk is the ability of Americans to form opinions and to

make sound judgments on a range of complex is3Vea. That is a loss
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can ill afford, as we attempt to sharpen our competitive edge in the

world.

It seems to me inevitable, however, that if the increasingly

burdensome restrictions on writers' ability to quote from unpublished

letters, diaries and other documents is not lifted, we will have only two

sorts of biographies and histories: the authorized sort, which. represents

one man or one woman's exclusive version, of his or her own life, and

the Kitty Kelley variety which, with due respect to us. :s not A

model of good scholarship or solid documentation.

Nor are we going to have many readers left. Why sho..1ct we, if

we turn out such mediocre pap' For at present we bic4raphers and

historians are prohibited from using the pungent tords used by real

p.opte in their own correspondence and in their diaries, unless they'e

already appeared in other publications. Yet it's those worts 'rich

oreathe life into characters. Imagine having to para;:hrase Harry

Truman's wonderful expletives? Cr Lyndon ichnson's. In one of the

court cases which has led to cur present pred!cament, a case involving

the biography of L. Ron Hubbard, the founder of Scientology, the author

was faulted for quoting from a Hubbard letter saying, "There are too

many Chinks in China." Paraphrased that would read, "The indigenous

population of China is too large." Not quite the same in conveying

gubbard'a character, is it' Not nearly as interesting for the reader

e't her.

We are having a tough enough time these days getting our books

read by video-mesmerized Americans, without giving anybody further

cause not to read lively, interesting, but also solidly researched,
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carefully documented works, which do not rely on third hand

information, secondary sources and twice told tales.

Under present circumstances, writers and publishers must

navigate treacherous and uncertain waters in their use of heretofore

unpublished materials. Publishers, ever : re fearful of lawsuits, are

sometimes setting absurd limitations on using unpublished material.

fost of the larger New York publishers have set a Zero word limit. 2.14,::

prisingly, a substantial number of cc3 -:s are being withheld from

pttliration, at the au:h.:l.'s behest, ratrwr than al:ow them to be gutted

meet the demantis of the new rule go% -fa:r use of

unpublished r-ateria:s.

And yet It is ;us.: such L.npublisheo materials 1..111....11 r...1 sal. r.ew

ground for the reacer, which can startle and surpr.se and inform.

Unpublished materia:s lie at the very heart of 1:.vestiget:e reporting.

Without them we w1:1 tie reduced to books with the a,.thor's own

conclusions and with shadowy sources whose identity must be protected.

Far Letter to let our readers draw their own conciusions, be it

regarding the Civil War or the :ives of greet cr not so great Americana,

based on as many carefully collected documents as the author is able to

reach. Self-censorship, which is what I and my fe;low authors must

i practice if the present situation is upheld, is no better than censorship.

The First Amendment was meant to safeguard against both.

Two of my books, a biography of Paoul Wallenberg, the Swedish

diplomat who saved thousands of Hungarian Jews, and tr.e Polk

Conspiracy, the story of the murder ano cover-up of CBS correspondent

George Polk would not be the same books without liberally drawing on

he repfcre unpubl:shed materials. Without using unpublisned sources in
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the Polk Conspiracy, I would not have been able to penetrate a forty-

year old thicket of official lies and rumors and reach the nub of a

story: a cautionary tale about our own country's paranoid behavior in

the early days of the Cold War.

I am a firm believer, as was CIS'S correspondent George Polk

during his too brief lifetime, that if a democracy is to be more than a

paper tiger its constituency must be well informed, must be able tc

weigh and judge before it makes its choices. The government of a few

s.,cretive men was not the point of the exercise called America. Secretr

moreover, rarely embarrass or do damage to anyone but the secret

keepers. George Polk was murdered for that sort of reporting, and for

not playing by the rules of Cold War politics. For he maintained that

the reporter's task was to get at the truth v.en if that didn't please

either his own government or its allies. I discovered that forty-two

years after his murder, over two hundred official documents regardint

this case are still classified under that overused "National Security"

category.

There was no way I could write anything but a rehash of old

rumors if I had played strictly according to the new restrictions on fair

use. I did not, and fortunately my publisher was courageous enough rr

risk publication. Thus i was able to expose an intricate conspiracy t^

cover up the savage murder of one of my profession's most

distinguished practitioners.

I befriended former intelligence agents who were willing to sfhare

with me unpublished letters and memoranda which cracked the forty-two

year old mystery. I discovered that General "Wild sill" Donovan, the

godfather of our intelligence network and Walter Llppmenn, the ersdrien'

4
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Washington columnist, both pla)ed highly disturbing parts to this story.

Through letters written to th.,m and by them, I gained reri.erkat.le

insights into that dark period of rampant paranoia. Washir.etcn saw

everything through the often blinding East-West priam. Su: it is not I,

the author, who is the ultimate beneficalry cf those unpublished

documents. It :s the reader, who, I believe, can gain fresh insights into

coJntry's scrseti:ues shadowy history. 12r.der the. r.ew

intetpretatlor. of "fa.r us.e" I wo.....12 have b,en .i.ompelled obt...in

ti- n rr..:ss,on from Cr., he::.. of l'or.ovor. eud ond :hi

oth.rs, to use highly dair.a:nrg but vital Tr.L..eria: in my

br.e.k. Would they ..eve r., tut cern.ias:on' ;no r.c.t, ,...ho.At-

intereStS would Le best served if this cautionary tale eta.._ the origirs

of the Cold War en::: the early comptomite cf Ainer.,an values in the

tattle against Communi.id: suppreased for another four decades'

Do we rerily wish to give that sort of a har.rierlock on hitory to a ft-'

reople witn their narrow .;.-elaznal motives` I hope your ans...er to that

to a resounding "No."

t I
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Mr. Morril, welcome.

STATEMENT OF MARK MORRIL, ESQ., SENIOR VICE PRESIDENT
AND GENERAL COUNSEL, SIMON & SCHUSTER, NEW YORK CITY,
ON BEHALF OF THE ASSOCIATION OF AMERICAN PUBLISHERS
Mr. MORRIL. Thank you for the opportunity to appear here this

morning. The Association of American Publishers, whom I rep-
resent this morning, includes some 230 publishers, large and small,
throughout the United States. We are very grateful to you, Mr.
Chairman, and to you, Mr. Moorhead, for responding so promptly
to the serious threat to scholarship posed by the recent second cir-
cuit decisions which, in our view, preclude a finding of fair use of
unpublished materials and letters.

I am here this morning to speak to you from the firing line, as
one of the people who is called upon almost every day to make the
judgment calls to ensure that our books avoid the legal pitfalls that
can delay or prevent their publication. I think there are four essen-
tial points for me to communicate this morning.

First, I strongly second what Mr. Abrams said. I must tell you
that the second circuit decisions have created a new rule of law for
our authors. My colleagues and I have taken the position that the
fair use doctrine no longer protects even minimal quotation or par-
aphrase from unpublished letters or other unpublished materials.

While I know there has been some question as to whether that
rule of law exists, I have to tell you that when all of the smoke of
concurring opinions and dissenting opinions and dissents from peti-
tions of rehearing and law review articles clears, it is clear that
those of us who make the real decisions here on a daily basis have
no responsible alternative. When all is said and done, we go to the
cases, to the holdings, as we have been trained to do; and we sim-
ply cannot read around the second circuit's own words, particularly
in the New Era case, that even a small body of unpublished mate-
rials cannot pass the fair use test.

Our advice, then, is near absolute. We cannot take into account
any longer whether the quoted material is factual or expressive,
whether it is even publicly available in a court record or a library,
whether it concerns a living subject or a dead subject, whether it
is crucial to the author's theme or thesis. And we cannot even con-
sider how limited the amount quotation is.

As Ms. Marton said, we take the position that no quotation is
protected by the fair use doctrine.

My second point here today is that that rule of law and the re-
sulting advice have created real problems for us as publishers, and
for our authors, particularly our authors of critical biographies and
history. Two of Simon & Schuster's authors testified before the
joint committee hearings last summer that the unpublished mate-
rials that we, the publishing lawyers, tell them they can no longer
use frequently are the very materials they most need to use, the
crucial source materials that animate and validate their scholar-
ship. As Mr. Branch testified, the important sources for cross-cul-
tural scholarship, such as his, can be found in archives of local his-
torical societies, the files of community groups, such as the
NAACP, libraries, reposing in archives or government files; and
without the fallback protection of the fair use doctrine, our authors
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have no assurance any more that they can even write the kinds of
critical books that an informed public demands and deserves.

In the brief era of this new rule of law, we have already seen
some books that have not been published. We have already seen
valuable materials depleted from books. And we have already seen
viewpoints subtly altered. We have examples already of the widow
censor, who conditions access to source material on favored treat-
ment of the biographical subject.

My third point is that this state of affairs is highly unlikely to
be changed by the judiciary alone. Although it is true that the
courts may respond to particular fact situations that will arise in
the cases that come before them, we agree with Chief Judge Oaks
of the second circuit, who testified in substance last year that the
Salinger and the New Era decisions are simply too recent, too
broad, and too sweeping in their pronouncement of a virtual per se
rule to be cut back sufficiently in the short term to give scholarship
the breathing room it needs again.

We need this legislation to help the courts back onto the right
path.

Fourth and finally, I can assure you that the legislation before
this subcommittee will make a real practical difference and will ac-
complish its purpose. The amendment will restore the application
of the fair use test and enable us publishing lawyers to revert to
the advice we gave before Salinger and New Era. That advice was
not that our authors or we as publishers have carte blanche to
quote from unpublished letters or other materials, but that the
fairness of the use will be determined on a case-by-case basis with-
out a per se rule that short-circuits the fair use factors in section
107 of the Copyright Act.

The unpublished nature of the quoted work will be one such fac-
tor and v 11 be one element tending to weigh against the finding
of fair use in most cases, but it will no longer overwhelm the analy-
sis.

I should add that this legislation has been the subject of very in-
tense deliberation with our colleagues from the computer industry.
It takes into account their interest as well as ours, and we are very
gratified for their support.

On behalf of the authors and publishers I represent here today,
I urge this committee to act promptly to enact this legislation.

Thank you, Mr. Chairman.
Mr. HUGHES. Thank you, Mr. Morril.
[The prepared statement of Mr. Morril follows:1
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PREPARED STATEMENT OF MARK C. MORRIL, SENIOR VICE PRESIDENT AND

GENERAL COUNSEL, SIMON & SCHUSTER, NEW YORK CITY, ON

BEHALF OF THE ASSOCIATION OF AMERICAN PUBLISHERS

INTRODUCTION

Thank you Mr. Chairman and members of the Subcemmittee for the

privilege of appearing before you this morning. I am the General

Counsel of Simon & Schuster, one of the nation's leading trade book

publishers. I also speak here on behalf of my colleagues at the

other publishing houses within the Association of American

Publishers, which represents some 230 member companies across the

nation.

I first want to add a note of appreciation, to you, Mr.

Chairman, and to Mr. Moorhead for recognizing that a serious public

interest problem exists as a result of the virtual per gg rule in

the Second Circuit governing the analysis of the "fair use" cases

when unpublished letters and materials -- the building blocks of

history -- are involved. The legislation you have introduced is

most welcome, is most essential, and will restore the needed

balancing of interests analysis required by the "fair use" doctrine

of the 1976 Copyright Act.

In short, the legislation you have proposed will have an

immediate and positive effect on the ability of biographers and

historians to once more pursue their craft and to utilize their

talents to the fullest to inform and educate the public. As

1
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counsel to a company which publishes some 750 general interest

titles a year, I must advise authors constantly on whether their

use of source material meets the fair use test and I must make like

evaluations on behalf of the publisher, who frequently has made a

very substantial investment in publication of the work.

Many of the books I review fall into the category of critical

biography and historical works, so deeply and adversely affected in

their writing by the recent court rulings which effectively negate

the application of the fair use doctrine to unpublished materials.

I speak to you directly from the firing line. The illustrations I

will share with you are not hypothetical, but real situations which

have arisen in my company or other publishing companies.

THE PROBLEM

Since the decision of the Second Circuit in Salincier, and

even more acutely since the New Era decision, many publishing

lawyers have advised their clients that both quotation and

paraphrase even of minimal amounts of unpublished material is no

longer permitted. In other words, in the case of unpublished

materials, the fair use analysis has been forced into a mold that

begins and ends with the determination that the quoted matter is

unpublished.

In our view, no other practical conclusion it possible, given

the Court of Appeal's determination in New Era that the use without

permission of even "a small ... body of unpublished material cannot

pass the fair use test, given the strong presumption against fair

MY-2354.1
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use of unpublished work." To those who have suggested that the

publishers' counsel are overly conservative in their interpretation

of Salincer and New Era, we respond that the above-quoted language

leaves little room for interpretation, particularly for an author

and publisher who may have invested years of time and substantial

amounts of money to meet a publishing schedule which can be set

aside at the stroke of the judicial pen. Indeed, to advise our

clients otherwise simply would not be responsible to the publishing

houses, the authors and, ultimately, to an informed public.

We are also very conscious that the publishing defendants in

both Salincer and New Era prevailed in the district court, only to

suffer reversal on appeal. As Chief Judge James Oakes of the

Second Circuit told this Committee in support of similar

legislation last summer, both Salincer and New Era contain overly

broad language which has had a palpable chilling effect upon the

publishing world, with no realistic prospect that the error will be

corrected by the Circuit Court. Even if the court now begins to

make narrow piecemeal adjustments responding to particular facts

that may come before it, the broad sweep and pervasive effect of

Salincer and New Era make it intolerable to depend on the

possibility that the caselaw will slowly revert to its earlier

state.

Our advice now is near-absolute. We tell our clients that the

prohibition applies without regard to whether the material is

WY-2354.1

---Expressive language or banal statements;
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---Publicly available, but not legally published, e.g. in

a court record or library;

---Required to refute an inconsistent published statement

of a historical figure or biographical subject;

---Concerning or by a subject living or dead;

---A tiny fragment or more of the quated work.

The effects of these rulings have been more than just

"chilling" on the speech of our authors. They have stopped cold

America's historians and biographers from critical and traditional

use of the original source material which animates and validates

their work. Last year Taylor Branch, author of Parting the Waters,

the Pulitizer Prize winning biography of Martin Luther King's life

from 1954-63, who is now at work on a second volume entitled Pillar

of Fire, covering the years 1964 until King's death in 1968,

testified to dramatic effect about the importance of source

material to historians and biographers:

"History is written by weaving together the varied
historical sources which a writer can find; quoting or
paraphrasing at modest length from the rich ore of
available historical sources (regardless of whether they
are published, or disseminated, or unpublished) has
always been an essential tool for providing intimacy,
immediacy, and ambience--i.e., the truth. Such
quotations are indispensable to enabling readers fully to
imagine and to understand long-ago events."

"Dry facts can generally be mined from sources without

4
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quoting or paraphrasing, but the harder challenge of
vividly recreating a period, of animating historical
figures, high and low, so that their passions and
struggles and motives come alive, can hardly be met
without some direct reliance on the revealing words and
phrases and metaphors used by history's participants.
Unfortunately, the telling phrases that have no
substitutes are Lot always neatly segregated into
published secondary works or collections of sources.
More often, they are found in local historical society
archives, in the records of community or public interest
groups like local NAACP chapters, or in documents lying
in libraries or archives or government files."

Similar sentiments were echoed by J. Anthony Lucas, himself

the Pulitzer-prize winning author of Common Ground, and Professor

Schlesinger, writing in the Wall Street Journal. Moreover,

although the problem created by the recent decisions affects

primarily works of history and critical biography, it is not

confined to such works. The issue also has arisen already in

relation to such varied works as:

-- -Books of literary analysis which may include

illustrative material such as photographs of original manuscript

pages with hand notations different from the published work;

---Chronicles of contemporary events, e.g., the insider

trading scandals or the savings and loan crisis, where much of the

source material, legitimately obtained, may nonetheless be legally

"unpublished" because it reposes in court records, business

memoranda, trading records, etc.;

---True crime books, where, for example, brief jailhouse

writings may reveal more about the character of the accused than

chapters of personal history or factual material.

Nor is there any substitute for the fair use principle.

MY-2354.1
5
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Publishers and authors are well-aware that neither the copyright

law nor court decisions limit their right to use the underlying

factual material found in an unpublished work to which they gain

legitimate access. But in many instances, the words themselves are

crucial, as Judge Leval wrote in the New Era case, not as a matter

of literary expression, but for what the choice of words itself

reveals about a subject. As Chief Judge Oakes observed in his

opinion on the appeal of the same case, surely the reader is

entitled to hear more than a conclusory description of the subject.

Rather, the reader should be able to make a judgment of the

subject's character for himself or herself, based on the quotation

of just e few of the subject's own words.

Even in the brief years since the Salinger and New Era

decisions, the specter of the "family censor" --- the heir who

withholds permission to quote, not as a shield to preserve economic

value in an original work or to preserve the right to choose the

time of publication, but as a sword to coerce favorable treatment

of a subject or cripple more critical analysis --- has become a

reality. In the case of Wright v. Warner Books, now pending in the

Second Circuit, the widow of the biographical subject of a book

subtitled "Demonic Genius" withheld permission to quote banal

factual material even though she previously had granted a more

favored biographerito quote from some of the same works. Last

year, this Committee heard about the plight of Victor Kramer, who

has been unable to publish his biography of James Agee because of

opposition from the Agee Estate and from Bruce Perry, who has had

NY-2354.1
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to delete valuable material from his biography of Malcolm X because

of threats from the widow.

And it is not just the "family censor" which concerns us. The

publishing community already has faced institutional censors --

organizations which seek in organized fashion to impede scholarly

inquiry -- and individual censors -- persons who condition access

to their materials on particular treatment in the resulting book.

All of these forms of literary extortion have a detrimental effect

on the public interest by forcing authors to choose between bowing

to censorship and access to, or credible use of, source material.

We agree with Chief Judge Oakes that a legislative solution is

urgently required because there is no reasonable prospect that the

courts will be able to correct in any timely fashion the problem

they have created. As noted, the publishing defendants prevailed

in both the Salinger and the New Era cases, but the Second Circuit

reversed and, in both cases, refused to reconsider the panel's

decision en banc. Although we are hopeful that the Circuit this

time will affirm the district court in Wright v. Warner Books, the

facts underlying that decision are so narrow, the district court

opinion itself is so clearly restrictive and the negative

implications are so troubling for other circumstances, that even an

affirmance on the grounds relied upon by the district court would

fall far short of the clarification required in the wake of

Salinger and New Era, which are, after all, very recent authority

in the Circuit.

7
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BENEFITS OF THE LEGISLATION

The proposed legislation is most welcome, because it will

allow those of us who must make the legal judgment calls to revert

to the advice we gave before Salim:ter and New Era. The leglation

confirms that there is no short cut through the fair use factors

and that while the unpublished nature of the quoted work is, and

has been at least since the Supreme Court decision in Harper & Row

v. The Nation an important element tending to weigh against a

finding of fair use, it does not overwhelm all of the other fair

use considerations.

We do not seek, and would not obtain in this legislation,

carte blanche to quote unpublished material. As important

copyright holders themselves, publishers and authors are not

anxious to expand unduly the scope of fair use or to permit any use

even approaching a taking of copyrighted works, published or

unpublished. We believe that the fair use doctrine now codified in

the 1976 Copyright Act has served all of the pertinent interests

well. Continued application of the doctrine in accordance with the

long traditions of serious scholarship will provide adequate

protection to copyright holders, but also will permit biographers

and historians to resume their use of primary source material and

will promote the ultimate purpose of the Copyright Law to increase

the public's harvest of knowledge.

Finally, we in the publishing community are particularly

gratified that the legislation as now drafted has satisfied all of

the prior concerns of our colleagues in the computer industry. We

NY.2354.1
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are grateful for their patience and now for their active support of

the legislation.

I thank this Committee for the opportunity to appear here

today.

62-146 0 - 93 3
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Mr. HUGHES. Mr. Vittor.

STATEMENT OF KENNETH M. VITTOR, ESQ., VICE PRESIDENT AND
ASSOCIATE GENERAL COUNSEL, McGRAW-HILL, INC., ON
BEHALF OF THE MAGAZINE PUBLISHERS OF AMERICA
Mr. VrrroR. Thank you, Mr. Chairman. The Magazine Publishers

of America would like to thank you for providing us with the oppor-
tunity to appear today. In the time available to me this morning,
I would like to focus upon the special concerns, the special vulner-
ability that magazine publishers have, arising out of the second cir-
cuit's remarkable decisions in Sa linger and New Era.

First, as journalists, magazine publishers place heavy reliance on
a daily basis upon the unpublished primary source materials, the
memos, the letters, the court documents, the reports, which the
second circuit has now declared to be off limits, even for selective,
limited quotation. These essential raw materials of all news report-
ing, indeed of all nonfiction writing, form the core of all investiga-
tive and news reporting published on a regular basis by magazine
publishers. Indeed, publishing lawyers like myself routinely advise
journalists to quote fairly and accurately from unpublished primary
sources as a defense against potential libel claims.

I must tell you, it has come as a shock and a surprise to my cli-
ents to learn that they can no longer quote from unpublished mate-
rials because of the copyright problems posed in Salinger and New
Era. And now we have a rule of law, a rule of law which places
such invaluable primary source materials off limits even to selec-
tive, limited quotations by journalists.

This rule of law runs directly contrary to the way in which re-
sponsible magazine and other journalists perform and should per-
form their important first amendment roles. It renders ineffective
the Copyright Act and Official and Private Secrets Act, giving copy-
right owners and their heirs veto power over historically significant
material.

There is another factor I would like to focus your attention on,
and that is especially with respect to weekly news magazines such
as Time, Newsweeks, and Business Week, which we operate under
exceedingly tight editorial and printing deadlines.

Preparing and distributing a weekly news magazine for timely
distribution to millions of readers worldwide is a marvel of editorial
and technological expertise, but any delay caused by even a tem-
porary restraining order in a copyright case could effectively kill an
entire issue of a magazine. This is a factor in our heavy reliance
on unpublished materials that makes the Salinger and New Era
cases so threatening to magazine publishers.

Take the Salinger case and apply it to magazine publishers, and
you will see our concern. Say someone used unpublished letters of
Salinger in an article about J.D. Salinger. The district court would
hold not only that the author had infnnged his copyright, but the
district court would order the publisher to remove all those quota-
tions from the Salinger letters.

The problem for a magazine publisher is, if that order hits us at
the initial stage of our distribution and printing process, we do not
have the option of withdrawing the magazine, revising the galley
proofs, and then redistributing the magazine several weeks later.

6'
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It is that problem, the exceedingly tight editorial and printing
deadlines we face as magazine publishers, that renders an injunc-
tion against the magazine publisher fatal to the publication and
distribution of a weekly magazine. It is simply not a practical alter-
native for magazine publishers to distribute a weekly magazine
weeks or even days late to subscribers and readers around the
world.

It is for this reason that the threat of automatic injunctions is
taken so seriously by magazine publishers.

In response to the Salinger and New Era cases, magazine pub-
lishers will simply engage in self-censorship and not run the risk
of using even selective or limited excerpts from unpublished mate-
rials. Magazine publishers are not risk averse. We confront on a
daily basis libel, privacy, subpoenas confidential source problems
and the like. These are legal problems and risks which, while often
complex and sometimes financially threatening, magazine publish-
ers have learned to live with.

But confronted with the risk that the entire issue of a magazine
could be killed, is a risk we simply cannot live with.

It is for these reasons that. we support your proposed amend-
ment, because it would permit publishers to once again make selec-
tive, limited use of unpublished materials. It would eliminate the
reasons underlying the self-censorship that I have described to you.
It would eliminate the need for lawyers like myself and the mem-
bers of this panel to advise their clients that they can use no
unpublished materials, no matter how selective the quotation.

We are hopeful that the amendment will reduce the number of
infringement claims against publishers that make selective use of
unpublished material. Also, we are pleased that the computer in-
dustry's concerns have been addressed in this narrowly drafted leg-
islation. We believe it does not change the law of fair use as it af-
fects computer industry concerns; that is the basis for the corn-
promise.

In view of the importance of the issue, we believe that further
study after enactment of this legislation is required, to study
whether injunctions continue to be issued or threatened against
publishers and journalists who try to make selective use of
unpublished materials, but guess wrong.

The fair use test is an imprecise test, and there will be journal-
ists who guess wrong about the amount of unpublished materials
they choose to quote. If there is an infringement finding, we believe
the Copyright Office should study whether, in those cases, auto-
matic injunctions continue to be issued or threatened.

It is important to remember what we are not talking about here.
We are not talking about systematic plagiarism, literary
freelending or commercial rip-offs. Those cases may cry out for in-
junctive relief, which may be appropriate in those cases. We are
talking about the appropriateness of enjoining a journalist who
makes selective quotations from unpublished work and guesses
wrong.

In closing, I would like to thank you, Mr. Chairman and Rep-
resentative Moorhead, for the timely efforts you have made in ad-
dressing a serious editorial problem faced by all publishers and
journalists, and we urge speedy passage of H.II. 2372.
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Mr. HUGHES. Thank you, Mr. Vittor.
[The prepared statement of Mr. Vittor follows:]

STATEMENT OF KENNETH M. VITTOR

ON BEHALF OF THE

MAGAZINE PUBLISHERS OF AMERICA

BEFORE THE SUBCOMMITTEE ON INTELLECTUAL PROPERTY

AND JUDICIAL ADMINISTRATION

COMMITTEE ON THE JUDICIARY

UNITED STATES HOUSE OF REPRESENTATIVES

May 30, 1991

Mr. Chairman and Members of the Subcommittee:

My name is Kenneth M. Vittor. I appear here today on

behalf of the Magazine Publishers of America ("MPA"). I am Vice

President and Associate General Counsel of McGraw-Hill, Inc., a

member of MPA and the publisher of numerous magazines, including

Business WQg. I am the author of an article concerning' the

subject of this hearing entitled "'Fair Use' of Unpublished

Materials: 'Widow Censors', Copyright and the First Amendment"

which was published in the Fall 1989 issue of the American Bar

Association's Communications Lawyer. I also submitted a

Statement on behalf of the MPA in connection with the Joint

Hearing held by the House and Senate on July 11, 1990 regarding

"Fair Use and Unpublished Works.".

* Fair Use and Unpublished. wOrk.a: Hearings on 5.2370 and H.R.426_3
Corwrights and Trad,Mark*...9,f

t.b.e.._aenate Judiciary CORn, and Subcomm. on Courts. Intellectual
Property and the Admin. of Justice of_the House Judiciary
ComoL, 101st Cong., 2d Sess. (1990) (Statement of Kenneth M.
Vittor, at 238-58) rhereir.after

6i
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MPA is the trade association representing the interests of

approximately 240 firms which publish more than 1,200

consumer-interest magazines annually. MPA's members publish

magazines ranging from widely circulated publications (such as Time,

Newswgek and B...e.adeCS_DtaeSt) to special interest magazines and

journals of opinion (such as Aviation Week and Space TechnOID9Y

G$211, Consumer Report& and the aelri_lieRM.bl.iC). Over the years, MPA

has been recognized as the voice of tne American magazine industry

on numerous Issues of public policy, including copyright.

MPA appears today before this C,rmittee In strong support of

Title I ("Fair Use"), Section 101 ("Fai: Use Regarding Unpublisned

Works") of H.R.2372 k"Copyright Amendments Act of 1991") introduced

by Chaff man Hughes .nd Representative Moorhead. MPA also supports

5.I035 introduced by Senator Simon (and joined by Senators Leahy,

Hatch, DeConcini, Kennedy, Kohl and Bro'm). The proposed amendment

to §107 of the Copyright Act, designed to restore the appropriate

balance between the interests of journa ists and authors to make

fair use of unpublished materials and t-.e rinhts of copyright owners

to control the publication or use of their unpublished works, has

been necessitated ty the remakable -- and deeply trubllng --

series cf recent copyright decisions by the United States Court of

Appeals for the Second .2ircuit in Salimer v Rar,,dop

(J.D. Salinger biography)* and New_Lra_PI;b1;,zati.,T5 Int'l v. Henry

Holt co_.& (L. Ron Hubbard biography) **

* 650 F.Supp. 413 (S.D.N.Y. 1986), rev:d, 811 F.2d 90(2d Cir.),
cexl. denied, 484 U.S. 890 (1987).
695 F.Supp. 1493 (S.D.N.Y. 1988), Pff'd_Dn Saber grounds, 873
F.2d 576 (2d Cir.), IthLa_denid en_tanc, 884 F.2d 659 (2d Cir.
1989), cert,_Kleni.Pd, 110 S.Ct. 1168 (1990).
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In Salinger, the Second Circuit ordered the District Court

to issue a preliminary injunction barring the publication of a

serious biography of author J. D. Salinger because of the

biographer's unauthorized quotations from Salinger's unpublished

letters. In so ruling, the Court of Appeals stated unequivocally

that unpublished works "normally enjuy L.omplete protection

against copying any protected expression." (811 F.2d at 97)

Indeed, the Second Circuit concluded in Winger: "If (a

biographer] copies more than minimal amounts of (unpublished)

expressive content, he deserves to be el-joined." (811 F.2d at

96)

In New Era the Second Circuit held that the publisher of

a highly critical biography about L. Ron Hubbard, the

controversial founder of the Church of Scientology, had

infringed copyrights in Hubbard's unpublished diaries and

journals. The Hubbard biographer had used selected excerpts

from these previously unpublished materials to refute the public

image of Hubbard promoted by the Church of Scientology and to

illustrate perceived flaws in Hubbard's character. The Second

Circuit made it clear in New Era that al injunction would have

been ordered against the publisher of tne Hubbard biography but

* While continuing to support the issuance of an injunction in
Salinger, the author of the Second Circuit's opinion in
Salinger has conceded that: "(lit would have been preferable
to have said in Salinoer . .he des,:rves to be found liable
for infringement*" rather than the deserves to be enjoined."
Ss New Era Publications v. Henry Holt & Co., 884 F.2d
659,663 n.1 (2d Cir. 1989) (Newman, J , dissenting from denial
of rehearing).
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for the plaintiff's unreasonable delay in commencing the

copyright infringement lawsuit. In the chilling words of the

Second Circuit: "(T]he copying of 'more than minimal amounts'

of unpublished expressive material call: for an injunction

barring the unauthorized use ..." (873 F.2d at 584)*

Effect of the Second Circuit's Decisions Upon Magazine Publishers

In the wake of the Ealinger and New Era decisions by the

Second Circuit, it is now clear -- and publishers' lawyers have

no choice but to advise magazine editors -- that almost any

unauthorized use by a magazine of previously unpublished

materials which is challenged by a copyright owner will

inexorably lead to a judicial finding of copyright infringement.

Moreover, the Second Circuit's rulings .n 5alinger and New Era

leave no doubt that such a finding of copyright infringement will

almost always result in the automatic issuance of an injunction

against the publisher of previously unpublished materials. As

Chairman Hughes observed when he introduced H.R.2372:

"Decisions of the Circuit Court of Appeals for the Second
Circuit regarding this consideration - whether the work in

question is published or unpublished - threaten to create a
pet se rule. Under a per s_e rule, if the work is unpublished,
there can be no fair use." Conq. Reg. E 1821 (daily ed. May
16, 1991).

* While reiterating his support for the issuance of an
injunction in the New Era case but for the lathes problem, the

author of the New Era opinion has amended the sentence quoted

above by adding the phrase "under ordinary circumstances" at

the beginning of this passage. a2t r1.-.14 Era Publicationa,

Int'l v. Henry Holt & Co., 884 F.2d 659,662 (2d Cir. 1989)
(Miner, J., concurring in denial of rehearing). It is

certainly no comfort to magazine publishers and journalists

-- or their attorneys -- to know that injunctions will be
issued "under ordinary circumstances" whenever an author uses

"more than minimal amounts" of unpublished materials.
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The result: vast quantities of unpublished primary source

materials -- the essential raw materials" of all non-fiction

writing, according t, author J. Anthony Lukas* -- previously

available for selective quotation by manazine publishers and

journalists under the fair use provisions of the Copyright Act

are now off-limits. Magazine publisher:; and editors, confronted

on deadline with the inhibiting prospect of copyright

litigations and automatic injunctions, will engage in

self-censorship and simply decide to refrain from quoting from

unpublished primary source materials such as letters, reports

and memos."'

The Second Circuit's wooden application of the fair use

provisions of the Copyright Act to unpublished materials has in

effect rendered the Copyright Act an official -- and private --

secrets act giving copyright owners and their heirs complete

veto power over publishers' and journalists' quotations from

historical source materials. As Chairman Hughes has concluded:

"These decisions seem to have strayed from the balancing of

interests approach embodied in the fair use doctrine. They

suggest that there is an absolute and unlimited property right

in the owner of an unpublished work, and that all other fair use

considerations are meaningless." collo. R. E 1821 (daily ed.

May 16, 1991). The Second Circuit has apparently forgotten, as

" Joint Hearing, Statement of J. Anthony Lukas, at 177.

"" Not surprisingly, the Salinger and New Era decisions have
generated a firestorm of critical arcicles. See,
articles cited in Judge Oakes's article, "Copyright and
Copyremedies: Unfair Use and Injunctions," 18 Hofstra L Rev
983, 1000 n.124. See also articles cited in Bilder, "The
Shrinking Back: The Law of Biography." 43 Stan L. Rev. 299,
307 n.48 (1991).

r, rt
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District Court Judge Leval reminds us, that: "Quoting is not

necessarily stealing. Quotation can be vital to the fulfillment

of the public-enriching goals of copyright law." Leval, "Toward

a Fair Use Standard", 103 Harv. L, R. 1105, 1116 (1990).*

uvnotheticals

To illustrate how the Second Circuit's recent copyright

decisions regarding fair use of unpublished materials have

adversely affected and threaten magazine publishing, let us pose

two hypotheticals for your consideration.

1. The Secret LBJ -Nixon Correspondence. Suppose that

former Presidents Lyndon Johnson and Richard Nixon had commenced

a secret exchange of private correspondence following President

Johnson's announcement in April 1968 that Johnson would not seek

re-election. Suppose further that the secret LBJ-Nixon

correspondence, which continued until Pesident Johnson's death

in 1973, is uncovered by a magazine journalist while the

* In sharp contrast to the Second Circuit's harsh treatment in
Salinaer and New Era of publishers' quotations from unpublished
materials, a panel of the Second Circuit has acknowledged the
importance and necessity of quotations in a copyright decision
-- the New Era v Carol Publishing case upholding the fair
use of published materials by yet another Hubbard biographer.
Thus, the Court of Appeals observed in Carol Publishing:
"[Tlhe use of the quotes here is primarily a means for
illustrating the alleged gap between the official version of
Hubbard's life and accomplishments, aid what the author
contends are the true facts. For that purpose, some conjuring
up of the copyrighted work is necessary." New Era Publications
,International v. Carol Publishing Grtrip 904 F 2d 152, 159 (2d
Cir. 1990), rev'g 729 F.Supp. 992 (S.).N.Y. 1990). We believe
the same "conjuring up of the copirigAted work" is necessary
and appropriate with respect to quotations from unpublished
materials.
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reporter is researching a retrospective article on the Vietnam

War. Assume that the unpublished private correspondence

includes significant revelations regarding the two Presidents'

personalities and political thinking and reveals previously

undisclosed information about the two Presidents' conduct of the

Vietnam War.

The magazine journalist in our hypothetical includes a

limited number of carefully selected ve.batim excerpts from the

secret LBJ-Nixon correspondence in the article in order to

substantiate the rep.",:ter's critical analysis of the two

Presidents' conduct of the Vietnam War. The journalist quotes

from the unpublished letters because he concludes in good faith

that he cannot separate the facts or ideas set forth in the

letters from the unique form in which they have been expressed

by Presidents Nixon and Johnson. Representatives of President

Johnson's estate and President Nixon, learning cf the existence

of the secret correspondence immediately prior to publication of

the magazine article when approached by the journalist for

comment, respond by filing a copyright nfringement litigation

in New York against the magazine publisher.

The result: under the Second Ciruit's copyright

decisions in Salinoer and ReF.5s3, the magazine publisher would

not only be held to have infringed the copyrights in the

unpublished letters owned by the Johnson estate and President

Nixon, but would be subjected to the issuance of an injunction

barring the publication of the article And the magazine unless

the infringing quotations, and all clos.! paraphrases, from the

Johnson-Nixon correspondence were deleted in their entirety. If
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the magazine article were already in production, the printing,

distribution and promotion of an entire magazine would be

disrupted, delayed or possibly cancelled, at enormous financial

-- and editorial -- cost to the publish(r.

2. The IlevealinaCoroerate.ftile. In this hypothetical,

suppose a magazine journalist for a business magazine researching

allegations regarding a corporation's controversial financial

practices receives in the mail an unsolicited copy of an

internal employee memo from the corpora. ion's files. The

revealing memo substantiates an employee's claims to the

magazine reporter that the corporation has engaged in illegal

conduct. For example, assume that the internal corporate memo

describes an elaborate financial scheme apparently designed to

avoid the corporation's financial disclosure obligations under

the federal securities and the foreign corrupt practices laws.

As a responsible journalist, the reporter approaches the

corporation for comment prior to publication of the article

which will include selected -- but deva.tating quotations

from the damaging memo. In response, the corporation not only

threatens to sue he magazine for libel but, as the owner of the

copyright in the internal employee memo, proceeds to file a

zopyright infringement claim in New York prior to publication

seeking to enjoin the publication of the article and the

magazine on the grounds of copyright infringement.

Again, in view of the Second Circuit's copyright decisions

in Sajinger and Ngw_E44, the court would have no choice but to

hold that the magazine had indeed infringed the corporation's

copyright in the unpublished employee memo. Moreover, while the

4 t)
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law is clear that the corporation would never be able to obtain a

pre-publication injunction against publication of the article by

reason of the corporation's purported libel claims against the

magazine, the Second Circuit's recent copyright decisions would

mandate an injunction arising from the corporation's copyright

infringement claims.

H.R.2372

PA believes Title I of H.R.2372 would restore the Copyright

Act's delicate balance between the rights of publishers and

journalists to quote selectively from, and make fair use of,

unpublished works and the rl:hts of copyright owners to control the

publication and use of their unpublished materials. Title I of

H.R.2372 would also eliminate the substantial confusion and debate

about the scope of fair use of unpublished materials which has been

engendered by the Second Circuit's controversial fair use

decisions. By clarifying that "(t]he :act that a work is

unpublished ... shall not bar a finding of fair use, if such finding

is made upon full consideration of all :he factors set forth in

paragraphs (1) through (4) (of 17 U.S.C. §107]", the proposed

The need for claritication of this important copyright issue
is demonstrated by the extraordinary number of articles which
have been written by many of the judges who participated in
the Ealinger and New Era cases in an apparent attempt to
explain the Second Circuit's fair use jurisprudence. See
Oakes, "Copyrights and Copyremedies: Unfair Use and
Injunctions," 18 Hofstra L Rey. 983 (1990); Newman, "Not the
End of History: The Second Circuit Struggles with Fair Use,"
37 J. Coor Socev 12 (1989); Miner, ":xploiting Stolen Text:
Fair Use or Foul Play?," 37 J. Coin'. ioc'v 1 (1989); Newman,
Manses Lecture, 12 Colum. J. L. Arts 167 (1989); Leval,
"Toward a Fair Use Standard," 103 Harv. L. & Rev. 1105 (1990);
Leval, "Fair Use or Foul? The Nineteenth Donald C. Brace
Memorial Lecture," 36 J. COpr Soc'v 167 (1989). kee also
Joint Hearing, Statements of Hon. James L. Oakes (81-89); Hon.
Roger J. Miner (90-100); Hon. Pierre Leval (101-43).



71

- 10

amendment would make it clear to courts that publishers should not

be totally precluded from making any use of unpublished materials.

The mere fact that a copyrighted work is unpublished should not

automatically disqualify such materials from fair use just as the

fact a work is published does not automatically permit a publisher

to make unfettered use of these materia,s.

Moreover, the proposed amendment would make It clear that the

unpublished nature of a copyrighted work "shall not diminish the

importance traditionally accorded to any other consideration under

[§1071." Title I of H.R.2372 would mandate that each fair use

dispute involving unpublished materials should be judged on its

merits following a careful judicial bal..ncing of all of the four

fair use factors set forth in §107.. For example, the fourth factor

("the effect of the use upon the potential market for cr value of

the copyrighted work") has been held by the Supreme Court to be

"undoubtedly the single most important element of fair use." Harper

Inc. v. jinn Zn.erh.,ses, 471 U.S. 539, 566

(1985). In those cases where there would be little or no market

impact arising out of a journalist's limited use of an unpublished

memo or letter -- e,g., use of 5C-year historical materials

still protected by copyright -- Title I of H.R.2372 would permit

courts to hold that the interests of a -ournalist in such situation

outweighed the rights of an unpublished work's copyright owner.

aeg, g,a., Wright v. War.ru..-s 748 F. Supp. 105
(S.D.N.Y. 1990), appeal panding. No. 90-9054 (2d Cir), where
Circuit Court Judge Walker (sitting b" designation) utilized a
full four-factor analysis (748 F. Supp. at 108-13) to hold the
publisher's use of unpublished materials to be fair; See 01ZO
Arica Institute.., I . v. Uelen Elmer ah.d_Herher b_Rpw
Pulaishers. Inc 1991 U.S. Dist. LEXIS 4731 (S.D.N.Y. Apri'
10, 1991), where District Court Judge Patterson found
('29-'33) a publisher's use of unpublished materials tc be
fair following a full four-factor analysis.
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MPA notes that the proposed amendment will make no change in

the law of fair use as it affects the computer industry's

concerns. MPA has worked closely with computer industry

representatives and congressional staffs to ensure that the

proposed fair use amendment is carefully crafted to solve the

specific problems caused by the Second Circuit's opinions in the

Salinger and New Era cases. MPA appreciates the computer

industry's willingness to work with publishers, journalists and

authors to address the serious editorial problems caused by the

Second Circuit's recent fair use decisions.

Automatic Injunctions

MPA believes Congress should also address the problems

engendered by the Second Circuit's rigid rules in Salinger and

New Era concerning the automatic issuance of injunctions in

copyright cases. We recognize that several Second Circuit

judges have attempted in subsequent opinions issues in

connection with the Second Circuit's denial of a rehearing in

New Era to clarify the Second Circuit's draconian statements

regarding the automatic issuance of injunctions.* Unfortunately,

those expressions of judicial opinion are nothing more than

* See, e.g., Judge Miner's concurring opinion, 884 F.2d at 661:
"All now agree that injunction is not the automatic consequence
of infringement and that equitable considerations always are
germane to the determination of whether an injunction is
appropriate". See also Judge Newman's dissenting opinion, 884
F.2d at 664: "TETquitable considerations, in this as in all
fields of law, are pertinent to the appropriateness of
injunctive relief. The public interest is always a relevant
consideration for a court deciding whether to issue an
injunction."
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non-binding dicta. Moreover, Judge Miner is careful to point out in

his rehearing opinion (884 F.2d at 661-F,2) that the New Era panel

majority still maintains its prior view that an injunction would

have been a proper remedy in New Era but: for the laches problem.

Similarly, Judge Newman still finds no problem with the preliminary

injunction issued in the 5alinoer case because the injunction did

not "halt distribution of a book already in publication; the

injunction required the defendant only to revise galley proofs to

delete infringing material prior to publication." (884 F.2d at 663).

Given the excedingly tight editorial and printing deadlines

faced by magazine publishers, a preliminary injunction such as that

issued in $alinnet would kill the artic.e in question (and possibly

the entire issue of the magazine). For example, if a preliminary

injunction were issued against a weekly news magazine during the

initial stages of the magazine's worldw:de printing and distribution,

the only practical moans of complying w th such an injunction would

be to cease all distribution of the entire magazine and to cancel

that week's issue. Magazine publishers, confronted with tight

deadlines and the need to provide timely information to their

worldwide subscriber3, simply cannot delay the publication of a

weekly news magazine until a final cour. ruling is obtained.

Accordingly, MPA believes the need for a congressional response to

the injunction issue remains.

We submit that the Second Circuit's -ecent copyright rulings

virtually requiring the issuance of an injunction following any

finding of copyright infringement are in direct conflict with the

discretionary language of the Copyright Act, which simply provides

that any Court ... may ... grant temporary and final injunctions."

(Emphasis supplied) Courts in other jurisdictions have been quick
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to exercise such discretion in copyright infringement cases and have

denied injunctive relief where damages remedies adequately

compensated the copyright owner.* In view of Salinoer and New Era,

Congress should reaffirm the clear language and intent of the

Copyright Act that injunctive remedies are discretionary in copyright

infringement cases. As Second Circuit Judge Oakes observed in a

recent law review article:

"(I]t must be remembered that we are not talking here about
plagiarism or piracy, a fundamental distinction that must be kept
in mind. Rather, we are talking about the work of historians,
biographers and journalists. Professor Schlesinger believes that,
'when responsible scholars gain legitimate access to unpublished
materials, copyright should not be permitted to deny them use of
quotations that help to establish historical points.' I agree in
a large sense. What we should be concerned with is the kind of
writing and the quality of use that .should enter into the choice
of a remedy. The finest of_fine tun,.no is essential, something
think Judge Leval in New Era, attempted to engage in What is not
necessary, is a wooden-like approach that threatens to enioth
every work that quotes from an unPub0.shed writing of a biography
bjstorv-maker or public Person in the new;,." (Emphasis supplied;
footnotes omitted)**

MPA submits that the Second Circuit's mandatory injunction policy

is at odds not only with the express language of the copyright law

but, perhaps more importantly, c:ith the underlying policies of the

Copyright Act. The purposes of the Copyright Clause as set forth in

the Constitution -- 'To promote the Frogre of Science and

See, Abend v. WA, Inc., 863 F.20 1465, 1478-80 (9th Clr.
1988), aff'd on other orris 110 S.Ct.1750 (1990) (Re&rurnds.?
case); pelushi v. Woodward 598 F.Su7p. 36, 37-38 (D.D.C.
1984)(John Belushi biography). age ,Also 3 Nimmer on Copykiglit
§14.06(B) at 14-61 to 14-62 (1990); Abrams, "First Amendment and
Copyright," 35 1,_Copr,_$='1 2 10-12 (1987); Goldstein,
"Copyright and the First Amendment," 70 Colum. L Rev. 983, 1030
(1970).

" Oakes, "Copyright:: and Copyremedies: Unfair Use and Injunctions,"
le HAfStra L. Rey. 983, 1002 (1990).
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useful Arts ... -- are ill-served by the automatic and permanent

suppression of journalistic, literary and historical works utilizing

selective excerpts from unpublished materials. As District Court

Judge Leval -- the trial judge in both the Salim:Ter and New Era

cases -- has observed:

"When we place all unpublished private papers under lock and key,
immune from any fair use, for periods of 50-100 years, we have
turned our backs on the Copyright Clause. We are at cross-
purposes with it. We are using the copyright to achieve secrecy
and concealment instead of public illumination."

MPA submits that a Copyright Act truly sensitive to First

Amendment values cannot and should not be interpreted to permit

prior restraints to be issued routinely upon a finding of copyright

infringement. The almost insurmountable obstacles to the issuance

of prior restraint in areas of the law as disparate -- and as

important -- as libel, national security and fair trial/free speech

disputes render it difficult as a matter of constitutional law and

policy to countenance such a drastic remedy becoming routine in

copyright litigations. If the First Amendment barred enjoining the

publication of the entire Pentagon Papers notwithstanding the

serious national security issues cited by the government, why Should

selective quotations from an important public figure's unpublished

letters serve as the basis for an automatic injunction under the

Copyright Act? As Judge Leval concluded in his New Era ruling:

"The abhorrence of the First Amendment to prior restraint is so

Leval, "Fair Use or Foul?, The Nineteenth Donald C. Brace Memorial
Lecture", reprinted in 36 J..,_Copr S?c'v 167, 173 (1989). See
also Leval, "Toward a Fair Use Standard," 103 Hay/. L. Rev. 1105,
1130-35 (1990).
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powerful a force in shaping so many areas of our law, it would be

anomalous to presume casually its appropriateness for all cases of

copyright infringement." (695 F.Supp. at 1525)

MPA believes the injunctive remedy should be utilized agajnst

publishers, journalists and authors as he remedy of last resort

under the Copyright Act and only after a court has concluded that

the monetary damages remedy already ava_lable under the Copyright

Act is inadequate and that the infringe: party has actually suffered,

or will suffer, irreparable harm. MPA submits that courts in

copyright infringement litigations involving publishers, journalists

and authors should be required to make a finding of irreparable harm

rather than simply ritualistically presuming irreparable harm in the

event copyright infringement has been found. Courts in such cases

should also determine whether "great public injury would be worked

by an injunction" (3 aimersrt Copyright §14.06(B] at 14-61 (1990)),

and if so, whether monetary damages would be a preferable

alternative. As Second Circuit Judge Oakes explained in dissenting

from the Court of Appeals's decision in New Era: "Enjoining

publication. . .is not to be done lightly. The power to enjoin ...

must be exercised with a delicate consideration of all the

consequences." (873 P.2d at 596)

" In his recent law review article, Judge Oakes concluded:

"Sensitivity to the public interest has always been taken into
account in the granting or aenial ,.)f injunctions. Why that
should be true of all but the copyright portion of the law of
intellectual property dealing with unpublished material is a
question to which I cannot fathom an answer. Why is anyone so
afraid of the first amendment as to think that it should not
play a role?" Oakes, "Copyrights and Copyremedies: Unfair Use
and Injunctions," 18 Hofstra L. Rev. 983, 1003 (1990).

c'tt.
t..) tJ
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Proposed Coovright Office Study

MPA is hopeful that passage of Ti'le I of H.R.2372 will

substantially reduce the number of infr.ngement claims and

findings against publishers, journalist:; and authors who make

selective use of previously unpublished materials, thereby

reducing the number of infringement cases where the issue of

injunctive relief will need to be raiser.. We are also hopeful

that the legislative history of these proceedings together with

th' favorable clarifying dicta regarding injunctive relief in

the Second Circuit's New Era rehearing opinions will quickly

translate into judicial decisions in the Second Circuit and

elsewhere refusing to issue automatic injunctions following

infringement findings against publishers and authors.

MPA believes, however, that the injunction issue is so

fundamental to the proper operation of the Copyright Act -- add

the First Amendment -- that Congress needs to monitor the

situation closely to determine whether further legislative

intervention is required. Accordingly, MPA proposes that

Congress formally request the Copyright Office to undertake a

study of fair use litigations under the Copyright Act after

Title I of H.R.2372 is enacted to determine whether federal

courts continue to issue or threaten injunctions against

publishers, journalists and authors in copyright infringement

cases and, if so, under what circumstances. MPA believes

Congress should ask the Copyright Office: to determine

specifically whether the Second Circuit, or any of the other
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federal courts, fcllcw the sittomatic iniiincticn rules set forth

in the Salinger and new_Era decisions or whether courts in fair

use cases involving publishers, journalists or authors adopt the

equitable, public interest ..'pproaches fllowed by the federal

courts prior to the Salingei[newEr,, cases and apparently

endorsed by several Second Circuit judgs so the New Lr

rehearing opinions. MPA proposes that Congress ask the

Copyright Office to ,ubmit the results ,f this important study

to Congress by September 1992. Congress: should review the

Copyright Office's findings to determine whether further

remedial legislation. Is required to add ess the important

injunction question.

cslp lusioq

MPA applauds the timely efforts ty, Chairman Hughes and

Representative Moorhead tc aderess the .:erious editorial problems

engendered by the Second Circuit's recent fair use jurisprudence.

MPA believes remedial legislation is clearly necessary to

correct the Salim:el- and New Era decisions. We do not believe

-- as Second Circuit Judge Newma: has r-commended in an article*

-- that magazine and other publishers should be required to

attempt to litigate oiecemeal -s,lution;" to the real and

immediate editorial problems caused by he Second Circuit's

copyright decisions. Moreover, such pr.-publication litigation

"solutions" to the Second Circuit's rulings are not a practical

* Newman, "Not the End of History: Th2 Second Circuit
Struggles with Fair Use," 37 4,LOOr, So ly 12, 17-18 (1990).
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alternative for magazine publishers and journalists who are

inextricably tied to tight editorial and printing deadlines.

MPA submits that the public interest will be best served

by a Copyright Act and a fair use doctrine that both permit

magazine publishers, journalists and authors to make selective

quotations from unpublished works and respect the rights of

copyright owners to control the publication of their unpublished

materials. We submit that Title I of H R.2372 would restore the

delicate balance of the fair use provisthns of the Copyright Act

which has been destroyed by the Second Circuit's ill-advised

decisions in Salinoer and New Exl.

Kenneth M. Vittor
Magazine Publishers of America

*,
1

r

1,,
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"Fair Use" of Unpublished Materials: "Widow
Censors," Copyright and the First Amendment

Assume. for the moment, that you
ate counsel to the publisher of a
soon -to -be published unauthor
and biography tit former Pres!.
dent Richard M. Nixon. The
biographer's draft manuscript in.
dudes a limited number of previ
ously unpublished excerpts from
President Nixon's personal diary
and recently discos ered letters.
The serbattm quotations from the
Nixon diary and letters disclose
significant revelations rep -ding
the Watergate scandal. the
Kissinger diplomatic gambit to
China. the "secret" war in Cam-
bodia and Nixon's conduct of the

ietnam War The excerpts from
the Nixon diary and letters, like the
Watergate tapes. capture the for-
mer President's often caustic and
resealing opinions of world and
domestic leaders. public person-
alities and contemporary affairs
in memorable expressions fre-
quently at odds with Nixon's pre
siousls published statements. The
author proposes to use a limited
number of carefully selected *cr.
batsm excerpts from the Nixon di-
ary and letters al order to buttress
the biographer's critical findings
about the former President and to
permit readers to draw their own
conclusions about the author's
analysts of the Nixon presidency
The editor of the biography seeks
your advice as to whether there are
any legal problems concerning the
biographer's proposed unautho
rued use of the previously unpub-
lished Nixon than and letters

. .

The resolution of the copynght
issue framed in this publishing
lawyer's fantasy should be diffi-
cult. requiring a delicate balanc
me under the Copyright Act of the
former President's proprietary
nghts in the unpublished diary and
letters and the biographer'sand
history'scompeting claims to
quote such inyaluable original
sources in order to better under.
stand President Nixon and the

turbulent era of his presidency
Unfortunately. the answer to my
hypothetical has been rendered all
too simple by a recent series 01
highly restnctfieand i.:olutoyer
stalinterpretations by the Lnited
States Court of Appeals for the

CUMOttled rtql 2.;
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"WIDOW CENSORS" in Harper & Rt.:, Publishers. inc.

Connoted from page I t...Vatton Ewe poses. 471 U.S. 539
(1985). Moreover, the almost au-

Second Circuit of the scope of "fair . somatic injunctions which base

use of unpublished materials un been issued or ihreatened aeatnst
publishers of serious biographiesder the Copyright Act.

Notwithstanding the potential are, I submit, fundamentally at
odds with the underlying purposeshistorical importance of the quo-

tations from the Nixon diary and and values of both the Copyright

letters and regardless of whether Act and the First Amendment.

the biographer exercised scholarly The Rules of the Game: A
care in selecting a limited number Copyright Law Primer
of brief excerpts from the diary and In order to understand the con-
letters to support the author's his- troversv surrounding the Second
toncal findings and opinions, your Circuit's recent "fair use" tuns
legal advice to the eager editor prudence, a review of several
would have to be distressingly basic copyright principles might
clean unless the author agrees to
delete all quotations (and all close

be helpful.

paraphrases) from the diary and Idea /Expression Dichotoott
letters. it is likelsindeed, almost Copyright only protects the form
certainthat publication and dis of expression adopted by the ong-
Inbution of the biography would inal author and not the underls
be enjoined in the event the for- mg ideas or facts descnbed by the
mer Presidentor upon his death, author An author cannot copy -
Niwa'a literary executorfiled a right ideas or facts the
copyright infringement lawsuit author expended substantial
seeking an injunction under the amounts of time, effort, and
remedial pros isions of the Copy- i money to discover or develop
right Act Follow ine the remark- such ideas and facts Thus. es en in
able scow of recent copyright the absence of a "fair use de-
:ie.:1,10ns bs the Second Circuit in tense. the Nixon biographer in our
Vi, Era Publications Interna hypothethical would be freeat
::oral. 4pS 1 Henry Holt and least under the copyright lawto
Comoant. Inc.. 873 F.2d 576 (2d discuss any ideas or facts dis-
Cir.). rehearing denied F.2d closed in the unpublished Nixon

(August 29, 1989) (L Ron diary and letters pros ided Prem.
Hubbard biography) and Salinge dent Nixon's form of expression

Random House, inc., 811 F.2d was not copied or paraphrased too
90 i 2d Cir 1, cert. dented, 108 S. Ct. closely by the author. The diffs
213 0987) (I D. Salinger biog cult copyrightand. I would sub.
mph.). it is now slear (at least in mit. First Amendmentproblem
the Second Circuit ) that almost any arises when a purported -tau-
unauthorized use of previously un- user" of unpublished materials
published materials challenged by genuinely belies es it is not possi-
a ....om neht owner will inexorably ble to separate the tacts or ideas
lead to a finding of copyright in- i from the form in which they hose
iringement. which in turn will al- been expressed by the original au-
most always result in the automatic thore.g.. the biographer in our
issuance of an injunction. hypothetical concludes in good

This article will trace the recent faith that President Nixon's form
es ulution of the "fair use" doe- of expression is itself the fact and
trine in an attempt to demonstrate 1 must therefore be quoted.
that the Second Circuit's wooden
application of the "fair use" pro- Unpublished Letters
t !mons of the Copyright Act against I A letter writer's unpublished let-
users of previously unpublished ters, like other unpublished ma
materials is not mandated either by I tenets, are fully protected under
the languageor the broad edu- the present Copyright Act Lom the
cational purposesof the Copy moment they are set down on pa-

nehtAct or b!. the United States I per ("fixed in any tangible me-
Supreme Court's "fair use" ruling I dium of expression"). Recipients
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of letters own only tangible phys.
teal property rights in the letter
e.g . a recipient could sell the copy
of the letter or deposit the letter
in a research librarybut the let-
ter writer retains all literary prop.
erty rights in the letter. Thus,
President Nixon has the right un-
der the Copyright Act to decide
when, if ever. he chooses to pub.
fish his pm ate correspondence

The -Fair Use" Factors
The Copyright Act expressly rec.
ogntzcs "fair use" limitations (17
U.S.C. § 107) on a copyright own.
er's otherwise exclusive literary
property rights (§ 106), providing
that "fair use of a copyrighted
work ... for purposes such as
criticism comment, news report-
ing, teaching scholarship, or
research, is not an infringement
of copyright." Significantly. there
is no exception or special treat.
ment in the statute regardine un
published materials: the Copyright
Act's "fair use" limitations on the
copyright owner's otherwise ex-
clusive rights apply both to pub-
lished and unpublished materials.

To assist courts in determining
whether a particular use is "fair."
the Copyright Act lists (without
explanatory commentary i the fol-
lowing four illustrative. non-ex-
clusive "fair use" f tctors

I. the purpose avid character
of the use:

2 the mature of the cops.
rightes: work (e.g., pub-
lished or unpublished),

3 the amount and substan
nality of the portion used
relative to the cops righted
work as a whole. and

4 the effect of the use upon
the potential market for the
copyrighted work.

Recent "Fair Use" Cases
Involving the Unauthorized

Use of Unpublished Materials

I. Harper dr Row t. Natton
Analysts of recent "fair use" iur
isprudcnce must commence xt ith
the Supreme Court's 1985 deci
sion in the Harper & Ron- Na
non case The Supreme Court held
m Harper & Roo. that the unau-
thorized use by The Nation of

r - ,



battm quotations from President
Gerald Ford's soon-to-be pub-
lished memoirs in a 2.250-word
article was not a "fair use" under
the Copyright Act. In so holding, s

the Court was greatly influenced t
by the timing of the publication of
The Nation article, which was ex-
pressly intended to "scoop" an
authorized pre-publication article
about the Ford memoirs sched- .

uled to appear in Time. As Justice
O'Connor, writing for the major-
ity. concluded: The Nation effec
tisely arrogated to itself the right
of first publication. an important
marketable subsidiary right." The
Nation article resulted in lime's
cancellation of its z :it-cement with
Harper & Ross for exclusive first
serialization rights to President
Ford's memoirs.

It was in this unusual factual
context that the Supreme Court
discussed the general scope of
"fair use" of unpublished storks.
Vihile recognizing that the 1976
Copyright Act extended copynght
protectionand, significantly, the
Act s "fair use" provisionsto all
works. published and unpub-
lished, the Court reiterated the
common-lass presumption that an
unauthorized .e of an unpub
fished work is generally not a "fair
use." Noting that "the scope of fair
Use is narrower with respect to
unpublished works." Justice
O'Connor observed: 'Mlle un-
published nature of a work is
kin though not necessarily deter-

- rninative, factor' tending to ne-
gate a defense of fair use The
Supreme Court concluded: "Ln
der ordinary circumstances. the
author s right to control the first
public appearance of his undts.
seminated expression will our
weigh a claim of fair use

Seseral points are worth noting
regarding the Supreme Court's
ruling in Harper & Row v Nation
First a careful reading of Justice
O'Connor's opinion indicates that
the Court never intended to cre-
ate a per Se rule against the un-
authorized use of unpublished
materials. Rather. a rebuttable
presumption was promulgated
which in the exceptional case
perhaps my Nixon hypotheti
cal) might be overcome if the
requisite showing is made by the
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purported "fair user." A central
flaw in the Second Circuit's re-
cent "fair use" decisions is the
transformation of the Supreme
Court's rebuttable presumption
into a seemingly absolute rule
against almost any unauthorized
use of unpublished materials.

Second, while frequently cited
as an "unpublished works" case.
the Harper & Row v Nation deer
sion is not realist about the cops-
right protections to be afforded
"unpublished works." I believe
the Supreme Court's ruling is
more properly understood as an
attempt by the Court to protect the
right of authors to choose the tim-
ing of the first publication of their
soon -to -be published storks.
Viewed in the context of an au-
thor such as President Ford who
clearly intended to publish his
soon-to-be published manuscript.
the Court's strong presumption
against the unauthorized use of
unpublished works is entirely
consistent with the monvatuana!
purposes of the Copyright Clause
in the ConstitutionLe . "To pro-
mote the Progress of Science and
useful Arts. Such a strong
presumption against the "fair use"
of unpublished works is less de
fenstble. hosseser. when applied
to authors or copyright owners of
unpublished materials who. per-
haps for reasons of pnvacs or tear
of criticism, never intend to pub-
lish their unpublished storks. How
are the broad educational pur-
poses of the copyright lass served
by permitting copyright owners to
block even the most limited use of
unpublished works bs serious
biographers and historians espe-
cially when such copyright own-
ers are public officials or public
figures)

This troubling question was
raised in an eloquentand pro-
vocativespeech green at New
York University in April 1989 by
United States District Judge Pierre
N. Leval (the trial judge at odds
with the Second Circuit in both
the Solingen. and New Era cases).
Noting the ominous rise "of a new
powerful potentate in the politics

. of intellectual lifethe widow
censor" who, in the wake of the
Second Circuit's recent rulings. is
now empowered to veto all un-

authorized quotations by histori-
ans and biographers from the
unpublished works of deceased
public figures. Judge Leval ob-
served:

(I] believe the Court [in Harper &
Row v. Norton] went too far in
suggesting that the unpublished
nature of a document meta:ably
disfasors fair use. It is one thing
to bar the scooping of a test
headed for publication But com-
pare such a manuscript to letters
or memos. w roten as private
communications, some of them
as much as 40.60 sears prior to
the secondary use. which can be
excted esen after me death of
a_ author to be ,ithheld from
publication by executors or as
signees for 50 surther rears of
copyright protection

When we place all unpuolished
private papers under lock and
key, immune from am fair use
for periods of 50.100 ,ears, we
hate turned our backs on the
Copyright Clause We are at cross-
purposes with it we are using the
copyright to achicse secrecy and
concealment instead of public il-
lumination i Emphasis in ongt.
:tat,

2. Sahneer t Random Hoot,-
Judge Lcsal's concerns regarding
the troubling copyright polies im-
plications of the "fair use" rules
and presumptions set forth in the
Harper & Row r AaRon decision
are sisidly illustrated by the Sex.
and Circuit's recent opinions in
the Sahneer v. Random House and
New Era r Henn. Holt cases In
Salinger the Second Circuit di.
rected Judge Leval to issue a pre
!Militant injunction bamng the
publication by Random House of
a serious biography of %sell-known
writer J D Salinger by Ian Ham-
Ilion, a renowned biographer and
a 1iteran cntic for The London
Sondes, Tones Judge Jon 0 New
man, writing for a unanimous
three-judge panel, held that the
biographer's unauthorized quo-
tations from sand close para-
phrases of) Salinger's unpublished
letterswhich the biographer had
uncovered in sanous unisersits
research libraries did not con-
stitute "fair use While purport-
edly following the rebuttable pre-
sumption rule in Harper & Rost',



the Salinger opinion clearly sug-
gests that unauthorized copying of
unpublished works will always
constitute copyright infringe-
ment. As Judge Newman ob-
served in Sa linger

[w]e think that the tenor of the
[Supreme] Court's entire discus-
sion of unpublished works [in
Harper & Row] conveys the idea
that such works normally enjoy
complete protection against copy-
ing any protected expression.
(Emphasis supplied)

The panel in Sa linger was not
troubled by the prospect of per-
mitting Salinger and his literary
executors to prohibit serious
biographers from quoting or par-
aphrasing from any of Salinger's
unpublished letters for the re-

; mainder of the reclusive author's
life and for the statutory fifty years
following Salinger's death. Judge
Newman explained: "Public
awareness of the expressive con-
tent of the letters will have to await
either Salinger's decision to pub-
lish or the expiration of his copy-

. right." Without even discussing
the important First Amendment
issues raised by the issuance of an
injunction against the publication
of a serious biographythe Court
does not explain, for example, why
the less draconian remedy of

. monetary damages available un-
der the Copyright Act would not
have been an adequate and pref-
erable alternative to prior re-

' straintthe Court of Appeals in
Salmger concluded: "If [the biog-
rapher] copies more than mini-
mal amounts of (unpublished)

' expressive content, he deserves to
be enjoined." The curious con-
cept of serious biographers "de-
set:\ [Mg] to be enjoined" is
certainly troubling from a First
Amendment and, I would sub.
mit, Copyright Actperspective.

3..iew Era Publications
v. Henry Holt

In Ne' Era Publications v. Henry
molt, a panel of the Second Circuit
found another serious biographer
who, but for the fortuitous oper-
ation of the lathes doctrine. "de-
serve[d] to be enjoined." L Ron
Hubbard, the controversial foun-
der of the Church of Scientology,
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is the subject of a highly critical
biography published by Henry
Holt and Company entitled Bare.
Faced Messiah: The True Store of
L. Ron Hubbard. Hubbard's biog-
rapher uses excerpts from Hub-
bard's unpublished diaries and
journals to refute the public im-
age of Hubbard promoted by the
Church of Scientology and to il-
lustrate perceived flaws in Hub-
bard's character.

District Court Judge Leval
who wryly observed during his
New York University speech that

bit has been exhilarating to End
myself present at the cutting edge
of the law. even though in the role
of the salami"found most of the
biographer's uses of Hubbard's
unpublished materials to be "jus-
tified by a compelling fair use pur-
posea purpose which reason-

As Judge Leval explained,
"The abhorrence of the First
Amendment to prior restraint

is so powerful a force in
shaping so many areas of

our law it would be
anomalous to presume

casually its appropriateness
for all cases of copyright

infringement."

ably requires use of the author's
particular words to demonstrate
the validity of an important criti-
cal point." For example. the biog-
rapher's quotation of Hubbard's
revealing, previously unpub-
lished, statement that "The trou-
ble with China is there are too
many Chinks here" was deemed
by Judge Leval to be essential in
order to substantiate the author's
critical opinions about Hubbard's
bigotry. However, in view of the
Second Circuit's restrictive Sal-
inger decision, Judge Leval reluc-
tantly held that the biography
infringed Hubbard's copyright "to
some degree," finding "that there
is a body of material of small. but
more than negligible size, which,
given the strong presumption
against fair use of unpublished
matetial, cannot be held to pass
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the fair use test."
Notwithstanding his copyright

infringement finding. Judge Leval
refused to issue a permanent in-
junction against the publication of
the Hubbard biography. While
recognizing that "it has become
commonplace in copyright cases
to assume [irreparable] injury"
and to issue injunctions to pre-
vent infringement. Judge Letal
questioned "whether a finding of
infringement should ritualistical-
ly call forth an injunction." As
Floyd Abrams observed in an im-
portant 1987 speech on "First
Amendment and Copyright" cited
by Judge Leval: "[Courts assess-
ing requests for injunctions in
copyright cases] should remem-
berand the First Amendment
should help them remember
that enjoining publication of a
book is serious and that ritualistic
incantation of the ayailability of
injunctions in copyright cases
makes it no less serious." Con-
cluding that an injunction would
cause "significant" injury to free
dom of speech and that monetary
damages would adequately com
pensate the holder of Hubbard's
copyrights, Judge Leval refused to
enjoin the Hubbard biography. As
Judge Leval explained: "The
abhorrence of the First Amend-
ment to prior restraint is so pow-
erful a force in shaping so many
areas of our law it would be
anomalous to presume casually its
appropriateness for all cases of
copyright infringement."

The Second Circuit panel af-
firmed Judge Leval's denial of an
injunction solely because of the
plaintiff's "unreasonable and
inexcusable delay in bringing the
action." The Court of Appeals'
opinion (written by Judge Roger
.1. Miner) makes it abundantly
clear. however, that the Second
Circuit panel would have had no
problem in permanently enjoin.
ing the publication of the Hub -
bard biography absent the ?aches
problem. (Indeed, JIdge Leval
was asked to consider a mcion,
subsequently withdrawn, filed by
the holder of Hubbard's copy-
rights which sought to "buy out"
this !aches problem by paying
Holt's pre-lawsuit damages.
thereby attempting to force Judge



Leval to issue an injunction in
light of the Second Circuit's opin-
ion.) Observing that we disagree
with a great deal of what is said in
the [district court's] opinion"
surely one of the great judicial un-
derstatements in recent memo -
ry the Court of Appeals panel in
New Era explained:

Although we would characterize
the use here as more than 'small.'
it makes no difference insofar as
entitlement to injunctive relief is
concerned. Since the copying of
'more than minimal amounts' of
unpublished expressive material
calls for an injunction bamng the
unauthorized use...the conse-
quences of the district court's
findings seem obious.

The Second Circuit panel found
especially troublesome Judge
Leval's express reliance upon the
First Amendment in refusing to
enjoin the Hubbard biography.

[T]he distnct court dented an in-
junction for several reasons, one
being the existence of special cir-
cumstances in which free speech
interests were said to outweigh
the interests of the copyright
owner. We are not persuaded.
however, that any first amend-
ment concerns not accommodat-
ed by the Copyright Act are
implicated in this action.

In a separate concurring opin-
ion, Chief Judge James L Oakes
sharply criticized Judge Miner's
opinion, characterizing it as un-
necessary "dictum (which) tends
to cast in concrete" the Salinger
decision. "I do think that Harper
& Ron as glossed by Salinger,
leads to the inevitable conclusion
that all copying from unpublished
work is per se infringement." Dis-

. agreeing strongly with the majori-
tv's view that copyright protection
for an unpublished work "follows
as of course," Judge Oakes ob-
served:

Salinger's language, as here ap-
plied. confines the concept of fair
use and prevents necessary flexi-
bility in fashioning equitable
remedies in copyright cases. I
thought that Sofinger might by
being taken literally in another
factual context come back to
haunt us. This case realizes that

, concern.

With respect to "the truly criti-
cal question" of the propriety of
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injunctive relief, Judge Oakes took
strong exception to the majority's
willingness to enjoin serious biog-
raphers who make unauthorized

i

use of unpublished materials.
Noting the preference from a Fit st
Amendment viewpoint of mone -
tary damages to injunctnt relief
and citing "the public benefit in
encouraging the development of
historical and biographical works

I and their public distribution,"
Judge Oakes concluded:

Enjoining publication of a book
is not to be done lightly. The pow-
er to enjoin ... must be exercised
with a delicate consideration of
all the consequences . Re-
sponsible biographers and histo-
rians constantly use primary
sources. letters, diaries, and
memoranda. Indeed, it would be
irresponsible to ignore such
sources of information.

On August 29, 1989, the Second
Circuit denied the "unprecedent-
ed" petition for rehearing en bane
filed by Henry Holt (which was the
prevailing party on the appeal by

I reason of the panel's /aches nil-
;ing). In so ruling, the Second Cir-

cuit issued two openly hostile
opinions written by Circuit Judges

1 Miner and Newman which fur-
' ther underscore the extraordi-
i nary confusion and divisiveness

surrounding the Second Circuit's
recent copyright jurisprudence.
As Floyd Abrams aptly observed
when the rehearing denial main-
ions were issued: "The opinions
make clear that not only are the
issues an open question, but an

' open wound." Thus, Judge Miner.
concurring in the Second Cir-
cuit's decision to deny a rehear.
ing, took strong exception to
Judge Newman's attempt in dis-

I sent "to allay . .. misunder-
standing" purportedly created by
the panel's majonty decision in

i the New Era case. "[W]hether or
not 'this Circuit is committed to
the language of the panel opin-
ion,' it surely is not committed to

I the language of the appended dis-
k sensing opinion," Judge Miner

derisively observed. Contending
, that the panel's majority opinion

was "consistent with settled law
' and leaves no room for misunder-

standing" and reiterating his be-
' lief that "fair use is never to be
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liberally applied to unpublished
copyrighted material," Judge
Miner maintained his opinion that
an injunction would have been a
proper remedy in the Neu Era
case but for the !aches problem.

Judge Newman vigorously dis-
sented from the Second Circuit's
denial of a rehearing in order "to
avoid misunderstanding on the
part of authors and publishers as
to the copyright law of this Cir-
cuit. Claiming that the Sec-
ond Circuit's denial of a rehearing
"does not mean that this Circuit
is committed to the language of
the panel opinion that has created
the risk of misunderstanding."
Judge Newman attempted to in-
terpretand limitthe broad
scope of the .Vei Era panel's trou-
blesome majority opinion. Thus.
Judge Newman boldly concluded
that "we do not believe that biog.
raphers and journalists need be
apprehensive that this Circuit has
ruled against their right to report
facts contained in unpublished
writings. even if some brief quo.
:anon of expressive content is
necessary to report those facts ac-
curately." Given the panel's un-
ambiguous finding of infringe-
ment in the Heir Era case and the
obvious substantive disagree-
ments among the Judges within
the Second Circuit, it will be ex
ceedingly difficult for authors, '
publishers, and their lawyers to
share Judge Newman's confi-
dence with respect to this critical
issue Similarly. Judge Newman's
attempt to rewrite portions of the
panel's majority opinion in Neu.
Era dealing with the propriety of
injunctive reliefwhich opinion
Judge Newman conceded "can be
read to suggest that once infringe
ment has been found, the remedy
of an injunction follows as of
course"is also unpersuasive,
esr cially in view of what Judges
M Sr and Newman now agree to
be an "infelicitous" statement by
Judge Newmt-n in Salinger that
biographers v. `to copy more than
minimal amounts of unpublished
materials "deserve to be en.
joined."

Conclusion
Biographers who quote selective
excerpts from unpublished works



in order to substantiate their find-
ings or opinions should not be
treated by courts as unwanted
and unlawfulintruders upon the
property rights of copyright own-
ers. While literary freeloading
should certainly be discouraged,
and where appropriate, penalized
under the Copyright Act, stronger
recognition should be accorded
by the courts in copyright in-
fringement cases to the signifi-
cant educational role that biog-
raphers play. The "Fair use
doctnne must be flexible enough
to permit serious biographers to
utilize limited amounts of unpub-
lished materials without having to

. obtain the consent of the copy-
right owner. As Judge Leval re-
minds usand as the Second Cir-
cuit in the Sa linger and New Era
cases seemingly has forgotten: "To
quote is not necessarily stealing.
Quotation can be vital to the ful-
fillment of the public enriching
goals of copyright law."

In the event a court, after giving
proper weight to the strong socie-
tal interest in a biographer's work-
product. nesertheless finds that a
biographer has infringed a copy-
nght owner's unpublished form of
expression. I believe injunctive
relief should be utilized sparingly
and only as the remedy of last re-
sort under the Copyright Act. The
Second Circuit's rigid formula in
the Salinger and New Era cases
virtually requiring the issuance of
an injunction following a finding
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of copyright imringemem is in di-
rect conflict not only with the dis-
cretionary language of the Copy-
right Act--which provides only
that "Any court . . . may . . . grant
temporary and final injunc-
tions"but, more importantly.
with the underlying policies of the
Copyright Act. The permanent
suppression of biographies utiliz-
ing selective excerpts from un-
published materialsexcerpts
which, in many instances, may
otherwise never be disseminat-
edis inconsistent with the edu-
cational underpinnings of copy-
right law and with the rights
biographers should enjoy as au-
thors under the Copyright Act.

Moreover, a "fair use doctrine
and a Copyright Act truly sensi-
tive to First Amendment values
should not permit prior restraints
to be issued routinely upon find-
ings of copyright infringement.
The inherent tensions betwee n the
literary property rights granted
under the Copyright Act and the
broad expressive freedoms pro-
tected under the First Amend-
ment are only exacerbated by the
automatic issuance of injunctions
in copyright infringement cases.
Judicial claims that First Amend-
ment values are already accom-
modated within the Copyright
Act's "fair use" and idea/expres-
sion dichotomy doctrines and
therefore need not be considered
independently in deciding upon
an appropriate copyright in-
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fringement remedy ring hollow in
the wake of the seemingly routine
issuance of injunctions in recent
cases. If prior restraint is gener-
ally impermissible in areas of the
law as disparateand as impor-
tantas libel, national security
and fair trial/free speech dis-
putes. it is difficult as a matter of
Constitutional law and policy to
justify such a drastic remedy be-
coming routine in copyright in-
fringement litigations, especially
in view of the availability of mon-
etary damages under the Copy-
right Act as a satisfactory and
clearly prefr.rable remedial alter-
native.
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Mr. HUGHES. What is the legislation designed to achieve? Is it
to restore the law to what was prior to Salinger and New Bra?
What is the purpose?

Mr. IViorril.
Mr. MORRIL. I think, Mr. Chairman, that it is to restore the law

to the state that it was in the day after the Supreme Court's deci-
sion in Harper & Row v. Nation. I think that the compromise lan-
guage that you have before you quotes the Supreme Court decision
very closely, and particularly in its reference to the fact that the
unpublished nature of the work is an important element, weighing
agains the finding of fair usetending to weigh against the find-
ing of fair use in most of these instances.

There is one further point I would like to add after all of the
speakers. The panel has before it today really very important copy-
right holders. We are really the constituency that believes in copy-
right.

This legislation is limited. It takes into account those interests,
but it also takes into account the other side of the balance.

Thank you.
Mr. HUGHES. Both you, Mr. Vittor, and also you, Mr. Morril, al-

luded to a recent decision in the second circuit written by Judge
John Walker, which pretty much tracked the essence of the legisla-
tion before us today in that decision.

I believe, Mr. Vittor, you expressed a hope that the circuit would
affirm that decision. What are the prospects that the courts will
rectify this and make it unnecessary for the Congress, perhaps, to
step in, contrary to the suggestion of Chief Judge Oakes?

Mr. Vittor.
Mr. VrrroR. Thank you, Mr. Chairman. I believe you are refer-

ring to the Wright v. Warner Books case, which I believe was ar-
gued last Friday.

Our concern is that that case may be limited to its unique facts
and an affirmance of the district court's ruling in that case will not
solve the overriding problems of Salinger and New Era. So we do
not believe the piecemeal solution approach, which has been sug-
gested by some of the judges on the second circuit, will provide us
with an adequate remedy. In fact, it does not provide a practical
remedy for magazine publishers in particular. It is not practical for
us to go to court to solve a problem before we publish.

But in direct answer to your question, I do not believe it would
solve the problem.

Mr. MORRIL. I agree with Mr. Vittor. I believe the Wright case,
even if affirmedand we certainly hope it will beis unlikely to
really change the law. If you read the district court's decision in
the Wright case, the facts are extremely narrow and there are a
number of very negative implications in that district court decision
as to what the ruling would be if the facts were even a little bit
different.

Mr. Arnwis. For what it is worth, Mr. Chairman, I attended the
oral argument in the case. While I would not come to Congress and
ask you to enact legislation based on how an oral argument seemed
to go, there was no interest expressed by any members of the panel
in the case on the issues we have spoken of today.
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They were quite properly fact oriented. They quite understand-
ably took as a given the validity of the Salinger and New Era
cases. There was nothing that occurred there which would even
suggest any broader rethinking on their part.

Mr. HUGHES. Ms. Marton, do you have anything you would like
to contribute?

Ms. MARTON. Well, I think I made myor attempted to make my
point as forcefully as I could.

In effect, all of us writers are now in a holding pattern. It is a
very bad climate; and writing is a pretty grim occupation in the
best of times, but when you have no assurance that the work that
you have undertaken will ever see the light of day, that is very de-
bilitating. And to actually have to withhold materials is to work
with one hand tied behind your back.

I think that is doing, as I attempted to point out, the public a
huge injustice.

Mr. HUGHES. The gentleman from California.
Mr. MOORHEAD. Thank you.
I have a legal question that I would like to ask that was brought

up last year by the former Register of Copyrights. I wonder wheth-
er these top lawyers here in the industry could answer it. She
raised the issue of retroactivity, stating that, assuming the deci-
sions that have produced the controversy represent the law, at
least in the second circuit, and that the bills are intended to cut
back copyright owners' rights with respect to all types of uses of
all types of unpublished works, the question of legislative taking
without due process will inevitably rise.

I would be interested in your thoughts with respect to the issue
of retroactivity. Mr. Vittor, do you want to start?

Mr. VrrroR. Thank you, Representative Moorhead.
Our position is that this is simply a clarification of the law. It

is bringing the law back to where it was after Harper & Row. We
believe that the law should be retroactive, because we are not
changing the law. We are simply bringing it back to the way it has
been for the past 200 years. So there is no substantial taking here.

People who have unpublished documents that were written prior
to 1984 would be governed by Harper & Row, and they would be
governed by this legislation.

If the law was not retroactive, it would have no practical impact
on the advice you hear lawyers giving today. We would still have
to say that the great majority of unpublished works written prior
to the date of this proposed legislation would be off limits. So it
would not solve the practical problems we are addressing today.

Mr. MORRIL. I agree with Mr. Vittor, but I also think the subject
of retroactivity is a very serious one that probably deserves more
indepth examination than lye can give you in response to a ques-
tion. We will make a separate submission on it.

[The information appears in the appendixes in separate cor-
respondences from Messrs. Abrams, Morril, and Vittor.]

Mr. MORRIL. I would be very concerned if the legislation did not
apply to unpublished works which have already been written and
books in the pipeline, because the administration of the rule would
be virtually impossible. We wouldn't know when the author had
read the unpublished works, we wouldn't know when the particular
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sentence at issue was written, and it would make a very difficult
situation for us.

But I would like to come back in more detail on the subject.
Mr. ABRAMS. I am almost tempted to say, I want to submit some-thing in writing to you later on.
Mr. HUGHES. The record will remain open, so you can submit

some additional remarks on the subject.
[The letter from Mr. Abrams appears in the appendixes.]
Mr. ABRAMS. My initial reaction is that it proposes no more of

a taking problem than would the second circuit itself, if it said, "we
went too far, we got out of line with Harper & Row, we are going
to proceed now as we should have before." It seems to me as a legal
matter, the fact that Congress does it rather than the second cir-
cuit may beindeed--a necessity, but doesn't make it any more ataking.

Mr. MOORHEAD. In the opinion of members of the panel, is the
current proposal embodied in title I of H.R. 2372 consistent with
our obligations under the Berne Convention?

Mr. ABRAms. I briefed that as best I could in preparation for my
testimony last July on this issue. At that time, I thoughtand I
continue to think nowthat it is entirely consistent with our obli-
gations under the Berne Convention for a number of reasons, not
all of which I remember now.

But at least two of them were that the Berne Convention does
not supersede domestic law and that what we are talking about
here is at one and the same time terribly important, but also tin-kering around the edges.

If Berne Convention prevents fair use at all, and at least the tes-
timony of one scholar last year might have led to that conclusion,
then the Copyright Act itself as it currently exists under New Era
and under Sa linger is out of whack vith Berne already. I don't
think this makes it any worse and I doi.'t think it violates Berne.

Mr. MOORHEAD. We have a vote that is going on on the floor, and
my 5 minutes are quite up. I think we have to hustle over there.Mr. HUGHES. Why don't we break now? We will come back in 10minutes and finish your examination.

The committee stands in recess for 10 minutes.
[Recess.]
Mr. HUGHES. The subcommittee will come to order.
The gentleman from California has some time remaining.
Mr. MOORHEAD. In a letter to the subcommittee last year, Prof.

Jane Ginsberg wrote, "Even if all Congress intended to make clear
was that a work's unpublished status does not necessarily lead toits fair use, any individual judge could declare otherwise. As a re-
sult, one could conclude that either the bill is gratuitous or the
Congress must have meant something more."

How would you respond to this point raised by Professor
Ginsberg? Who wants to volunteer?

Mr. ABRAMS. I would like to try that, since Professor Ginsberg
and I wrote on opposite sides of the Harper & Row case, and Ithink we both remember arguments like this coming up in that
case.

First, it is perfectly true for her to say that the courts do not say
that this is an absolute bar. Indeed, they sometimes say it is not
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an absolute bar. But there is a music to judicial decisions as well
as words. We know what we know. We know what wins and what
loses. We know the legal standards that a court says it is applying
in a particular case will have economic impact in a later case. We
know that what the second circuit has told us again and again now
is that even a small amount of material used from an unpublished
work will at least ordinarily not pass muster in terms of being
deemed fair use. We know they have compressed what should be
a four-part analysis into what basically is a one-part analysis.

We have tried, I think, those of us testifying today, to be careful
in not saying that this is a per se rule. We have used the phrase
"virtually a per se rule," precisely because I can imagine the second
circuit saying in some circumstance that if it is two words out of
some innocuous document, that that is not what they mean.

But what they have done in practice, the rule of law they have
imposed on us and the rule of life that we have to live with now,
is one which says that any of our clients are at enormous peril if
they publish anything that is deemed unpublished.

Mr. MOORHEAD. Does anyone wish to add to that?
Mr. VrrroR. I would just like to echo the statement of Mr.

Abrams. What we would say to Professor Ginsberg is that we are
simply asking through this proposed legislation for the courts to go
back to Harper & Row, properly understood. She is entirely correct
that the courts have made noises to the effect that there is no per
se rule. But the effect of their decisions is to create a virtual per
se rule. We are simply asking the courts to go back to Harper &
Row, properly understood, and to make these cases close cases.

One of the problems with the Salinger and New Era cases is that
they should have been close cases where the analysis of the four
factors leads to delicate balancing. Instead, we find the second cir-
cuit decisions to be easy decisions. They find it is unpublished,
therefore you can't use it, and the injunction follows.

We want to go back to Harper & Row, properly understood.
Mr. MOORHEAD. Was that case taken on appeal to the Supreme

Court? I know they didn't accept certiorari on it, but there was an
attempt to take it to the Supreme Court?

Mr. VITTOR. Yes. The Supreme Court has refused to take the sec-
ond circuit cases.

Mr. MOORHEAD. My last question is this. I know the answer to
this, too, I believe, but I think it should be in the record. Why can't
a journalist simply characterize a source document instead of quot-
ing directly from it?

Ms. MARTON. Well, under present circumstances, that is what
journalists are reduced to doing, which I think is a very irrespon-
sible condition to operate under.

I mean, the whole idea of good journalism is to go to the source
and to get as many valid documents to back you up as you possibly
can. This present situation encourages sloppy journalism, which is
not to he 3 firsthand knowledgefirsthand fact, but secondhand
and thirdhand. I mean, that is what the present circumstance re-
duces us to. It really is detrimental to the practice of first-rate in-
vestigative journalism.

c
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We are going to have an awful lot of Deep Throats in our fu-
turethat is, unattributed, unnamed sourcesto wiggle out ofsticky court cases.

Mr. ABRAMS. We are also going to have a situation in which the
public can't pass judgment for itself on the validity of charges
made. If you can't quote from the source, if you have to paraphrase
down to a euphemistic, bland level, if you have to have just conclu-
sions without the raw meat which leads you to your conclusion, the
reader has no way of determining if the author knows what he orshe is talking about.

Mr. VrrroR. I would like to follow up on that point. There is a
wlnderful anecdote coming out of the Salinger case. All the ex-
cerpts from Salinger's letters were removed, the book was pub-
lished, and a reviewer criticized the author for the author's conclu-
sions regarding the letters that were no longer in the book.

The author is left defenseless because he can't quote the letters,
the court ordered them deleted from the book, and the reader is lefttotally in the dark with no way to evaluate whether the biographer
has a valid or invalid opinion of Mr. Salinger.

We ale leaving ow readers no way of determining whether the
t has a valid basis for concluding something about the sub-ject ar n )t.

Mr. HUGHES. The gentleman from Kansas.
Mr. GLICKMAN. Thank you, Mr. Chairman.
I think this is an important issue, and the bill does address some

serious problems that would cause a lot of scholarship to atrophy
in this country. So I do intend to support it.

I want to raise some questions, however, about the issue of pri-
vacy, because it seems to me the issues involved with the fair use
doctrine basically have to do with the economic interests of, as you
call them, the widow's rights, or the people who have ownership,
over published documents and other kinds of things.

But let's say once I leave the House I give all my papers to my
local university, Wichita State University, under the proviso that
the material is not to be ever looked at or not for 50 years. Because
we know how valuable my papers are, people will be clamoring tolook at them.

Let's say I make an agreement with the university on those
kinds of limitations, and also limitations on use. And let's say I am
a stickler for privacy. It has nothing to do with economic issues. I
just don't want people in my private life, looking at how I wrote
my letters or anything like that.

Is that relevant to the discussion today? And if so, is that part
of a judge's decision under the Hughes-Moorhead bill in determin-ing fair use?

Mr. MoRmeI think I can answer that as a lawyer by saying yes
and no. I think it is important to recognize what this legislation
does not do as much as to recognize what it does do. It is not revo-
lutionary legislation. It doesn't wipe the slate clean. It restores a
balancing test that has been developed over literally centuries,
codified by the Congress in 1976.

The fair use test has four elements. Some of those elements, par-
ticularly factor 4, would be taken into account, would be relevant
to the hypothetical you posed. The legislation also does not wipe
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out all of the other lawszd doctrines tha. exist apart from the
copyright law. There are State privacy statutes, there are theft
statutes.

Mr. GLICKMAN. So you might have other causes of action at your
disposal?

Mr. MORRIL. Yes, or the factors you suggest would be relevant
under a full fair use test.

Mr. GLICKMAN. Mr. Abrams, I will get to you in a second, I guess
what I am saying is the fair use test as it existed until these court
rulings did contemplate the judge would take into account some of
the factors I mentioned, without being any more specific than that.

Mr. MORRIL. Absolutely.
Mr. ABRAMS. I think it is more than a matter of controversy

among academics about the degree to which privacy should be
deemed a factor in a fair use analysis. We don't have a lot of law
on that.

What I think is clear is that there is nothing in this law, if you
were to adopt it, that provides any greater access than a grantor
chooses to give. The bill doesn't deal with that at all. If you close
your papers, your papers are closed. If somebody sees your papers,
even though they are closed, nothing different has occurred because
of this statute. If someone sees your papers, let's say, as in the Sal-
inger case, in a university library, which is open to the public, say,
the author would always be free, because the copyright law pro-
vides no protection in this area at all, to publish facts.

Your ideas, your conceptsthese things are not protected by the
copyright law which protects only expression. And so to the extent
you really want a privacy protection, you would do well not to
make it available at all, because a significant degree of privacy is
inherently lost once you mail a letter to someone.

Mr. GLICKMAN. Let me give you an example. Let's say that
former President Reagan giving his papers to, I don't know what
library, his

Mr. FRANK. His.
Mr. GLICKMAN. His library, and then there are papers to William

Casey He gives all the papers under these terms: you can't use
them, you can't see them, and he tries to limit it as much as he
can. And Casey writes him and says, "Dear Mr. President, boy, we
really pulled a fast one, we really got those hostages out and
Carter never knew the difference." And on the bottom Reagan
writes, "Dear Bill, we did a great job, didn't we? Your friend, Ron."

I say to my Republican friends, I don't know if this is true or not,
but let's just say hypothetically and there are all sorts of philo-
sophical perspectives on there. The papers are filed in the library
under very severe restrictions, and either illegally or legally, ac-
cording to whatever the restrictions are, somebody grabs that,
looks at it.

Is that a fact or an expression, what we just saw, and is that the
kind of thing because it is such a profound public issue, the judge
would say, the fair use doctrine would be more inclined to let it
out?

Mr. ABRAMS. I would say two things about it. First, the example
which is better than any that I gave in my testimony is one which
shows the problem that we are here to talk about today. The copy-
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right law does not protect, as I said a moment ago, against anyone
publishing an article saying Reagan and Casey conspired, they
agreed to do this, they wrote letters to each other saying that. But
unless there is some fair use protection, one couldn't quote at all
from those letters.

One would have to simply phrase it in a sort of general way in
which the author, playing an omniscient role, would be saying I
know that these two people had this correspondence, and if you
had seen it, you would know, too, what I know.

Mr. GLICKMAN. That would clearly shred his credibility in de-
scribing it that way.

Mr. ABRAMS. Absolutely. The other thing I would say is that at
some point the words you have not heard from this panel yet would
likely be spoken, and those are the words "first amendment." in a
situation like that, if fair use didn't protect, I think that a very se-
rious argument could be made that the the heavy guns of the firct
amendment could be brought into play. The law is not very clear
on that either, but the case is a perfect example of a situation
where if fair use didn't permit it to be published, I would argue,
at least, either that or the absence of fair use is unconstitutional
under the first amendment, or th.t the first amendment must be
read to provide some ability to offer quotations like that.

Mr. Troll. I would just like to add one comment. Your excellent
hypothetical, and it is better than any of the ones we have given
you, illustrates another problem with bringing privacy concepts
into the copyright law.

Under privacy laws, you co not have a right of privacy following
your death, So assuming the heirs of Mr. Casey tried to prevent
publication of that letter, they would have no right of privacy on
his behalf or on their behalf. Yet by importing privacy concepts into
the copyright law, what you do is create the widow censor," where
life plus 50 years of privacy are incorporated into the Copyright
Act.

There is another problem with two inconsistent doctrines, pri-
vacy on the one hand and copyright, which as Mr. Abrams points
out, doesn't protect the facts at all. So Mr. Casey's privacy rights
with respect to the facts would go unprotected.

Mr. HUGHES. Suppose the document in question, the Casey to
Reagan document, is a public document? Would it make any dif-
ference?

Mr. VITTOR. I was going to point out, if you mean by public that
it is a government record, there woule be no copyright claim be-
cause there is no copyright interest in Mr. Casey's estate in a gov-
ernment document. I was assuming it was a private letter.

Mr. HUGHES. Suppose it was written at the CIA on official sta-
tionery.

Mr. VrrroR. I think there is a good argument that it is not Mr.
Casey's copyright. That is a routine argument heard in the courts.

Mr. GLICKMAN. Obviously, the libel laws treat public officials and
nonpublic officials differently. Does this have any relevance what-
soever in the fair use concept?

Mr. MORRIS. You hear a loud silence as we all think about that.
I think that although there is nothing within the four corners of
the four prongs of fair use which deals with public officials or pri-
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vate officials, that when you talk about concepts such as the nature
of the work, which is one of the four factors, that it might make
some difference that it is a biography of the President of the Unit-
ed States. But as a general matter, as I think of it, I think the an-
swer is no, that fair usewell, let me start again.

It is a good question. I think what all of us have been pleading
for today is to send the judges back with their four factors again,
and not one. And to free them again to approach this in a nonrigid,
nonwooden way of the sort that the second circuit has, in my view,
locked them in.

I think that there likely would be a way, on reflection, to take
account of the fact that a biography is of a public figure. But I can
tell you there is very little law on that at this point.

Ms. MARTON. As an illustration of the difference between the pri-
vate and public domain, when I was researching my biography of
Raoul Wallenberg, I came across a letter drafted for Secretary of
State Henry Kissinger, that is, over his signature, in which Kissin-
ger calls at Wallenberg's mother's behest, calls upon Andrei Gro-
myko to finally come clean on the subject of Wallenberg, and it is
a very urgent letter saying, "Let us deal with this case promptly
and be done with it."

And in the margin I noticed, handwritten, "Do not send, H.K."
So obviously Kissinger had vetoed the sending of ti.is absolutely
crucial letter. And I published this letter, much to Mr. Kissinger's
displeasure, in my book. But as it was drafted on State Depart-
ment stationery, he had no recourse. It became part of the public
domain. So even under present circumstances, even under fair use
as it now stands, there is that protection for an author such as my-
self to use public materials.

Mr. MORRIL. I think the fair use test would permit the courts to
take into account the public-private figure concept in a number of
the factors in weighing in different directions in different csaes. For
example, if a public figure is involved, the court might determine
there was a greater potential value under factor 4, and that tends
to weigh against the finding of fair use.

But I think it is important to remember, as Taylor Branch testi-
fied last year, that a lot of the materials we are talking about real-
ly come from obscure people, people who frequently can't be found
when you are in the manuscript review process, but somehow mi-
raculously appear after publication and have a problem. So we
have some serious logistical problems.

Mr. HUGHES. The gentleman from Massachusetts.
Mr. FRANK. I am going to be following up on Mr. Glickman's

questions. I thought they were very well phrased. I begin by apolo-
gizing to my colleagues on the panel because I have been away
from this subcommittee for some time so some of my questions may
be a little elementary, although some of it has been elucidated with
what you said here.

On the privacy issue, I think it is important to kind of separate
the matter. I am completely for restoration of the fair use doctrine.
As far as I am concerned, if a work is intended to be published,
there is no problem at all, but I am concerned about things which
somebody may have committed to paper or computer screen never
intending them to be published. I do separate that.

Ctl
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I appreciate your point that copyright survives you and your pri-
vacy right doesn't. That is one of the nice things about being in the
Congress instead of the court. Unlike the rest of it, it stops when
you are dead. That is not a hard one to draft. We are capable of
separating it out. But I do want to pursue the privacy issue.

You said the method of acquisition is relevant. If you put some-
thing in a library and people write about it, my question is, what
the hell did you put it in the library for? The library is not your
bedroom. It does seem to me you have waived your privacy right,
unless you put it in the library under seal.

What happens, though, if somebody gets illegal access to some-
thing that I have written that I didn't want anyone else to read or
I wanted one other person to read? What is my recourse?

Mr. ABRAMS. Let me say first, I just have to say that there is a
difference in the academic community about this. Judge Levale, for
example, is of the view that that should have nothing to do, noth-
ing, with the consideration of a court under the copyright law. I am
not prepared to say that that is the law at this time, that is to say,
I am not yet prepared to say that he is right.

Mr. FRANK. From the standpoint of someone who wanted that to
be a factor, the best you could say is that the law is unclear?

Mr. ABRAMS. I would say it is unclear, except that we should re-
member that when we talk about fair use there is at least a body
of caselaw which indicates that there is some equitable play for the
court interpreting what is "fair."

Mr. FRANK. That is really what we were talking about. I think
you have said to Mr. Glickman, changing this doesn't change the
doctrine, except it changes it in this case. If the guy can't publish
it, I am protected.

I would tell you my own interest is in quarrying out privacy pro-
tections for people who have put something in writing. If you are
careful about it and you control it, putting it in the library is a very
different situation, because you mentioned a journal. If somebody
keeps a journal and somebody breaks in the house and gets the
journal, I think you ought to have absolute protection against that
being printed.

Right now the fair use doctrine as it has been restrictively inter-
preted, is a blunderbuss. I would suggest that be changed into a
more sharply firing instrument.

Mr. ABRAMS. Suppose one were to take Representative Glick-
man's hypothetical as applied to your question. Suppose someone
were to come upon or indeed steal

Mr. FRANK. Come upon and steal are very different. Let's say
steal.

Mr. ABRAMS. If someone were to steal a diary and the diary is
the -very diary showing the secret Reagan-Casey relationship

Mr. FRANK. Here is where your first amendment issues would
come in. When you talk about the first amendment, some people
argue the first amendment applies to any written expression. You
were talking about a set of cases that would have greater public
performance than the norm.

Mr. ABRAMS. That is correct.
Mr. FRANK. I am prepared to say there is a first amendment pub-

lic purpose type of exception. I am also prepared to say, steal it,
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print it, and let them come sue you. If I am the guy who steals the
document that says Casey did it, and I publish it, and I technically
do it illegally, good luck in getting your jury to convict me. So I
would concede that. But before I can concede to you the first
amendment protection, I need to know whether you can afford a
principle by which there is a protection.

Ms. MARTON. I think we have to emphasize again that we are
not concerned here with Mr. Casey's home life. We are concerned
about the sort of biographies, histories, and books of nonfiction are
about, in the public domain.

Mr. FRANK. The press does not get involved from time to time in
people's lives. I suppose your experience sometimes shapes you.
But what if we are talking not about public matters or about an
author. J.D. Salinger never aspired to make public policy. He was
an important literary figure. And the fact that an exception exists
will mean there will be a penumbra of ambiguity. But what about
personal things of important people or just personal things of lit-
erary people or other people?

Mr. ABRAMS. The first place I would look for protection is as to
the criminal law. If somebody steals something, he or she should
go to jail.

Mr. FRANK. The journal has to have real value.
Mr. ABRAMS. A person who steals also commits a variety of torts

in the act of stealing, and the person stolen from would presumablyhave an
Mr. FR4.NK. But none of those would allow an injunction against

publishers.
Mr. HUGHES. Let's move away from stealing and go to a family

that is split, and let's say that some members of the family want
to protect certain things about the integrity of that individual, and
the members of the family have an ax to grind.

In that instance, what are the privacy considerations?
Mr. ABRAMS. We just had a number of books about the Bingham

family in Louisville. A great newspaper family, split right down the
middle, sold its newspaper, with enormous impact on American
journalism and potential readers of that newspaper.

My view would be that fair use principles ought to be applied
with respect to the letters written to and from the individuals in
that family. I wouldn't disagree with the notion that some level of
equitable principles have already been held to be embodied in the
fair use doctrine.

For example, one of the things that you have all heard as we
keep coming back to the Harper & Row case is that although we
may mean something different than the second circuit means when
we talk about restoring law t., the situation after the Harper &
Row case, one of the things that is clear from that case is that the
court took into account and weighed heavily against the Nation the
fact that the Nation was engaged in what Justice O'Connor be-
lieved was "privacy."

Mr. FRANK. Can we put that in the statute?
Mr. ABRAMS. No, please.
Mr. FRANK. Why not? Legislation is not literary criticism. Redun-

dancy is almost never a reason that anybody really means when
they say don't do it. Nobody ever says, well, that will be four extra
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lines, you use up all that paper, let's not do it. You have to tell me
why you don't want to do it.

Mr. ABRAMS. You are right. I didn't mean it. Fair use as histori-
cally defined, Harper & Row is only one example, has taken into
account certain factors which are equitable factors. I am very con-nerned about your

Mr. FRANK. We are here as a legislative body to make public pol-
icy. As far as the Harper & Row case, I have no sympathy with
that decision, because that was going to be published. That doesn't
worry me at all, the fact that they published it. I don't think anyharm was done. But I want to know as a policy matter, why
shouldn't we put a very heavy presumption against your publishing
something that was written or put in a computer by someone who
had a reasonable expectation of privacy and it was gotten hold ofother than legitimately.

Mr. ABRAMS. I don't think that has anything to do with the copy-
right law. In the discussion itself, it says the purpose of the Copy-
right Act is to further the arts and sciences, and I think that a
Copyright Act which starts to move that far away from protecting
the creative process into protecting an entirely different interest,
that of privacy, at least to the degree that any new language pre-
sumably would, or heavy presumption presumably would, would
not only deviate from the purpose constitutionally construed, andI think properly construed, of the Copyright Act, but lead the
courts more and more into making essentially moralistic judgments
in this area. Now I said already that the courts take account of cer-
tain equitable factors.

I didn't mean to suggest that they sit in judgment or that they
ought to sit in judgment about the propriety the bona fides of why
the journalist wants to print it or anything like that.

Mr. FRANK. I am not talking about the bona fides. I don't care
what the journalist wants, fame, money. I am talking about the
method of acquisition.

Mr. ABRAMS. I think the method of acquisition ought to be dealt
with in other ways than the Copy 'tit Act. I don't know what thathas to do with copyright.

Mr. FRANK. The way the copyright law is currently being inter-
preted, it serves that purpose. You are asking us to make changes
in the law, most of which I am sympathetic to, but which would
have the effect of weakening that. I would feel more comfortabledoing that if I find another way to provide it. It protects, I under-
stand that. What about a Federal privacy statute of that sort?

Mr. ABRAMS. I don't want to bow out of this discussion, but I
really want to know what that privacy statute would say, or even
what the core principle is. If the core principle is that if you put
something in words, you commit something to writing, and you had
a reasonable expectation of it being private, that if someone gets
that illegitimately, he or she can be enjoined from sharing it with
people you didn't want them to share it with, even with the firstamendment exception

Mr. FRANK. Do you think that violates the first amendment? IfI write a diary and I keep it in my house, and somebody breaksin and steals it
Mr. ABRAMS. Sure, you can make stealing criminal.
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Mr. FRANK. Making criminal doesn't enjoin the publication.
Mr. ABRAMS. Once you start saying, presumably the law would

not only ban the thief or whatever, but the journalist who gets it
next, to make the law work to serve its purpose.

Mr. FRANK. Not necessarily. What about if we catch the thief? At
some point you lose it, buti want to know what the principle is.

Mr. ABRAMS. A law barring a thief from profiting, as it were, andusing
Mr. FRANK. That is not the purpose. It is not profiting. It is say-

ing, you stole it from me, I had an expectation of privacy, and you
can't take it and publish it. It could be computer hackers that get
material and publish it.

Mr. ABRAMS. I would like to write to the committee and respond
to that question.

[The letter from Mr. Abrams appears in the appendixes.]
Mr. FRANK. Thank you, Mr. Chairman.
Mr. HUGHES. I have a couple of followup questions. First, it just

appears to me that the guidelines set forth in the statute in section
107 don't particularly lend themselves very well to addressing some
of the questions we have raised.

I mean, No. 4, for instance, which deals with economic impact.
We are talking about perhaps personal decisions not to publish,
never intending to publish. Would you disagree with that?

Mr. ABRAMS. I agree with that.
Mr. HUGHES. Also, should it make any difference if the published

work is not one that appears to be science or the useful arts, lan-
guage which basically is set out in the Constitution? For example,
should lawyers be permitted to assert copyright of unpublished
principles for discovery motion for business records?

Mr. VrrroR. If I can respond, that is exactly what is happening.
There is a new trend in the law where companies are asserting
copyright interests to prevent dissemination of court documents.

We have seen it in a product liability case where a drug manu-
facturer copyrighted documents that were filed in the discovery
proceedings to preventthe purpose was to prevent the dissemina-
tion of the court documents. Here we have the copyright law being
used to prevent dissemination of critical public information about
a product liability case.

Mr. HUGHES. Let me take it a step further. We had a little dis-
cussion this morning with the staff preparing for the hearing, and
I raised the question of confessions of a defendant. Number one,
who is the author of this? The chief detective who is leading the
parade; it is his form and content, he is eliciting the answers. Who
is the author? Should that be copyrightable?

Mr. VrrroR. Again, as soon as the pen hits the paper, it is copy-
righted as an unpublished document under the present Copyright
Act. Under the line of cases we are talking about, we could not
quote that confession unless it is permitted by the copyright owner.

Mr. HUGHES. When the defendant becomes the owner and basi-
cally is able to deny the use of a court confession, that is interest-
ing.

Mr. VITTOR. Court documents are unpublished documents, and
that is one of the problems with the Salinger and New Era cases.
I think your proposed legislation fixes that. It allows us to make

A
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selective, limited use of documents such as those that are
unpublished and lets courts, using the flexible, four-factor analysis,
decide whether we have done it properly.

Mr. MORRIL. I agree with that. What we really need to do is put
a lot of these matters back into the hands of the court. I think the
range of questions illustrates that you really can't legislate for
every situation that has arisen or is likely to arise. That is why I
assume that Congress didn't do it in the 1976 act, and it has never
been done previously. Congress set out a four-factor analysis that
permits a court to do it in the myriad of cases that come before it.

I would not, by the way, take very much comfort from the pros-
pect of a first amendment exemption overriding the analysis in the
Supreme Court case. The second circuit, I believe, in both Sa linger
and New Era said that the Copyright Act takes into account all of
the first amendment considerations that should be taken into ac-
count in this area.

Mr. HUGHES. I have some other questions.
The gentleman from Massachusetts.
Mr. FRANK. I guess I want to express that general disagreement

with the principle, which is again one that I think people are some-
what occasionally in their allegiance to, that we should leave it to
the courts. If you didn't leave it to the courts, you wouldn't be here.
That is why we are here. And while it is a mistake to try to legis-
late with such specificity that you decide cases in advance, I think
it is entirely our province to say, this factor needs to be given a
little more weight.

There is a temptation to mask disagreement with procedural ar-
gument. I do think these are legitimately before us and have to be
dealt with.

Mr. HUGHES. I have some additional questions which I am going
to direct to you in writing. I am not going to take any more time.
We have taken a lot of time with this panel. It has been very inter-
esting. We appreciate your contributions. It is a fascinating area of
law.

Mr. FRANK. I did just want to compliment Mr. Abrams on his ar-
ticulate restatement of the doctrine of representing the original in-
tention of the founders.

Mr. ABRAMS. Thank you.
Mr. HUGHES. Thank you very much. You have been very helpful.

We appreciate the time you have given us here today.
Mr. HUGHES. Our second panel consists of Mr. James Burger and

Mr. William Neukom. Mr. Burger is chief counsel for government
and field sales, Apple Computer, Inc. He is a graduate of the New
York University School of Law.

Our second panelist is Mr. William Neukom, vice president and
general counsel for Microsoft Corp. He is testifying on behalf of the
Software Publishers Association. Mr. Neukom was in the general
practice of law in Seattle, WA, and he was a graduate of Stanford
University School of Law.

We welcome you to the committee hearing today. We have your
statements, which, without objection, will be made a part of the
record in full. I would like you to summarize.

We will begin with you, Mr. Burger. Welcome.



99

STATEMENT OF JAMES M. BURGER, CHIEF COUNSEL FOR
GOVERNMENT AND FIELD SALES, APPLE COMPUTER, INC.

Mr. BURGER. I am James M. Burger, chief counsel for govern-
ment and field sales, Apple Computer, Inc.

We support the fair use title of H.R. 2372. First of all, I really
want the record to show that we thank you, Mr. Chairman, and
also Congressman Moorhead, who isn't here, for your willingness to
work with us on this important issue.

When the debate began, we believe the Supreme Court's 1985
Harper & Row v. the Nation case dealt fairly with questions of fair
use of unpublished material. We were concerned that new legisla-
tion might open up the fair use doctrine to permit unauthorized
copying of unpublished computer programs, unpublished specifica-
tions for software under investment, and other confidential plans
and materials.

We were certainly willing to cooperate in resolving the concerns
raised by the authors and the book and magazine publishers in the
New Era and Salinger decisions. But we couldn't support last
year's bills. And to explain our reasoning, it is important for me to
explain why unpublished copyrighted material is so important to
us.

America's computer hardware and software industry have a com-
petitive lead in the world market. In a report released this past
March, the Council on Competitiveness found in a survey of some
23 critical technologies that software was one of the seven such
technologies where the United States held the lead. The global soft-
ware market today is some $70 billion, and some analysts believe
that by the year 2000 it will be a trillion-dollar market.

Our products are the world's most sophisticated software prod-
ucts. And American companies receive some 70 percent of that
world software revenue. And barring dramatic changes, we will be
able to compete successfully in the future as well.

Privacy is the most serious threat to that prospect. In its sim-
plest form, a literal copying of somebody else's program and selling
it, is a straightforward legal issue. Nobody in the United States se-
riously argues that such copying should be made legal.

We do face major problems with such privacy in some foreign
countries that have inadequate intellectual property laws or en-
forcer'ent. In Thailand and China, for example, such piracy is com-
mon...Ind under the special 301, the USTR decided this past April
to cite them, and that was a proper thing to do.

But there is a more serious legal challenge that comes from an-
other form of privacy. This involves a process called decompilation
in which a pirate copies the object code of a computer program and
then proceeds through several iterations to translate that into
source code which the pirate can then more readily read and ma-
nipulate.

What they then do is alter that work to disguise the copying and
produce a second product, a second program which it markets as
a "substitute program," at a lower price. The strong copyright pro-
tection we now have under U.S. copyright law lets us market our
products without the fear of either type of piracy. But some compa-
nies which lag behind in the creation of original programming want
to catch up by legitimizing decompilation.



...

,:,

100

Up until now they have failed but last year's proposals to allow
a broader use of unpublished works raised some questions about
whether competitors would be allowed to copy and imitate
unpublished computer programs and other business materials.

We wanted to be sure that when Congress acted to meet the con-
cerns of the authors and book publishers, that it didn't accidentally
damage our industry and hurt our companies' ability to compete in
the global market. Last year's bills were so broad as to eliminate
the distinction between published and unpublished works in deter-
mining the scope of fair use. They would have weakened protection
not only for works of interest to historians and scholars but for
unpublished material of any kind.

By contrast, H.R. 2372 basically restates the three principles
enunciated by the Supreme Court in Harper & Row. It makes clear
that, first, the unpublished nature of a work is important to the
overall fair use analysis. Second, that it is weighed against a fair
use finding. And third, it does not create a per se rule against find-
ing fair use.

As the legislation states, after a full analysis of all four factors
has been undertaken, the fact that a work is unpublished does not
bar the finding of fair use. We believe that the bill was a careful
compromise. It is acceptable to our industry, and as you have heard
this morning, it meets the needs of the authors, book and magazine
publishers as well, and we are pleased to support it.

Thank you.
Mr. HUGHES. Thank you, Mr. Burger.
The prepared statement of Mr. Burger follows:]

/
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PREPARED STATEMENT OF JAMES M. BURGER, CHIEF COUNSEL FOR

GOVERNMENT AND FIELD SALES, APPLE COMPUTER, INC.

Good morning. My name is James Burger, and I am the Chief Counsel, Government, for
Apple Computer, Incorporated. I am testifying before the Subcommittee today on behalf
of the Computer and Business Equipment Manufacturers Association, for whom I chair
the Proprietary Rights Committee. CBEMA Is a trade association with 26 members. We
represent the leading edge of high technology companies in the U.S. computer, business
equipment and telecommunications industries. Our members had combined estimated
sales of more than $262 billion in 1990, making up about 5% of the U.S. gross national
product. CBEMA member companies employed about 1.2 million workers in the United
States last year.

I want to start by congratulating the Chairman and the Members on their work on this
issue over the past year. I believe you have arrived at language which will satisfy the
authors, the book and magazine publishing Industries' objections to the present case law
on use of unpublished source materials for history and biography, while protecting our
industry against copying and use of our unpublished copyrighted material. The compuler
industry supports the title of the bill dealing with fair use, and we thank you for your
willingness to work with us.

Very frankly, when the debate over this Issue began our Industry did not see a need to
We believed that the Supreme Court's 1985 decision In Harper & Row

v. The Nation, 471 U.S. 539 (1985), dealt fairly and adequately with the question of the
fair use of unpublished copyrighted material. We were concerned that any legislation
might open up the fair use doctrine to permit copying of confidential business materials,
some of which are of great importance to our industry, by legitimizing a process called
decompilation` which I will explain in more detail later in my testimony. We were
similarly concerned about unauthorized use of unpublished specifications for software
under development, and other confidential business plans and materials.

However, the authors, the book and magazine publishing :ndustries maintained that the
Second Circuit Court's interpretation of the fair use doctrine in New Era Publications v.
Henry Holt & Co. 873 F.2d 576 (2d Cir.), reh'a denied 884 F. 2nd 659 (2d Cir. 1989),
cert. denied, 110 S. Ct. 1168 (1990) and Salinoer v. Random House, 811 F.2d 90 (2d
Cir.), cert. denied, 484 U.S. 890 (1987), departed from the standard of Hamer & Row.
Our industry was satisfied with those decisions, but we were not opposed to finding ways
to resolve the problems they raised for the authors, and the book and magazine
publishers and to bring the Second Circuit Court decisions more closely into line wit:.
Hamer & Row, as long as the remedy did not diminish Ot.' right to protect confidential
material.
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We could not, however, support the legislation proposed last year. To explain our
objections to those bills, and the general concerns we had about amending copyright law,
I will need to give a brief explanation of the state of our Industry and why protecting our
unpublished material Is so Important to us.

The American computer hardware and software Industries are highly successful. The
Counci: on Competitiveness found in a survey of twenty-three critical technologies
released th',7, March that software was one of the seven such technologies in which the
l_ln!tcd Slats holds a competitive lead.

The world market for software now stands at $70 billion a year, and some experts project
it to reach $1 trillion by the year 2000. As successful exporters, the industries contribute
to America's economic growth and balance of trade. Wrth American companies now
receiving 70% of the revenue from that market, and with our products the most
sophisticated in the world, the software and hardware Industries are in position to
compete successfully for the foreseeable future as well.

Piracy -- the illegitimate duplication and sale of computer programs is the most serious
threat to tnat position. Our market is growing, and many companies will try to enter it.
We expect this and welcome it. Competition generally promotes innovation and is good
for consumers. But in order to do so, competition must come from companies which
produce innovative technology and high-quality goods not Individuals who sell knock-
offs of the programs written by others. That kind of business is piracy, and is forbidden
under American law.

Simple piracy copying somebody else's program ar.i selling it is a relatively
problem. Nobody in the United Statr4 argues that it she..,uld !?2?.,

We do face major problems with such piracy in some foreign countries that have
inadequate intellectual property protection or enforcement. In Thailand and China, for
example, piracy is common, and the USTR rightly decided to cite them under the Special
301 section of the 1988 Trade Act this April. For another example, computer programs
receive no legal protection in Mexico. As Karen Casser of the Software Publishers
Association recently testified, our industry will probably lose $100 million in sales this year
in Mexico. The Mexican legislature is working on a bill which would protect software, and
we are watching its progress very closely.

Problems :;ke those we face in China, Thailand and Mexico are serious, and cost our
industry a great deal every yer:r. we face a more serious legal challenge from a
second type of piracy. That is when a competing company creates an imitation of an
existing program through a process called deoompilation, in which the pirate copies and
translates the program from a machine-readable form to a human-readable form. Then,
without the necessity for the significant R&D expenditures made by the innovator, the
pirate goes on to after the program to disguise the copying, and create a second, similar
program which it markets as an allegedly different product for a much lower price.

1 6
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The accepted application of American copyright law to computer software rightly forbids
this practice. By doing so, It has made American software companies confident that they
can market their products safely. It has fostered a prosperous, innovative and successful
Industry.

But in recent years, some companies which have not kspt up in quality and technological
innovation have been trying to catch up -- not by writing better programs, but by
attempting to weaken the copyright law to permit decompilation so that they can imitate
the programs of more successful companies. For example, as the European Community
drafted its directive in preparation for the single market in 1992, there wero attempts to
amend the Software Directive in order to allow greater scope for decompilation. And in
the current GATT negotiations, the Japanese government is trying to secure exemptions
from copyright for these procedures against the opposition of the U.S. Trade
Representative and the American software industry.

Up to now, however, these attempts have failed. In domestic law, the "fair use" doctrine
as laid cut in Harper & Row v. Nation has ensured strong protection for our unpublished
computer programs and other confidential business materials. As a consequence of this
protection, the computer and software industries have prospered, grown, innovated and
made new products and technology available to consumers. We would like to see that
continue.

And in that context, the members of the Subcommittee will certainly understand the
concerns that amending the fair use doctrine raised for our industry last year. Proposals
to revise copyright law to allow greater scope for unconsented copying and use of
unpublished works raised questions about whether the result would be that unpublished

and other confidential materials would become available for
competitors to copy and imitate. There was a great deal of alarm in our industry, and we
wanted to make very sure that when Congress acted to resolve the concerns of the
authors and the book and magazine publishers concerns, the changes did not
inadvertently damage our companies and harm the competitiveness of our industry.

As I testified during joint House and Senate hearings last year, the language proposed
in the bills introduced in the last Congress was so broad as to eliminate the distinction
between published and unpublished works in determining the scepe of fair use. The bills
would have weakened protection not only for unpublished writings of interest to historians
and biographers, but for unpublished materials of any kind, severely restricting the right
of authors to determine whether or when confidential business and technical work would
be published or sold. Not only would unpublished computer programs have been opened
to unauthorized copying, but materials like marketing programs, advertising campaigns
and blueprints and the technical descriptions of new hardware and software products
would have been affected as well. This would have done serious damage to our
companies, and to American competitiveness in the hardware and software markets. We
could not support the legislation, and we informed the Subcommittee and other interested
parties of our concern about it.

11 t
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That concern has now been resolved. Since the Joint hearing last July, our Industry has
worked closely with the authors and the book and magazine publishing Industries to agree
on narrowly crafted legislation that will meet the specific concerns raised for the
publishers and scholars by the Sa !inner and New Era cases, while ensuring that our
confidential materials continue to receive strong protection under copyright law.

The language contained in H.R. 2372 meets the concerns we raised in the last Congress.
The legislation is fundamentally a reiteration of long-standing fair use doctrine as
enunciated by the Supreme Court in Harper & Row v. The Nation.

In reaching that conclusion, we focus on three essential mmponents of the Supreme
Court's discussion in that case.

First, the Supreme Court emphasized that the unpublished nature of a work is an
important factor in determining whether its use is fair. The Court flatly rejected the
contention that Congress intended fair use to apply equally to published and unpublished
works.

Second, the Court made clear that this important factor weighs against a fair use finding.
The Court concluded that the application of fair use to unpublished works is narrowly
limited, since "[Nublication of an author's expression before he has authorized its
dissemination seriously infringes the author's right to decide when and whether it will be
made public, a factor not present in fair use of published works.* 471 U.S. at 551.

Third, the Court stated that the unpublished nature of a work Is not necessarily
determinative in fair use analysis. As the Court's opinion illustrates, all of the fair use

t: considered.

We believe the proposed legislation reflects and preserves these three important
principles from Harper & Row. The language makes clear that the unpublished nature
of a work is an important element in the overall fair use analysis. It states appropriately
that the fact that a work Is unpublished tends to weigh against a finding of fair use. And
finally, it makes clear, consistent with Harper & Row, that the fact that a work is
unpublished does not create a per se rule against finding fair use. The fact that a work
is unpublished does not bar a finding of fair use, if such finding is warranted after a full
analysis of all statutory factors.

The bill is a carefully drawn compromise. it is acceptable to our industry, and we are
informed that it meets the needs of the authors, the book publishers and the magazine
publishers as well. We are pleased to support it, and we thank you again for the
invitation to testify this morning.
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Mr. Neukom, welcome.

STATEMENT OF WILLIAM NEUKOM, ESQ., VICE PRESIDENT AND
GENERAL COUNSEL, MICROSOFT CORP., REDMOND, WA, TESTI-
FYING ON BEHALF OF SOFTWARE PUBLISHERS ASSOCIATION

Mr. NEUKOM. Thank you. I appreciate the opportunity to testify
this morning before the subcommittee on behalf of the Software
Publishers Association. That association is by any measurement
the I ?ading trade association of personal computer software compa-
nies. Its membership includes approximately 800 companies pub-
lishing business, education, and entertainment software. Those
companies range in Size from a few employees to, in some in-
stances, thousands of x-niployees.

As an industry, soft vare publishers are dependent upon intellec-
tual property rights to protect the value of our business assets. We
appreciate, particularly because of that interest, this opportunity to
testify this morning.

As to the proposed legislation, H.R. 2372, we recognize it as an
amendment to section 107 of the Copyright Act, which embodies
the traditionally created fair use doctrine, the fair use doctrine
being a body of case law unique to the United State judicial system
which permits unauthorized copying under certain very limited cir-
cumstances, as currently drafted and interpreted and applied by
the courts of this country.

In the United States and other countries, our member compa-
nies', software publishers' products are protected as literary works
under the copyright law. Maintaining the integrity of those copy-
rights in these literary works is essential to our ability to continue
to grow and prosper not only in the U.S. domestic market, but at
least as importantly, to compete effectively in international trade.

Because U.S. companies command a 70-percent share of the soft-
ware market worldwide, there is a temptation and, I would submit,
even an incentive for persons so inclined in other countries to try
to erode the market share by undertaking shortcut methods of de-
veloping and marketing productivity software and other forms of
computer software. The way they tend to do that is by simply copy-
ing legitimate copies, rather than going to the expense and enor-
mous intellectual challenge of creating original solutions to prob-
lems in the form of computer software.

We are not only concerned that any changes in domestic law not
permit any wider copying of our works here in America, but we
also obviously wish to discourage the rampant piracy which we find
worldwide.

The form of literary work represented by computer programs can
be embodied in a number of ways. For example, computer pro-
grams are usually first written as source code. Source code is a
kind of literary work very close to the sort of writing product by
our print publishing colleagues. It consists of human-readable
words, usually expressed in a special computer language which can
be written down on paper, easily read by the human eye, and un-
derstood by knowledgeable computer programmers.

However, the form of a computer program which is electronically
imprinted or encoded on a floppy or hard disk and produced in
thousands and, in some instances, I will say, even millions of copies
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and distributed to the public is not source code. The form of that
computer intelligence is object code.

Object code can be read and understood by the computer, by the
chips, but very rarely by a human being. When printed out, object
code would appear to you and me to be simply a series or a list
of zeroes and pluses or zeroes and ones, which translate a human-
readable source code to electronic impulses the computer can un-
derstand and work with.

If one were skilled in computer technology and possessed the
proper equipment, one could retrieve the object code off a disk to
read and study; however, it is extremely difficult, if not as a prac-
tical matter impossible, to understand the source code by reading
the object code. In effect, the object code is an encrypted version of
the human-readable source code.

What is actually published by software companies, that which is
fixed in a tangible medium of expression, is the object code only.
If competitors can have ready access to our source code, the
human-readable version of our intellectual property, they can often
make slight modifications and publish it in the form of a different
object code, which would effectively approximate the original pub-
lisher's computer program.

The result of that, as you can appreciate, is that software pub-
lishers can retain software code as a trade secret. For that reason,
the fair use treatment of published and unpublished works is of
special interest to us.

We are alarmed by any legislation which would undermine the
historic differences. The bills introduced last year to resolve the
New Era problem virtually would have abolished that distinction
we think, dangerously so. In the software publishing industry, we
believe H.R. 2372 is in the public interest, that to the extent that
it has been carefully drafted and tailored to deal with the specific
problems of print publishers and the kinds of authorsprimarily
historians and critical biographerswho originally requested the
legislation in the last Congress, we are prepared to accept the con-
tention of those print publishers and those particular kinds of au-
thors that recent second circuit decisions have had a chilling effect
on the New York-based publishing community, which is limiting
the publication of works of value to the reading public.

However, we also believe very strongly that the traditional dis-
tinction of the fair use analysis of published and unpublished
works, which the Supreme Court recognized in the Harper & Row
case must remain undisturbed. We believe H.R. 2372 serves this
purpose by embodying the Supreme Court's teaching in that case.

So long as it is restricted to resolving the very precise problems
raised by print publishers and those particular kinds of authors, we
believe the rights of software copyright authors would not be erod-
ed. The institutional incentive which gave rise to our successful in-
dustry would remain intact.

Therefore, we strongly urge enactment of H.R. 2372 without
amendment.

Mr. HUGHES. Thank you, Mr. Neukom.
[The prepared statement of Mr. Neukom follows:]
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TESTIMONY OF WILLIAM NEUKOM
VICE PRESIDENT, LAW AND CORPORATE AFFAIRS OF

THE MICROSOFT CORPORATION ON BEHALF OF
THE SOFTWARE PUBLISHERS ASSOCIATION

May 30, 1991

Mr. Chairman, I am William Neukom, Vice President, Law and Corporate Affairs
and Secretary of Microsoft Corporation, the largest publisher of software for personal
computers in the world today. I am testifying on behalf of the Software Publishers
Association (SPA). The SPA is the leading trade association of the personal computer
software industry. Its membership includes nearly 800 business, education, and
entertainment software publishing companies ranging in size from one or two employees
to many thousands. As an industry we are extremely dependent on intellectual property
protection, and we appreciate the opportunity to testify this moring in support of
H.R. 2372 as presently drafted.

H.R. 2372 amends Section 107 of the Copyright Act which embodies the judicially
created fair use doctrine. As in the United States, our companies' products are
protected as literary works under the copyright laws of other nations. Maintaining the
integrity of our copyrights in these literary works is central to our ability to continue to
grow and prosper both in the U.S. domestic market and to compete effectively in
international trade. Fair use is a body of case law, unique to the U.S. system, which
permits unauthorized copying under very limited circumstances. We are very concerned
that any changes in that body of domestic law not be seen as a pretext to permit wider
copying of our works -- at home or abroad. A- long as H.R. 2372 is restricted to the
very limited problems raised by print publishers, we believe that the rights of software
copyright holders will not be eroded, and that the constitutional incentives which gave
rise to our successful industry will remain intact.

Mr. Chairman, when you met recently with proponents of H.R. 2372, you stated
that you believe that the ultimate question which must be asked by the Congress in
assessing intellectual property legislation is: is it in the public interest?

This question assumes a burden on the part of proponents of a particular measure
to persuade this subcommittee that the best interests of our nation's citizens would be
served by it. As an industry which is very dependent on intellectual property and frc.m
time to time seeks legislative changes, we have always been preparcd to meet this
burden. And, we would expect that others would be expected to do so as well,
particularly when there may be some dislocation or disruption to the sector of the
economy we represent.

To use the idea/expression dichotomy of the copyright law, there is often a big
difference between a legislative idea and how it is actually expressed in a bill. We in the
software industry support the idea which our colleagues in the print publishing industry
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have been seeking to embody in legislation since last year. Unfortunately, until recently,
we have not been able to concur on specific language expressing this idea. In my
testimony this morning I will try to explain what we perceive to be the circumstances
which gave rise to print publishers' desires to amend section 107 of the Act and to
explain why we feel that legislation responding to their legitimate needs must be very
carefully drawn.

Mr. Chairman, the language of H.R. 2372 has been very carefully drafted to
embody a legislative "idea" or objective. It is a direct suc2essor to H.R. 4263 and its
Senate counterpart, S. 2370, which were introduced by Congressman Kastenmeier and
Senator Simon in the 101st Congress. The purpose of H.R. 2372 and predecessor bills is

to deal with the chilling effect on the use of quotations from unpublished works by
biographers and historians arising out of the Second Circuit Court of Appeals decisions
in New Era Publications. International v. Henry Holt & Co, 873 F. 2d 576 (1989), cert.
denied, 110 S. Ct. 1168, 107 L Ed. 2d 1071 and Salinger v. Random House, 811 F. 2d 90

(1986), cert. denied 484 U.S. 890 (1987).

The 377 page hearing record, compiled in the last Congress, details with explicit
clarity the unusual facts which led the nation's print publishers to seek legislative relief
from the New Era and Sa linger cases.

As you know Mr. Chairman, it is rare for Congress to respond legislatively to a
single lower or intermediate court decision. In most instances, the case law is not
considered to be sufficiently developed to require legislative clarification until either a
trend among the circuits emerged or the Supreme Court has spoken. Neither of these
two circumstances has occurred here. What makes the New Era case unusual is that it
affects an industry -- print publishing -- which is geographically concentrated in the
Second circuit. Therefore, with respect to that industry, a Second Circuit decision can
have virtually the same effect as a Supreme Court decision.

What is the chilling effect of the New Era case? Floyd Abrams stated clearly in
his July 1990 testimony:

history cannot now be written, biographies prepared, non
fiction works of almost any kind without the gravest concern
that even highly limited quotations from letters, diaries or the
like will lead to a finding of copyright liability and its
consequent issuance of an injunction against publication.

It is important to note the nature of the organizations on whose behalf Mr. Abrams was
testifying last year: the American Historical Association, the Organization of American
Historians, the National Writers Union, the Author's Guild, PEN American Center, and
the Association of American Publishers. For the most part these are organizations
concerned with the print media and with the publication of biographical, historical and
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scholarly works. The particular focus on legislative relief for historians and biographers
was further emphasized by the background of the two other witnesses appearing in
support of the legislation: Taylor Branch, the biographer of Dr. Martin Luther King, and
historian J. Anthony Lukas, author of Common Grou rd, a book about the history of
school desegregation.

In response to Congressman Kastenmeier's question, "historically what has
happened to cause this problem today?", Mr. Abrams replied:

[T]here is an enormous clarity in almost a wooden fashion of
the law today. One can say with some confidence, now -- one
would not have, I think, some years ago that almost any
type of unpublished work will be deemed a violation of the
copyright law because it will not be deemed fair use.
(emphasis supplied).

The essence of the testimony of Mr. Abrams and his colleagues was that the New
York publishing community interprets current Second Circuit law as so narrowing the
scope of fair use in unpublished works as to make az use of direct quotation in a
history or biography a potential bar to publication of a book. William Patry, testifying
for the Coryright Office confirmed this view in observing that "[t]he bills were introduced
out of a concern that recent decisions by the United States Court of Appeals for the
Second Circuit involving unpublished works may have created a virtual per se rule
prohibiting biographers' and historians' use of such works."

However, not all the witnesses at the 1990 hearing agreed with the print
publishers' interpretation of Second Circuit law. Mr. Patry expressed his own view that

nothing in the current statute prohibits the application of fair
use to unpublished works. Nor do any of the court decisions
prohibit any use of unpublished works.

Indeed, the facts of the New Era case support Mr. Pat:- ±'s view. In that case there were
132 alleged instances of unauthorized quotations from the unpublished letters and diaries
of L. Ron Hubbard. The district coun judge found that the great majority we fair use,
but that 41 were not fair use. The Second Circuit did not dispute this finding.

Former Register of Copyrights, Barbara Ringer, told the subcommittees:

I have read and reread the decisions and articles that have
produced this heated controversy, and it does seem to me
that the alleged crisis in scholarly writing at, publication has
been blown up out of proportion, and that here now seems
to be considerable agreement among the majority and



4

minority judges on at least two points: that the fair use
doctrine can apply to copying of unpublished works (i.e.,
there is no per se rule), and that there is nothing in the
statute to require a court to issue an injunction in these or
any other cases.

My point, Mr. Chairman, in reviewing last year's testimony is to focus on the very
narrow scope of the issue addressed by H.R. 2372. The fact is that the urgent appeal for
legislative relief is predicated largely on the chilling interpretation given to Second
Circuit holdings by the New York publishing community itself.

However, it is not my intention to dispute this interpretation. Rather, I wish to
place it in its proper perspective. There is not a universal outcry from those with an
interest in a aspects of the fair use doctrine for legislative modification of Section 107.
Nevertheless, we in the software -.--ublishing industry are prepared to accept the premise
that the New Era and 5alinger decisions have created an intolerable problem for print
publishers, historians and biographers which needs to be addressed. It is enough for us
that the common view within that industry is that a problem exists which justifies a
legislative response. And, we have pledged to be cooperative in developing this
response.

However, Mr. Chairman, as we have made clear from the outset of the debate,
software publishers believe that it is imperative that remedial legislation be carefully and
narrowly drafted to respond only to the limited problem as articulated by print publishers
and the authors of historical and biographical works.

We believe that the language of H.R. 4263 and S. 2370, in the 101st Congress was
not sufficiently narrow, but that H.R. 2372 does accomplish its intended, limited purpose.
H.R. 4263 and S. 2370 would have abolished the distinction between all unpublished and
published works for purposes of fair use analysis. As such they clearly would have
reversed not only the New Era case, but also would have overturned the Supreme
Court's decision in Harper & Row. Publishers. Inc. v. Nation Enterprises, 471 U.S. 539
(1985). That case involved a 2250 word article in The Nation which contained 300 to
400 words consisting of verbatim quotes from a manuscript about to be published by
Time magazine. The Supreme Co..-t in Harper & Row declared that, '[1t] has never
been seriously disputed that 'the fact that the plaintiff's work is unpublished ... is a factor
tending to negate the defense of fair use." J. at 551.

You may ask, Mr. Chairman, why we are so insistent that remedial legislation be
so carefully and narrowly written?

The answer is that the historic differentiation in treatment of unpublished versus
published works is of critical importance to the nation's software industry. As seen in
the above reference to the Harper & Row case, the distinction between the application
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of the fair use doctrine to published and unpublished works has long been recognized in
the law, and the software industry has structured its business practices in reliance on that
distinction.

The Fair Use Doctrine is a creature of federal statutory and case law. And, prior
to enactment of the 1976 Copyright Act only published works were subject to the Fai,.
Use Doctrine. Unpublished works were governed by common law, which placeda high
value on the right of first public,ation.0 The Congress recognized this historic
distinction when it federalized copyright law in 1976. As the Senate Committee Report
accompanying the 1976 Act states:

[T]he applicability of the fair use doctrine to unpublished
works is narrowly limited since, although the work is
unavailable, this is the result of a deliberate choice on the
part of the copyright owner. S. F gip. No 94-473, 94th Cong.,
1st Sess. 62 (1975).

In recognizing the historic difference in treatment of published and unpublished
works, the legislative history of the Copyright Act is merely taking note of an obvious
factual difference in the nature of published and unpublished material. The primary
historic purpose of fair use has been to permit comment, criticisn Ind further scholarly
research based on previously published works. In publishing a work an author is
presumed to invite public dialogue in the form of published criticism and comment as
well as further scholarship based on his or her work. Authors reluctant to subject their
writings to public dialogue and the necessarily inherent fair use of their works, have
always been able to make the decision to keep their words to themselve through refusal
to publish.

This "right of first publication" -- and the concomitantly narrower scope of fair use
in unpublished works -- was recognized by the Supreme Court in Harper & Row when it
referred to the Senate Report stating:

In his 1990 testimony William Patry, the Copyright Office expert on fair use,
noted that 'until the 1970 Act, publication constituted the general dividing line between
federal and state copyright protection, with the latter form of protection generally
reserved for unpublished works." Former Register of Copyrights, Barbara Ringer,
testified that "United States cop, right statutes up to 1978 [the effective date of the 1976
Act] expressly recognized authors common law rights in unpublished works, and the case
law was fairly consistent in holding that, under common law, fair use had very limited
application to unpublished works."
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Whe unpublished nature of a work is la] key, though not
necessarily determinative, factor' tending to negate a defense
of fair use. 471 U.S. at 554.

It is important to note, Mr. Chairman, that no witness this morning is disputing
the Supreme Court's articulation of the fair use doctrine as set forth in the Harper &

Row case. It is this common agreement on the validity of the Harper & Row decision
which makes it possible for all parties to this debate to agree to the language carefully
articulated in H.R. 2372. All of us involved in negotiating the language contained in

H.R. 2372 believe that it constitutes a statutorization of the Barper & Row decision.

In recognizing the historic difference in fair use analysis of published versus
unpublished works, the Supreme Court has acknowledged the legitimate privacy interests

of a creator who chooses to forego publication. In the commercial context this privacy
interest permits a creator to retain an unpublished writing as a trade secret.

When it specifically brought computer software under the protection of the
Copyright Act as literary work in 1980, Congress and this Committee recognized that the
enjoyment of federal copyright protection in unpublished writings did not in any way

restrict an author's right to protect his or her work as a trade secret. In fact, the two
forms of protection are complimentary. The House Committee Report accompanying
the Computer Software Amendments of 1980 states:

The Committee consulted the Copyright Office for its opinion
as to whether section 301 of the 1976 Copyright Act in any
way preempted these [trade secrecy] and other forms of state
law protection for computer software. On the basis of this
advice and the advice of our own counsel the Committee
concluded that state remedies for protection of software are
not limited by this bill. H.R. Rep. No 1307, Part I, 96th
Cong., 2d Sess. at 23-24 (1980).

By these words this Committee in 1980 acknowledged the strong interest of the
software industry in trade secrecy prot-ction and the important relationship between it

and copyright law.

Like the works of our colleagues in print publishing, the computer programs

published by our industry are treated as literary works under the Copyright Act and its
1980 amendment. The form of literary work represented by a computer program can be
embodied in a number of different ways. For example, computer programs are first
written as source code. Source code is a kind of literary work very close to the sort of
writing produced by our print publishing colleagues. It consists of human readable words

-- usually in a special computer language which can be written down on paper, easily
read by the human eye and understood by any knowledgeable computer programmer.

1
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However, the form of the computer program which is electronically imprinted on
floppy or hard disks, produced in thousands of copies and distributed to the public is not
source code, but something called object code. Object code can be read and understood
by the computer, but very rarely by a human being. When printed cut, object code
appears as a series of numbers zeros and ones -- which translate the human readable
source code into electronic impulses that the computer can understand. If you are
skilled in computer technology and possess the proper equipment, you can buy a typical
computer program on disk and retrieve this object code so that you can read and study
it. However, it is extremely difficult if not impossible -- to understand the source code
by reading the object code. In effect, the object code is an encrypted version of the
source code.

Therefore, what is actually published by software companies -- fixed in a tangible
medium of expression and distributed in copies to the public -- is the object code only.
The source code, which often contains the trade secrets of the software creator, remains
unpublished. Many software companies go to great lengths to keep their proprietary
source codes confidential. Source code is, in effect, the crown jewels for most
companies. If competitors can have ready access to source code, they often could make
slight modifications in it and publish a different object code which would expropriate the
originator's computer program. It is for this reason that source code is often retained as
a trade secret and never published.

The right to decide not to publish in any form source code goes to the heart of
most software complies' strategies for retaining the confidentiality of their most valuable
and carefully guareed trade secrets. It is for this reason that the historic differentiation
in fair use treatment of published versus unpublished works is of particular importance
to software publishers. Software publishers are understandably concerned with any
legislation which would undermine this historic distinction. And, as we have seen, the
bills introduced last year to resolve the New Era problem would have virtually abolished
this distinction.

This brings me back, Mr. Chairman, to the question which I suspect is uppermost
in your mind, and to which I referred earlier in my statement. Is H.R. 2372 in the public
interest?

The Software Publishers' Association believes that the answer to this question is,
yes -- but only so long as it is very carefully crafted to address the narrow concerns which
were articulated by our colleagues in the print publishing industry. That is, to permit
more expansive publication in the Second Circuit of quotations from unpublished
writings in historical, biographical, and similar works of scholarship.

Neither the Sa linger nor New Era cases addressed the fair use issues unique to
the software industry which I have just described. Therefore, any corrective legislation
should be carefully crafted to deal only with the limited issues raised by the print

121



115

8

publishers and to leave intact the delicate relationship between published aAl
unpublished computer code which is so vital to a healthy software induct.,.

As I indicated earlier, the burden of demonstrating a "public interest" in any
proposed legislative change is one to be borne by the proponents of change in this
case print publishers and authors of historical and biographical works. We believe that
this burden has been met in H.R. 2372, but only for the very limited circumstances
unique to that industry. No one is seeking a change in the traditional application of the
fair use doctrine to published and unpublished computer programs. Consequently, we do
not believe that we should be required to justify the retention of existing law. However,
were we required to do so, we believe that we would demonstrate that the existing fair
use differentiation between published and unpublished computer programs is
overwhelmingly in the public interest

The computer software industry is perhaps the fastest growing, most dynamic,
creative and competitive industry today in America. It is one of the most successful of
the nations' export industries today supplying 70% of the world-wide market. You can
imagine that many of this nation's trade competitors find our success unsettling. It is
only natural that they should be susceptible to the temptation to try to erode U.S.
market share by shortcut methods: by copying our successful product rather than creating
their own.

All we make, Mr. Chairman, is computer code. The plastic disks on which that
code is electronically imprinted have less proportional value to the real product, the
code, than a sheet of vinyl to a sound recording or sheaves of paper to the book which is
printed upon them. And, computer code, by the very nature of the technology in which
it is used, is the most easily and efficiently copied of all ephemeral copyrighted works.
Any erosion of the carefully constructed copyright controls on which the industry relies
could be catastrophic. Anything which erodes the Article I, Section 8, constitutional
incentives upon which this industry was built could cripple it. Therefore, Mr. Chairman,
we urge you to resolve the problem which print publishers have presented to you by
approving without change the carefully crafted bill before you.
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Mr. HUGHES. From the testimony of both you, Mr. Neukom, and
Mr. Burger, and from your written statements, it appears that, your
interests in the protection of unpublished work derive primarily
from the effort to protect trade secrets. Is that an accurate summa-
tion?

Mr. BURGER. Those documents are considered trade secrets; that
is correct.

Mr. HUGHES. What is the relationship between protection of
trade secrets and the protection of copyright? You state that the
two forms of protection are complementary. They may be com-
plementary, but are they totally coextensive?

Mr. NEUKOM. Whether they are coextensive would depend on the
facts of the case. As a practical matter, the remedies afforded to a
software publisher seeking to enjoin the publication and the exploi-
tation of its intellectual property in the form of a computer soft-
ware product is much greater than the rights and remedies af-
forded under the trade secret law.

Trade secret laws are invariably products of State law. The sub-
stance and the remedies of relief made available vary from State
to State, and as a practical matter, for a lawyer whose job is to
manage a department whose first priority is to protect intellectual
property rights, as we try to go around this country and protect
those rights, it is terribly important for us to have access to the
Federal courts in order to use the presumption of validity of our
copyrights to move for temporwy restraining orders and prelimi-
nary injunctions which are reaCily enforceable in our Federal dis-
trict courts around the country. It is simply a more efficient, effec-
tive remedy for us to proceed under copyright.

That is not to say we would not also allege in our complaint a
misappropriation of trade secrets if it were appropriate to that
case.

Mr. HUGHES. It seems to me that that question is central to de-
termining the degree to which the issues raised in the Salinger and
New Era cases, in fact, implicate computer interests. In your state-
ment, Mr. Neukom, you assert that the decision to publish in any
form the source code goes to the heart of the software companies'
strategies for retaining the confidentiality of trade secrets.

Similarly, Mr. Burger, your statement discusses the bills inti -,-
duced in the previous Congress to address these problems; you
bring in marketing pr: -rams, advertising campaigns, and blue-
prints and technical descriptions of new hardware and software,
and the impact on them.

Trade secret laws protect matters such as strategies for retaining
confidentiality of trade secrets and marketing programs, but are
these really functions of copyright law, that is, protecting an adver-
tising campaign, to use the words in the Constitution, to promote
the progress of science and useful arts.

Mr. BURGER. Let me answer that in a couple of ways.
I want to go back to your first question, which is that trade se-

cret law is a very ineffectual protection against piracy of software,
because that only protects the first person who has breached that
trade secret right. For example, somebody takes or gets a hold of
your source code published on network, uses it knowing that it is
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copyrighted. The trade secret law has no effect against that third
person.

The second important point of why copyright is so important is
that trade secrets are not recognized around the world. I think
there is very little trade secret law in civil law countries.

I think both the two companies seated here before you started
very, very small. We started in the proverbial, literal garage. It
was the copyright laws not only in this country, but around the
world that enable us to succeed in the marketplace, that protected
that individual, intellectual effort. Relying on trade secrets to pro-
tect those kinds of items, the computer code, would not be very effi-
cacious. Federal copyright law has been very, very effective in
doing that.

With respect to marketing plans and things like that, we are con-
cerned with that, but it doesn't rise to the same level in our cor-
porate concerns as our unpublished computer code.

Mr. HUGHES. You would concede that marketing plans do not
seem to be promoting science and useful arts?

Mr. BURGER. In some respects, it would. Again, obviously, as the
authors and publ_shers have stated, it is a very fact-intensive ques-
tion. It is hard to answer that in a broad way.

If what you understood there was detailed descriptions and the
ability to take that and build the computer codefor example, our
descriptions of our products, to use that in building a codethat
would be something we would be concerned about, protecting our
literal expression. As has been stated a number of times, it obvi-
ously only does protected expression; it doesn't protect the ideas.

Mr. NEUKOM. If I could briefly add to what Mr. Burger has said,
we certainly start from an appreciation of the fact that copyright
law only protects matters which are copyrightable. And the test is
that a particular element in the product be original and that it
somehow create an expression. We are well aware of the idea,
whether certain business information, separate from science, of
what is in the program, is copyrightable is a very nice question;
and typically that is an area of value to a company which is more
likely to seek trade secret protection, simply because it wouldn't
meet that test.

On the other hand, it is the crown jewels of these publishers, the
intellectual property that goes into those programs which make up
the products there. The test is the same. The test is generally met
in many instances, where a particular expression becomes copy-
rightable.

Mr. HUGHES. Do you feel that title I of the bill changes current
law regarding decompilation, which is at the heart of your concern;
or do you believe that asking for a modification in object and source
code in the same work is the route that you need to take?

Mr. BURGER. We feel confident that continuing the Supreme
Court's decision protects us against decompilation. We take the po-
sition that source code isn't published by publication of the object
code. We believe there is legal support for that position. So far as
we know, there is no court that has held otherwise, so we feel com-
fortable with the legislation.

Mr. HUGHES. Mr. Neukom, are Disk Operating System programs,
like the ones sold by your company, that are sold over the counter
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in computer stores nationwide, unpublished or published in your
opinion?

Mr. NEUKOM. The object code of the computer software products
that we distribute is published. Object code, not the source code
that underlies that. And it is protected both by copyright and by
the license agreement which accompanies the product.

Mr. HUGHES. Mr. Neukom, in your statement on page 7 you ap-
pear to argue that all source code remains unpublished. Does the
distribution of a work in object code constitute publication of the
same authorship as the source code?

Mr. NEUKOM. We believe emphatically it does not. Again, the
source code is the medium in which the computer software engi-
neers develop the programs that make up the product; and then
there is this translating, interpreting process where that human-
understandable information is converted into a form which the ma-
chine can understand and human beings cannot. That is what
makes it effective.

And to go back from the object code, the machine-readable ver-
sion, to the source code, the human-readable version, is an enor-
mously important step. That is exactly what is at the heart of the
decompilation concern we have, and I would just echo that we
would emphatically believe and insist that nothing in this new lan-
guage of legislation would change the current rights that software
publishers need to protect against decompilation.

Once you go back to the human-readable version, then the barn
door is wide open for people who have the wrong interest, to work
from the human-readable, -understandable version to a machine
version which is simply different from the authorized product. It is
very difficult then for a legitimate publisher to enforce its rights.
We find ourselves competing against illegal and unauthorized cop-
ies, competing against ourselves. It is not absolutely unfair.

Mr. HUGHES. What would you say to the following argument that
we have heard? Since the object code is, in effect, a translation of
a source code, it is a derivative work. Under copyright law, publica-
tion of a derivative work constitutes publications of the underlying
work and, thus, the source code is published.

Mr. NEUKOM. I disagree with it wholeheartedly, and I am not
aware that any court has even looked in that direction.

Mr. HUGHES. What would be your argument in response to that?
I know you are opposed to that approach, but on what basis do you
take issue with that problem?

Mr. NEUKOM. That they are utterly different works. The one
work which is human-readable and -understandable is different
from the work which is only machine-readable; and that the author
ought to be able to preserve the rights to distribute and, therefore,
publish one version rather than the other version, particularly if
the publication of the object code carried with it willy-nilly the pub-
lication and exposure of what is otherwise a secret body of informa-
tion which holds the ultimate value to the publisher.

Mr. HUGHES. Aside from the difference of being readable, what
other differences are there?

Mr. NEUKOM. If the source code came to the attention of a knowl-
edgeable computer software engineer and embodies not just expres-
sions, but in some cases, ideas and solutions and shortcuts, ways
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of solving business or education or government decisionmaking
problems, and the object code then is again a machine-readable
version of that; if unauthorized personnel are able to go into the
vault, if you will, of a publisher and trace the thinking of that pub-
lisher as expressed in the source code, then you are getting to a
very different level of understanding of what is secret and valuable
about the design and the approach that that publisher has taken
to solving those problems.

Mr. BURGER. Mr. Chairman, can I respond?
Publication, in the legal sense, depends on the nature and cir-

cumstances under which the work is communicated. And there is
no rule in copyright that says one form of dissemination is the pub-
lication of another form. For example, you could have a public per-
formance of a work which, in effect, widely distributed the work;
but that's not considered publication, necessarily.

As Mr. Neukom said, and I said earlier, there aren't any cases
that hold to the contrary. So we feel very confident that the source
code is not published. We don't disseminate the source code; it's our
crown jewels. It's kept under lock and key.

Mr. NEUKOM. If I may suggest an example that may bring home
the practical sorts of challenges our companies face on a daily
basis, a few years ago, as the Chair may recall, there was a prob-
lem in Brazil; and Microsoft found itself in this situation as to the
Brazilian market.

We were there, we wanted to distribute our MS-DOS operating
system software, and we were confronted with two problems. The
first problem was that some local software developers in Brazil had
made what we believed was a pirated version of our product. This
is a product which today is probably running on anywhere from 50
to 70 million desktop computers around the world. It is a very com-
mon product and is the foundation of an enormous share of the
desktop computing done in this world.

We found there was an unauthorized copy in Brazil. That was
the first whammy. The double whammy was, we were told by the
Brazilian Government that we could not bring our product into the
market even to compete with a pirated version of MS-DOS.

The U.S. Trade Representative's Office was very helpful in rem-
edying that problem. In the last several months it has become
known to us that in the Korean market right now that same prod-
uct, MSDOS, in a more recent version, is competing against a
product called KDOS, "K" as in "Korean," DOS. It is in some way
sponsored by the Korean Government.

When we asked them how they developed it, the answer was,
"Someone in Brazil wrote this for us." Now, I ask you, how is it
that a company like ours can maintain our competitive edge when
we have gone to the expense and difficulty of developing this prod-
uct, and we confront those kinds of challenges in governments and
misguided entrepreneurs and scientists who are essentially taking
our technology and using it to require us to compete against our-
selves?

Mr. HUGHES. I am not suggesting in my questions that you
shouldn't have a right to protect your creation, because I believe
that. The problem is that these technologies were not envisioned
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when the patent, trademark, and copyright laws were written
many years ago.

The question is whether or not this is an appropriate mechanism
to provide that kind of protection. There is no quarrel with the
question of protecting what, in essence, are trade secrets and, as
you contend, copyrightable material.

Mr. BURGER. I really would like to address that. That is a very
fundamental question.

I agree that is something you should be considering very seri-
ously. When we look back on the history of this constitutional pro-
vision, the original works, actually, that were protected under copy-
right were utilitarian works, maps and charts. The Copyright Act
has been amazingly flexible and amazingly protective of all sorts
of works like records, movies and photographs, things that were
not even conceived of when the Constitution was wntten. Maybe
Benjamin Franklin did, but it wasn't conceived of by many people.

It is interesting that we are here today because the literary com-
munity has a legitimate problem with the way the literary portion
of the act has been interpreted with respect to their works. And our
position is, we are relatively happy; but we are very sympathetic
with their problem, and we have no quarrel with returning it to
Harper & Row. It has worked exceedingly well.

We, the U.S. industry, have 70 percent of the world market in
software, and our fundamental belief is, that is because the Copy-
right Act has served its purpose and has promoted the useful arts
and sciences, has enabled Bill GatesI don't remember how old he
was, but he took his company and turned it into a world power.
This has really been extremely helpful to U.S. creativity.

The literary portion has worked very well for us and has enabled
us to go to Brazil and say, look, this is the world-accepted version,
and this is why what your companies are doing is illegalmake
them stop it. We have been very successful in protecting American
interests and keeping the balance of payments favorable to our in-
dustry and helping our industry continue to develop.

I think it has worked very, very well. The only people that I hear
arguing against it are a few academics and some foreign companies
who are behind and want to, quote, catch up.

Mr. HUGHES. I understand.
Well, you have been very helpful. I want to thank you and the

industry for working with the publishers, the authors, the broad-
casters, the entire coalition of business interests, in working out
what appears to be a fairly good compromise.

Thank you very much. That concludes the hearing for today, and
the subcommittee stands adjourned.

[Whereupon, at 12:55 p.m., the subcommittee adjourned, to
reconvene subject to the call of the Chair.]
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Mr. HUGHES. The Subcommittee on Intellectual Prop( cty and Ju-
dicial Administration will come to order.

The Chair has received a request to cover this hearing in whole
or in part by television broadcast, radio broadcast, and still photog-
raphy, or by any such methods of coverage. In accordance with
committee rule 5(a), permission will be granted unless there is ob-
jection. Is there objection?

[No response.)
Mr. HUGHES. Hearing none, permission is so granted.
Good morning. This morning the subcommittee is holding a sec-

ond day of hearings on H.R. 2372, the Copyright Amendments Act
of 1991. At the outset of the first day's hearing I made a lengthy
opening statement. Today I will only add a few additional thoughts
to that statement.

The generalists in the Congress are assigned the authority of
making policy decisions in the intellectual property area. This is a
new responsibility for me as chairman of the subcommittee. The
legal landscape is somewhat blurred and at times difficult to com-
prehend.

As a useful starting point, copyright law should be considered as
a statutory balance between the public interest and the proprietary
rights of authors with the needs of distributors a part of the equa-
tion. Copyright law is an ecosystem of sorts with a delicate equi-
librium of many competing demands. The U.S. Supreme Cburt has
regularly underlined the requirement of balance in the exercise of
Congress's constitutional authority to promote the progress of
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science and useful arts by securing for limited times to authors the
exclusive right to their writings.

As the Court noted in Sony Corp. of America v. Universal City
Studios, Inc., and then again in Harper & Row v. Nation Enter-
prises, this limited grant is a means by which an important public
purpose may be achieved. This principle applies equally to works
of fiction and nonfiction, to copyright software as well as books,
movies and records.

Last week, we received testimony from the parties in interest
authors, book and magazine publishers, copyright hardware and
software companieswhich agreed on the solution incorporated in
title I of H.R. 2372. Today we will hear from several perspectives
who were not participants in the negotiating process: A famous au-
thor, the Register of Copyrights, a computer industry association,
a law professor, the educational community, and a video monitor-
ing service association. We have asked these witnesses to give us
their views about whether title I meets the public interest test re-
quired by the Constitution, the delegation of authority to the Con-
gress and the political process.

The goal of this hearing, as was last week's, is to stimulate de-
bate among the witnesses and to promote understanding by sub-
committee members. Several witnesses will also testify about title
II of H.R. 2372, relating to copyright renewal, a subject about
which we will receive more testimony in 2 weeks. Next week, the
subcommittee will hold a hearing on title which involves film
preservation.

I now recognize the ranking minority member of the subcommit-
tee, the distinguished gentleman from California, Mr. Moorhead.

Mr. MOORHEAD. Well, thank you, Mr. Chairman.
Last week we heard from the various parties that negotiated the

language embodied in title I of H.R. 2372. Today, the Register of
Copyrights and other interested parties will provide their analyses
of this language and the issue that gave ri.,e to it.

It has been suggested that the second circuit in Salinger and the
New Era has not enunciated a firm prohibition against the invoca-
tion of the fair use defense in the unpublished works context, but,
in my opinion, this misses the point, which is whether or not the
court's language has a chilling effect on the production and publica-
tion of the works of historians, biographers, and journalists.

At our hearing last week we heard evidence that reasonable at-
torneys, because of the specter of the recent second circuit deci-
sions, are routinely advising publishers against relying on fair use
defense when they are dealing with unpublished works. As a re-
sult, the public is being denied access to the raw materials that are
the lifeblood of these authors.

Rather than wait for the court to possibly lumber toward its own
restoration of the rule set down in Harper & Row, I believe it is
appropriate for Congress to intervene in this instance in an effort
to restore the appropriate balance between the affected parties.

Finally, I note that next week we will turn our attention to the
reauthorization of the National Film Board. On this issue I would
just like to note my continued uncomfortableness with the Con-
gress requiring the labeling of expressive works, and I look forward
to fully exploring that issue next week.
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Thank you, Mr. Chairman.
Mr. HUGHES. I thank the gentleman.
Our lead off witness this morning, Scott Turow, finds himself as

number one on the Washington Post bestseller list for his book the
"Burden of Proof." This literary success follows in the footsteps of
his first novel, "Presumed Innocent," which also held a number one
position for almost a year. I have read the one book and I am about
halfway through the other, as I personally indicated to Scott
Throw. I am enjoying it very much.

In addition to being a respected author, Mr. Throw, a partner in
the law firm of Sonnenshein, Nath & Rosenthal in Chicago, IL, is
a practicing lawyer. He is a former assistant U.S. attorney for the
Northern District of Illinois. Mr. Turow is an expert in criminal
justice administration.

Before he leaves the witness table, members may feel free to
question Mr. Turow about issues within the subcommittee's juris-
diction such as the prosecutorial function, corrections, RICO re-
form, and all such matters.

[Laughter.]
Mr HUGHES. Mr. Turow, we are very, very happy to have you

with us this morning. We have your statement which, as I indi-
cated to you this morning, we have read. We find it extremely well
done. We hope you can summarize, but you may proceed as you see
fit.

Without objection, your entire statement will be made a part of
the record.

Welcome.
STATEMENT OF SCOTT TUROW, ESQ., SONNENSHEIN, NATH &

ROSENTHAL, CHICAGO, IL

Mr. Tuttow. Thank you very much, Mr. Chairman, and other
members of the committee. I truly am grateful for the opportunity
and deeply honored as both a lawyer and a writer to be here today.

As I think my statement makes clear, I do not object, as an
imaginative writer speaking for a party of one, to title I of H.R.
2372. In my own view, I think it restates the existing law and it
does something that I think the law ought to do, which is to con-
tinue what I would say is a restrictive or hesitant approach to the
fair use of unpublished material. That is a subject of peculiar con-
cern to me as an imaginative writer.

Inasmuch as my written statement is of record, with your per-
mission I will depart from that a little bit with an anecdote. I sup-
pose you would expect as much of a novelist.

When I went to college, I went to Amherst College in Massachu-
setts, and having no other real idea of how to become a writer I
did what many writers before me have done and took English
classes. There was a famous freshman English program at Amherst
College led by the chairman of the department, a renowned profes-
sor named Theodore Baird. And Professor Baird would walk into
his opening freshman class and he would pick up a pencil and he
would walk up to the young man in the first row and he hit him
in the face with it. And he would say, "What is that?" And of
course, the young man would respond, "A pencil," and Professor
Baird would then hit him again. And he would repeat this with
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each of the 15 or 20 young men in the room. Then he would come
back to the front of the classroom and he would say, "It's a weap-
on." And he would then go to the window and he would say, "What
is this?" And, of course, he got answers that began with "window"
and went through architectural descriptions of windows. And he
would say, "No, no. It's an exit." And he would then lift it, step
through it and depart for the remainder of the class period.

From that and, obviously, many other parts of my education I
took what I think is an indisputable principle. That is, that the ge-
nius of every writer is in the words that she or he chooses or does
not choose. And when a writer, an imaginative writer particularly,
but any writer has not decided to send his or her words out into
the world at large it strikes me as being, or at least risking, an in-
vasion of the very essTice of authorship for someone else after the
fact to make that de:sion for the author in using the author's
original expression. It is those words that the author chooses to
publish or not to publish by which the author and that fundamen-
tal act of authorship is known.

In considering the problem of fair use, as my statement notes, I
do not believe in absolute rules of prohibition. I think it is possible
for fair use restrictions to, in essence, inhibit the very rights of ex-
pression of secondary text authors as well. But I do think that it
is rare that that will happen, and we must bear in mind that rare-
ly does the secondary text author want to make fair use of the dull
or routine expression. Indeed, that may not even be protected by
copyright. It is often the liveliest expression, the expression that
most captures the genius, as it were, of the individual author that
is subject to fair use, but which contrarily is probably what ought
to be most subject to protection.

As an imaginative writer, I take particular concern because I
know how important it is to experiment in writing imaginative
workin writing plays, in writing novels, in writing poemsand
those experiments can often amount to verbal formulations that, as
I say in my statement, can be not only laughable or juvenile but
even offensive, and one must know in writing freely that it will be
the author's right to determine whether or not those experiments
come to the light of day. And I am troubled by suggestions as were,
for example, contained in the New Era opinion in the district court
that it might be appropriate to make fair use of an unpublished
manuscript that somehow came into a critic's hands in order to
criticize the published novel.

The other problem, of course, that it is hard not to focus on for
the author is the problem of multiple fair uses. That one fair use
may beget yet another. If controversy begins, it means that some-
one must answer. Perhaps other aspects of a particular controversy
may then come to light and the author may find him or herself in
a position where an unpublished work has largely fallen or signifi-
cantly fallen into the public domain, because of controversy that
was created by fair use in the first place.

With no intention to deride the good and noble work that is done
by scholars and commentators and researchers, I find myself
unpersuaded thatnotwithstanding the kinds of laments that the
members of the subcommittee and you, Mr. Chairman, have been
subjected to in recent sessions of Congress and recent sessions of
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this subcommitteeI find myself not persuaded that the freedom
of expression of those secondary text authors has thus far been se-
riously impeded. Part of that rests on the distinction between copy-
rightable expression and unprotected facts and ideas that the copy-
right law, of course, recognizes, which guarantees that facts cannot
be hidden or ideas censored.

I also must note something that I have not seen often said, which
is that the common law made prohibitions on fair use of
unpublished material almost absolute. Indeed, the protection of
unpublished work was so great that even in a nation like England
in the nineteenth century where you could be imprisoned for debt,
creditors were still barred from seizing the unpublished manu-
scripts of authors, no matter how valuable. And notwithstanding
that nearly absolute bar, scholarship did not cease over the cen-
turies.

And so I do find myself less than completely persuaded, particu-
larly, as I indicate in the statement, because I recognize, and I rec-
ognize it as being a good thing, that the scholar or the researcher
or the critic is hoping to profit for his or her own sake in using the
original expression of the original author, whether it is in the rare
instance where there is some commercial advancement or more
often the kind of career enhancement that someone L, likely to
enjoy when their work is perceived as being more vivid or more ac-
curate because they have used original source material.

All of these concerns highlight what is for me another serious
problem of allowing the broad fair use of unpublished material,
which is that too great leniency on the fair use question will un-
doubtedly move authors of original materials to destroy those
works. It will become de rigueur for authors to get rid of the drafts
of their novels rather than take the risk that there will be un-
wanted publication of them, even if it is the brief form that fair use
permits. And I can think of other examples where that kind of in-
centive would exist.

So, I favor, as I indicate in the statement, the continuation of the
case-by-case approach that section 107 has put in place, and I urge
the committee to maintain legitimate restrictions on fair use of
unpublished material bearing in mind that an absolute bar would
be, in my view, inappropriate.

Mr. HUGHES. Thank you very much, Mr. Turow.
(The prepared statement of Mr. Turow follows:]
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STATEMENT OF SCOTT TUROW

BEFORE THE

SUBCOMMITTEE ON COURTS, INTELLECTUAL PROPERTY
AND THE ADMINISTRATION OF JUSTICE

COMMITTEE OF THE JUDICIARY

UNITED STATES HOUSE OF REPRESENTATIVES

6 JUNE 1991

Mr. Chairman and Members of the Subcommittee:

My name is Scott Turow. I am a writer, probably best known

for my novels, and also a practicing attorney. I am deeply

grateful to the Chairman and the Members of the Subcommittee

for the opportunity to appear before you today.

As a writer of imaginative works, I have been concerned

about efforts made in prior sessions of Congress to eradicate

the distinction between published and unpublished works for

purposes of determining fair use under Section 107 of the

Copyright Act. I believe that substantial interests of authors

of original works in determining whether and how their

expression should be published would be impaired if that

distinction were erased.

On the other hand, I recognize that an absolute bar on any

use of unpublished expression could occasionally so hamper

authors of secondary texts as to restrict their rights of

expression as well. I frankly think those instances are

relatively rare and that ordinarily the unpublished expression

of the original author should not be subject to fair use, a
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position supported by the current judicial interpretations of

Section 107 rendered by the Supreme Court in the Nation case,

and the Second Circuit in the Salinoer and New Era decisions.

I regard Title I of H.R. 2372 as a restatement of that existing

law; for that reason, although the amendment is arguably

unnecessary, it is certainly not objectionable from my point of

view.

Although I am a lawyer, I snould emphasize that I do not

regard myself as an expert on intellectual property questions.

I speak here principally as a writer, albeit one familiar with

legal concepts and parlance, and simply for myself, though

casual conversation has convinced me that many writers of

original works share my opinions.

Indeed, the present controversy about fair use involves a

bit of internecine strife in the literary community. Writer is

pitted against writer. As members of the Subcommittee know,

many authors of secondary texts -- critics, historians and

other scholars -- lament the current fair use restrictions on

unpublished work, especially as they have been interpreted by

the Second Circuit. These authors_contend that the result

leaves them unable to quote or pa'raphrase unpublished work

without fear of litigation, an apprehension that they say

threatens to rob secondary works of vividness and the accuracy

of direct quotation. Especially since many of the professional

authors' organizations -- the Author's Guild, PEN and the

Dramatists Guild to name those I am aware of -- have tended to
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support the authors of secondary texts, the position of the

authors of original works may in some minds have been

overlooked. Therefore, I am pleased to be here today to

explain why I believe that the interests of original authors

require that secondary use of unpublished material take place

only on the most limited and judicious basis.

I see three principal arguments in behalf of maintaining a

legislative policy against fair use of unpublished expression

in the ordinary case. First, I view another's use of

expression that an author has not chosen to publish as a

significant interference in the essence of authorship. Second,

protection against unwanted publication of copyrighted

expression is consistent with the property law concepts that

underpin our copyright laws. Finally, I think that broadly

granted fair use of unpublished material will ultimately be

counterproductive to the cause of scholarship and will

encourage the destruction of much original material.

I start from the simple-minded premise that it is difficult

to see why an author who has not made the decision to expose

given words to the world at_large should_have_that choice made

for her or him by someone else. Indeed, when I consider this

it,-;ue in terms of the writing I try to do every day, I reach

some quick and intuitive conclusions. For all writers, but

especially the imaginative writer -- dramatists, poets, writers

of fiction -- the very process of creation involves a constant

winnowing and choosing, rejecting one phrase in favor of
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another, deciding which words are the ones by which the author

is to be known and through which -- solely --the characters,

the ideas, the world the author is creating exist. To allow

secondary-text authors -- no matter how well-intended -- to use

the original author's own words, particularly the words that

were rejected but even others that were simply not prepared for

public scrutiny, amounts to overbearing the fundamental

authorial decision.

Moreover, creative work often aspires to be innovative. In

the effort to tread new ground there is always the risk that

particular expressions might be not only infelicitous or

inappropriate, but even juvenile, laughable, or offensive. No

matter how intrigued critics, scholars or readers might be to

learn of these verbal experiments, the right to keep them from

publication must remain with the author, or else that kind of

experimentation is imperiled. The district court decision in

the New Era case suggests that a literary critic who somehow

came into possession of an early unpublished draft of a novel

could make fair use of it in criticizing the published book in

order to.show an.editor's_role.11 My regard for the

brilliant district court judge who rendered the opinion -- an

esteemed friend -- is enormous, but for the reasons indicated

this particular suggestion chills me to the bone.

1/ New Era Publications v. Henry Pipit and Co., 695
F.Supp. 1493, 1502-03 (S.D.N.Y. 1988) (subsequent
history omitted)
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My position as an author tends to be fortified by what I

know as a lawyer. Intellectual property, no less '-han other

forms of property initially recognized at common law, would

seem to carry with it the right, as the law professors put it,

to "use or exclude" as the owner sees fit. If another

individual presumed the right to help himself to a foot or two

of my lawn, or a little knicknack on my mantle, no one would be

surprised if I was aghast or called the police. It is not

clear to me why in the ordinary case, the protections afforded

unpublished expression -- property which the owner has not

chosen to market or broadly share -- should be less.

This is especially so when one bears in mind the

constitutional purposes of securing for copyright holders for a

given period the exclusive profits deriving from their

endeavors. As a former member of a university English

Department, I must be permitted the practical observation that

the scholar, the critic, the researcher no matter how sincerely

aligned with the search for the truth, is also attempting to

profit for her or his own sake in using the copyrighted

expression of_the original author. Occasionally, the borrowed

material betters the commercial prospects of the secondary

work; much more often, the perception of increased vividness

and accuracy enhances the scholarly or critical value of the

borrowing secondary work, a development sure to benefit the

secondary author in his or her scholarly or critical career.

Either way, the secondary author is placing her or his
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interests ahead of the creator of the expression. Moreover,

because neither facts nor ideas, but only particular

expression, is placed off-limits by the copyright laws, I am

convinced that only in the rarest instances will truth-seeking

actually be seriously impeded.

Finally, I remain convinced that relaxation of fair use

standards as to unpublished expression is contrary to the best

interests of scholarship and would encourage the destruction of

much unpublished work. To put that observation, and some of my

earlier remarks, in even more personal terms, let me quote from

a letter I wrote earlier this year at the invitation of Senator

Orrin Hatch of Utah to the staff of the Senate counterpart of

this Subcommittee:

At the moment, the basement of my home is
overcrowded with drafts, letters, and other [items of]
memorabilia related to my literary career. The
materials housed include not only early drafts of my
two novels, Presumed Innocent and The Burden of Proof,
but also a number of unpublished manuscripts from my
salad years and the full diary I kept during my first
year of law school that provided the basis for my
nonfiction book One is. . .

. . . Much of what is in my basement is intimate
material reflecting inmost thoughts, often expressed
in a fashion that is not gilded for the observation of
others. I would not want anyone to publish a word of
my law school diary. Similarly, I regard my
unpublished manuscripts as part of a long, difficult
and painful formative period in my creative life which
are not likely to provide any significant insight to
the intentions of the writer of today. Simply because
I have decided against publishing this work, I resent
the notion of any person appropriating any part of the
expressi ns contained there. . .
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. . . At the encouragement of my wife who is tired of
stumbling over these items, I have begun to ponder the
circumstances under which I might be willing to house
these materials with one of the libraries that have
from time to time asked for them. Amendment of
section 107 [to erase the distinction between
published and unpublished work] would make me
(unlikelyl to proceed, since a library (could] offer
far less assurance concerning the circumstances under
which anyone who reviews these materials might make
fair use of them. In fact, if these amendments were
adopted, burning might be the only way an author could
be sure that her or his unpublished work remains
unpublished in toto.

Obviously, all of my remarks are strongly influenced by the

unpublished expression with which I am most familiar, namely my

own. Unpublished expression, however, is at least as widely

varied in its nature as what is published. It inclucics works

like letters or memos, which have been disseminated but not

'published" for purposes of the Copyright Act a which Judge

Miner last year suggested to the Subcommittee -- rightly in my

view -- are less deserving of protection because the author has

guarded his or her words less jealously. On the other hand, it

also includes expression so intimate that its authors

undoubtedly could not bear without great emotional upheaval to

see it reviewed - much less repeated - by any other person on

earth. This variety argues for flexibility in the creation of

applicable standards, recognizing the fact-bound nature of

virtually every instance of purported fair use. I realize

that this kind of case-by-case approach which is required now

and would remain the rule under H.R. 2372 may chill some

secondary-text authors from legitimate fair use because they

1 '3
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are unwilling to bear the risk of litigation, with its high

costs -- emotional as well as financial -- and delay. I

believe that is a cost worth incurring and that the law, as

H.R. 2372 does, should avoid rules of absolute prohibition, but

should also continue to regard the fact that a work is

unpublished as an important factor weighing against fair use.

SFT/1173y(C2)

1727t(DC)
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Mr. HUGHES. Mr. Throw, as an author, do you feel that the right
of an artist to choose the circumstances of publication should in-
clude the right not to publish at all?

Mr. TUROW. I believe that profoundly, Mr. Chairman. I think
that it is one of the essences of free expression not only to speak
and, if you are fortunate enough, to be heard, but also to choose
not to speak. And to choose the circumstances under which your
words reach the public forum has got to be an absolutely fun-
damental right of authorship.

Mr. HUGHES. Let me see if I can't summarize your testimony.
You argue in your statement that title I of H.R. 2372 is probably
unnecessary. But it is also unobjectionable because it merely clari-
fies that the unpublished nature of expression is an important ele-
ment which tends to weigh against the finding of fair use. Is that
a fair summary?

Mr. Tuaow. Yes, sir. That is a very fair summary of my position.
Mr. HUGHES. If you had to choose between doing nothing and

processing a piece of legislation that attempts to clarify what I
think most, except for a couple of decisions in the second circuit
and some dicta, would seem to indicate to the contrary, what would
you do? Would you legislate? Or would you leave it alone and let
the courts basically attempt on a case-by-case basis to clarify ex-
actly what the law is?

Mr. Tuitow. I recognize that both as a logical question based on
my statement and one that I find difficult, because it really places
me in the position of advising you on the kinds of prudential judg-
ments that you are far better experienced at making than I am.

I must admit that I am troubled looking at some of the state-
ments that have been submitted to the committee, because I think
they read this legislation far more broadly than the words would
seem to allow. And I am, frankly, disconcerted by the notion that
a legislative history by implication may be read into the amend-
ment.

I suppose, Mr. Chairman, to answer your question finally, if I
were sitting in your seat I would probably be most inclined to do
nothing and to let the case law mature.

Mr. HUGHES. In that regard, let me just ask you some questions
in your capacity as an attorney. Assuming that title I does not
change current law, why would passage permit publishers and
their attorneys to clear manuscripts presently being withheld? Are
we being asked to legislate through legislative history that may or
may not be supported in the language of the statute? Assuming
that litigation ensues, do we expect that the courts would consult
the legislative history and move the statutory language? What are
your answers?

Mr. TuRow. I must say that I have had conversations in the last
week or so where I have tried to get publishers' lawyers to explain
to me what they think is gained by this legislation, and, frankly,
I am not persuaded by what I have heard.

The initial argument that was made in prior sessions of Congress
was that the publishing industry sought a significant relaxation of
the current restrictions on the use of unpublished material and
they were going to accomplish that by equating unpublished and
published work for fair use purposes. The result of the current leg-
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islation, in my mind, is that there is going to continue to be a case-
by-case analysis. Those who perceived a per se rule against the use
of unpublished material in the zecond circuit will, of course, find
their minds somewhat at ease.

I never read those cases that way, so it is hard for me to share
their pleasure in that result. And I must say that I think the nor-
mal reactions of most authors will be to shun the risk of litigation
and to continue to make their fair use of unpublished material a
very minimal one.

Again, I am less troubled by that because I think that is an ap-
propriate result. But I do recognize that the real problem lies not
in the fair use of my unpublished manuscripts but the difficulty
that a historian faces in quoting from multiple unpublished sources
where he or she does not even know where to go to ask for permis-
sion. So I recognize that it is a complex problem, but how this leg-
islation is going to solve the problem that is at hand for publishers
is beyond me.

Mr. HUGHES. Well, thank you. I have some other questions, but
we have a full contingent this morning and I am going to yield to
my colleague from California. But before I do so, I followed your
story about your law professor with great interest and, of course,
as a former prosecutor the first thing that occurred to me was that
it wasn't a pencil it was an assault and battery. But what is more
reassuring, I am happy to hear that others beside myself had witty
professors in law school.

The gentleman from California.
Mr. MOORHEAD. Thank you. I think we have a full complement

here because all of us have read your books.
Mr. TUROW. It is a great privilege to be here.
Mr. MOORHEAD. In your letter to Senator Hatch's Judiciary sub-

committee staff you indicated that you were contemplating donat-
ing some of your materials to a library, but the legislation under
consideration at that time would have made you unlikely to do so
because of the unpredictable circumstances under which someone
might attempt to make fair use of them. Is there anything in the
current proposal that you believe would somehow inhibit authors
from donating their materials to libraries?

Mr. TUROW. I certainly think, Congressman, that this proposal is
much more reassuring than the proposals that were advanced in
prior sessions. And I think that anyone who lets go of his or her
original materials must be prepared for some fair use of them, but
that was always the case, and certainly they do not have to face
the kind of unfettered fair use that would have been invited by the
prior language. And I do think that this bill, title I of H.R. 2372.
goes a long way toward allaying concerns that had been raised by
other legislative proposals.

Mr. MOORHEAD. Oftentimes creators of many things, of writings
and sculptures or paintings or whatever it might be, just don't real-
ize the value of what they have done. Like Michelangelo breaking
off the arms of one of his Pietas because he thought it was worth-
less and later it being worth millions and millions of dollars. It
may be that writings could have the same effect.

Mr. TuRow. Oh, there is no doubt about that.
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Mr. MOORHEAD. Become very valuable later on, even though the
man has passed on and they are just strictly unpublished works.

Mr. TUROW. "A Confederacy of Dunces," the novel that won the
Pulitzer Prize, was an unpublished manuscript that had kicked
around for years and yet that eventually found an enormous admir-
ing audience. So your point is certainly proven again and again by
literary history.

Mr. MOORHEAD. Last week we were told that general counsels to
book and magazine publishers and broadcasters are reluctantly but
almost uniformly advising their clients not to use unpublished
works. So, even though you may think legislation is unnecessary,
don't you agree that publishing experts are acting on a strong be-
lief that they have a problem and that this problem is having a
chilling effect on what is being published?

Mr. TuRow. I think that problem, Congressman, is that any time
an author makes fair use of more than a phrase or two of an
unpublished work a good lawyer would have to advise that author,
that secondary text author, that there is a risk of litigation. That
a court will have to apply a balancing test and determine whether
or not this is fair use. And there is nothing that can be done about
that, nor in my mind should there be anything done about that.

So I really come back to the answer that I gave to Chairman
Hughes, which is I am not sure that this legislation will allay that
problem, nor do I think it should because I think it is very impor-
tant that there be a case-by-case determination. But, as a practic-
ing lawyer who has to advise clients routinely on the cost of litiga-
tion, I know that the mere prospect of litigation is often daunting.

Mr. MOORHEAD. Well, I want to thank you for coming this morn-
ing. And you know, I would suspect that there would be millions
of Americans that would rather see you handle just a few less cases
in court and write a few more books because they are all interested
in the next one.

Mr. Tu Row. I appreciate the suggestion, Congressman.
Mr. HUGHES. The gentleman from Illinois, Mr. Sangmeister.
Mr. SANGMEISTER. As a member of the Illinois delegation I cer-

tainly want to welcome you here. You have had a distinguished ca-
reer which we have all followed. Not too many people speak about
your times as an assistant district attorney, but you distinguished
yourself there as well. And I welcome you here before the commit-
tee.

Mr. TUROW. Thank you.
Mr. SANGMEISTER. I have only one question which arose as I was

sitting here listening to you and reading over your prepared text
here. I understand from your written testimony and your oral testi-
mony here today that it is not a matter of what monetary gain
someone else may get out of using your unpublished works but youfeel that this is an invasion of your personal privacy. And I say
that, unless I am wrong, where you state, "I would not want any-
one to publish a word of my law school diary," is that right?

Mr. TuRow. That is correct, Congressman. I must say that I
don't think of it in a privacy rights kind of framework as much as
I do in a sort of property law framework. It is mine and I am mak-
ing that choice to exclude the world. But it certainly reaches to the
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heart of what we call either free expression or privacy, and prob-
ably well put as both.

Mr. SANGMEISTER. With no time limit on that whatsoever?
Mr. TuRow. There is a time limit that exists in the copyright

laws, and when that time limit is past, if I choose not to destroy
those materials, then they will pass into the domain of scholars
and researchers to be freely used. But certainly during my lifetime,
and whatever period beyond that the copyright laws will grant, I
would rather have control of that.

And I think it makes sense, if you consider that I will have chil-
dren who, God willing, will remain alive, that those kinds of
reputational and privacy interests be protected.

Mr. SANGMEISTER. That is all I have.
Mr. HUGHES. Gentleman from Florida.
Mr. JAMES. Thank you. Thank you so much. This is a very inter-

esting topic in many respects. I also appreciated your story about
theI think it was your law professor?

Mr. TUROW. Actually, my college English professor.
Mr. JAMES. Your college English professor. I related it to a law

professor, one or two law professors. That had he stepped out the
window I am afraid some of the class may have wished it was not
the first story.

[Laughter.]
Mr. JAMES. One or more.
The concept that bothers me is in Salinger it says if the biog-

rapher copies more than a minimal amount of unpublished expres-
sive content he deserves to be enjoined.

Mr. TUROW. Right.
Mr. JAMES. This bothers me. If you assume that the publication

legally got circulated, published but not published in a formal
sense. I assume they mean unpublished. It is obviously published
because somebody else got their hands on it. You publish when you
speak. I am publishing now. I am publishing if I talk in my room
to myself. Perhaps not. There has to be at least one listener. So I
don't see the distinction between speech and unpublished writings
in the context of why one deserves protection over the other be-
cause once you speak it is presumed that you can quote what some-
one says, unless it is stolen or unless it gets into someone's hands
illegally. In other words, I don't see why unpublished works, as-
suming they legally got into someone's hands, should be under that
strict a standard.

Mr. TUROW. Well, let me give you some examples. First of all, I
think the point that you are raising is one that I happen to agree
with, which is that I personally do not believe that the restraints
should be as stror .g on what Judge Minor refers to as disseminated
material, such as the Salinger letters. All of these, anything that
the author has not determined to release into the marketplace but
which was copyrighted when it was first fixed in the tangible me-
dium is regarded as unpublished.

But your point is very well taken that there are in practical
terms great degrees of unpublishedness. And, as I say in the last
page of my statement, I do agree with you that the restrictions
should not be as strong on the fair use of materials such as letters
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or memos that have been voluntarily disseminated where the au-
thor knows that there is some risk that his or her words

Mr. JAMES. Then, indeed, wouldn't it be fairer to have a standard
that would deal with illegally or inappropriately seized material?I assume that an author keeps very close hold on his manuscripts.
He may have a contractual right with a publisher, and some sec-
retary or some person or indeed the publisher may disseminate it
without the author's permission, but then that is a matter of con-
tract and breach of contract for that to occur.

Mr. TUROW. Let me tell you a quick story, if I can, Congressman.
It is now routine in New York publishing houses, because of the
ferocious appetite of Hollywood, for many studios to have somebody
who I assume is paid, but somebody on the inside of publishing
houses, not generally a high official, I think, who bootlegs manu-
scripts out of publishing houses long before they are published.
Both of my novels were in the hands of people in Hollywood long
before I had ever given anyone permission to be circulating them
there.

So there is concern about what happens with unpublished works
in that kind of context, and I am sure the examples are numerous.

Mr. JAMES. But, indeed, doesn't the present law or status quo
take care of that scenario because it really deals with piracy, so to
speak, or with the using of an unpublished work where the essence
of it is conspiracy or the breach of a contract or the illegal taking
of unpublished works? That is taken care of under the law without
this dramatic apparent change in this opinion. That is on a dif-
ferent legal basis, which is why I think you have an enforceable
right there. But once you admittedly have released to the public
unpublished works, disseminated, if you will, with no restrictions,
no apparent restrictions, then it would seem like the status quo of
the law would take care of that.

But to go so far as to give unpublished written work a whole dif-
ferent elevation than it has ever had before, which copyright law
has not done to this point, neither does patent law do the same
thing with inventors, neither does the law of prohibition againstthe spoken word do the same thing, it seems to me like you are
creating an unnecessary tier of protection of the spoken word re-
duced to writing that perhaps would be injurious to research, et
cetera.

Mr. TUROW. I don't think I can completely agree with the histori-
cal note, though I certainly am not an expert. But just looking at
the Nation case, I think what the Supreme Court teaches us is that
although works were disseminated, the bar on the use of
unpublished work under the common law was absolute. Because
these were equitable proceedings to enjoin, the fact that a work
had been disseminated or publicly performed, as, for example, with
a play that hadn't been published, was considered an equitable fac-
tor that might weigh against an injunction. And all frankly that I
believe is appropriate is that this matter continue to be remitted
to the sound judgment of the district court judges, bearing in mindthe kinds of factors that you are pointing to that obviously do not
compel the same level of protection as the inadvertent publication
of somebody's very private diaries, for example.

L45
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Mr. JAMES. I suppose I am a little bit sensitive because being in
public life you can only hopebeing repeated is not the great prob-
lem. The great problem is being incorrectly having facts and state-
ments attributed to you.

Mr. TUROW. Yes, I understand.
Mr. JAMES. And in that situation the burden is on you to show

total reckless disregard for the truth, et cetera, so it is a whole dif-
ferent perspective for being misquoted. I know it is not under the
law related

Mr. TUROW. Well, it is related in a way. In the sense that many
of the historians and scholars who have come before this sub-
committee cite the advantages to accuracy of the brief quotations
they want to make from unpublished materials. In looking at some
of these statements I smiled and I said to myself, "I wonder how
many of these Congressmen and Senators who have had the experi-
ence of being briefly quoted will believe that brief quotation always
serves the interest of accuracy."

Mr. JAMES. You beg not to be paraphrased. In fact, many in pub-
lic life instead of responding verbally sometimes to an inquiry will
take the question and fax the answer.

Mr. TUROW. Yes. I can understand that.
Mr. JAMES. And hope that you are directly quoted.
Thank you so much for your testimony. It is very helpful. Thank

you.
Mr. HUGHES. The gentleman from North Carolina.
Mr. COBLE. Mr. Chairman, I apologize for my belated f rrival. I

had another meeting.
Mr. HUGHES. We are just delighted to have the gentleman.
Mr. COBLE. Mr. Throw, two or three of my colleagues have al-

luded to your professorial story or joke. I regret that I missed that.
Perhaps someone will enlighten me as the day goes on.

Mr. Chairman, the bell has rung, and I think most of the ques-
tions I had have already been touched on. So, for the moment, I
have no questions.

Mr. HUGHES. Well, thank you very much, Mr. Throw. Your state-
ment was very thoughtful. Your full statement was very com-
prehensive and incisive, and we appreciate that. And we do wrestle
with the question of just what we would be doing basically by pass-
ing the legislation, but I am satisfied just from the testimony that
we have heard that it has presented some problems for some pub-
lishers, and it is always going to be a problem as you indicate.
Lawyers are going to have to advise their clients that there is al-
ways a risk of litigation, just depending upon a whole host of fac-
tors. The only question is whether or not we need to do something
to attempt to restore, you know, to the literary environment all the
factors that we want considered as has been the case prior to re-
cent decisions in the circuit court, and that is the issue really.

Mr. TUROW. Well, I thank you for giving me the opportunity to
present my views on that issue, and I wish you well in your delib-
erations on that difficult question.

Mr. HUGHES. Thank you very much. I wish you well. And I prom-
ise I will read the balance of "The Burden of Proof" very shortly.

Mr. TUROW. Thank you kindly, Mr. Chairman.
Mr. HUGHES. Thank you. Good luck to you.

)
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The subcommittee stands recessed for about 10 minutes while we
catch this vote.

[Recess.)
Mr. HUGHES. The subcommittee will come to order.
Now, I would like to introduce my friend and ofttimes a witness

before the committee, the Honorable Ralph Oman, Register of
Copyrights and Associate Librarian of Congress for Copyright Serv-
ices. Under Ralph's able leadership the Copyright Office has been
of great assistance to the subcommittee, and indeed to the entire
Congress, on the vexing copyright issues that we daily face in a
constantly changing society.

Ralph is accompanied by William Patry, a policy adviser in the
Copyright Office. Bill is the author of a book entitled "The Fair Use
Privilege in Copyright Law." His scholarly analysis was cited by
the Supreme Court in the Harper & Row decision. Mr. Oman is
also accompanied by other staffers, and we will ask him to intro-
duce them for us.

We have your prepared text, Ralph. Without objection, it will bemade a part of the record. We hope you can summarize for us
today. And please introduce those with you today at the counsel
table.

STA'n1MENT OF RALPH OMAN, REGISTER OF COPYRIGHTS AND
AS1-.00IATE LIBRARIAN, LIBRARY OF CONGRESS, ACCOM-
PANIED BY WILLIAM PATRY, POLICY PLANNING ADVISER TO
THE REGISTER; ERIC SCHWARTZ, POLICY PLANNING ADVISER
TO THE REGISTER; AND MARILYN KRETSINGER, ASSISTANT
GENERAL COUNSEL

Mr. OMAN. Thank you, Mr. Chairman. And thank you very much
for those kind words. I will, in fact, summarize my statement.

Let me introduce two lawyers on my right, Eric Schwartz, Policy
Planning Adviser to the Register, and Marilyn Kretsinger, the As-
sistant General Counsel.

Although my statement covers all three titles of H.R. 2372, I will
focus my oral remarks on title I, the fair use section of the bill. Let
me just mention in passing that title II of the bill provides for auto-
matic renewal of copyrights secured on or after January 1, 1963,
and before January 1, 1978. Under the current system, valuable
copyrights are inadvertently lost forever by people who are not
schooled in the arcane renewal system that we have in place that
was developed under the 1909 act. This is, in my view, compas-
sionate legislation and the Copyright Office supports its passage.

Title HI, Mr. Chairman, consists of a proposal submitted by the
Librarian of Congressmy bossto revise and extend the National
Film Preservation Act of 1988. And, as you can imagine, I support
that proposal.

[Laughter.'
Mr. OMAN. This provision focuses on film preservation and has

the support of a broad spectrum of the creative community.
Now, let me turn to title I, the fair use provision. As you have

indicated in introducing H.R. 2372, this provision would amend
section 107 of the Copyright Act to, in your words, "clarify the in-
tent of Congress that the fact that a work is unpublished should
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continue to be only one of several considerations that the courts
must weigh in making fair use determinations."

Your bill, and bills introduced last session by Mr. Kastenmeier
and Senator Simon, were intended to counter some dicta in two de-
cisions by the U.S. Court of Appeals in the second circuit. We are
talking about the Salinger and the New Era cases. This bill and
Senator Simon's new bill differ in a number of important respects
from last year's bills, and those differences represent, in my view,
a great improvement.

So, if the subcommittee concludes that legislative action is called
for and, like Mr. Throw, I will defer to your judgment in making
this assessment, the Copyright Office supports the current draft.

To make your legislative correction as useful as possible, I would
urge you to state clearly in the legislative history that you affirm
the Supreme Court's decision in Harper & Row v. the Nation, and
that you do not intend to eliminate the court's ability to look at fac-
tors outside of the four enumerated factors in section 107, including
the author's right of privacy. With this legislative history and some
minor tinkering with the language of the bill, H.R. 2372 will ac-
complish the stated goal of keeping the fair use doctrine relatively
flexible, thereby permitting judges enough discretion to fashion de-
cisions that adequately protect the interest of both authors and the
public.

Nevertheless, I would not dismiss out of hand, Mr. Chairman,
the contention of some experts that this issue has not yet reached
that point of ripeness that calls for a quick legislative fix, at least
not right now. While the Supreme Court refused to hear the Sal-
inger and New Era appeals, that refusal is in many ways under-
standable. The Salinger case involved a preliminary injunction.
The New Era case was appealed by the prevailing party who was
complaining about dicta, and that is not generally the type of case
that the Supreme Court grants certiorari for.

The lower courts themselves seem to be fine tuning the decisions
that caused so much alarm. This is the beauty of the common law
approach to jurisprudence, Mr. Chairman, as this subcommittee
with its jurisdiction over courts and judges knows so well. You
have a great appreciation for how judgemade law grows and ma-
tures. You also have the best sense of when you should step in with
pistols blazing and tell the courts when they have strayed from
congressional intent. You may conclude that now is the time. I urge
you to make absolutely certain that in doing so we don't start down
a road that somehow transforms the fair use doctrine from a flexi-
ble rule of reason test into an ever-growing laundry list that pro-
tects specialized interests.

I think the second circuit knows it caused some very serious
problems with its loose language in the Salinger and the New Era
opinions. Influential judges of that court, including the author of
the Salinger opinion, have gone to extraordinary lengths in en bane
opinions, law review articles and speeches, to reassure authors and
publishers that courts could find fair use of unpublished works.
Most of the controversial language in Salinger was retracted in the
en bans opinions in the New Era case.

The district courts in the second circuit have also listened to
these revisionary opinions. No decision subsequent to those deci-

4L;
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sions has flatly rejected fair use of unpublished works since last
year's hearing. Some witnesses last week sought to minimize the
importance of these victories by stating that the decisions were, in
fact, limited to their narrow facts. I might note, Mr. Chairman,
that this is the way the courts usually decide cases, and that is
now they decided Salinger and New Era. They limited their deci-
sions to the facts.

Despite these reservations, Mr. Chairman, I do not take lightly
the problems biographers and historians face. I understand that
they are out there on the firing line having to make important deci-
sions right now. They can't wait for months or years for the second
circuit to fine-tune fair use. Even so, I note that biographers, histo-
rians and their lawyers and publishers have to make these hard
judgment calls all the time, not only with fair use but with libellaw as well. In many ways, they go with the territory. They are in-
herent in the balancing required by the fair use defense, and the
lack of absolute certainly will trouble authors and publishers even .
if you pass H.R. 2372 in its present form.

Last week, some of the publishing witnesses told you that pub-
lishers regularly make these tough judgment calls. They also toldyou that what is different about copyright cases is the injunction
remedy. Witness after witness complained about injunctions. The
most troublesome language in the Salinger opinionJudge New-
man's statement that infringers deserve to been joinedhas been
explicitly repudiated by both Judge Newman and by the second cir-
cuit in its published opinions.

I should also note, Mr. Chairman, that in the Salinger case itself,
the court noted that there would have been a serious question as
to whether or not the use of the Salinger letters by Ian Hamiltonwould have constituted fair use even if the Salinger letters had
been published. So we are not faced with a clear issue in that case
especially.

I do question, Mr. Chairman, what the actual purpose of the billis. I think Mr. Turow raised this same question, wondering what
the bill will accomplish. If it jvst restates the current law, why are
we going through this exercise? If the bill does change or clarify the
law, I would like to know with more specificity how it does so and
whether or not in doing so the legitimate interests of the original
author will suffer and whether or not it creates any retroactivity
problems. I know Mr. Moorhead in last week's hearing raised the
question of retroactivity, and he was, I think, told that it does raise
some serious problems.

Let me also note before concluding, Mr. Chairman, a possible un-
intended consequence. Passage of title I of H.R. 2372 could encour-
age future efforts to transform the fair use doctrine into a detailed,
rigid Napoleonic code-like provision in which specialized users of
copyrighted material somehow jockey to get their own needs taken
care of. This is something we should guard against.

But if, in fact, you decide to move ahead with the bill, I urge you
to exercise your usual caution in drafting the legislative history.
Congress, of course, writes legislative history as an important part
of the record, but some people may mistakenly view the legislative
history as an opportunity to put a slightly different spin on Harper
& Row v. The Nation. I am particularly concerned that some people
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want to characterize Harper & Row narrowly as a scooping case.
And by using the expression "scooping," I mean that fair use pre-
vents the use of an author's unpublished material only if the au-
thor intends to publish his or her work and only if the publication
scoops the original author in the sense that the excerpts steal the
thunder of the book's potential to make tomorrow's headlines or
next week's headlines. This was, obviously, the fact pattern with
President Ford's memoirs.

I don't think that is a proper reading of Harper & Row, and I
believe that it would have the effect of reading out of fair use its
important privacy component.

That concludes my statement, Mr. Chairman. I note in conclu-
sion that no decision since last year's hearing has flatly rejected
fair use of unpublished work. In the Richard Wright case, which
was mentioned by Mr. Throw, involving a biography of the famous
author that used unpublished letters that had been sent to the bi-
ographer, the court actually weighed the unpublished nature of the
work in the biographer's favor.

In short, the common law system that we all live with, for better
or for worse, our common law system of jurisprudence which is so
well appreciated by the subcommittee, may in fact be lumbering to-
ward a correct solution to this dilemma. But, if you decide to gently
nudge the courts toward what you see as the desired result., Mr.
Chairman, H.R. 2372 will accomplish that objective, and the Copy-
right Office would support it.

Thank you very much. I would be prepared and pleased to an-
swer any questions.

Mr. HUGHES. Thank you very much, Mr. Oman, for as usual an
excellent, very incisive statement, both written and oral.

[The prepared statement of Mr. Oman follows:]

5l0
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PREPARED STATEMENT OF RALPH OMAN, REGISTER OF COPYRIGHTS, AND

ASSOCIATE LIBRARIAN, LIBRARY OF CONGRESS

Introduction

The Copyright Office appreciates the opportunity to testify

today on H.R. 2372, a bill introduced by Chairman Hughes and Mr.

Moorhead. H.R. 2372 consists of three titles. Title I amends the fair

use provision of the Copyright Act, found in Section 107. Title II

provides for automatic renewal of copyrights secured on or after

January 1, 1963 and before January 1, 1978, the general effective date of

the 1976 Copyright Act. Title III consists of a proposal submitted by

the Librarian of Congress to revise and extend the National Film

Preservation Act of 1988.

TITLE I: FAIR USE

Title I of H.R. 2372 would amend Section 107 of title 17,

United States Code, by adding at the end of that section the following:

The fact that a work is unpublished is an
important element which tends to weigh against
a finding of fair use, but shall not diminish
the importance traditionally accorded to any
other consideration under this section, and
shall not bar a finding of fair use if such
finding is made upon full consideration of all
the factors set forth in paragraphs (1) through
(4).

This proposal is similar to S. 1035, introduced by Senators

Simon, Leahy, Hatch, DeConcini, Kennedy, Kohl, and Brown. The

differences between the two are minimal. S. 103.; speaks of "all the above

I L. ;
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factors," while H.R. 2372 refers to 'all the factors set forth in

paragraphs (1) through (4)." The Copyright Office prefers the Senate

formulation because the House version may be read as prohibiting courts

from weighing factors such as the defendant's lack of good faith and

method of acquiring the work, as well as privacy considerations.

The purpose of the amendment is to 'clarify the intent of

Congress that the fact a work is unpublished should continue to be only

one of several considerations that courts must weigh in making fair use

determinations." The Chairman's bill, like bills introduced Last session

by Mr. Rastenmeier and Senator Simon, is stated to be a reaction to dicta

in two decisions from the United States Court of Appeals for the Second

Circuit in New York -- Salim:et v, Random House and Vele Era Publications

v Henry Holt & Co. This bill and Senator Simon's new bill differ in a

number of respects from last year's bills, and those differences

represent a great improvement.

As with any legislative proposal, Congress should be convinced

that a legislative solution is required and that the bill being

considered represents the best possible solution to the problem. If the

Subcommittee concludes that legislative action is called for, the

Copyright Office supports the present formulation. To make your

legislative correction as useful as possible, I would urge that you

state clearly in the legislative history that you affirm the Supreme

Court's decision in Harper b -ow v, Nation Enterprises and do not

intend to eliminate the courts' ability to look at factors outside of the

5 2
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four enumerated in Section 107, including authors' right to privacy.

With this legislative history and the minor tinkering with the language

of the bill noted above, H.R. 2372 will accomplish the stated goal of

keeping the fair use doctrine relatively flexible, thereby permitting

judges enough discretion to fashion decisions that adequately protect the

int. ests of both authors and the public.

Nevertheless, I would not dismiss out of hand the contention of

some experts that this issue has not yet reached the point of ripeness

that calls for a quick legislative fix right now. While the Supreme

Court did refuse to hear the Salinser and New Era decisions, that refusal

is understandable. Both cases involved preliminary injunctions. New Era

was appealed by the prevailing party, complaining about dicta -- hardly

the type of proceeding in which the Supreme Court normally grants

certiorari,. The lower courts themselves seem to be fine-tuning the

decisions that caused so much alarm. That correction process is the

beauty of the common law approach to jurisprudence. As the subcommittee

with the jurisdiction over c its and judges, you have a great

appreciation for the way judge-made law grows and matures. You also have

the best sense of when you should step in with pistols blazing and tell

the courts that they have strayed from congressional intent. You may

conclude that now's the time. But I would urge you to make absolutely

certain that in doing so you don't start down a road that might transform

fair use from a flexible, rule-of-reason test to an ever-growing laundry

list that protects specialized interests.
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The Second Circuit knows it caused problems wit4 its loose

language in the SalingeK. opinion and in the New Er4 panel opinion.

Influential judges of that court, including the author of the , Salineer

opinion, have gone to extraordinary, unprecedented lengths in n banc

opinions, law review articles, and speeches to reassure authors and

publishers that courts could find fair use of unpublished works. Most of

the controversial language in Salineer was retracted in the en banc

opinions in New Era.

The district courts in New York have listened. No decision

since last year's hearing has flatly rejected fair use of unpublished

works. One of these decisions, involving a biography of Richard Wright

that reproduced unpublished letters sent to the biographer, held that

"(there is a strong presumption that if the allegedly infringing work is

a biography, factor one favors the biographer,"1 and actually weighed the

second factor -- the unpublished nature of the work -- in the

biographer's favor.2 The court then proceeded to weigh the remaining two

factors in the biographer's favor as well. Another district court

decision in New York, in a recent case involving unpublished training

manuals for a course on the "clarification of consciousness," weighed the

unpublished nature of the work against the defendant, but nevertheless

found fair use because the other three factors weighed in her favor.

1. Wright v. Warner Books. Inc. 748 F. Supp. 105, 108 (S.D.N.Y.
1990)(appeal argued May 29, 1991).

2. 14. at 108-112.

A
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And, in analyzing the second factor, the court accorded unpublished works

only "greater protection," citing Naroer & Row not Salinger or New Era.3

The Second Circuit itself, in a case decided in March of this

year, while agreeing that the unpublished nature of the Medical College

Admissions Test weighed in plaintiff's favor, vacated the district

court's grant of summary judgment rejecting fair use, ruling that the

lower court had erred in its consideration of the market effect factor --

hardly the action of a circuit operating under a "virtual" pex it rule

prohibiting fair use of unpublished works.4

A few witnesses last week sought to minimize the importance of

these victories by stating that the decisions were limited to their

narrow facts.5 That is usually the way cases are decided, including

Salinger and New Erg. A close reading of the Richard Wright

opinion shows that the court strongly sympathizes with bi)graphers and

3
. Arica Institute Inc v Palmer 1991 U.S. Dist. LEXIS 4731

(S.D.N.Y. filed April 10, 1991)(Patterson, J ).

4. AAMC v. Cuomo 928 F.2d 519 (2d Cir. 1981).

5. One witness also testified that Congress should not pin too much
hope on the Second Circuit appeal in the Richard Wright case since,
according to the witness, the panel hearing the appeal did not give any
indication they were willing to write a broad opinion tackling the issues
before the Subcommittee. It is rare for any panel of a court of appeals
to indicate the way in which it plans to write its opinion, in light of
the simple fact that the vote on the outcome of the case Is not taken or
the opinion drafted until after the oral argument.
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historians.6 I have appended a copy of the opinion to this statement.

On May 24th, the Second Circuit heard oral argument in the appeal from

the Richard Wright decision. An authoritative statement from the court

of appeals in that case could further clarify the points addressed in

thi,- legislation.

This issue goes back to the codification of fair use in the

1976 Act. At that time, Congress examined the question of fair use of

unpublished works and stated that "[t)he applicability of the fair use

doctrine to unpublished works is narrowly limited.... Under ordinary

circumstances, the copyright owner's 'right of first publ'.cation' would

outweigh any needs of reproduction...." In harper & Row v. Nation

Enterprises the Supreme Court cited this report language in finding "The

Nation" magazine's use of President Ford's unpublished autobiography to

be an infringement, not a fair use. The judges in the $alinger and New

Era cases understandably relied on Harper & Row and this legislative

history in coming to their decisions.

6. In a case involving published works of L. Ron Hubbard. New Era
pubs., Aps v. Int'l Carol Pub. Group, 904 F.2d 152 (2d Cir. 1990),
cert. denied Ill S. Ct. 297 (1991)(New Era II) a panel of the Second
Circuit cited the original language in Harper & Row that "the scope of
fair use is narrower with respect to unpublished works," relegating
alinger and Rev Era to "see also" status. at 157. The panel could
not have been unaware of the controversy over those two decisions'
interpretation of }carper & Row as ordinarily giving unpublished works
"complete protection" against fair use. Regarding the first factor, the
purpose of the use, the opinion rejected an argument, based on New Era
I, that "copying for purposes of demonstrating character defects cannot
amount to fair use." IA,. at 156, and upheld the biographer's claim of
fair use.

' %,
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When we discuss whether or not these decisions unreasonably

rastrict use of unpublished materials, we should not forget that before

the 1976 Act, authors enjoyed a perpetual common law right in their

unpublished works that protected them generally against any fair use.

These are the very works that biographers and historians now wish to use.

The 1976 Act took away that perpetual right in exchange for federal

protection and remedies, but at the same time Congress was careful to

state expressly that it did not intend to change the common law rules on

fair use. I am aware Mr. Abrams testified last week that state criminal

codes or right of privacy laws might still be applicable, but I have my

doubts. Mr. Abrams himself successfully argued before the Second Circuit

in Harper & Row that a state law claim for conversion of President Ford's

unpublished manuscript was preempted by the 1976 Copyright Act, and I

have no doubt whatsoever that any state law or cause of action that

provides equivalent rights for the copying or publication of copyrighted

works would also be preempted. So it's the copyright law or nothing. In

light of the inability to turn to state law, the right of privacy

component of the fair use doctrine plays a critical role that should not

be disturbed.

Some of the witnesses at last week's hearing expressed an

opinion that the rules on writing biographies and histories had been

fundamentally changed as a result of the 8alinger and New Era decisions

and that books that had previously been published under the "old rules"

could not be written today. In fact, the law prior to 1978 (the general
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effective date of the 1976 Act) was even more restrictive than the

Salinger and New Era decisions. Yet, biographies and histories were

written before 1978 using, without permission, unpublished material

without litigation. Even in the chill of the post-New Era era, some

biographers and historians are contiuing to do so without permission, and

are not being sued. What I believe has happened as a result of the

Secono Circuit's decisions is a greater awareness that litigation may

result from use of unpublished material and an understandable heightened

caution by counsel. The law itself has not fundamentally changed.

I hope that biographers and historians do not mistakenly

believe H.R. 2372 will provide them with guidelines that will help decide

whether a particular use of unpublished material is a fair use.7 Nothing

in H R. 2372 will provide biographers with clear guideposts, and, indeed,

no lawyer would ever be able to provide an ironclad assurance as to what

constitutes "fair use." As a matter of fact. I doubt that a lawyer could

have provided those assurances on "the day after Berner 6. Row " the time

period to which some people think H.R. 2372 will return us.

From reviewing the statements submitted to you last week, I

also have come to the conclusion that many biographers and historians do

not understand that both unpublished and published

7 al Statement of Kati Marton at p. 1 ("Without a reasonable
agreement on what constitutes the 'fair use' of unpublished materials, we
will be reduced to the status of 'court biographers ...").

Fr:
i,.
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works, including memoranda and letters, written by government officials

in the course of their employment, are in the public doma.n, free for all

to use. Nor do they understand that all the facts and ideas -- the stuff

of the First Amendment -- can be copied without any liability, regardless

of whether the work that contains them is published or unpublished.

I nevertheless agree with authors and publishers who say that

some of the language in the Second Circuit's opinions went too far in

interpreting Harper fi Row. But I do not agree with those who say that

those decisions were aberrations, or. with respect to 'alinger even that

it was wrongly decided. People tend to forget that in 'clinger the

court expressed strong doubts that the fair use doctrine would have

permitted Salinger's biographer to copy such large chunks of the famous

author's letters even if they had been published. At the hearing last

week, no one mentioned the fact that fair use is an affirmative defense.

It only comes into play only if the plaintiff makes out a prima facie

case of infringement, requiring proof that the defendant copied a

substantial amount of copyrightable expression. The Second Circuit

judges and district judges in the Southern District of New York all agree

that the minimal taking of unpublished expression does not give rise to a

prima facie case of infringement. The judges also agree that fair use

permits an even greater taking of unpublished expression. Neither the

general law of copyright infringement nor the Second Circuit's fair use

decisions bars the taking of even one word of unpublished material. You

can take minimal amounts of unpublished expression. The real question is
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how much you can take and under what circumstances Congress did the

best it could to legislate an answer to that question in 1976. H.R. 2372

does not attempt to improve upon that balanced formulation.

Even so, I do not take lightly the problems the bill's

advocates face. I understand that they are on the firing line in making

important decisions 0OH, not after the Second Circuit may or may not

fine-tune fair use. Biographers, historians, and their lawyers and

publishers have to make these judgment calls all the time, not only with

fair use but with libel law as well. They go with the territory. They

are inherent in the balancing required by the fair use defense, and the

lack of absolute certainty will trouble authors and publishers even if

you pass H.R. 2372. Last week, the publishing witnesses told you that

publishers regularly make tough judgment calls. They also told you that

what is different about copyright cases is the injunction remedy.

Witness after witness complained about injunctions. Of course, nothing

in the bill would change the law on injunctions. The most troublesome

language in the 5aliniter opinion -- Jude,; Newman's statement that

infringers deserve to be enjoined -- has been repudiated by both Judge

Newman and the Second Circuit in published opinions.

What does the bill accomplish then? If it just restates the

law, why legislate? If the bill does change the law, I would like to

know how it loos so, whether or not the legitimate interests of the

original authorL will suffer, and whether or not it creates any

retroactivity problems. Mr. Moorhead raised this question last week and

met with acknowledgment that it was a serious issue.
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I also note a possible unintended consequence. Passage of

title I of H.R. 2372 may encourage future efforts to transform the fair

use doctrine into a detailed, rigid, Napoleonic Code-like provision in

which specialized users of copyrighted material jockey to get their own

subsection.

If you do decide to move ahead with the bill, I urge you to

exercise your usual caution in drafting legislative history. From the

beginning, some people viewed the legislative history as the real

opportunity to put a slightly different spin on Barnet. b Row.

I am particularly concerned if the Report were to characterize Harper

Row narrowly as a "scooping" case. In other words, fair use prevents the

use of an author's unpublished material only if the author intends to

publish his or her work and only if the publication "scoops" the original

author in the sense that the excerpts steal the thunder o2 the book's

potential to make tomorrow's or next week's headlines. I don't think

that is a proper reading of Harper & Row and I believe that it will have

the effect intentional or not -- of reading out of fair use its

important privacy component.

Decisions Since Last Year's Hearing,

At the Joint hearing held on July II, 1990 on Representative

Kastenneier's and Senator Simon's bills, the Copyright Office submitted a

written statement containing a historical overview of the origins and

development of fair use, as well as an analysis of recent case law,

161
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including the Salinger and Pew Era decisions. Rather than repeat that

lengthy material, we refer the Subcommittee to the printed hearing

record.8 In this section, we provide an analysis of the cases decided

_since the hearing.

Association of American Medical Colleges v. Cuomo

The most recent Second Circuit decision on fair use of

unpublished works is Association of American Medical Colleges v, Cuo .9

The opinion, written by Judge Altimari for himself, Judge Mahoney, and

United States District Judge Daly of Connecticut sitting by designatiOn,

reversed the judgment of the district court (McCurn, Chief Judge,

Northern District of New York), vacated a permanent injunction, and

remanded the case for further proceedings. The work at issue was the

Medical College Admission Test. The dispute was over the disclosure

requirements of New York State's Standardized Testing Act (STA), N.Y.

Educ. L. (430 It 1ga. Those requirements mandated, inter alia that

testing agencies must file with the state copies of all test questions

and answers. These questions and answers then became public records

available for inspection and copying.

8
See Fair Use and Unpublished Works: Hearing on S 2370 and

H.R. 4263 Before the Subcomm. on Patents. Copyrights and Trademarks of
the Senate Comm. on the Judiciary and the Subcomm. on Courts.
Intellectual Property and the Administration of Justice of the House
Comm on the Judiciary. 101st Cong.. 2d Sess. 20-65 (1990).

9. 928 F.2d 519 (2d Cir. 1991).

9 r 1

62-146 0 - 93 - 6 BEST tit,E.L.
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The copyright owner, the Association of American Medical

CVeges (AAMC), commenced an action for declaratory judgment and

injunctive relief, alleging that the STA facilitated infringement and was

preempted by the Copyright Act. Defendant argued fair use. The district

court granted AAMC's motion for summary judgment, finding that the STA

conflicted with the Copyright Act and that fair use was not available as

a defense.1° The unpublished nature of the MCAT and its status as a

secure test were elements considered by the district court along with the

remaining statutory factors, including harm to plaintiff's market.

In a troubling application of the fourth factor, the Second

Circuit remanded the case, finding that it was inappropriate, on a motion

for summary judgment, for the district court to have rejected expert

testimony proffered by the State that disclosure and distribution of the

secure test would not "seriously impair or even destroy the value of the

copyrighted exams."11 The court of appeals expressly rejected the

district court's holding that secure test owners "should not be 'required

to change its operations when another individual or entity is interfering

with its ownership rights under the federal Copyright Act in order to

make the fair use exception fit.'"12

Secure tests are particularly vulnerable to having their value

obliterated by unauthorized disclosure. The courts have, accordingly,

10. 728 F. Supp. 873 (N.D.N.Y. 1990).

11. 928 F.2d at 525 smosing 728 F. Supp. at 888.

12. Id.

1_ 6
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been particularly solicitous in protecting these works.13 Indeed, so far

as we are aware, the courts have never upheld a fair use ,laim advanced

by any private entity with regard to copying of secure tests or test

questions. The courts' rejection of such fair use claims has been based

not on any absolute rule that there can be no fair use of unpublished

works, but on a recognition that advance disclosure of questions to test-

takers can destroy their usefulness in measuring knowledge. The Second

Circuit's decision in hAMC v Cuomo dealt with a highly unusual set of

circumstances: an assertion of fair use made by a state government

seeking to require publication of secure tests. The tour: of appeals did

not make any determination about whether or not the state's use of the

MCAT was a fair use, but simply remanded the question to :he district

court for further proceedings.

66= is noteworthy on at least two counts. First, the opinion

was written by Judge Altimari. Judge Altimari joined Judge Miner's panel

and en bane opinions in New Era and thus would probably 'lave been

counted by the proponents of H.R. 2372 as unlikely ever to find fair use

of unpublished materials. Second, even though (RAMC involved highly

sensitive unpublished materials -- secure tests -- the court carefully

balanced other factors, including the public interest and the market

effect. In short, the court did not give undue weight to any one factor,

13. See (RAMC v. Mikaelian, 571 F. Supp. 144, 153 (E.D. Pa. 1983),
eff'd meg.. 734 F.2d 6 (3d Cir. 1984); S v. Katzman 793 F.2d 533,

543 (3d Cir. 1986).

BEST COPY AVAILABLE
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and instead engaged in exactly the kind of fact-intensive equitable

balancing that Congress desires.

Wright v Warner Books Inc

The most significant judicial event since last July's hearing

is the September 19, 1990 decision in Wright v.Warner Books. Inc.14

written by Judge Walker of the Second Circuit. Judge Walker's careful

opinion stands as powerful evidence that the envisioned threat to

biographers and historians as a result of the dicta 5alinger and New Erg

was vastly overstated. Principally at issue were letters written by

author Richard Wright in the 1930s to Margaret Walker, excerpts of which

Walker included in her biography, "Richard Wright Daemoni: Genius."

Wright's widow sold the letters themselves to Yale University, but

retained the copyright.

Judge Walker (no relation to the biographer) began his opinion

by noting that the case "presents the next chapter in the cont. ring

narrative of this Circuit's treatment of the fair use defense... ."15 He

started his analysis of the four fair use factors by holding that

"ft]here is a strong presumption that if the allegedly infringing work is

14. 748 F. Supp. 105 (S.D.N.Y. 1990)(appeal argued May 29, 1991).

15. 748 F Supp. 105, 107 (S.D.N.Y. 1990)(appeal argued May 29,
1991).

161)
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a biography," factor one, the purpose of the use "favors :he biographer,"

rejecting plaintiff's argument that defendant's failure to obtain Mrs.

Wright's permission was relevant.16

The opinion's longest discussion concerns facto: two, the

nature of the work." In that discussion Judge Walker directly

confronted the problematic language in 5alin er -- that unpublished works

"normally enjoy complete protection against copying any protected

expression."16 According to Judge Walker, this language "compels two

conclusions:"

First, by saying "normally," the court refused to
adopt a per se rule and left intact its instruction
to proceed on a case-by-case basis; and second, the
court sought to protect expression, not mer ly any
facts that might be set forth in unpublishec. material.19

Needless to say, this interpretation of 5alinzer -- and by

another Second Circuit judge -- is extremely helpful and favorable to

biographers and historians. Even more helpful was Judge Walker's

decision on the facts before him, for he actually resolved the second

fair use factor /n the biographer's favor despite the unpublished nature

of the work, based on his finding that she had used the letters use of

the letters "not to recreate Wright's creative expression, but simply to

16. Id. at 108.

17. Id. at 108-112.

18.

19.

Id. at 111, quoting 811 F.2d at 97.

Id. at Ill.
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establish facts,necessary to her biography ."20 This is precisely

the sort of use that biographers and historians have testified that they

need. The amount taken -- no more than 1 percent -- and the fact that it

did not represent the heart of the work, resulted in the third factor

being weighed in the biographer's favor as well. The fou-th factor (harm

to the potential market), which, citing Harper & Row Judge Walker found

to be "undoubtedly the single most important element of fair use,"21 was

also resolved in the biographer's favor. In addition to finding that

plaintiff had not come forward with "the slightest evidence" that

potential harm has occurred, Judge Walker also found that the

biographer's paraphrasing to report facts "must remain available to a

serious biographer."22

In short, Judge Walker resolved all four factors in favor of

the biographer, and thus found fair use. It is obvious from Judge

Walker's stated awareness that his case represented the "next chapter" in

the Second Circuit's treatment of fair use and the extremely favorable

language he employed in describing biographers'needs, tha: he intended

the opinion as a signal that the fears biographers and historians felt

after New Erg were unfounded.

20. Id.

21. Id. at 112, quoting 471 U.S. at 566, 105 S.Ct. at 2233. Note
that Judge Walker did not find the unpublished nature of the work to be
the most important.

22. Id. at 113.

1 0 r ;
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Arica Institute. Inc v. Palmer

On April 10, 1991, Judge Patterson of the Southern District of

Now York issued the next opinion finding fair use of unpublished works,

erica Institute. Inc. v. Palmer.23 At issue were unpublished training

manuals used for seminars in the "clarification of consciousness." The

defendant vas a psychologist who wrote a book interpreting the Arica

Institute theory in paycological terms. The book contained portions from

plaintiff's manuals, as well as other sources.

In finding that fair use excused defendant's use, the court noted that

the work's unpublished nature entitled it to "greater protection than

published works," citing Hamer & Row and not Salt et or New Era. Judge

Patterson nevertheless resolved all three remaining factors in

defendant's favor.

European Economic Community Software Directive

Last year's hearing was held at the sane time that a debate was

taking place within the European Economic Community over a proposed

23. 1991 U.S. Dist. LEXIS 4731 (S.D.N.Y. filed April 10,

1991)(Patterson, J.).

BEST COPY AVAILABLE



162

19

software directive designed to harmonize the laws of EC countries. The

principal area of dispute concerned decompilation.24 On May 14, 1991, the

directive received its formal approval by the Council of Ministers. The

twelve members of the community now Gave until January 1, 1993 to

harmonize their national laws with the provisions of the Directive.

The Directive first requires protection for computer programs

as Literary works within the meaning of the Berne Convention, with at

least the minimum Berne term of life Gf the author plus fifty years, or,

in the case of computer programs created by juridical entities, 50 years

from the date the work is lawfully made available to the public.

Article 4 of the Directive grants authors exclusive rights to do or to

authorize: (a) the permanent or temporary reproduction by any means and

in any form;" (b) the translation, adaptation, arrangement, or

alteration of the program and (c) the right to control the distribution

of the program, including rental.

Exceptions to these rights are contained in Art.cles 5 and 6.

Article 5(1) permits, absent contractual restrictions to the contrary,

exercise of one or more of the copyright owner's exclusive rights where

"necessary for the use of a computer program by the lawful acquirer in

24. Simply described, decompilation involves a detailed process of
reverse engineering by which one takes the machine-readable form of a
computer program (its object code), and by a series of electronic and
human analyses, converts the machine-readable form into a kind of
pseudo-source code. Source code is that form of software in which the
computer programmer typically writes. It frequently contains trade
secrets and other information of a sensitive, proprietary nature. While
reverse engineering is generally permitted under trade secrets law, its
permissibility under the Copyright Act is hotly debated.
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accordance with its intended purpose, including for error correction."

Article 5(2) permits the making of back-up copies. Article 5(3) permits

owners and licensees of copies of a computer program to "observe, study

or test the functioning of the program in order to determine the ideas

and principles which underlie any element of the program, if he does so

while performing any of the acts of loading, oisplaying, running.

transmitting or storing the program which he is entitled to do."

Article 6 is entitled "Decompilation." Article 6(1) permits

unauthorized reproduction of the code of a computer program and

translation of its form if "indispensable to obtain the information

necessary to achieve the interoperability of an independently created

computer program with other programs," provided three conditions are met.

First, the decompilation is done by a licensee or other person having a

right to use the copy, or on their behalf by a person authorized to do

so. Second, the acts cannot be used for goals other than to achieve the

interonerability of the independently created computer program, including

the development, production or marketing of a computer program

substantially similar in its expression, or for any other act which

infringes copyright; and, the copy may not be given to others, except

where necessary for interoperability. Third and finally, in accordance

with the Berne Convention, the acts permitted by Article 6 may not be

interpreted in a manner that unreasonably prejudices the copyright

owners' legitimate interests, or conflicts with the normal exploitation

of the work.

Experts in Europe have expressed the opinion that the focus of
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the debate wilt now shift to the national parliaments to ensure that

there is compliance with the Directive.

Title II: Automatic Renewal

Renewal copyright registration is now mandatory for works

copyrighted before 1978. In passing the general copyright revision bill

of 1976, Congress retained the two-term system of copyright duration for

works already under copyright protection. For pre-1978 works, unless

renewal registration is timely made in the Copyright Office before

expiration of the first term of copyright (which is the end of the

,,alendar year of the 28th year of protection), the work falls into the

public domai.7. Copyright expires.

Title II of H.R. 2372, the Copyright Renewal Act of 1991. would

amend the Copyright Act to make renewal registration optional but allow

for automatic extension of the copyright for the second term, even if

registration is not made. The renewal copyright would vest in the person

or persons entitled to the renewal under the statute on the last day of

the first term. Earlier registration by the proper statutory claimant

also would vest the renewal copyright and supersede the otherwise

automatic vesting of rights on the last day of the first term. The bill

establishes other incentives to encourage voluntary renewal registration,
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including a legal presumption of copyright validity for registered works,

ordering of the rights in derivative works during the renewl term, and,

if the renewal term vests autozatically but registration is made later,

eviden,iary significance regarding the proper statutory claimant.

Cowvright Renewal: Background

Arguably, the possibility of early termination of copyright

protection if the author fails to make timely renewal registration with

the Copyright Office is a harsh and inequitable feature of United States

copyright law. This possibility exists for all works whicE secured

federal copyright protection prior to January 1, 1978.. Unless the law is

amended, copyright owners must make renewal registration until the year

2005, or the copyright in their works will expire at the end of the

calendar year of the 28th year of copyright.

Under the 1909 Copyright Act, the term of protection was

twenty-eight years from first publication or registration with the

possibility of a second twenty-eight year term upon renewal in the last

year of the first copyright t-rm. Ownership of the right to renew was

set under the terms of the copyright statute. Except for certain special

categories (e.g. posthumous works, composite works, and works for hire),

the author was designated as the in tial owner of the renewal right or,

if deceased, the beneficiaries named in the statute, generally the

widower or widow and children taking in a class. The renewal right was
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freely alienable, and in practice, many authors were required to

transfer their renewal interests in order to secure agreements to exploit

their creations.

For a variecy of reasons, problems have arisen r.egarding the

functioning of the renewal provision. It is a highly technical provision

which is difficult for even lawyers to understand. It creates

considerable uncertainty in the orderly exploitation of intellectual

property since it is inherently unclear who will possess the right of

renewal until the renewal interest is vested by timely registration

during the last year of the first copyright term. (Transferees who

secure their renewal interest from the author take nothing if the author

dies before copyright renewal can be registe::.d.) The renewal provision

has often been the subject of litigation as uncertainties have arisen

over rights in highly valuable works. Authors, their widows or widowers

and children often rely on others to manage their copyrights, and they

suffer greatly when, through negligence or omission, there is failure to

secure timely renewal registration.

During the 1960's and 1970's, Congress studies all aspects of

the copyright law in the comprehensive revision effort; these efforts

eventually culminated in the 1976 Copyright Act. On the subject of

copyright renewal the respective Congressional subcommittees were highly

critical. The reports identified the shortcomings of copyright renewal
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in the following terms: 25

One of the worst features of the present
copyright law is the provision for renewal
of copyright. A substantial burden and
expense, this unclear and highly technical
requirement results in incalculable amounts
of unproductive work. In a number of cases
it is the cause of inadvertent and unjust
loss of copyright. Under a life-plus 50
system the renewal device would be
inappropriate and unnecessary.

The shortcomings of copyright renewal, coupled with other

reasons, led Congress to abolish the system prospectively in the 1976

Copyright Act. In its place, Congress established the termination

procedure. For works that secured federal copyright protection under the

1909 Copyright Act (protection secured prior to January 1, 1978),

however, the old system generally remains in effect. Congress retained

the old system for subsisting copyrigits because contingent rights had

been transferred for value, and it would have been unfair and immensely

confusing to cut off or alter those interests. 26 No one at that time

proposed the innovative solution now found in H.R. 2372, which permits

automatic vesting of the renewal interest without disturbing in any way

the original statutory scheme for vesting the renewal in specified

persons.

25 H.R. Rep. No. 94-1476, 94th Cong. 2d Sess. 134 (1976); Sen.

Rep. No. 94-473, 94th Cong. 1st Sess. 117-118 (1975).

26 H.R. Rep. No. 94-1476, 94th Cong. 2d Sess. p. 139 (1976). It might

also be unconstitutional, as a deprivation of property without due process.

rl
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In order to ascertain the level of support for modifying the

renewal provision when the solution now included in H.R. 2372 was first

suggested, the Copyright Office ;..-..,nsored an informal meeting of affected

industry members. Twenty-five organizations, representing authors,

copyright proprietors, publishers, guilds, educators, and librarians.

were invited to attend. The meeting was attended by approximately half

of the invited organizations.

All organizations taking a positi4n on the renewal proposal

supported its adoption. As might be expected, organizations most closely

associated with authors were the most enthusiastic. The representative

from EMI, for example, gave a moving account of past injustices whereby

performance royalties from renowned musical compositions were lost to an

impoverished widow as a result of failure to make renewal registration.

Representatives from education and libraries reserved their positions

pending discussions with their members, but they later indicated they did

not oppose automatic renewal.

After the meeting, several more communications were received by

the Copyright Office. With one exception, all were supportive of the

proposal. That exception consisted of a telephone call from a person in

the business of distributing public domain motion pictures. He asserted

that there was little interest on the part of copyright owners in

distributing independent motion pictures of the type typically falling

into the public domain, and that he provides a valuable service to the

public by distributing public domain motion pictures.

/ r
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Analysis of Title II

Title II would amend the Copyright Act to provide for automatic

renewal of all pre-1978 works in which copyright subsists, for an

extended further term of 47 years. 27 The person or entity entitled to

the copyright in the renewal term would continue to have the option of

filing for renewal registration within the last year of the first term of

copyright. In some instances registration would determine the porson(s)

entitled to the renewal term. For example, if an author dies in the last

year of the first copyright term ;flu making renewal registration, his

or her death would have no effect on the ownership of copyright in the

second term. Any person or company to whom the author had assigned the

copyright would own the copyright for the second term. On the other

hand, if the author dies without making timely renewal registration, the

author's statutory beneficiaries get ownership of the copyright in the

renewal term, and the person or company to whom the author had assigned

the rights does not get ownership of the renewal copyright. Under the

bill, if renewal registration is not timely made, the rights in the

renewal term will vest automatically upon the beginning of the renewal

term in the person or entity entitled by statute to claim the renewal

term on the last day of the original term of copyright.

The proposed statutory change would not impair contractual

interests in 'expectancies." Rights in the renewal term would revert to

27 Senator DeConcini introduced a companion bill in the Senate, S. 756.

11141:Cif
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the purchaser of contingent rights if the contingency comes to fruition

by the last day of the first term of copyright.

The bill encourages filing for renewal registra=ion with the

Copyright Office within the last year of the first term of copyright. If

such claim Jr. filed and registered, the certificate of registration

constitutes prima facie evidence of the validity of the copyright during

its renewed and extended term and of the facts stated in the certificate.

An application to register a claim to the renewal term may also be made

at any time during the renewal term as long as the claim is made in the

name(s) of the vested statutory claimant(s). The evidentiary weight to

be accorded the certificate of registration of a renewed and extended

term of copyright made after the expiration of the first term of

copyright shall be within the discretion of the court.

Filing a renewal application is not a condition of the renewal

of the copyright in a work for a further term of 47 years.

The bill also provides that derivative works created in the

first term can continue to be used in the second term without permission

from the copyright owner where no renewal registration has been made

within one year before the expiration of the original term. No new

derivative works, however, could be created in the second re without

permission from the copyright owner. This provision creates a right to

use the derivative work that parallels the comparable rit.tt under the

termination provisions for post-1977 works without overturning the

decision of the Supreme Court in §tevart. et al. v Abend 14 USPQ 2d

1614 (U.S. 1990).
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Fina/ly, the bill provides for fines of up to $2,500 for any

false representation in the application of copyright renewal

registrations.

The proposed amendments apply only to those works copyrighted

by publication with notice, or unpublished and registered with the

Copyright Office between 1963 and December 31. 1977. Works that are in

the public domain when the bill becomes law will remain in the public

domain.

Title II of H.R. 2372 is soundly drafted and carries out the

policy objectives noted by the Chairman in introducing the bill. The

Copyright Office may suggest a few very technical improvements to the

bill. For example, under SEC 202(b) ("Legal Effect of Renewal of

Copyright is Unchanged"), the phrase "transfer or license of the further

term" might better read "transfer or license of the copyright or other

interest in the further term...*

Renewal Registration StatisticE

The Copyright Office recently gathered statistics about the

number of registration applications received in 1960-1962 end attempted a

comparison with the number of renewal applications received for that

group of registrations 28 years later. 211 Appendices 1-3. Under the

1909 Act a renewal application for a work published before January 1,

1978, the effective date of the 1976 Copyright Act, must be received

during the 28th year of the first term of registration to extend
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registration fur an additional 28 year term.

Cl ith consistently significant levels of renewals

include books, periodicals. dramas, musical compositions and motion

pictures. At the time of the general revision in the 1960's, the

Copyright Office estimated that approximately 15 percent of all works

eligible for renewal are renewed annually. Our recent comparison of

eligible works versus actual works renewed reveals a similar pattern,

although at a somewhat higher 20 percent average rat. of renewal.

Specifically, for 1960 works, the rate of renewal in 1988 is 20 percent;

for 1961 works, the 1989 renewal rat. is 17 percent; and for 1962 works,

the 1990 renewal rate is 22 percent.

Some fluctuation may be seen in figures for the various cl

in various years. This is due in part to the fact that processing of

renewals and original applications are done within differ9nt timeframos.

Renewals are registered as of the data of receipt in the Office. The

statistics regarding renewal registrations are derived, however, from

records of renewals for which catalog entries have been made. The

Cataloguing Division records reflect registrations made four to six

months earlier. Thus, the annual figures for original term registration

by subject matter cannot be matched exactly with the works for which

renewal applications are logged in the 28th year of the first term of

registration. However, by taking a three year sampling of registration

numbers versus timely renewal numbers, the average figure) run true to

the proportion of works renewed as compared with the numbers of those

works originally registered for copyright.
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Not surprisingly, the statistics show higher average renewal

rates for motion pictures and music. The rate of renewal for periodicals

is higher than might have been expected. The most astounding statistics

apparently show nearly 100 percent renewal of motion pictures in each of

the three years analyzed. In fact, for two years, the rate exceeds 100

percent. In explanation of this finding, the Copyright Office notes that

more than one renewal registration may be made for the same work of

authorship.

The Copyright Office receives renewal applications that are

known as "adverse claims" for many classes of works, particularly motion

pictures. These are cases where more than one party claims copyright

ownership of a work. Often the conflict concerns confusion about

contractual agreements, licensing arrangements or inheritance rights.

The Copyright Office does not make judgments in these matters, but rather

accepts the applications for whatever legal value they may have.

Conclusions of the Cooyriiit Office on Title It

The Copyright Office has long had concerns about early

termination of copyright protection due to technical errors and

oversights. The Congress apparently had similar sentimen7s when it

eliminated copyright renewal for works securing copyright for the first

time under the 1976 Copyright Act. However, due to the numerous

contracts relating to contingent rights, Congress retained intact the
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renewal systemzpf the 1909 Act.

At the time the renewal issue was being considered in the

copyright revision process, no proposal was put forth which would have

maintained the essence of the renewal system, while, at the same time,

would have addressed the injustice of forfeiture. Numerous other

copyright issues occupied the time of the respective Congressional

subcommittees. H.R. 2372 addresses an issue which probably should have

been dealt with at the time of revision, but, due to the enormity of the

revision task, was not. There appears to be virtually universal

agreement that the renewal provision frequently causes injustices. To

the knowledge of the Copyright Office, no organization has stated its

opposition to automatic renewal. The Copyright Office finds the proposal

to be meritorious and in the public interest.

Title III: National Film Preservation Act of 1991

Title III of the Copyright Amendments Act (H.R. 2372) would

reauthorize the National Film Preservation Act for 6 additional years.

In 1988, Congress enacted the National Film Preservation Act of 1988

(Pub.L. 100-446) as an amendment to the Department of Interior and

Related Agencies Appropriations Act. FY 1989. The provisions of the

National Film Preservation Act expire on September 27, 1991.
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The Act established a 13-member National Film Preservation

Board, under the leadership of the Librarian Congress, for the purpose of

selecting twenty-five films a year for each of three years. Films are

eligible for selection if they are over 10 years old, and are of

cultural, historical, or aesthetic significance. In accordance with the

Act, the Librarian established guidelines and criteria for the selection

of films into the National Film Registry (published in 55 Fed Reg 32566,

August 9, 1990).

The titles of films selected are placed in the National Film

Registry in the Library of Congress. To date, 50 films have been

selected for inclusion in the National Film Registry. The last group of

25 films will be selected before the expiration of the Act in September.

The selection of the first 50 film titles has generated a

considerable amount of public attention in two important areas. First,

it has helped focus public attention on film as an American art form.

Second, it has dramatized the importance of film preservation. As the

Librarian has repeatedly pointed out, over half of the films produced

before 1951 have been lost forever, including 80 percent of the silent

films. Clearly attention must be focused on the importance of

preserving and restoring the remaining films.

Films selected by the Librarian for the National Film Registry

are received by gift in archival quality copies for maintenance in a

special collection in the Library's film collection. The Library of

Congress already has the largest film collection in the United States and

is responsible for about half of the nation's film preservation efforts

BEST CDR iiVkiiELE
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so it is a logical situs for the National Film Registry. The Library is

currently locating and collecting archival quality materials for each of

the first 50 films.

Film Labeling Guidelines

In addition to directing the Librarian to select and collect

copies of the films, the 1988 Act required the Librarian to administer a

controversial film labeling system. Under the provisions of the Act, all

copies of selected films that are colorized, or otherwise materially

altered, must be labeled in accordance with section 4 of the Act. For

those films selected for the list, but not materially altered, the

copyright owner or distributor may elect to display the seal of the

Library of Congress on the film as evidence of its compliance with the

guidelines. The bill provides enforcement provisions to prevent misuse

of the seal and to ensure proper labeling when required.

For colorized films, the Act has worked fairly well, and there

has been no disagreement about the application of the label. However,

there has been a great deal of disagreement in Congress and among the

Board members over the labeling requirements with regard material

alterations other than colorization.

Primarily, the disagreement has focused on the interpretation

of congressional intent over the definition of a °material alteration'

contained in section 11 of the Act. Some argue that this term should be

read broadly to require labeling of the selected films in all cases where

:
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a film is altered for the purposes of further distribution on television

or videocassettes.

Others argue that the language in the definition was meant to

exempt most current practices from the labeling requirements because they

are considered the "reasonable requirements" of distributing a work. The

Librarian was charged with issuing final labeling guidelines, but his

task was made more difficult by the manner in which the b:.11 was passed- -

without hearings in the committees of jurisdiction and without any

legislative history.

In November 1989, after many meetings with film owners,

distributors, broadcasters and creative artists, the Librarian proposed

film labeling guidelines (54 Fed Reg 49310, November 30, 1990). The

proposal elicited eleven public comments. In light of the comments,

changes were made, and the Librarian issued final labeling guidelines on

August 9, 1990 (published in 55 Fed Reg 32567).

The published guidelines went into effect on September 24, 1990

for the first 25 films and on February 7, 1991 for the second 25 films

(55 Fed Reg 52844, December 24, 1990). The guidelines are to be used by

film owners, distributors, exhibitors and broadcasters in order to

determine when a version of one of the films selected for inclusion in

the National Film Registry, which is in their possession, has been

colorized or otherwise materially altered and therefore must carry the

required label.

In addition, these guidelines are to be used to determine the
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eligibility ofrthe designated films to affix the seal of the Library of

Congress' National Film Registry. The guidelines expire when the Act

expires in September 1991.

In order to provide the most assistance to film owners and

exhibitors, the labeling guidelines provide objective standards for

altering films.

Reauthorization of the National Film Preservation Act

The enactment of the Act in 1988 was very controversial, and

the resulting legislation was the product of many political compromises

arrived at without the benefit of the expert scrutiny of the copyright

committees in the House and Senate. In order to avoid a controversial

reauthorization, the Librarian would like to continue the work of the

Board in the areas where they have reached common ground -- on the film

preservation efforts.

Therefore, in spite of the difficulties of the past few years,

the Librarian decided to seek a reauthorization of the Act. which you

have now introduced as Title III of H.R. 2372. It is the Librarian's

view that any reauthorization should separate the issues of the physical

preservation of film from the moral rights and labeling issues.

The Librarian feels that H.R. 2372 will help to consolidate our

preservation efforts and work towards the development of a national plan

in conjunction with the other major film archives. There is a lot that

needs to be done just to preserve and restore our national film heritage,
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and we can best' accomplish this objective with a reauthorized and

refocused National Film Preservation Board as provided for in H.R. 2372.

H.R. 2372 would provide for a six year reauthorization of the

National Film Preservation Board. It would add four members to the

current 13 member Board -- an archivist, a cinematographe:, a theater

owner, and one at-large member. It would call for a one year study, in

conjunction with the other major archives on the current status of

preservation, and it would move the focus of the Board onto important

preservation issues and take a long hard look at the dissemination of

older audiovisual works -- some still in their term of copyright

protection, and others in the public domain. The Copyright Office

fully supports the legislation as introduced.

The other difficult issues of labeling and moral rights should

be given separate attention in your subcommittee and by the copyright

subcommittee of the Senate. The Copyright Office can provide whatever

assistance you need on this important issue to follow up on the 1989

study the Copyright Office prepared at the request of this subcommittee

on the subject of moral rights in the motion picture industry.

Any reauthorization of the National Film Proserration Act that

includes moral rights or labeling would be especially troubling to the

Librarian of Congress if it requires him to enforce these provisions.

The Librarian and I agree that the enforcement of labeling or moral

rights would be hest left to the individual parties and the courts. I

know that the Librarian is very pleased that you have introduced H.R.

.-,
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2372. and thatou have removed these controversial issues from the

legislation. When enacted, your bill will allow the Film Board to focus

on the enrichment of America's film heritage with the full support of all

of the organizations currently on the Board.
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APPENDIX 1

COPYRIGHT REGISTRATIONS IN 1960 OUNPARED WITH RENEWALS CATALOGUED IN 1988 1

FISCAL
YEAR

1960

1960

1960

1960

1960

1961

1960

1960

1960

1960

1960

1960

ORIGI4AL REGISTRATIONS RENEWALS

Year )3uabet

1988 9,128

1988 10,037

1988 209

1988 428

1988 19,833

1988 273

1988 307

1988 232

1988 9

1988 57

1988 490

1988 3,586

gERCENTAGZ

15.2

14.9

25.0

7.5

30.3

15.1

5.8

9.2

).2

,6.8

4.3

103.7*

the

Class )umber

A (books) 60,034

B (periodicals) 67,510

C (lectures) 835

D (dramas) 2,445

g (music) 65.558

F (maps) 1,812

G (work of art) 5,271

H (reprod. of 2,516
work of art)

1 (technical 768

drawings)

J (photos) 842

K (commercial 11,485
prints & labels)

L & M (motion 3,457

pictures)

TOTAL 222,533

1960, 1961

44,589

and 1962 are

20.0(ave.)

taken from1 Figures for fiscal years
geoort of the Register pf Coovrights. 1963 from the table "Registration by

Subject Matter Cl for, the Fiscal Years 1956-1960". Figures for fiscal

years 1988, 1989 and 1990 are taken from the Copyright Office's automated
database "COPIX".

* For further details about the statistical bases for Appendices 1-3, see

text suing at p. 29.



182

APPENDIX 2

COPYRIGHT REGISTRATIONS IN 1961 COMPARED WITH RENEWALS CATALOGUED IN 1989

FISCAL
Ird111 ORIGINAL REGISTRATIONS RENEWALS

year Number

RERCENTAGE

C1452 Numbec

1961 A (books) 62,415 1989 7,197 11.5

1961 B (period -als) 69,649 1989 8,499 12.2

1961 C (lectures) 1,029 1989 108 10.5

1961 D (dramas) 2,762 1989 361 13.1

1961 E (music) 65,500 1989 15,860 24.2

1961 F (maps) 2,010 1989 346 17.2

1961 C (work of art) 5,557 1989 394 7.1

1961 H (repro. of
work of art)

3,255 1989 271 8.3

1961 I (technical
drawings)

705 1989 4 0.6

1961 J (photos) 765 1989 6 0.8

1961 K (commercial 10,519 1989 722 6.9

1961

prints 6, labels)

L 4 H (motion 4,654
pictures)

1989 4,649 99.9*

TOTAL 228,820 38,417 16.8(ay..)

7 9
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APPEIMIE 3

COPYRIGHT REGISTRATIONS IN 1962 OCKtARED WITH mammas CATALOGUED iN 1990

Ftscra.

VA L_ ORIGINAL REGISTRATIONS RENEWALS PERCENTAGE

Class timaktr Year auaksm

1962 A (books) 66,571 1990 9,967 15.0

1962 It (periodicals) 70,516 1990 9,995 14.2

1962 C (lectures) 875 1990 45 5.1

1962 D (dramas) 2,813 1990 491 17.5

1962 E (music) 67,612 1990 25,776 38.1

1962 F (saps) 2,073 1990 310 15.0

1962 G (work of art) 6,043 1990 569 9.4

1962 H (repro. of
work of art)

3,726 1990 298 8.0

1962 I (technical
drawings)

1.014 1990 0 0.0

1962 J (photos) 562 1990 28 5.0

1962 K (commercial 10,056 1990 522 5.2

prints & labels)

1962 L & N (motion 3,641 1990 4,297 118.0*

pictures)

TOTAL 235,502 52,292 22.2(ays.)
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WRIGHT v. WARNER BOOKS, INC.
Cite ea 7411 IFSupp. 116 (S.D.N.Y. 11910

Ellen WRIGHT, Plaintiff,
V.

WARNER BOOKS, INC. and Margaret
Walker, a/k/a Margaret Walker

Alexander, Defendants.

No. 89 Cif. 3075 (JMW).

United States District Court,
S.D. New York.

Sept. 19, 1990.

Deceased author's widow brought
cafe/right infringement action against biog-
Niter and publisher, for biographer's use

of excerpts from published and unpub-
lished works of author in biography. On
motion of biographer and publisher for
summary judgment, the District Court,
Walker, Circuit Judge, sitting by designa-
tion, held that limited use of excerpts from
author's works came within fair use doc-
trine.

Summary judgment granted in part;
dismissed in part.

1. Copyrights and Intellectual Property
emsg

Biography of deceased author was,
without serious dispute, work of criticism
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Mr. HUGHES. In your prepared statement, on page 10, you pose
the rhetorical question to which you just alluded, and I quote: "If
that [meaning the bill] just restates the law, why legislate?" The
answer is we restate the law in order to get the message across
that that is what we really meant. We do it all the time. We do
it to tell the executive branch that they are not carrying out the
law as we enacted it. We tell it to the courts. We did that just yes-
terday exactly when we took up the question of the civil rights bill
once again.

In theory, legislating t) reinforce a previously taken position may
seem like an unnecessary gesture. However, as a longtime partici-
pant in legislative and political processes, do you really question
the value and necessity of doing that from time to time?

Mr. OMAN. I always think that when there is some confusion in
the courts it is useful to have clarification when it appears that the
courts are incapable of correcting themselves. I am not convinced
that this is the case in this particular issue.

Mr. HUGHES. Let me just follow up on that. I suppose the ques-
tion is how long it is going to take, you know, for them to get
around to correcting something that you might perceive to be incor-
rectly decided, even though it is dicta. But given the fact that it
has had a chilling effect, and I have no reason to disbelieve some
of the witnesses who have advised us that this had a chilling effect,
what is wrong with restating basically as long as you are careful
and surgical and, as you have indicated, if you create a legislative
history that indicates that because we have evolving law, changed
circumstances, the dynamics of change lend themselves to remind-
ing the court that we want to balance all of the factors: Not just
the four, but all the factors in a case, including the privacy factors
which give you some concern.

What is wrong with that?
Mr. OMAN. I would support that if that is the purpose of this leg-

islative midcourse correction, to make clear to the courts what you
had originally intended. And I know some of the attorneys last
week and some of the attorneys here today say that they will be
able to use this midcourse correction to great effect in convincing
judges, not only in the second circuit, but judges around the coun-
try, that this really is what you intended.

That is, of course, if you do intend to restate the law and not
change the law. As I said in my statement to some people, who
want to give a different spin to Harper & Row v. The Nation, this
would not be a legislative clarification but it would be making new
law in an area that does not lend itself to very precise guidelines.
We are not going to be able- to give them precise guideposts. That
this is OK, that is not OK. It is an equitable doctrine. The courts
are finding their way toward the correct result by trial and error
in many ways, but that is the way the common law system works.

Mr. HUGHES. Well, I don't know that there is any sentiment for
changing the law as such. I haven't heard any such sentiment. I
have heard some con-erns expressed that were very careful, mak-
ing it clear that we want to put in place the kind of balancing that
we have had prior to New Era.

And frankly, I share the sentiments of Mr. Throw. I am tiot so
sure that we are ever going to so clarify that you are not going to
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have counsel advising their clients that there is a threat of litiga-
tion in this fair use area. Nor do I think as a matter of public pol-
icy it is good for us to eliminate that. I think that is important.
That has been inherent in the law, and I think it is important to
preserve that.

Getting to Harper & Row, I found it interesting that you are con-
cerned that it not be perceived as a scooping case. However, you
don't offer any advice to us as to how we should properly interpret
or characterize that case. Instead, you merely state that scooping
is not a proper reading of the case and that such a reading will
have the effect, intentionally or not, of reading out fair use as an
important privacy component.

What is the proper or appropriate interpretation of Harper &
Row?

Mr. OMAN. Mr. Chairman, if you want a detailed, extended anal-
ysis, I would be happy to provide that in writing.

Mr. HUGHES. No, just briefly.
Mr. OMAN. Then let me ask Mr. Patry to sum it up in a couple

of sencenuts for the rec:,rd.
Mr. PATRY. I would think that you would not have to character-

ize it all. ::f you do characterize it, you might say that the Court
evidenced i:onsiderable concern for the author's right of first publi-
cation, and that that right was recognized by the court as being the
rule at common law and as codified in the 1976 act.

I think what our statement was directed at was attempts to
characterize it, and that is really not necessary. The opinion stands
for itself. There have been problems in interpreting it, and I think
that is what certainly led to some of the difficulties.

Mr. HUGHES. Is the right of an author's first publication inher-ently a part of the question of whether or not he can be scooped?
Mr. PATRY. Yes.
Mr. HUGHES. I would think that is what we are talking about.

It is the right of the author to first publish or decide not to publish.
That is the inherent right.

Mr. PATRY. The Copyright Act gives the copyright owner right of
distribution, and part of that is the right to determine when and
under what circumstances the work is distributed. In the Harper
& Row opinion, the Supreme Court noted, in fact, an important
component of that is the author's ability to polish his or her expres-
sion and decide at what point their expression should become pub-
lic.

I would also like to note that, as the chairman mentioned last
week, fair use is an affirmative defense and it normally comes into
play only after there has been a finding of substantial similarity of
copyrightable expression. So that whether or not you are being
scooped, you can still take all the ideas, all of the facts, all of the
unprotectable elements, including government documents, that you
want and you wouldn't even have to get to the issue of fair use,
as you noted last week. The ability to scoop, the ability to take
every single fact, every single idea from an unpublished manuscript
is, in fact, preserved in the copyright law without regard to wheth-
er it is published or unpublished.

Mr. HUGHES. Mr. Oman, is title I of H.R. 2372, relating to fair
use, compatible with the Berne Convention, in your judgment?
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Mr. OMAN. Yes, Mr. Chairman, it is compatible. This issue was
examined at some length in our statement last year and we have
no reason to change that conclusion. That there are no problems
with our compliance with the Berne Convention under these cir-
cumstances.

Mr. HUGHES. Should the law recognize a distinction when the
owner of the unpublished work is a public figure and the proposed
use is a biography, comment or criticism of that individual?

Mr. OMAN. If the public figure is a government official, certainly
all of the materials that were generated in the course of his official
or her official functioning in that capacity would be in the public
domain in any case, so fair use would not be a factor.

Mr. HUGHES. Should it make any difference whether the author
is living or dead?

Mr. OMAN. Of course, the copyright law ties the term of protec-
tion into the life of the author plus 50 years, so it would be a factor
one way or the other. I do think that in terms of protecting the
right of privacy, the concerns might be somewhat reduced after the
death of the individual than they would be prior to the death of the
individual.

Mr. HUGHES. Should the rules be different if the unpublished
work is not one that appears to be science or the useful arts as con-
templated in that language in the Constitution? For example,
should lawyers be permitted to assert copyright and unpublished
principles to resist discovery motions for business records in ordi-
nary commercial litigation? As you know, it is happening with in-
creasing frequency.

Mr. PATRY. If I may answer that.
Mr. OMAN. Mr. Patry.
Mr. PATRY. There was reference, indeed, last week to that issue.

There was a case in Georgia, recently the Supreme Court decided
another facet of it, McClesky v. Zant, in which an expert retained
for the death penalty phase of the case tried to use copyright in a
study they needed on the death penalty to exclude the other side
from having access to it. And I think the Court in its wisdom
looked at the fair use provision and said that under these cir-
cumstances it would facilitate judicial administration and, of
course, the progress of science, to permit access and found, indeed,
that the copying was fair use.

Mr. HUGHES. So it is your view that that was a proper decision
by the Court and that the courts can handle what is becoming with
increased rapidity a design to use fair use as a way to repress evi-
dence?

Mr. PATRY. Yes. Judge Oakes last year also commented upon the
unpublished nature, as did Mr. Turow here. The second factor is
the nature of the copyrighted work, and it doesn't say published or
unpublished. There are lots of different types of unpublished works:
factual works, fictional works, works intended to be sent to govern-
ment officials, whatever. The courts have, and perhaps need to a
little bit more, to make distinctions about that nature and whether
it is something that is highly expressive, like the Salinger letters,
versus a letter that is sent to a government official. They can and
do regularly make those distinctions.

62-146 0 - 93 - 7
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Mr. HUGHES. Thank you. I have some other questkais, but I am
going to recognize the gentleman

Mr. FRANK. Could I just before, if the gentleman will yield
Mr. HUGHES. The gentleman from Massachusetts.
Mr. FRANK. I would just say you said the Salinger letter as op-

posed to those that go to government officials. I have gotten some
highly expressive letters, I must say

[La[Laughter.]
Mr. . I just want to apologize, Mr. Chairman. The appro-

priation bill for the Housing and Urban Development Department
is on the floor right now. That is a subject of great interest to me.
I am going to have to leave. But I did want to say, because I
evinced some interest at the last hearing and raised some ques-
tions, I do intend to read all this. And I just want to apologize to
people for that, but I do have to be on the floor.

Mr. HUGHES. We thank the gentleman. There are a number of
times the question of protecting the right to privacy has come up.
I know that is of concern to the gentleman from Massachusetts.

The gentleman from California.
Mr. MOORHEAD. Mr. Oman, I want to join our chairman in wel-

coming you here today. We always appreciate you coming over and
giving us your wisdom.

As you noted in your statement last week, I raised the issue of
retroactivity with the various witnesses. I would be interested in
your thoughts with regard to the issue of retroactivity in the cur-
rent proposal.

Mr. OMAN. The issue of retroactivity would be raised only if you
were determined to be making a change in the law here. And the
stated purpose is not to change the law but to clarify the law, so
I don't think that retroactivity is a factor under those cir-
cumstances.

If, in fact, it were determined that ycu were somehow changing
the law, that could constitute a taking under the Constitution with-
out benefit of due process or fair compensation, and that would
raise some constitutional problems. Your bill, to avoid that, would
have to be prospective only. In other words, it would have to cover
only that material that was created subsequent to the passage of
that legislation.

But, as I say, the bill merely reaffirms existing law, so there is
no problem. And I hope that that will be the case.

Mr. MOORHEAD. Do you think this bill does anything? Do you
think it changes the law? You know, many times in legislation we
will say that a duck is not a duck but, as we found out yesterday,
that it oftentimes is.

Mr. OMAN. I suppose it would require us to see how the courts
finally interpret it to make any definitive judgments. Your state-
ments in the record, your statements in your introduction, your
statements in the legislative history that you intend no change in
the law I am sure will have an important bearing on the interpre-
tation of that law by the courts.

OMr. MOORHEAD. One of the areas where I think the current prob-
lem is most acute is with regard to magazine publishers. In the
Magazine Publishers Association testimony last week, Ken Vittor
described how magazines are more at peril because this issue is a
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time bomb that could explode for magazines any particular week.
Moreover, weekly news magazine publishers don't have time to go
to court to seek a declaratory judgment as to whether they can
publish or not. This would take weeks.

Wouldn't you concede that there is some merit to the contention
that it is impractical and unworkable prior to deadlines for a maga-
zine publisher to seek litigation solutions to a similar problem?

Mr. OMAN. I recognize that that is a problem. It is certainly a
problem that we were sympathetic to in consideration of U.S. ad-
herence to the Berne Convention and where they felt that the
moral rights of photographers, the moral rights of authors would
trigger extended discussions about whether a photograph could be
cropped or a story could be edited, and people who are putting out
a weekly magazine just can't cope with that.

I do think that the courts are sensitive to these concerns, and I
do think that the magazine publishers have been able to cope with
this uncertainty for the past few years, at least since the 1976 act
kicked in in 1978, and that they will continue to do so in the fu-
ture.

Perhaps what they are complaining about is the fact that they
can't walk quite as close to the precipice as tl ey would like to, that
they have got to draw back farther to avoid inadvertently stepping
over the edge. This is a difficult question and I recognize that.

Let me ask Mr. Patry to further comment on that point.
Mr. PATRY. The problem, of course, is one of injunctive relief and

you find the problem in the libel laws as well. This bill will not
change the rules on injunctions at all. It will not give magazine
publishers the ability to say in any particular case whether or not
how much they took is going to be fair use. They will still face the
same problems they did before.

One of the dilemmas in this case, this issue, of course, was Judge
Newman's infelicitous language in Salinger saying that if you take
more than minimal amounts of expression you deserve to be en-
joined. In the New Era panel opinion he retracted that. He said,
what I really meant to say is that you deserve to be considered an
infringer and that the issue of remedy is a separate one. Chief
Judge Oakes recently wrote an entire article on this called Copy-
right and Copy Remedies, in which he addressed the Salinger and
New Era opinions and discussed whether or not an injunction
should be issued.

But, in any case involving preliminary relief you still have to
prove the likelihood of prevailing on the merits. And, if fair use is
interposed as a defense, the courts will have to look at that.

Mr. MOORHEAD. Are injunctions usually automatic in these
cases?

Mr. PATRY. They are never automatic because the courts have
discretion. But, nevertheless, I believe that injunctions in copyright
cases have been issued far more easily than they have been in
other areas of the law. Some courts find that if you prove the likeli-
hood of prevailing on the merits that you have also established a
likelihood of irreparable harm, which is an element, of course, of
any injunction.

But yes, the standard seems to be much lower for copyright cases
than for other ones.
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Mr. MOORHEAD. So their concerns are certainly legitimate. Later
this morning or perhaps early this afternoon, we will hear testi-
mony from a representative of the International Association of
Broadcast Monitors. They are advoci.ting for an amendment to the
preamble of section 107 to include news reporting monitoring
among a list of purposes for which a use is granted. I wonder if
you have had an opportunity to study this issue. And, if so, what
is your reaction to it?

Mr. OMAN. We have studied the issue in a very general way, Mr.
Moorhead. We have not, of course, had the opportunity to study
any legislative proposals on the subject. We did note, in several of
informal studies, that the copyright law of 1976 and the courts gen-
erally view colamercial activities differently than they view non-
profit activities. In the 1976 act there was a specific exemption for
certain library activities that would allow the copying of news
broadcast for archival purposes. I think one of the exemptions fa-
vored Vanderbilt University in Tennessee.

The fact that newspaper clipping services engage in a similar ac-
tivity is certainly precedent for a type of video clipping service, and
I think that that would be a factor that you would want to con-
sider. I note the difference, however, that in the newspaper activity
they actually buy a copy of the newspaper and physically cut up
that newspaper. That. is, I think, considered fair use. With the
video clipping services, they would take excerpts from the evening
news and provide those to their subscribers. And, though there are
important elements of fair use here, it is a commercial copying, and
the courts and Congress have traditionally treated those differently
than copying for educational purposes.

Mr. MOORHEAD. Thank you very much.
Mr. HUGHES. I just have a couple more questions, Mr. Oman.
You obviously don't find in the second circuit decisions the same

degree of hostility to fair use of unpublished works as does the pub-
lishing industry witnesses who testified before us last week. In this
context, you point out that the second circuit heard oral arguments
2 weeks ago in the Richard Wright case, and you suggest that an
authoritative statement of fair use of unpublished works might be
made in that particular case.

My question is should we await that decision before moving
ahead with legislation? And when do you anticipate a decision, if
you know?

Mr. OMAN. I would not urge you to await that decision. It could
be inconclusive. It could be not terribly instructive. It would be just
one more factor you would consider, and I suspect that whether
you decide specifically to await that decision or not the decision
will come down before you make your final decisions in this case.
Again, we are dealing with one circuit here. It is an important cir-
cuit in this area but still it is just one circuit's opinion, and it is
your judgment as to whether or not this requires a legislative fix
at this particular instant.

Mr. HUGHES. I know you have directed your oral comments to
title I, but I have a question on copyright renewal, and I would like
to ask it at this time for the record since, as you know, we will be
taking that issue up in the coming days.
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You observe that approximately 20 percent of works are renewed.
Do you know why so few works are renewed and so many works
are not renewed? According to your statistics, only 5 percent of
photographs registered in 1962 were renewed, 0 percent of tech-
nical drawings. How does it promote the progress of science and
the useful arts to automatically renew and give 57 more years of
protection to works t.tat the authors themselves in many instances
do not care about renewing?

Mr. OMAN. I suppose the answer is they are of no commercial
value at that point so what difference does it make whether they
are automatically renewed. Who is going to be using them? Why
would it promote the progress of science and the useful arts to have
them fall into the public domain? They are worthless. They are not
going to be used.

In the case of photographs, most of the photographs that are sub-
mitted for registration are the works of professional photographers
who take your children's picture and they want to get copyright
protection so you don't take that picture down the street to some
copy shop and have copies run off much cheaper than the original
photographer would. But those pictures have a value only at that
particular moment in history. They won't have a value 28 years
down the road in most cases.

Mr. HUGHES. I understand.
Mr. OMAN. So I think the short answer is that it really doesn't

make a difference.
Mr. HUGHES. Tt doesn't do any damage.
Mr. OMAN. No.
Mr. HUGHES. That is the bottom line.
Do current renewal provisions in copyright law conflict with the

provisions of the Berne Convention?
Mr. OMAN. We have a long history on this subject too, Mr. Chair-

man. During the discussion on Berne implementation this issue
was studied at great length and the ad hoc committee that was or-
ganized by the Department of State concluded that, in fact, the re-
newal provision did violate the prohibition against formalities
under the Berne Convention. However, the judgment was made by
Congress that it was a transitory phenomenon, that by the year
2005 it would expire, and that to try to correct it legislatively prior
to joining the Berne Convention would disrupt so many existing
contracts that it really wasn't worth the effort.

And we explained that to the World Intellectual Property Organi-
zation in Geneva, the organization that administers the Berne Con-
vention. They too said that it was no problem, not a bar to U.S.
adherence to the Berne Convention. It was clearly being phased out
and that that was fine from their of view.

Mr. HUGHES. Can we solve the problem by automatically renew-
ing foreign works only?

Mr. OMAN. Yes we could solve the problem. That would solve the
technical Berne problem. But I wonder if we do want to create a
different set of standards

Mr. HUGHES. Whether as a matter of policy that is good policy?
Mr. OMAN. I would question whether that would be good public

policy.
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Mr. HUGHES. Thank you. Does the gentleman from California
have any questions? If not, Mr. Oman, thank you very much. As
always, you have been very helpful to us. We do have some addi-
tional questions which I did not get to, and we are going to keep
the record open for 10 days and we would appreciate you respond-
ing to questions.

Mr. OMAN. Thank you very much, Mr. Chairman.
Mr. HUGHES. Now I call forward a panel of four very distin-

guished witnesses with diverse perspectives.
First, we will hear from Mr. Edward J. Black, vice president and

general counsel of the Computer & Communications Industry Asso-
ciation. The CCIA is a trade association comprised of manufactur-
ers and providers of computer information processing and commu-
nications-related services and products. CCIA's member companies
generate revenues well in excess of 1,;165 billion.

Second, we will receive testimony from Mr. August W.
Steinhilber, chairman of the Educators' :..Ad hoc committee on Copy-
right Law. Mr. Steinhilber is general counsel and associate execu-
tive director of the National School Boards Association. The ad hoc
committee consists of nonprofit organizations representing elemen-
tary and secondary schools, colleges and universities, and libraries.

Third, the subcommittee will hear from Prof. Shira Perlmutter,
Columbus School of Law, the Catholic University of America. Prior
to embarking upon her teaching career Professor Perlmutter prac-
ticed law in New York City and represented clients in the copyright
area. She is the author of several important articles on copyright
law.

Last, and certainly not least, we will hear from Mr. Robert C.
Waggoner, chairman of the Video Monitoring Services of America,
Inc. Mr. Waggoner is also president of Burroughs Information Serv-
ices in Livingston, NJ, and president of the New Jersey Symphony
Orchestra.

I will recognize the witnesses in the order of their introduction.
We welcome you here today. We have your statements, which we
have read, and which, without objection, will be made a part of the
record, and we would like you not to suilaarizewe would like
you to summarize

[Laughter.]
Mr. HUGHES. We would like you to summarize and not read the

ste.,..ulaents so we can get right to the questions.
First, Mr. Black. Welcome.

STATEMENT OF EDWARD J. BLACK, VICE PRESIDENT AND GEN-
ERAL COUNSEL, COMPUTER & COMMUNICATIONS INDUSTRY
ASSOCIATION

Mr. BLACK. Good morning, Mr. Chairman, and Mr. Moorhead. It
is a pleasure to be here today on behalf of CCIA.

As you have indicated, our trade association is comprised ofman-
ufacturers and providers of computer information processing and
communications-related products and services. On the average,
CCIA members spend approximately 10 percent or more of their
total revenue on research and development.

1 tit/
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In addition to my statement, I would like to ask, if I could, that
an attached paper on the subject of reverse engineering also be
placed in the record.

Last year, CCIA listened with great interest to all of the facts
presented by the publishers and authors as to why they were seek-
ing congressional clarification of section 107 of the Copyright Act
as it relates to unpublished works. Although CCIA understands the
publishers and authors' desire for legislative relief, we believe that
their concerns are already addressed by the Supreme Court's 1985
decision in Harper v. Row, which stated that the unpublished na-
ture of a work is a key, though not necessarily determinative, fac-
or tending to negate a defense of fair use.

CCIA interprets title I as simply confirming the Supreme Court's
decision. We are therefore supportive of title I because we believe
that our industry's interests are not affected by this legislation as
currently drafted since the legislation does not impact on the
unpublished nature of source code or the object code that is distrib-
uted to users which in copyright terminology is a published work.
Thus, CCIA does not believe that the legislation which the chair-
man has proposed has any impact on the application of the fair use
calculus to the published object code.

So why are we here today? In part because of some
mischaracterizations of common industry practices which have pre-
viously been made, as well as to try to bring before the committee
some of our views on the complex questions surrounding the scope
of protection of computer software.

As the chairman is well aware, the nature of technology in the
computer industry and the manner in which computer programs
are protected is unique. Computer programs can be protected by
trade secret law, copyright law and, in the case of certain types of
software related inventions, patent law. Until the special consider-
ations relating to computer software arose, copyright and trade se-
cret law coexisted in relative harmony. Computer programs are dif-
ferent from other copyrighted works, not only in their essential
functionality, but also in the way in which the product is delivered
to the customer.

Computer programs are first written in source code, higher level
language understandable to human beings. However, source code is
regarded as a trade secret and vendors do not provide documenta-
tion that completely discloses elements such as rules, processes or
methods that are not protected by copyright. In our industry com-
puter software is usually made available in the compiled machine
version that consists of 0's and l's. This is generally referred to as
object code. This code is executable by the computer and it is gen-
erally incomprehensible even to expenenced programmers.

Object code is not like other traditional works since the underly-
ing principles and ideas in the copyrighted product cannot be ana-
lyzed without using various reverse engineering processes. Reverse
engineering is an established industry practice commonly used by
engineers and scientists in many fields. Previous witnesses before
this subcommittee have suggested that one of the tools of reverse
engineering, decompilation, is illegal or improper under U.S. copy-
right law. We believe this is incorrect. The Congress has not spo-
ken on this issue, nor has case law supported such an assertion.
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We believe that it is in the self-interest of some members of in-
dustry to cast doubt on the legitimacy of reverse engineering so
that they may claim U.S. copyright law prevents the legitimate
study and analysis of the underlying ideas, principles, functions
and procedures of the copyrighted work, which is not the case.

Mr. Chairman, I have noticed from reviewing the testimony of
other witnesses that there appears to be an effort underway to con-
vert copyright into a "super trade secrecy law." Let me explain
what I mean. Patent and trade secret law protect methods and
processes, subject matter not covered by copyright law. They both
also contain built-in and well thought out safety valves to promote
competition.

Compared with copyright, patents have a relatively short life.
More importantly, patent law requires an applicant to make an en-
abling disclosure of their invention and to indicate the best mode
for carrying out this invention. In contrast, the trade secret can be
maintained indefinitely and no disclosure is required. However,
competitors are free to reverse engineer a product to discover the
underlying methods and processes, the trade secrets. In fact, one
of the reasons why trade secret law is able to coexist with patent
law is that reverse engineering limits the impact of trade secret
law, thereby encouraging innovators to meet the rigorous stand-
ards of patentability.

If copyright law is interpreted to prevent reverse engineering of
unreadable object code, then the ideas underlying the code will be
undiscoverable. Thus, the ideas would be protected by a "super
trade secret law" broader than patent laws or State trade secret
laws.

Mr. Chairman, members of the committee, we have seen over the
last 20 years the U.S. computer and communications industry grow
and prosper because many new and innovative companies have
been able to enter the market built on the ideas of those already
in the market by creating innovative products which are better and
are less expensive than those previously available to the consumer.
It is CCIA's view that the movement toward open systems and dis-
tributed network computing has brought tremendous benefits to
the user community and to the Nation's economy overall, including
the Federal Government.

Open systems provides a plethora of quality choices from compet-
ing vendors instead of leaving the consumer locked into the one
system architecture sold by some proprietary vendor. We should be
aware of those who might try to use the legal system to thwart the
movement toward open systems.

Thank you.
Mr. MOORHEAD [presiding]. Thank you for your testimony. We

will have our question and answer period after all of the witnesses
have had an opportunity to testify.

[The prepared statement of Mr. Black follows:]

2
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PREPARED STATEMENT OF EDWARD J. BLACK, VICE PRESIDENT AND

GENERAL COUNSEL, COMPUTER & COMMUNICATIONS INDUSTRY ASSOCIATION

Good Morning. Mr. Chairman, the Computer & Communications Industry

Association (CCIA) is pleased to testify before the Subcommittee in support of

Title I of H.R. 2372 as presently drafted. CCIA is a trade association

comprised of manufacturers and providers of computer, information processing

and communications-related products and services. Ranging from young

entrepreneurial firms tr many of the largest in the industry, CCIA's member

=monies collectively ge.lerate annual industry-derived revenues in excess of

$165 billion and employ over a million people. On average, CCIA's members

spend over 10% or more of their total revenue on research and development.

As the (leirman and tne Members of the Subcommittee are aware, H.R. 2372

amends Section 107 of the Title 17 of the Copyright Act, which codifies the

judicially-created fair use doctrine, shielding from copyright infringement

liability certain uses of a copyrighted work that might otherwise be

infringing. Since CCLA's member companies protect their software products as

literary works under the copyright law, we are concerned that any new

interpretation of U.S. law will affect haw our companies protect their current

products, conduct their business and develop innovrtive products in the

future.

As a result, CCIA has taken a special interest in the public policy debate

surrounding proposed changes to Section 107 designed to addr.qs the decisions

of the Second Circuit Court of Appeals in New Era Publications, International

v. Henry Holt & Co. and Salinger v. Random House which some have interpreted

as imposing a virtual per as rule under which no fair use would be permitted

1 -
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for 1.1published works. At last year's hearing, CCIA listened with great

interest to a31 of the facts that were presented by the publishers and authors

as to why they were seeking Congressional clarification of Section 107 as it

relates to unpublished works.

Although CCIA understands the publishers' and authors' desire for legislative

relief, CCIA believes that their concerns are already addressed by the Supreme

Court's 1985 decision in Harper & Row v. The Nation, which dealt with the

question of the fair use of unpublished copyrighted materials. According to

the Supreme Court, "the unpublished nature of a work is [a] key, though nc':

necessarily determinative, factor tending to negate a defense of fair use."

Thus, CCIA interprets Title I of H.R. 2372 as simply confirming the Supreme

Court's decision. We do not believe that, as presently drafted, the

legislation affects our industry's interests directly. If this is true, why

have members of our industry come before you to discuss this bill and its

potential infect on our industry? The answer is a complex one which I will

seek to explain in my testimony.

The nature of our technologies and the manner in which computer programs are

protected is unique. Cavite' programs can be protected by trade secret law,

copyright law and, in the case of certain types of software-related

inventions, patent law. Patent law requires an applicant to make an enabling

disclosure of its invention and to indicate the best mode for carrying out the

invention. Trade secret law allows competitors to discover by "reverse

engineering" the secreted elements of the marketed product. Reverse

engineering has been defined by the Supreme Court in Kewanee Oil v. Bicron

- 2
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"as a fajr and honest means of ... starting with the known product and

working backward to divine the process which aided in its development or

manufacture." The Copyright Act, on the other hand, does not expressly

require disclosure or enable discovery of a copyrighted work's secreted

elements, mainly because copyrighted works rarely contain elements that are

secreted.

Until the special considerations relating to computer software arose,

copyright and trade secret law coexisted in relative harmony. But computer

programs are different from other copyrighted works, not only in their

essential functionality, but also in the way by which the product is delivered

to the castxrer. Omputer programs are first written in source code (a higher

level language like "Basic," "Cobol" or "C"). Source code is easily read and

understocXdby any knowledgeable co pater programer, and it contains the notes

of the programer on how the ptuyi.dm works and what it does. However, source

code is guarded as a trade secret and vendors often do not provide

documentation that completely discloses elements such as rules, processes or

methods, that are not protected by copyright. In our industry, computer

software is usually rade available only in a compiled machine version that

consists of Os and is. This is generally refelLuJ to as object code. Object

code is executable by the computer and is generally incomprehensible even to

experienced programers.

Mr. Chairman and Members of the Subcommittee, is very important to note

that the object code that is distributed to the users is, in copyright

terminology, a published work. Consequently, as I stated earlier, CCIA does

not believe that the legislation which the Chairman has proposed has any

- 3
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impact on the application of the fair use calculus to object code. Since

neither the Salinger nor the New Era cases addresses fair use issues unique to

the software industry, we do not believe that this legislation is intended to

address our industry and we hope that the legislation and any legislative

history will Faithfully reflect this point.

Certain members of our industry have come before this Subcommittee and

suggested that reverse engineering practices such as decompilation encourage

piracy and discourage innovation. We believe that these assertions are gross

mischaracterizations. More importantly, however, is the fact that these

issues have nothing to do with this legislation since it is the published

object code which is reverse engineered. But, we would like to clarify the

record with regard to these important issues, if we may.

Sane have also suggested that U.S. copyright law forbids one form of taverse

engineering oammrdy referred to as decompilation. It is CCIA's understanding

that neither the courts nor the Congress have expressed any definite views on

the desirability or legality of this practice. Certain members of our

industry arpear to be using public forums to foster the mistaken belief that

these cannon practices have been found to be illegal and/or immoral.

There are many cceplex and legitimate reasons why reverse engineering is used

in our industry. As I stated previously, object code is generally

incomprehensible to people. Object code is not like other traditional

literary works, since the underlying principles and ideas in the copyrighted

software product cannot be easily examined without using various reverse

engineering processes. Examination of conputer programs is done to correct

- 4 -
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errors in the program, to perform maintenance operations, and to ensure that

different computer products can interoperate in today's global distributed

computer networks. Over the last twenty years, the U.S. computer and

communications industry has grown and prospered because many new and

innovative companies have been able to enter the market and build on the ideas

of those already in the market place by independently creating innovative

products which are better and/or less expensive than those previously

available to the consumer. It is CCIA's view that the movement toward "open

systems" and distributed network computing has brought tremendous benefits to

the user oammunity, including the Federal Government. Open systems provide a

plethora of quality choices from competing vendors instead of leaving

consumers locked-in to the one system architecture sold by a proprietary

vendor.

Reverse engineering is an established industry practice commonly used by

scientists and engineers around the world, and it is an integral part of how

our companies do business. Reverse engineering is often necessary in a

technological environment where markets change in a manner of months (long

before detailed technical specifications are published, if they are ever

available.)

Since reverse engineering is a very complicated issue and is the subject of so

many inaccurate statements, COLA thought that the attached overview of reverse

engineering techniques and their application in our industry would be helpful

to clarify certain aspects of the debate on reverse engineering. The paper's

author, Andy Johnson-Laird, President, Johnson-Laird, Inc., has graciously

allowed us to reproduce it for the Subcommittee.

- 5 -
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Mr. Chairman, I have also noticed in reviewing the testimony of other

witnesses that there appears to be an effort under-N.:ay in this and other forums

to covert copyright into a "super-trade secrecy law." Allow me to explain

what I mean by this term. Patent and trade secret law protect methods and

processes (subject matter not covered by the copyright law), they both also

contain built-in and well thought-out safety valves to promote competition.

Compared with copyright, patents have a relatively short life; also, others

are free to try to design around the well-defined and understandable patent

claims. And, most importantly, patent law requires an applicant to make an

enabling disclosure of their invention. In contrast, a trade secret can be

maintained indefinitely and no disclosure is required. However, a competitor

is free to reverse engineer a product to discover the underlying methods and

processes -- the trade secrets. In fact, one of the reasons why trade secret

law is able to coexist with patent law is that reverse engineering limits the

impact of trade secret law, thereby encouraging innovators to meet the

rigorous standards of patentability established by Congress. If copyright law

is interpreted to prevent reverse engineering of unreadable object code then

the ideas underlying the code will be undiscoverable. These ideas will be

protected by a "super-trade secret law" broader than the patent laws, or state

trade secret laws.

We should be very careful before we allow ourselves to go down a road where

copyright protects not just the original expression, but also the underlying

ideas and principles. CCIA does not believe that U.S. copyright law should

be construed in a manner which prevents the legitimate study and analysis of

the underlying ideas, principles, functions and procedures of a copyrighted

work. If copyright law prohibits making a transitory copy for this limited

- 6
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purpose, the program's functional specifications --- its unprotectable ideas

--- would remain secret, preventing the creation of new, innovative, non-

infringing computer products Which are independently developed. Such a policy

would discourage innovation, defeat the movement toward "open systems", reduce

consumer choice, and ultimately diminish the diversity, creativity, and

competitiveness of our industry.

In conclusion, Mr. Chairman, CCIA clearly understands that well-intentioned

people may disagree strongly on what legal environment is best for the

technological future of our industry, and for the public welfare. However, it

is not beneficial to a proper public policy debate for certain members of the

industry to make overly broad, unfounded accusations and derogatory statements

about the views and practices of other members of the U.S. computer industry.

Moreover, we do not believe that this legislation addresses or impacts upon

the legal, technological and economic issues surrounding reverse engineering

procedures in our industry. Thus, assuring the Subcommittee understands and

agrees with our interpretation of the scope of this legislation, we are

pleased to support it.

Thank you very such for providing me this opportunity to testify and I would

be delighted to answer any questions.

-7 -
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RI-Tr-Inter, by !"ermis!'ton of the Author

Reverse Engineering:
Separating
Legal Mythology
from
Actual Technology

Andy Johnson-Laird is President of fohnsonlaird 7nc., i Insulting
company specializing in Techno-Archeology5g, the forensic analysis of
software and plagiarism assessment. He has 30 years esperience of
programming, managing programmers, and developing interoperahle and
competitive products. He has delivered presentations on reverse
engineering to appropriate gavel...moo ministries of sneral member
states of the European Community.

Copyright 0 1991, Johnson -Laird Inc.
Reproduced with the permission of the author.

Johnson-Laird Inc.
850 NW Summit Avenue
Portland OR 97230
Phone: (503) 274-0784
fee: (503) 274-0572
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Reverse EngIncermg of Software Separating Legal Mythology from Actual Technology

Introduction
More and more recent court decisions art being made in cases involving reverse

engineering of software. The European Community (EC) is working on a new Software

Directive that may outlaw reverse engineering. But not everyone is clear on what reverse

engineering is (and what it is not), who does it, when they do it, how they do it and why

they do it. This ignorance has the potential to reduce the US's ability to compete in the

world software market by creating an unrealistic framework within which it must operate.

Already US judges and EC bureaucrats have made decisions and directives that threaten to

make reverse engineering a synonym for software theft. There is a considerable risk these

lawmakers will attempt to outlaw a process that is absolutely fundamental and vital to the

process of software development.

It is easier to gain a practical knowledge of software reverse engineering in three stages:

firstly, to see reverse engineering in real-world, non-computer related contexts; secondly,

to see the process of software engineering, and finally, to see reverse engineering in the

context of software.

What is 'Reverse Engineering'?

One legal definition of reverse engineering is "the process by which a completed

product is systematically brokcn down to its component parts to discover the properties of

the product with the goal of galling expertise to reproduce the product." This definition

does not do justice to the process of reverse engineering of software. It lacks understanding

of the special nature of computer software and thereby draws a veil over the realities and

permits legal myths to spring up.

Fortunately there are many real-world examples of reverse engineering that require no

knowledge of computer science. The examples that follow arc complete they track

closely to the process and the problems of reverse engineering at several levels, ranging

from the most visible to the more subtle.

Mmrnmat. This tastes good. What': in it?

Imagine that you are dining in one of the best restaurants in town. You have just taken

your first bite of a delicious entree. It is so good that you ask the Chef for the recipe, but

get nothing other than a Gallic shrug (it's a French restaurant) and a mumbled apology

from which you discern that it is a family secret_

Now what?

You start to analyze what your taste bud., olfactory senses and eyes tell you: you can

taste something like oranges, and then there is a flavor of basil, or is it thyme? Them is also

a hint of nutmeg in the sauce. But what is that delicious rich flavor?

0 4
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Assuming you arc a diligent gourmet you will probably be able to identify most of the

major components of the dish but what of the actual process of creation, the cooking?

Just knowing the ingredients is only part of the story, you also must find out how the

ingredients arc combined, both in terms of their relative proportions and the cooking

process. Were the onions browned in butter? Was orange peel used? Only when you had

made educated guesses as to the ingredients could you attempt, using your own culinary

knowledge and skills, to recreate the original dish. Even then, it would probably take

several attempts. You may need to go back to the restaurant to refresh your memory by

ordering the same dish.

II hurts here, Doc.

Now consider the case of a General Practitioner confronted by a patient with a problem.

The doctor determines what is wrong by interrogating and examining the patient: Where is

the pain? What kind of pain is it? When did it start? Have you had a history of this kind of

pain? And so on. Once sufficient data has been gathered from the patient, the doctor uses

his skill and raining to f,:mulate a diagnosis and prescribe an appropriate course of

treatment.

Doctors would be the first to admit that in many cases their initial diagnosis and

treatment arc wrong. Patients return having taken their medicine but without relief. The

doctor must then refine his mental model of the problem, integrating new information,

mon.fying his diagnosis and trying again.

There's this funny clonking.

Remember the last time you took your car to the garage because of a strange noise ,
emanating from the front of the car? The service reception clerk would, in all probability.

have worked through a list of questions rather like the doctor's: What kind of noise is it?

Does it happen all the time? When did it first start?

The clerk and his mechanic must use their knowledge of your particular car and genera)

engineering principles to try and identify the source of the noise and select the appropriate

repairs.
How many times have you driven away from the garage with your car and without

your money, only to discover that the problem is still there; the same old cloaking noise

happens just as before, exactly as you had described to the garage staff? AU you can do is

take the car back and permit the mechanic to have another try at building a correct mental

model.

6 1 I
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Lessons from bese Examples
These arc bu: three fairly simple real-world examples. but they arc all complete working

models of reverse engineering. All three examples have the following characteristics:

I . Someone was confronted with the unknown or the unexpected.

2. In ordcr to understand the problem, that person attempted to create a mental model.

Such a model, in order to be any good, must be so complete that it could be used to predict

the likely outcome of mixing particular ingredients or consuming certain tablets or

tightening certain nuts and bolts.

3. The real-world information available about the food, the medical problem and the

automobile problem was incomplete and approximate. The mental model required to

understand the problem, and thereby derive the solution, is therefore incomplete and

probably could not be used for accurate prediction of the outcomeat least not on the first

cry.

4. In an attempt to augment the real-world data available, the individual in each

exampx must use their own training, prior knowledge and skill to fill in the gaps and create

a working hypoesis that forms the basis of their mental model.

5. The model will be judged good enough only if it predicts outcomes correctlythe

recipe would only be good if the result tasted the same as the original, the diagnosis and

treatment would only be good if the patient was cured, and the car repairs wouldonly be

good if the funny cloaking noise disappeared.
Remember these three examplestheir characteristics will be analyzed in more detail in

a moment.

What is Software Development?
Software devethp:nent, sometimes called software engineering, is a process of

metamorphosis, hx, unlike the caterpillar to butterfly transformation, has many more

stages. At each sure, conceptual information is stripped off like the discarded outer skin of

the caterpillar.

err stages are:

1. Tire original idea, existing as a mental model within the cortex of the software's

creator.
2. A product overview document, recording in outline the mental model, the "vision"

of the product Tire nuances of pure thought are locked onto paper. Much of the fluidity,

the spontaneity and the details of the original model are lost because of theconstraining

effect of the wn:en word (and perhaps computer people's distaste for writing these kinds

of do...utnents)

I, L4
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A loin: d 7'.%::11:3:1011 of the program. intended to share. as !midi of the original

vision as possible between the several members of the team who are about to implement the

program This document also snips off somc of the higher conceptual levels present in the

designer's head as it adds more implementation-specific details.

4. A design for the program, similar in nature to an architect's sketch, showing the

major parts of the program, the external views of the program, the internal modules and the

way that information will flow between and be processed by these modules. By now, the

focus is on how to implement the program and therefore higher level conceptual

information will be omitted.

5. The human readable form of the "source code', produced by translating the logical

steps and processes required to move and manipulate data within the program. This source

code is written in a stilted but coldly efficient artificial language such as COBOL,

FORTRAN, BASIC and C. All such languages permit programmers to write the required

program logic in a precise, unambiguous way, as well as embedding their notes to

themselves alongside each line of computer code. The part of the source code usee 'o

control the computer describes in a completely precise manner what the computer must do

and the sequence in which it must done. The programmer's notes describe the higher level

concepts of why the computer is being directed to perform a particular operation perhaps

the final method chosen is less than obvious, or perhaps it is chosen with an eye to some

future enhancement. Regardless of the diligence of the programmer, huge amounts of

higher level information in the specification are sloughed off and are not contained within

the source code.

6. The cornpLuer executable form x . the program is translated (more correctly,

"compiled") from the source code by a special program (the "compiler") already available

on the computer. This program both translates the computer part of the source code into the

computer instructions required to move and manipulate data, and also optimizes the

sequence of these instructions to make best use of the way the electronics within the

computer work Furthermore, to avoid programmers having to write source code for

commonly required tasks, the compiler links libraries of previously compiled modules wit[

the computer instructions derived from the source code to form the "executable" program

a program capable of being run on the computer.

The executable program, the butterfly of the piece, is remarkably different from the

respective caterpillars from which it was created it lacks any easily read,')Ie content,

consisting only of seemingly random numbers, it lacks all of the progrz nrner's notes

explaining the whys and wherefores, the higher level concepts and motives explained in the

source code, the original sequence of the soun:c cede has been scrambled as a result of
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optimizing the computer instructions for most efficient execution; finally, several thousand

additional computer instruction have been added from prefabricated libraries to do routine

housekeeping tasks.

Before any computer program, regardless of size or complexity, can be licensed

commercially to end-users, it must be documented and tested. The documentation includes

such manuals as the user guide with a tutorial to teach people how to use the program.

reference manuals to explain every feature of the program, envelopes and labels for floppy

diskettes, license agreements and even postage paid registration cards to be returned to the

vendor with the end-user's name and address.

The testing of a computer program is, quite literally, an impossible task. Modern

software is typically several hundreds of thousands, sometimes millions, of computer

instructions, all of which have to do the right things in the right order at the right time for

the program to operate correctly under all possible conditions. There is an old saw in the

computer industry that testing reveals the presence of mistakesnot their absence. Errors

creep in at all stages; perhaps the product specification or the design specification described

some feature that reads well on papa but is impossible to implement in software. Perhaps

the source code contains a logic errora disparity between the specification and the

implementation. There are literally millions upon millions of possible interactions and

different conditions under which the program must operate correctly, and yet there is nor

enough time to test for all these conditions. This is not just from the need to get the product

to marketthere is not enough elapsed time available in the average human lifespan to test

for all possible co:ran:tat:ions.

Software developers must commit a huge amount of effort to testing complex software

and even the largest vendors such as IBM, Apple and Microsoft have shown the rest of the

world that it is not unusual to be years late with large complex programs. The cost of

correcting a mistake in a program increases exponentially the longer it takes to lux' the

mistake; fix it before the program is distributed and it may cost from $10 to $1,000 in direc:

and indirect costs. Its it after distribution has occurred (when there are thousands of copies

in the world), and the costs can be in the hundreds of thousands of dollars. Fail to fix

enough of the mistakes and the company may not survive.

The computer industry has already encountered the sobering experience that testing

programs and updating them to remain competitive will, over a typical program's life, cost

ten to twenty times more than the original program's development If a typical program

costs $300.000 develop (and that figure is probably low for market leading software),

nnrping maintenance. enhancements and testing will cost $3,000,000 to SG.000.0(.)0 °vet

riiidu is years

i4
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Completing the teal -world context

In today's computers, from microcomputer to mainframe, a single program must

operate in the company of many other software components in what is essentially a

software commune. Anti-social behavior by any one component may result in lost data,

garbage appearing on computer screens, or a "system crash" (where the computer system

goes wild and must be reset). Therefore, a significant part of testing a new software

product involves testing its ability to co-exist with the other software. This inter-operation

with many, many other software modules demands that standards be defined to permit one

program to communicate with anotherthe programs must agree on which side of the road

they will drive.

These standards take two forms: interfaces and protocols. Unlike other jargon words in

the computer field, these two are used in almost exactly their normal meaning.

An interface is a software connection between two modules. Think of this as a 1040EZ

tax formthis is one of your interfaces to the IRS. It only works as an interface because

you agree to put cerain data in certain places on the form. The IRS can then process your

data correctly and, if appropriate, respond to your form by sending you a refund check. So

it is with software; an interface is nothing more than a "pro forms" method of

interconnecting two different computer programs. The interface designer creates a

documented method of handing information from one module to another, and another for

returning responses. An interface has two characteristics: data structure (the layout of the

form) and data content (the numbers that you write). For accurate communication, both

structure and con:en: must be correct_

A protocol is simply an interface with a time element involved. For example, we use an

unwritten protocol on the telephone: only one person is to talk at any time; if both people

start talking, one (c):: both) fall silent. If the silence is too long, one (or both) may attempt to

re-establish communications by sayins! "Hello?" The interface is the telephone line, the

connection between the two people. The protocol involves timing Anyone who has ever

used a radiotelephone (where only one person can transmit at a time and must say "Over" to

tell the other party to go ahead) or a transatlantic phone call via satellite (where there is a

one second delay). can attest to the problems that time delays cause to normal telephone

protocol. What often happens is that both people start speaking at the same dale, both

realize the problem, both back off, both say "Go ahead" and both start speaking at the same

time all over again This is an example of a fail. g protocoleasily fixable merely by what

to said and when

Computers in the real world have many different types of interfaces: some connect one

picce sofiware with another as described above; yet others exist between pieces of

o
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software and pieces of hardware, others exist between one piece of hardware and another

piece of hardware, and finally, there arc interfaces between hardware and humans. AU of

these conform to the definition that, as interfaces, they are points in an information

processing system through which information paces essentially unchanged. This

characteristic can also be applied in reverse: if a particular point in an information

processing system changes the information passing through it, then it is not an interface.

Almost all of these other kinds of interfaces operate using protocols of differing

purpose and complexity. However, they still conform to thebasic definition that a protocol

is an interface to which the element of rime has been added.

Interopetability
For two different programs written by different programmers from differentcompanies

to work together, or in the vernacular of the Europeans drafting the new Software

Directive, to "intemperate," all of the interfaces and protocols must be known to both

programmers. Moreover, both programs must adhere to the letter ofthese interfaces and

protocols. If they do not, it will be like putting erroneous information on your 1040EZ or

two people on a radiritc:ephone link talking at once. The programs will fail to interoperate

correctly and the results can be unpredictable,
Interoperability may also require one program to know the exact layout (structure and

content, again) that another program uses when it writes information to a data file on

magnetic media (such as a floppy or hard disk). Many a frustrated computer user has

discovered that their favorite word processor cannot handle the data file format of their

spreadsheet progarn and has been forced to re-type the same numbers.

In summary, for two programs to intemperate, both must have been written with

accurate knowledge of the interfaces and protocols to be used. Any inaccuracy will cause a

problemcomputers arc far less tolerant of minor errors than are humans; they demand

absolute accuracy.

Competitive Navels
Interoperability implies peaceful coexistence between tv'o programs. But what of

outright competition? What does it take to produce a new program that competes

effectively with an existing program?

the first decision for the would-be developer of the competitive program, is whether to

create a completely dissimilar program that competes for the same users or whether to

produce a similar but "better" (more feature-rich, faster, smaller, cheaper)version of the

program. In computer jargon, this latter case is referred to as a "clone" of the original

program--a functional equivalent of the program but produced independently
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Des eloping a completely new program for the same en get market is the most difficult

and most expensive ss ay to compete but for less than obvious reasons; the design and

implementation of the software itself will cost more or less the same as a clone (for reasons

that will be described later) but it will cost much more to advertise and market the product

to convince the nem users to use this "better mousetrap" and existing users to discard the

"old" mousetrap.

As all of the major players in the computer industry have learned, it makes good

business sense to develop either a complete or a partial "clone" product, a product that

offers some degree of "compatibility" with an existing product. IBM's first personal

computer had many features of the very successful Apple IL Digital Research developed an

operating system (the software the controls all physical operation of the computer), CP/M.

that had many of the features of Digital Equipment's TOPS-10 operating system. Microsoft

developed MS-DOS (Microsoft Disk Operating System) which had many of the features of

Digital Research's CP/NI operating system. More recently Digital Research has developed

DR-DOS which has many of the features of Microsoft's MS-DOS. In the application area

(the programs that do the user's work), there is a similar history. The seed spreadsheet

program was Fist -Cale. running on an Apple II. This was followed by numerous other

spreadsheets such as SuperCalc, and Lotus 1-2.3, both of which had many of the features

of Visi-Cale.

In summary, there is a continuous history of competition between companies who

develop functionally sunilar programs, each hoping to offer the end-user more features and

more performance for less cost.

Ingredients for a Clone Product

A clone product. to be commercially v iable, must offer the same or better features as the

original. Tne best assessment of quality for a clone product is whether or not it can be

substituted for the orisinal program and be capable of processing existing data files created

by the original. This test must also be applied to "attaching" programs (sometimes called

"add-on programs-) that augment a product such as Lotus 1-2-3 by additional processing

of Lotus' data files.

To meet this substitution test, the clone implementor roust have detailed information

.bout the interfaces and protocols used by the original program, the details of the structure

and content of all of the data files and complete details of the behavior of the program as it

performs its processing Any insufficiencies, any differences, between the clone and the

original program are equivalent to mistakes in the clone program and will count against it in

the marketplace
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Given that a software vendor has the tight to produce a competitive clone program.o; an

"attaching" programand the courts appear to be silent on this issue, even though all of the

major players such as IBM, Apple, Ashton-Tate and WordPerfect have produced, if not

clones, then products that are modelled very closely on others the clone implementor

needs to gather together a significant body of detailed information: the file structures and

contents, the commands entered on the keyboard and the functionality they perform, the

kinds of printouts produced and the exact behavior of many internal functionsof the

program. Even when a vendor wishes nothing more than interoperation, they must know

the details of an original program's file format and content.

There are only four possible sources for this information: the technical documentation

available on the commercial market in the original product manuals., information in technical

magazines and books; experimentation with a legitimately acquired copy of the program,

running it on a computer to obsery ; what it does and the kinds of files it creates: and

finally, information gathered by -.malyzing the inner workings of the original program. It is

this process of analysis that has been dubbed "reverse engineering," and that was defined

in a United States Supreme court ruling (Kewanee Oil Co. v. Bicron Corp. 416 US 470,

476 (1974)) as "... starting with the known product and working backward to divine the

process which aided in its development or manufacture."

Software manuals and specifications are by definition, incomplete, inaccurate and out-

of -date. They are normally written before the software is completed and are therefore a

statement of intent rather than a description of fact. Even when they are written after the

product has been completed, they never succeed in describing all aspects of the product,

nor are they error free. The only valid source of accurate information about a program is the

computer executable program itself. This can be the oily arbiter of compatibilityif the

clone computer progam fails to work right because of some incompatibility or difference

between it and the original program, it really does not matter what anymanual says. If the

program does not work, the program does not work.

What is 'Software Reverse Engineering?'

"Software reverse engineering" is really a misnomer, a convenient "handle" ascribed to

the process of analyzing existing software. The process is akin to an artist in an art gallery

studying the paintings of great masters, or an author reading great literature. The artist

analyzes the composition, the colors, the patterns of light and dark, the brush strokes and

all disi.,:rnable techniques of the great masters. The author analyzes the plot, the characters.

their introduction, the phrases, the adjectival clauses and the feelings inspired by great

literature. It is important to note, even though the process of software development and

Li 1 c...j
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reverse analysis relate comfortably to the process of creating an and literature, the finished

products, computer programs, are very different from artworks and books in many

important ways remove one word from "Moby Dick" and it is still brilliant literature, but

remove one "word" (normally 16 binary digits of information) from a computer program

and it will probably cease to function.

By the process of analysis, the author and the artist hope to better themselves, be

inspired to create better paintings and prose. Although neither the author nor the artist

intend to produce a forgery of painting or novel, the analysis they perform is almost

identical to the analysis, the "reverse engineering," of software.

In the case of software, a skilled programmer will examine the computer executable

version of the program containing the computer readable instructions. Although these look

like tables of random numbers, a programmer can decipher them and create a list of human

readable machine instructions. This is not the human readable source code written by the

original programmersfar from itinstead it is a mere faint echo of the original source

code. The actual instructions to the computer are at a much lower level of detail than those

in the original source code and, of course, there arc no human readable comments; the

comments were removed during the metamorphosis into computer executable form.

Deciphering computer-executable programs is extremely tedious and error prone; it can

take up to a minute or so for each computer instruction (a typical program might contain

500,000 instructions -347 days' worth of decipheri...3); so most programmers use another

specialized form of program called a "disassembler" to create listings of the instructions and

the numerical data on which they operate. Disasssemblers only mechanize the deciphering

process. They cannot do more, as the computer-executable form of the program simply

does not have any more information in it

To glean further information from the disassembled program, a programmer must

spend considerable time analyzing the instructions, trying to discern what their original

intent and their actual effect might be.

Recall the earlier examples of the gourmet attempting to recreate a recipe, the doctor

diagnosing a patients illness, and a mechanic analyzing a car. This is exactly the same

process as a programmer trying to analyze software.

In order to understand the computer program, the programmer must be able to create a

complete and accurate mental model, acritrate enough to predict the behavior of the

program. Nothing less will do.

In the course of this analysis, the programmer will create numerous "straw horse"

mental models, essentially educated guesses as to what might be going on within the

program Fach of these will be tested against what is already known about the program,
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and will be extended either by additional evidence from the program, or by hunches that the

programmer forms based on experience and knowledge. If evidence within the program

tends to support one of these tentative mental models, that model movescloser to being

accepted. Contrary evidence may mean the model must be discarded and a new hypothesis

formed.
This kind of analysis results in tentative diagrams showing the logic used by the

program. Any explanatory remarks on these diagrams, any annotations of intent or

suggested explanations are entirely the work product of the programmerthe computer

executable form of the program does not have this kind of information in it_

With sufficient analysis, patience and time, a programmer can work up from the low

level form of computer executable code to a complete higher-level understanding of what

the program does, the order in which it does it, and the structure and content of the

incoming and outgoing information. All interfaces and protocols canalso be discerned;

final continuation of protocols will probably require observing the program running on the

computer (using special diagnostic tools as spyglasses) owing to the timing aspects of

protocols.
Once the programmer has completed the analysis and prepared a detailed specification.

the preparation of the clone program can start. This process is identical to the software

engineering process described above: the specification is transformed into new,

independently developed source code: this is metamorphosed into a computer executable

form and tested on the computer. If any problems emerge during the testing phase, it may

only be i issible to resolve these by further analysis of the original program to complete the

mental model of operanon (this is akin to getting your car back from the garage with the

problem soil urrepaired and having to take it back to the garage after you have done more

experimernadon)
Software reverse engineering is largely a laboriously additive process; that is to say.

programmers must supply a considerable amount of information from their own heads as

there is no higher level information left in the computer executable program.

When is 'Reverse Engineering' necessary?
There is one simple rule for knowing when reverse engineering of software is

necessaryjust like the real world of the gourmet, the doctor or the mechanicwhenever

the available informanon is incomplete
If, for example. there is a problem in the design phase of a new program (perhaps a

clone program, perhaps not), and thccle signer needs to know the exact details of an



214

I 11;11.:c,.1!.,: S.:11,,,iunc, I c?:.:1 Mvalotog (WM ACW.11 Teihr,J10s

in:elf:tee, a prowo! or a data file structure. and the available documentation does not

provide the answer. the only recourse is to reverse engineer.

if during the testing of a program a problem shows up, perhaps with the interoperation

with other software, or perhaps an incompatibility between:. clone program and the

original, if the documentation does not provide an answer, only reverse engineering will.

The short answer, therefore, is that reverse engineering is a fundamental part of the

normal software development process, regardless of the kind of software being developed

and regardless of the stage of development.

It is also noteworthy that a programmer, in the process of doing reverse analysis,

thinks nothing of analyzing the computer executable form of other companies' programs.

There are no lines drawn between the program of one vendor and that of another, there are

no visible frontiers or markers that say "Caution, you are now entering proprietary

software written by Apple Computer." The programmer merely follows a trail of logic

through the software maze as it twists back and forth until a complete mental model, and

thereby understanding, is achieved. The maze of consists of dozens, if not hundreds, of

different pieces of software, intermixed like a giant patchwork quilt. It is technically

infeasible for a programmer in hot pursuit of a software bug in the maze to stop at the

border of another vendor's program. Not only would it be difficult, if not impossible, to

produce an accurate vendor map of the millions of computer instructions loaded into a

modem computer at any given instant, but there would be many, many problems a

progammer simply could not fix if he had to screech to a halt at the state line and warch

impotently as the computer headed for the distant horizon in an adjacent vendor's software.

A full time professional programmer probably indulges in reverse engineenng at least

once a week as pan and parcel of their normal job. It is not even a noteworthy acuvity,

other than proga_mrners as a race hate to do it because it is extremely difficult, boring. time

consuming and far less creative than normal "forward engineering." However, when faced

with incomplete inforrna::on, it is the only known way of making progress.

Mythology Debunked

There has been mu:h debate in the legal community over reverse engineering. In the

USA the debate has beer triggered by recent copyright litigation and decisions. In Europe,

the trigger has been the new Software Directive being drafted by the European Parliament.

Sadly, one of the byproducts of this debate has been a large amount of what is best

described in polite circles as mythology; mythology that needs to be debunked once and for

all if we arc to as-old damaging the software industry by permitting the creation of law that

is out of contact with the real world Each of the following sections descnbes the

12
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mythology, and, where possible, the apparent source. followed by real-world

observations:
"...decompilation what is being called reverse engineering, is the process of copying

machine language software, then converting it into assembly language and fir.ally into a

higher level language such as Pascal or C." [Iry Rappaport, writing as Apple's Intellectual

Property Counsel, in the San Francisco Recorder, February 22/26, 19901.

In computer science, "decompilation" cannotbe done. The metamorphosis of human

readable source code into computer executable programs strips off too much information

for it to be reversed. An exact equivalent would be tc attempt to make eggs from

omelettesit simply cannot be done.

When asked why a mythical process was given apparent legal status, one member of

Directorate General III of the European Parliament explained to a prominent American

intellectual property lawyer that the word "decompilation" was used because there was no

word in the French language for "disassembly!" Thus a myth was born.

Reverse engineering, as described in this myth, implies that it is a routine conversion

requiring little intellectual contribution from the programmer. Nothing could be further

from the truth. It is extremely demanding of the stall and experience of the programmer.

'To learn about a program, one can study the published doctunentation, read the object

code, observe inputs, outputs and conditions of operation, perform timing tests, observe

screen displays, and, by attaching test equipment, physically examine the internal parts of

the computer during execution of theprogramall possibleand legal under existing

copyright law--without engaging in decompilatio." (Iry Rappaport, as abo,. el.

Interestingly, with the exception of the last four words of this excerpt, this is a pretty

good practical description of reverse engineering. The myth is that "di:compilation" is

somehow an aberrant extension of the process.

While it is true that one can indeed study much of a program, its behavior as It runs on

the computer and its documentation, to suggest that no "decompilation" is required is a

myth. Modern programs are too complex to be tested completely even by their own

authors, let atone tested and observed completely by those needing more information. The

programs are also too complex to be documented totally in their manuals (v.hich as

mentioned before, arc statements of intent not reality).

"Decompilation- is the only practical method for getting complete, accura:e information

about the program The suggestion otherwise is akin to asserting that the onh . u. ay to

diagnose a problem with a car engine is to Inspect it from the outside, listen to it run, and

read the repair manual True. doing these things will yield valuable informanor.. but what if

they fail To rex enough or the right type o; information to fix the probler,i" the
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only viable alternative is to take things apart and the only practical way of doing this is

using "dccompilation
-Nor is decompilation necessary to allow interoperability between different

manufacntrer computer systems. Technical information is often published, not only to

meet customer preferences for interoperability, but also to encourage the development of

third party programs for use with the developer's product." [Iry Rappaport, as above].

Again, this myth that published documentation is complete and accurate. Even in those

cases where companies deliberately publish detailed internal informationApple Computer

is a good example with their Inside Macintosh technical reference manualssuch
documentation has many discrepancies; it simply fails to provide complete and accurate

information about the software as it really exists.

Technical documentation, even the best in the world, can be nothing more than a

description of the software, rather than the software itself. It is the software alone that

forms the only complete and accurate description of what it does and how it does it. To

deny a programmer access to this is the same as telling an artist that they may only read

descriptions of the Mona Lisa instead of seeing the real thing.

"Any successful software product can be copied and decompiled with a flick of a

console key, withow significant investment or risk. Thus the decor/wiles can erase the lead

time of the program developer and significantly reduce the originator's market for the

authored work." [Iry Rappapon, as above].

This is not true. While it is relatively easy to use a disassembly program to transform a

computer executable program oack into human readable instructions, it is extremely

difficult, time consuming and demanding of great skill to generate the higher levels of

information about the program. A disassembled program, in and of itself, is worthless to a

software developer unless they understand what the program does and how and why it

does it. Without this understanding, which can only be won with an incredible amount of

hard work, the resulting "new" program will be full of mistakes, undocumented and

unmaintainable. The "new" program would not have a hope of being commercially viable

Therefore "decompilation" simply cannot decrease the cost of getting a competitive program

to marketit takes more time to reverse engineer an entire program than to design a "clone"

from scratch
This quote also contains another implied myth, that programmers disassemble entire

programs. This is not true for several reasons: firstly, the volume of data that this would

create would be enormous, far more than would be useful, and secondly the computer

readable form of the program has been scrambled when it was optimized and combined

with prefabricated "housekeeping" modules. It is extremely difficult to isolate the main pan
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of the programthere being thousands upon thousands of instructions present in the

program tor these mundane reasons, and they serve to obscure the heart of the program.

"In the industry the term (interface) has been used at various times to refer to a broad

range of programming interactions, between, for example, (I) parts of a program, (2)

hardware and software, (3) hardware and hardware, (4) operating systems and application

programs, (5) computers and networks, and (6) computers and users. Computer programs

do not have specific discrete points of connection, like electric sockets and plugs. Almost

any part of a program can be an "interface" and interfaceprogramming is often a key

qualitative difference between programs.
"Nor only have the proponents (of the EC directive] nor defined this term, but it is

highly unlikely that it could be satisfactorily legally defined. By simply labelling a parr of a

program an "interface" a competitor could eviscerate protection for a computer program,

one element a: a time [Iry Rappaport, as above].

Dealing with these myths slightly out ofsequence: Computer programs do indeed have

specific points of attachmentif they did not, it would be impossible to create a computer

like the Apple Macintosh with application programs that use up to 760 different and

precisely defined interfaces to the Macintosh operating system.

It is certainly true that the word interface is used in the contexts enumerated above.

These are all examples ofa point in an information processing system through which data

flows without any change.This incidentally is a precise definition of an "interface" if the

information is kills changed, then it is being processed. If it is not being changed, then it

is moving through an interface.

It is pure mythology to suggest that any part of a program can be an interface, as can be

seen from the preceding definition. If the part of the program in question is changing

information then it is not an interface. If the information is passed through unchanged then.

by definition, it is an interface. Whether it is an internal interface or one accessible from

outside the program is a second-order (but often important in the legal context) question.

It is also convenient mythology to question whether the law cannot define "interface"

when it can be defined precisely and completely in computer science terms, with less than

20 plain English words used with their common semantics.

To suggest that a competitor would merely declare each element of a computer program

to be an interface and therefore reusable in their own clone produce is a case of legal logic

extensio ad mythologic. Interfaces, to a programmer at least, are easily definable and ea'.dy

identtfiable. It is technically infeasible, for all of the reasons descnbed above, to attempt to

misappropriate a complete program piecemeal. The resulting code would be -nworkable,

uninn marnable and more to the point, unmarketable (and thereby unsucccsful).

r os
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"...permitting decompilation is more likely to lead to an increase in imitation and a

proliferation of clones rather than greater innovation." [U.S. Trade representative Carla

Hills, writing to Frans Andriessen, Vice President of The Commission of the European

Communities, about the EC Software Directive, undated but presumed to be in late

summer, 1990).

This myth has a disconcerting ring to it it sounds as though it ought to be true, but it

ignores the ever-present constraint of software development: end-users want software that

is easy to use, and the easiest software to use is a program that is similar to something they

already know. End-users, learning to use programs, must also build mental models in the

same way that anyone doing reverse engineering does. Clearly, therefore, if a new product

is similar to something they already know, then it will be more attractive to them.

For example, WordPerfect, not the easiest of word processors to learn and use, gained

its popularity because it was very similar to Wang's word processor and many users had

already learned that SuperCalc, Lotus 1-2-3 and Wingz are easier to learn because of

similarities to other spreadsheet programs.. Users of the Apple Macintosh and its

application programs are enthusiastic of their ease of learning and useall of the programs

have a familiar interface to the user.

Suggesting that decompilation will increase the number of "clone" programs is at the

very best, specious reasoning. Clones will still happen without reverse engince.ing because

it makes good economic sense for both developers ant users to have clone products.

Furthermore, to suggest that if the software industry cannot imitate, the only thing it can do

is innovate and this will somehow benefit society, is simplistic and flies in the fad'e of the

factors behind the microcomputer revolution. Without "clones," the 113M PC could not

have served as a defining standard. Although by some industry analysts' reckoning, IBM

has only seen 10 cents of every dollar made by vendors in the PC industry, can anyone

seriously question that the explosion of PC clones has not served societal needs, offering

choice to purchasers and competition to vendors?

'When a company decompiles a competitor's program, it potentially obtains access to

carry dotal of the second program's functioning." [July 1990 Position Paper from the

IBM-led Software Acuon Group for Europe.]

This is not true. Decotnpilation, as has been described, cannot reveal "every detail" of a

program's functioning because not all the details are in the computer executable form of the

program. Those details that are there are very low-level and must be hard-won from the

code. Details of the high-level functioning of the program are simply not present

"It is one tiring to allow a company to de-compile its competitor's program so as to

develop a new product that will attach (uncroperate) to it. It is mite another, however, to

t )
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decompile a program as part of an effort to replace the program on the market. Such a

practice would depart radically from the existing laws in EC member states and the legal

rules in other industrial countries, such as the United States and Japan. Jr would benefit a

snwll number of companies that have staked their future on copying their competitor's

products, but it would hurt the overwhelming majority of the industry, both in Europe and

elsewhere." (July 1990 Position Paper from the IBM-led Software Action Group for

Europe (SAGE).]
Again there is this myth that large-scale decompilation is used as a tool to develop

competitive products. This is just not true. It is not cost-effective to use large-scale

decompilation because it takes too much effort and, in many cases, the information is

available far, far more easily from the program's documentation or direct observation of its

behavior.
"One cannot describe protocols and interfaces without describing the programs

themselves." (IBM, Continents on Chapter 5 of the Green Paper on Copyright and the

Challenge of Technology to the Commission of the European Communities, September,

19881.

This is startling mythology when one considers its origin. It is borne of the idea that the

computer source code used to transfer information across an interface, or the code used to

sustain a particular protocol, must of necessity be written in just one way. Therefore, the

syllogism connnues, if there is only one way of writing the source code for a particular

interface, any description of the interface or the protocol must, of necessity, essentially be a

description of the soiree code.

In the real world of computer science, it is eminently feasible to describe an interface or

a protocol vithoat describing the underlying source code It is also eminently feasible to

write the a.ppropnate source in several cliff:sent ways. It is true that two independently

created pieces of source code that implement a given interface or a protocol would, to the

untrained cyc, appear similar (but by no means identical) in nature But that is because they

are trying to soh e the same problem

This particular mythology heads for the absurd if one considers other types of

interfaces and proto..,-.1s for example. it is incredible to suggest that the hurnan/machine

interface (as visible on the screen of the computer) cannot be described independently of the

underlying computer program.

Programmers can read the ,omputer crectaable form of programs directly, therefore

then do not reed I.) le,e derompilers IAn opinion expressed to the author by the Directorate

General in the FuropeAn Cormiussion re,./xtristhIc for the Softwa: rectivcj

BEST copy Aue!1 p.7 fr.
W

62-146 0 93 8
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Thu i. another case of reasoning extensio ad tnytIolocia A real-world example of this

would be reasoning that nail scissors can cut a blade of grass, therefore it is not necessary

to have lawn-rnov.ers.

It is true that the computer executable format of a program can be deciphered by a

skilled programmer, but programs are too large for it to be feasible not to use a

disassembler program to mechanize the deciphering of those small portions of the program

that may be required to flesh out details unobtainable by any other means.

"Allowing reverse engineering could result in two software products being

independently developed which would appear identical in every way to the user." [Lotus

Development Corp. position paper on reverse engineering, November 2, 1988.]

There are two myths present in this statement: firstly that having two identical programs

is in some way detrimental to the interest of the userarguably this might be of

considerable benefit to users, giving them freedom of choice; secondly, implying the

linkage of reverse engineering and the production of identical competitive products. No

such linkage exists. Reverse engineering, per se, has absolutely nothing to do with whether

or not one competitive product is identical with another. What little reverse engineering is

done for the production of a competitive product is most likely to be done for obscure little

details of internal functioning rather a:an broad-brush external levels of similarity.

"...software developers say that the) could rather reverse engineer the source code of a

program which they were seeking to copy than to copy the code itself." [Lotus

Development Corp position paper on reverse engineering, November 2, 1988.)

Just not true. Programmers hate to do massive reverse engineering as much as they hate

being told to do slavish copying of someone else's code. They would far rather be

challenged to design their own code given just the specification of the problem to be

solved, for it is only this Lind of programming that contains the kinds of intellectual

creativity that a programmer enjoys.

"Decompdanon is nor needed to ensure access to computer interfaces Access exists as

matter of the originator's economic self-interest." [Computer and Business Equipment

Manufacturer's Association statement on European Community Protection of Proprietary

Rights, January 29, 1990.)

Even when the originator of an interface wants to publicize an interface and distributes a

specification, it is the rule not the exception, that this documentation will not be sufficiently

accurate or complete to obviate the need to reverse engineer their code if there is an

inexplicable problem.

It is pure mythology to suppose that access to an interface is always in the economic

self-interest of the originator. To the contrary, when a dominant player in the industry

I
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observes they have a winner on their hands, they have used the courts andcopyright and

trade secret laws to prevent access or use of their interfaces and protocols. Witness the

litigation extant between Ashton-Tate and Fox over the interface language in their products.

Atari ant Nintendo over the hardware/software interface used to ensure only Nintendo

game cartridges will run in : 'intendo base units and Apple's sabre-rattling to sue anyone

who uses their interfaces to their so-called "toolbox" routines that produceall the graphic

images on the screen of the Macintosh.

Truths
Reverse engineering is an integral part of software development. It is required

whenever published information or the product observation fails to yield accurate

information about interfaces and protocols.

Reverse engineering is incredibly laborious, taking far more effort than normal

software engineering by at least one order of magnitude.

Reverse engineering is not a tool for a software thief. Most software thieves choose to

kick the door off the hinges and simply make illicit copies of the software and claim it as

their own rather than reverse engineer all or part of the program.

Reverse engineering is not the path of least resistance. It is the remedy of last resort.

Ask any programmer.
Reverse engineering occurs in almost every aspect of ordinary human life. but then we

call it analysis and encourage it.

Reverse engir,cenng or analysis is vital for innovation in all other aspects of

creativity and serves the same purpose with computer software.

If the European. Community (and perhaps then the USA) were to ban r.:\erse

engineering, they tiotild he engaging in a form of software protectionism. This

rotectionism c ba:kfire badly if, for example, the next generation of in:1o% ari..e.

software were to c:srne from the Pacific Rimour own programmers could not then

develop compe;i::, e products

The reverse engineering debate is provoked by the Large software comp antes. the

"haves," as a means of improving their competitive position, when, in fact and almost

without exception, the "brand leader" software products of today were all based on the

earlier products of other companies using information derived by reverse engineering.

Reverse engineering o practiced by all programmers, even those that work for those

comp:init.% such 2c IR M. Apple, Ashton.Tate and Microsoft,who wish to outlast reverse

engineering

Iv
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Mr. MOORHEAD. The next witness will be Mr. August W.
Steinhilber, chairman of the Educators' Ad Hoc Committee on
Copyright Law.

STATEMENT OF AUGUST W. STEINHILBER, CHAIRMAN,
EDUCATORS' AD HOC COMMITTEE ON COPYRIGHT LAW

Mr. STEINHILBER. Thank you, Mr. Moorhead. Thank you for the
opportunity to appear before this committee.

A little bit of discussion first about who we are. I realize you
have already read into the record a little bit about the Educators'
Ad Hoc Committee and 'that it has been in existence since the
1950's. But I think one of the important aspects of the Educators'
Ad Hoc Committee is not only that we represent everything from
kindergarten through postgraduate education and all the libraries,
whether they are research libraries, public libraries or institutional
libraries, it is that we have an unusual responsibility, unlike com-
mercial interests which appear before your committee. Their inter-
est automatically is the bottom line: What makes business work for
them, what is the best way to maximize profit. There is nothing
wrong with that particular viewpoint.

However, our problem is that we cannot take that kind of narrow
approach. We have to look at two things:

One, how do we make sure that the material that is being pro-
duced continues to be produced. So that the source is not dried up
we want to encourage the competition and we want to encourage
the industry. But at the same time we have to look at the edu-
cational uses and what is good for the total educational system in
the United States, and that at the same time we don't injure what
we call a real market, not this potential market that everyone talks
about in copyright law. We always are being asked to testify on be-
half of commercial interests. Would you support our bill? And we
ask would you not support our bill? We jokingly call it ironic that
in the past 40 years we found that never, not in one instance has
the commercial interests ever supported any proposal that the edu-
cators have ever submitted before this committee.

This is by way of saying that the bill before you is an attempt
to help and assist commercial interests. It is not as I have seen in
some publications and some materials that this is an attempt to
encourage scholarship in its nth degree or it will help the American
educational system. It does a good job in terms of one thing: It is
a commercial bill for commercial interests. And, as long as it is por-
trayed by that, we have no difficulty.

Our concern is not what the bill does but what the bill does not
do. First of all it does not really address any of the issues in fair
use which we have brought to this committee over the years, but
that is for a different day. And we also are concerned that the bill
centers upon, first of all, publishing of the work and yet fair use
in an unpublished work is not limited to publishing. The old ex-
pression is we don't want to be the innocent victims of a particular
piece of legislation.

For example, while there is a great deal of discussion in this
committee and in the testimony about how an unpublished work is
in another work, at the same time we are interested in making
sure that the things that we currently do are not inadvertently in-
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jured. For example, if we have some unpublished work in our own
university library, why cannot copies of that be used in a class on
a particular subject which that is pertinent, or why cannot an
unpublished work which we already have in a university library or
a school library be shown on an overhead projector.

There are many uses of unpublished work which are not in the
commercial field and which do not require a republication, and we
want to make sure those are protected.

A second concern on unpublished work isit has already been
discussed, and that is decompilation of source codes and object
codes. We need the opportunity and have always contended that
fair use covered our research whether it is at the high school level
or at the college level of looking at what those codes do, what are
the unpublished technical documents around those, do those claims
of either the software publisher and/or the hardware manufactur-
ersare they true? Do they make sense? Can we be sure that they
will do the job they can? Or are we going to be looking at better
ways of doing things? And why cannot we use everything from
thorough review of something as both published and published at
the same time? We have never quite understood how source codes
can be available and not available simultaneously, but at least it
should be subject to fair use.

And last, I have already made reference to the fact that we al-
ready have in school libraries, public libraries, university libraries
quite a bit of unpublished work already in existence, and we use
that, obviously, for not-for-profit purposes. In any particular piece
of legislation that is going through this committee be sure that in-
advertently those things that we currently have in our possession
which are currently open to the public all of a sudden we don't find
ourselves with another set of legal hurdles which we have to jump
over.

Thank you very much for this opportunity.
Mr. MOORHEAD. Thank you.
[The prepared statement of Mr. Steinhilber follows:]

(-1, , ,
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STATEMENT OF AUGUST W. STEAM:TIBER

ON BEHALF OF THE

EDUCATORS' AD HOC COMMITTEE ON COPYRIGHT LAW

BEFORE THE

SUBCOMMITTEE ON INTELLECTUAL PROPERTY AND JUDICIAL

ADMINISTRATION OF THE

HOUSE COMMITTEE OF THE JUDICIARY

ON

THE COPYRIGHT AMENDMENTS ACT OF 1991

H.R.2372

June 6, 1991

Thank you, Mr. Chairman, for inviting our group to testify before your committee.

I am August Steinhilber and am chairman of the Educators Ad Hoc Committee on

Copyright Law. The committee consists of non-profit organizations representing

elementary and secondary schools, colleges and universities, and libraries. Our respective

organizations also represent teachers, professors, librarians and school board members.

For example, I am general counsel of the National School Boards Association.

One of the principal concerns of the Educators' Ad Hoc Committee on Copyright

Law has been the preservation of the limited right of educators, librarians and scholars to

use copyrighted materials that they need for teaching, scholarship and research, while

simultaneously trying to teach our members to respect the rights of copyright owners.

The committee has been in existence since the 1950's.

I d 4,) jr,_
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Those of us in education have been concerned about the applicability of the fair

use doctrine to unpublished works since the U. S. Supreme Court issued its or:than in

Harper and Roe v. Nation Enterprises, 471 U.S. 539 (1985). Subsequently the Second

Circuit has issued two additional opinions involving unpublished works, Salinge; v.

Random House. Inc. 811 F.2d 90 (1987) and New Era Publication International v. Henry

Hold and Company, 873 F.2d 576 (1989).

Within the Second Circuit's jurisdiction resides a great deal of the nation's book

and magazine publishing industry. Thus the concern has been heightened not by us but

by those financially impacted. There have been several legislative attempts at amending

section 107 of Title 17, of the U.S. Code to correct the problem. The first attempt was a

relatively simple amendment to Section 107 to insert the words whether published or

unpublished after the words fair use of a copyrighted work. Later, the following legislative

language was proposed:

Where unpublished material is used in a work of or pertaining to history,

biography, fiction, news and general interest reporting, or social, political or

moral commentary, the absence of publication shall be considered as an

element in determining whether the use is fair, but such absence shall not

create a presumption that, or be solely determinative of whether, the use is

unfair.

The language found in H.R. 2371 Title I is the newest version.

- 2 -
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PROBLEMS AS SEEN THROUGH THE EYES OF EDUCATORS, SCHOLARS

AND LIBRARIANS

The Educators' Ad Hoc Committee on Copyright Law met last year and voted to

support legislation that would amend the Copyright Law to make it clear the fair use

doctrine applied to unpublished works. We actively supported the initial legislation on

this subject. However, it must be said that the current legislative purpose is not designed

principally to help scholarship, educational research, etc. for those of us in education. It

is principally supported by the publishing industry because of its own financial and

business concerns and there is nothing wrong with their concerns; however, it should

not be represented in terms of something greater than it is. We have seen some press

releases making assertions that scholarship is in danger and that the rights given to

education under fair use have been undermined by recent court decisions -- at best this is

an exaggeration.

Over the past two years, representatives of organizations pushing for this

legislation have sought our support for this bill just as they have sought our support for

other legislative proposals for which they seek passage. In short, they need or desire our

good housekeeping seal of approval that educators support their position. We do not

oppose this legislation and agree something should be done, but must point out that it

does not solve our issues with respect to fair use. In the past we have suggested that our

problem with fair use is that current Section 107 merges the needs of commercial usage

with the needs of educations and librarians. The committee may wish to consider

restructuring Section 107 to separate these needs. There are legitimate concerns by

- 3 -
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copyright owners with fair use that the doctrine should not be expanded to those who use

the doctrine in a business setting.

TECHNICAL CONCERNS

This bill appears to be concerned where unpublished material is used in a work.

However, fair use can apply to unpublished material not used in a work such as the

reproduction of unpublished material for classroom use or copies made by an educator

or librarian for scholastic research purposes. We encourage students to do original

research, meaning use of original research documents and not merely to refer to

secondary materials already published. The bill should not discourage such research.

Our next concern is in the field of technical education. I understand the computer

industry's concern about decompilation of computer source codes. However, this bill

should not directly or indirectly expand copyright protection where it does not now exist.

We contend now that a professor or teacher may use unpublished business and technical

documents in the development of reports/papers/ findings on how computers work or,

indeed, whether some of the claims of computer manufactures are justified by empirical

information. We have also considered decompilation for testing purposes fully consistent

with fair use. It is important to note that there never has been a congressionally

encouraged development of fair use guidelines for computer software. Under the

watchful eye of this committee, guidelines have been developed for print material, library

use, music use and television taping, but to date, there are no universal guidelines for

computer software.

- 4 -
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Since this bill appears to only consider modifying certain court rulings, we suggest

the committee consider that there are several types of unpublished works not covered in

those cases. There are a great deal of unpublished materials available for public

inspection but not commercially distributed. These tend to be permanently housed in a

university or library. The bill seems to be aimed at those unpublished works which are

not available for public inspection. In whatever language is finally passed, we trust that

the unrestricted access that we currently enjoy with unpublished works available to the

public is not subject to any new legal restriction.

Again, thank you for inviting us to appear.

r

- 5 -
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WASHINGTON OFFICE

AMERICAN LIBRARY ASSOCIATION
NO MARYLAND AVENUE. N E WASHINGTON D C 20002 11021 541.4440

RESOLUTION ON "FAIR USE" OF UNPUBLISHED SOURCES

WHEREAS. Libraries and their users are beneficiaries of the scholarship of
biographers, literary critics. historians and others; and

WHEREAS, The canons of scholarly resrarch require that serious and
responsible researchers draw upon and quote from unpublished
primary source materials; and

WHEREAS, The constitutional mandate to create copyright laws represents a
careful balance between the rights of authors. publishers, and
the public; and

WHEREAS, That mandate and those laws encourage fres and open expression
and the fullest possible public access to that expression; and

WHEREAS, The freedom of scholars to use quotations from unpublished
primary sources is in serious jeopardy; and

WHEREAS, Recent rulings of the U. S. Second Circuit Court have :tad an
inhibiting effect on many forms of research which are a ultimate
benrcit to libraries and their patrons and have made it legally
diffwult to quote even limited amounts of unpublished materials
without obtaining authorization or consent; and

WHEREAS, A "fair use" doctrine for unpublished materials is needed to
balance both the protection of copyright for authors and the
encouragement of research by scholars; and

WHEREAS, Representative Robert Kastenmeier and Senator Paul Simon have
introduced legislation (HR 4263 and S. 2310) that would clarify
the "fair use" of quotations of unpublished materials; now,
therefore, be it

RESOLVED, That the American Library Association express its support and
urge Congress to enact legislation which would eliminate the
distinction between published and unpublished materials with
regard to the fair use of quotations; and. be It further

RESOLVED. That copies of this resolution be transmitted to the Judiciary
Committee of both houses of Congress.

Adopted by the Council of the
American Library Association
Chicago, Illinois
June 26, 160
(Council Document 093)

0.
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Mr. MOORHEAD. Before Ralph Oman leaves, I know you have lis-
tened to the issue that was raised about the use of classroom mate-
rials and how that might be affected by this law. I would appre-
ciate it if you could get us an answer to that concern that has been
expressed.

Mr. OMAN. Yes, sir. I would be happy to do that, Mr. Chairman.
Mr. MOORHEAD. Thank you.
Mr. MOORHEAD. Our next witness will be Prof. Shira Perlmutter

of the School of Law, Catholic University.
Welcome.

STATEMENT OF PROF. SHIRR PERLMUTTER, COLUMBUS SCHOOL
OF LAW, THE CATHOLIC UNIVERSITY OF AMERICA

Ms. PERLMUTTER. Good morning. I appreciate the opportunity to
testify today on H.R. 2372. I will confine my remarks to the first
two titles of the bill, speaking briefly about renewal and focusing
primarily on fair use.

I strongly support the renewal title of the bill. By providing for
automatic renewal of copyrights secured between 1963 and 1977, it
ensures that rights that have already beep made available will not
be defeated through lack of knowledge or expertise.

These older copyrights are still governed by the two-term system
of the 1909 act, which conditioned enjoyment of the renewal term
on filing an application with the Copyright Office in proper form
and at the proper time. Under this system, countless works, includ-
ing classics such as Frank Capra's movie "It's A Wonderful Life,"
have fallen prematurely into the public domain. Artists fail to file
because of unfamiliarity with legal requirements; corporations fail
to file because of errors in recordkeeping or unrelated business
problems. For example, the corporation that was set up to produce
"It's A Wonderful Life," went bankrupt shortly after the film was
released. Even those who do file, and that includes some copyright
lawyers, sometimes forfeit renewal terms because of confusion over
highly technical filing rules.

I see no adequate justification for continuing to penalize mis-
understanding and inadvertence by the loss of more than half the
allotted term of copyright protectionnow 47 years out of a total
possible duration of 75. I commend the subcommittee for taking
steps to eliminate this trap for the inexpert.

As to the proposed fair use amendment, there is no question that
a problem does exist. Even a casual observer can see that the pub-
lishing industry is in turmoil over the implications of the second
circuit's recent decisions in Salinger and New Era. I do not believe,
however, that a statutory amendment is the best solution.

The turmoil may be traced to several statements in Salinger and
New Era suggesting that it will be very difficiult to establish fair
use of unpublished works, and that an injunction will be virtually
automatic upon rejection of a fair use defense. These statements
have understandably caused authors and publishers great concern.

Let me say at the outset that I share that concern. If these state-
ments constituted established law in the second circuit, the home
of many of this country's leading publishing houses, I would see a
need for legislation. The question is, however, whether the second
circuit's decisions have actually changed prior treatment of
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unpublished works, effectively ruling out the possibility of fair use.
Because I do not believe they have, I do not think legislation is nec-
essary to reverse them.

The Salinger and New Era decisions are derived from nearly two
centuries of case law culminating in the Supreme Court's 1985 de-
cision in Harper & Row v. The Nation. As an entirely judge-made
doctrine until 1976, fair use was not applied to unpublished works
unless they had been voluntarily disseminated. In 1976, Congress
codified the doctrine of fair use for the first time in section 107 of
the new act. Interpreting that provision, the Supreme Court held
in Harper & Row that, while there could now be fair use of
unpublished works, the fact that a work is unpublished is "a criti-
cal element of its 'nature" under the second fair use factor. It de-
scribed the scope of fair use as "narrower with respect to
unpublished works," and stated that "the unpublished nature of a
work is a key, though not necessarily determinative, factor tending
to negate a defense of fair use."

Both Salinger and New Era continue Harper & Row's treatment
of unpublished works, holding them less amenable than published
works to claims of fair use. In neither case did the second circuit
hold that the unpublished nature of the plaintiff's work in itself
barred the fair use defense. Rather, the court examined all four of
the statutory fair use factors before coming to the conclusion that,
on balance, the use was not fair. When read in context, Salinger's
controversial statements are plainly unintentional overstatement.
Their repetition in New Era is pure dictum, albeit disturbing dic-
tum.

In later opinions in the New Era case, as well as in scholarly ar-
ticles, a majority of the judges now sitting on the second zircuit, in-
cluding the author of the Salinger opinion, have repudiated or cut
back the controversial language. The decisions in the years since
Salinger and New Era are also reassuring. They make clear that
neither the second circuit nor the lower courts read Salinger and
New Era as establishing a virtual per se rule against fair use of
unpublished works. Rather, the courts have upheld or refused to
dismiss fair use defenses despite the unpublished nature of the
works in question.

Why then is there still such concern? The problem today is more
one of perception than of reality. Even after winning the subse-
quent cases, publishers look at the controversial language and shy
away from the risk that a court may apply it overliterally.

Their reluctance to invest substantial resources in a venture that
a court may find unlawful and enjoin is understandable. This risk,
however, is inheent in the nature of the fair use defense as a flexi-
ble, equitable doctrine requiring the balancing of numerous factors.
As a former practicing lawyer, I am well aware of the difficulty of
advising clients on fair use claims. It is very frustrating not to be
able to say, "Go ahead, you're within your rights," but instead, "It
depends." But this uncertainty existed before Salinger and before
New Era and will continue to exist if the proposed amendment is
passed.

Last week, the subcommittee heard testimony from representa-
tives of the publishing community that Salinger and New Era
mean that the use of a single sentence from an unpublished memo-

-,
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randumanything more than one or two wordscould not be fair
use. These statements demonstrate that overreaction is
compounding the problem. The use of one or two words from any
work, whether published or unpublished, could not conceivably
meet the test of substantial similarity, and therefore it would not
even be nccessary to invoke the fair use defense. And even the
most extreme language of the second circuit acknowledges that at
least a minimal taking of unpublished expression could qualify as
fair.

Given all of this, what should be done? In my view, nothing legis-
latively. The courts have gone a long way toward resolving the
problem. Rather than taking the issue prematurely away from the
courts, which have historically overseen its development, it would
be preferable to let the normal case-by-case process continue.

Mr. HUGHES. Thank you very much.
[The prepared statement of Ms. Perlmutter follows:]
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TESTIMONY OF PROFESSOR SHIRR PERLMUTTER
BEFORE THE SUBCOMMITTEE ON INTELLECTUAL
PROPERTY AND JUDICIAL ADMINISTRATION
HOUSE COMMITTEE ON THE JUDICIARY

ON H.R. 2372
JUNE 6, 1991

Good morning. My name is Shira Perlmutter. I am a

professor at the Columbus School of Law of The Catholic

University of America, where I teach Copyright Law. I thank

Chairman Hughes, Mr. Moorhead, and members of the Subcommittee

for the opportunity to testify today on H.R. 2372.

The bill has three titles: an amendment to the fair use

provision of the 1976 Copyright Act, section 107; an amendment to

the Act's renewal provision, section 304; and extension of the

National Film Preservation Board. I will confine my remarks to

the first two titles, speaking briefly about renewal and focusing

primarily on fair use.

Title II - Coovricht Renewal Act of 1991

I strongly support this title of the bill. By providing for

automatic renewal of copyrights secured between 1963 and 1977, it

ensures that rights already made available will not be defeated

through lack of knowledge or expertise. The bill ameliorates the

harsh results caused by a remnant of the 1909 Act, which granted

an original copyright term of 28 years, with an additional 28-

year "renewal term" only if a renewal application was filed with
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the Copyright Office during the last year of the original term.

Failure to file such an application in the proper name, in proper

form, and at the proper time cast the work irretrievably into the
public domain. Under this system, countless works, including the

classic motion pictures "It's A Wonderful Life" and "A Star Is

Born," lost their renewal terms for failure to comply with a

complex and esoteric body of rules. In enacting the 1976 Act,

Congress fortunately abandoned this unwieldy system in favor of a

single term of protection, measured by the life of the author

plus fifty years.

The two -term system was retained, however, for works already

in their first term of federal copyright protection when the 1976

Act took effect, a substantial number of which will come up for

renewal during the next fourteen years. As to these works, there

continues to be a serious risk that copyright owners will

inadvertently forfeit the second term which Congress has already

determined they are entitled to enjoy. This is not a remote

possibility; it happens every day. Artists fail to file because

of unfamiliarity with legal requirements; corporations fail to

file because of errors in recordkeeping, or unrelated business

problems. (In Frank Capra's case, the corporation set up to

produce "It's A Wonderful Life" went bankrupt shortly after the
film was released.) Even those who do file, including lawyers,

sometimes forfeit copyrights because of confusion over highly

technical filing requirements.

I see no adequate justification
for continuing to penalize

e) 0-
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misunderstanding and inadvertence by the loss of more than half

the allotted term of copyright protection.1 I commend the

Subcommittee for taking steps to eliminate this trap for the

inexpert.2

I do note that the bill does not safeguard for non-filing

copyright owners the entire range of exclusive rights they would

enjoy if they did file a proper renewal application. In one

important respect, H.R. 2372 continues to differentiate between

those who file renewal applications and those who do not. I

refer to proposed section 304(a)(4)(A) of title 17, found in

section 202 of the bill. This section withholds from the

copyright owner who fails to comply with filing requirements what

can be the most valuable of the copyright bundle of rights: the

ability to renegotiate the price for use of a derivative work

made before the full value of the copyrighted work can be

accurately assessed. Indeed, it is precisely those works for

which the bill will make a real difference--those that still have

commercial value after twenty-eight years--that are most likely

still to have marketable derivative works. This exception is

thus not a minor detail of the bill, but will have a major

economic impact. If, however, as is my understanding, this

1. The 1976 Act added 19 years to the renewal term, increasing
it to 47 years out of a total potential duration of 75 years. 17

U.S.C. §304(a)-(b) (1978).

2. Continuing to condition the enjoyment of substantive rights
on compliance with formalities is particularly inappropriate today
in light of Congress's decision in 1976 to make the initial
attachment of federal statutory protection automatic upon creation
of a work. See 17 U.S.C. §302(a) (1978).
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exception is necessary in order to achieve consensus, it would

certainly be preferable to pass the bill as is than to risk its

defeat.

Title I - Fair Use

As to the proposed fair use amendment, there is no question

that a problem exists. Even a casual observer can see that the

publishing industry is in turmoil over the implications of the

Second Circuit's recent fair use decisions. Before taking

legislative action, however, three questions should be examined

carefully: (1) What is the nature and scope of the problem? (2)

Is statutory amendment the best way to deal with it? and (3) Will

the proposed language solve the problem without creating new

ones? In my opinion, analysis of the first question indicates

that statutory amendment is not the best resolution. If the

Subcommittee determines otherwise, I believe the proposed

language requires some modification to accomplish its desired

purpose.

1) The Nature and Scope of the Problem

The immediate cause of the pxoblam is language in two Second

Circuit opinions issued in 1987 and 1989, Salinger V. Random

House. Inc.3 and New Era Publications International ADS v. Henry

3. 811 F.2d 90 (2d Cir.), cert. denied, 484 U.S. 890 (1987).
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Holt & Co.4 Both involved claims that a biographer's quotations

from the unpublished letters or diary of a person of considerable

public interest (writer J.D. Salinger and Church of Scientology

founder L. Ron Hubbard, respectively) constituted fair use.

Salinger reversed District Judge Leval's refusal to issue a

preliminary injunction based on his favorable assessment of the

fair use defense; New Era affirmed the same juage's refusal,

based primarily on First Amendment concerns, to issue a

preliminary injunction, but did so on different grounds. In

reaching these results, the majority opinion in each case made

statements in dicta that have caused authors and publishers great

concern. These statements suggest that it will be very difficult

to establish fair use of unpublished works, and that an

injunction will be virtually automatic upon rejection of a fair

use defense.

Any rational assessment of the impact of the statements must

begin with an examination of their actual language rather than

reliance on broad characterizations. The language usually

identified as particularly pernicious is as follows:

Salinger: "If [the biographer) copies more than minimal
amounts of (unpublished) expressive content,
he deserves to be enjoined. . ."5

"[W]e think that the tenor of the [Supreme]
Court's entire discussion of unpublished works
[in Harper & Row] conveys the idea that such

4
. 873 F.2d 576 (2d Cir.), pet. for rehearing en banc denied,

884 F.2d 659 (2d Cir. 1989), cert. denied, 110 S. Ct. 1168 (1990).

5. 811 F.2d at 96.

C)
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works normally enjoy complete protection against
copying any protected expression."6

"[W]e made it clear in Salinger that unpublished
works normally enjoy complete protection. . ." 7

"Since the copying of 'more than minimal amounts'
[quoting Salinger] of unpublished expressive
material calls for an injunction barring
the unauthorized use,. . . the consequences of
the district court's finding [of infringement not
excused by fair use] seem obvious."8

Let me say at the outset that I share the publishing

community's concern. If these statements constituted established

law in the Second Circuit, the home of many of this country's

leading publishing houses, I would see a need for legislation.

You have heard eloquent testimony from other witnesses both this

year and last about the importance to works of non-fiction of the

ability to quote from previously unpublished material, and the

great loss to the American public if biographers, historians, and

journalists are not able to present to their readers primary

sources rather than their own characterizations of those sources.

No one would dispute that these are weighty concerns, and that

there should be no per se rule barring fair use of unpublished

works. The question is, however, whether the Second Circuit's

decisions have actually changed prior treatment of unpublished

works, and effectively erected such a bar. Because I do not

6. Id, at 97.

7. 873 F.2d at 583.

a
. Id. at 584.
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believe they have, I do not think legislation is necessary to

reverse them.

Historical Treatment of Unpublished Works

When placed in historical perspective, the Salinaer and New

Era decisions do not represent a sharp break with traditional

fair use analysis. The doctrine of fair use has been developed

by English and American courts for nearly 200 years. Based on

concepts of reasonableness and equity, and requiring a balancing

of the first author's rights against a second author's freedom to

build on prior works, the doctrine has always been a flexible

one, highly dependent on the facts of the particular case. As an

entirely judge-made doctrine until 1976, it was not applied to

unpublished works unless they had been voluntarily disseminated

(although not "published" in a technical sense).9 The rationale

for this exclusion was the author's common law right of first

publication--the right to decide whether and under what

circumstances the work would be published. At common law, the

author's control over his or her unpublished manuscript was

absolute. If the author did not wish to make the work available

at all, but preferred to keep it private, others had no right to

counteract this decision.10

9. See W. Patry, THE FAIR USE PRIVILEGE IN COPYRIGHT LAW 436-
442 (1985).

10. .Id.; Harper & Row, Publishers, Inc. v. Natiqn Enterprises,
471 U.S. 539, 551 (1985), quoting American Tobacco Co. v.

Werckmeister, 207 U.S. 284, 299 (1907) ("Under common law
copyright, 'the property of the author . . . in his intellectual

it
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The 1976 Act abolished common law copyright for unpublished

works, substituting a unitary federal statutory scheme of

protection for all works fixed in tangible form, whether

published or unpublished.11 Congress also codified fair use

for the first time. It did so over opposition from a number of

interested parties as well as scholars and practitioners who felt

that the doctrine was not suited for codification and was best

left to the courts.12 As a compromise, Congress chose not to

define fair use or to confine the courts in their consideration

of all of the circumstances. Instead, it enacted section 107,

which states only that fair use of a copyrighted work is not an

infringement, providing several examples of purposes likely to

qualify as fair use, and listing four non-exclusive factors,

taken directly from prior case law, that courts are required to

consider. In the legislative history, Congress made clear that

it wished to leave the continued development of fair use to the

judiciary, providing only some guidance to its application, based

on criteria developed by the courts:

The bill endorses the purpose and general scope
of the judicial doctrine of fair use, but there
is no disposition to freeze the doctrine in the
statute, especially during a period of rapid
technological change. Beyond a very broad statutory
explanation of what fair use is and some of the
criteria applicable to it, the courts must be free

creation [was] absolute until he voluntarily part[ed] with thesame'").

11. See H.R. REP. NO. 94-1476, 94th ^ong., 2d Sess. 129
(1976).

12. See Patry, suorA n. 9, at 218, 223-224, 233.
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to adapt the doctrine to particular situations on a
case-by-case basis. Section 107 is intended to restate
the present judicial doctrine of fair use, not to
change, narrow, or enlarge it in any way.13

Section 107 did not distinguish in any way between published

and unpublished works, despite the prior case law holding fair

use inapplicable to unpublished works protected by common law

copyright. Interpreting this provision in 1985, in Harper & Row,

Publishers, Inc. v. Nation Enterprises, the Supreme Court held

that there could be fair use of unpublished works, but that the

fact that a work is unpublished fs a "critical element of its

'nature,'" stating, "[Title scope of fair use is narrower with

respect to unpublished works."14 The Court also held, citing a

1975 Senate report, that "the unpublished nature of a work is

'[a) key, though not necessarily determinative, factor' tending

to negate a defense of fair use."15

The Salincer and New Era Decisions

It was against this backdrop that the Second Circuit decided

Salinaer and New Era. Both decisions interpret the Supreme

Court's opinion in uarDer & Row and attempt to apply its

Cong., 2d Sess. 66 (1976).

No. 94-473, 94th Cong., 1st

94-1476, 94th

553 (1985).

S. Rep.

13
.

14.

15.

H.R. Rep. No.

471 U.S. 539,

jd. at 551, citing
Sess. 64 (1975). The 1966 and 1967 House Judiciary reports
contained similar language. See H.R. No. 2237, 89th Cong., 2d
Sess. 63 (1966); H.R. REP. NO. 83, 90th Cong., 1st Sess. 34 (1967).
This discussion was incorporated by reference in the 1976 House
Judiciary Committee report. See Harper & Row, 471 U.S. at 554.

Ly(1.
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statements about fair use of unpublished works to the facts

before them. In both cases, the Second Circuit found a

likelihood of infringement not excused by fair use. In Salinoer,

it directed the district court to enjoin publication of

defendant's manuscript so long as it contained the offending

material. In New Era, it held that an injunction was

unavai able, but only because of the plaintiff's delay in seeking

such relief.

While the language quoted above may sound more extreme than

prior law, an analysis of the opinions in their entirety, as well

as subsequent events, makes it much less alarming. To begin

with, the statements must be read in context. The "deserves to

be enjoined" language in Salinoer was written in passing in

rejecting an argument of the district court relating to the first

fair use factor, the nature and purpose of the use; it was not

related to the Second Circuit's consideration of the appropriate

remedy. Its repetition in New Era was pure dictum, as injunctive

relief was held unavailabl based on laches. Moreover, the

offending language has since been repudiated as unintentionally

overbroad by its writer as well as by seven other judges of the

Second Circuit."

16 ee opinions written in connection with denial of
rehearing gn banc in New Era Publications International ADS v
Henry Holt & Co., 884 F.2d 659 (2d Cir. 1989). The concurring
opinion by Judge Miner, joined by Judges Meskill, Pierce and
Altimari, described this language in Salinger as "infelicitous" and
stated, "All now agree that injunction is not the automatic
consequence of infringement and that equitable considerations
always are germane to the determination of whether an injunction is
appropriate." Id. at 661. It further noted that the panel

(-)
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As to the "normally enjoy complete protection" language, the

key word is "normally." Taken in context, this language clearly

was not meant to rule out the possibility of fair use. It occurs

in an effort to interpret Harmer i Row, and is followed

immediately by the conclusion that the Supreme Court's use of the

words "[n]arrower 'scope' seems to refer to the diminished

likelihood that copying will be fair use when the copyrighted

material is unpublished."17 Obviously, then, as a majority of

the Second Circuit judges have since confirmed, it is still

possible to make fair use of an unpublished work.18

majority in the prior New ErA opinion (Judges Miner and Altimari)
had proposed to amend that opinion to add the words "under ordinary
circumstances" to the language about injunctions. Id., at 662.

The dissent, written by Judge Newman, the author of Salinaer,
and joined by Judges Oakes, Kearse and Winter, went further,
seeking to clarify the relevant standards after 2alinaer and New
Era in order "to avoid misunderstanding on the part of authors and
publishers as to the copyright law of [the Second] Circuit." Id.
It emphasized that the offending language in the prior opinion was
mere dictum, and cautioned that the denial of rehearing did not
mean that the Circuit was committed to that language.
Addressing the original phrasing in Salinaer, the dissenters
explained that the sentence "was concerned with the issue of
infringement, not the choice of remedy, and that "[i]t would have
been preferable to have said. . . '[the biographer] deserves to be
found liable for infringement' rather than 'deserves to be
enjoined.'" Id. at 663, n.l.

17. 811 F.2d at 97.

18. With regard to this language too, the opinions written in
connection with the denial of an banc rehearing are instructive in
suggesting the direction the court is likely to take in future
cases. The four dissenters "do not believe that biographers and
journalists need be apprehensive that this Circuit has ruled
against their right to report facts contained in unpublished
writings, even if some brief quotation of expressive content is
necessary to report those facts accurately," and express confidence
that the original opinion "has not committed the Circuit to the
proposition that the copying of some small amounts of unpublished

)
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The reasoning and holdings of both Salinger and New Era also

support this view. In neither case did the Second Circuit say

that the unpublished nature of the plaintiff's work in itself

barred the fair use defense. Rather, the court examined all four

of the statutory factors before coming to the conclusion that, on

balance, the use was not fair. Indeed, the Salinaer court noted

that it would likely have reached the same result even if the

work had been published19--a conclusion that seems eminently

reasonable given the amount and expressive quality of the

material taken.20 While the fair use discussion in New Era is

indeed troubling, it too included a consideration of the other

statutory factors. (It is worth noting that there is ample room

for disagreement even among the reasonable minds of federal

judges in applying the fair use doctrine; reversals and dissents

expression to report facts accurately and fairly can never be fair
use." 884 F.2d at 662-63. In response, the concurring opinion
states that "(t)his confidence is not misplaced, because there is
nothing in the panel majority opinion that suggests otherwise!
Indeed, the panel majority does not even bar the use of 'small
amounts of unpublished expression' to enliven the text." Id. at
661. It further notes that the defendant might have prevailed on
the fair use defense if the third factor, the amount and
substantiality of the material taken, had been resolved in its
favor--hardly the result of applying a virtual per se rule. Id.

19
. See 5alinaer, 811 F.2d at 100 ("We seriously doubt

whether a critic reviewing a published collection of the letters
could justify as fair use the extensive amount of expressive
material Hamilton has copied").

20
. Even Judge Leval has reconsidered his original reaction,

stating that he now agrees with the Second Circuit and believes
that the biographer's taking should not have qualified as fair use.
See Leval, "Toward a Fair Use Standard," 103 HARV. L. REV. 1105,
1113 (1990).

t.)
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are the rule rather than the exception in fair use cases.)21

Subsequent Developments

Still one might find ground for concern. Even dicta by the

Second Circuit may well influence the decisions of other courts.

But subsequent developments go a long way toward allaying that

concern. First, the judges involved in the &ainger and New ErA

cases have been made aware of the furor these opinions have

caused. Unable to revisit the issue without the vehicle of a

case presenting an appropriate context, several have responded by

seeking to clarify their intent publicly in scholarly articles.

In articles published during the past two years, Judges Miner,

Newman and Oakes, panel members in the two cases, have made clear

that they believe there can be fair use of unpublished works and

that an injunction is not automatic upon a finding of

infringement, and that they do not interpret the Second Circuit

opinions to hold to the contrary .22

21. 14. at 1105-1106, n. 9.

22. ame__ Oakes, "Copyright and Copyremedies: Unfair Use and
Injunctions," 18 HOFSTRik L. REV. 983 (1990) (expressing view that
first amendment considerations are relevant tc decision whether to
grant injunctive relief); Miner, "Exploiting Stolen Text: Fair Use
or Foul Play?" 37 J. COPR. SOC'Y 1 (1989) (proposing a change in
the law to distinguish between technically unpublished materials
that have been voluntarily disseminated and those that have not,
barring any fair use of the latter but making the former subject to
fair use to the same extent as published works); Newman, "Not the
End of History: The Second Circuit Struggles With Fair Use," 37 J.
COPR. SOC'Y 12 (1989) (explaining the narrowness of the restraints
arguably imposed by Salincer and New ErA and seeking to reassure
biographers, historians and journalists that their alarm is

unwarranted). See also Leval, "Toward a Fair Use Standard," 103
MARV. L. REV. 1105 (1990) (expressing concern about effect of

1
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Perhaps most significant is Judge Newman's characterization

of his own language in Salimer as "a partial overstatement," and

his stated view that "the biographer may make some use of

unpublished expression when necessary to convey factual

information accurately."23 With the clairvoyance of hindsight,

he has even gone so far in his pew Era en banc opinion as to

essentially retract his statement that "a biographer who uses

more than minimal amounts of expression from an unpublished w'rk

deserves to be enjoined," proposing as a better choice of words

the phrase "deserves to be found liable for infringement,"24

and thereby leaving open the important question of remedy. While

dissents or statements in articles by individual judges are of

course not binding law, it is unrealistic to imagine that other

judges faced with interpreting these opinions will ignore the

authors' elucidations of their meaning.

Even more reassuring is the court record. Opinions issued

in the years since Salinoer and New Era have made clear that the

Second Circuit is still receptive to the special fair use needs

of biographers and historians, and that neither the Second

Circuit nor the lower courts read those cases as establishing a

virtual per se rule against fair use of unpublished works. In

another case brought by New Era Publications, this time involving

Second Circuit dicta).

23. Newman, "Not The End of History," supra n. 22, 37 J.
COPR. SOC'Y at 18, n.13.

24
. See note 16 above.
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use of the published works of L. Ron Hubbard, the Second Circuit

expressed sympathy for the legitimate need to use some expressive

quotation to communicate to the reader the character of the

person being quoted.25 And the four subsequent reported cases

within the Second Circuit involving the use of unpublished

materials indicate that the courts are not being led astray by

the Salinger and New Era dicta.

The only such opinion issued by the Second Circuit itself

is particularly encouraging. Written by a member of the original

New Era panel majority, it resolved the second fair use factor

against the defendant because the plaintiff's works (secure

tests) were unpublished, but nevertheless reversed summary

judgment rejecting the fair use defense, remanding to the

district court for trial on the fourth fair use factor.26 Of

the three district court opinions, two upheld claims of fair use

(one relying on Harper & Row's treatment of unpublished works

without even citing Salinger or New Era).27 Indeed, the sole

25 New Era Publications International ADS v. Carol
Publishing Group, 904 F.2d 152, 156 (2d Cir. 1990), cert denied,
111 S. Ct. 297 (1991) ("[Elven passages used for their expression
are intended to convey the author's perception of Hubbard's
hypocrisy and pomposity, qualities that may best (or only) be
revealed through direct quotation"; distinguishing the prior New
ErA case's holding on this point without reference to the
unpublished/published distinction).

26. Association of American Medical Colleges v. Cuomo, 928
F.2d 519 (2d Cir. 1991) (Altimari, J.).

27
. Arica Institute. Inc. v. Palmer, Copyr. L. Rep. (CCH)

@26,712 (S.D.N.Y. 1991); Wright v. Warner Books. Inc., 748 F. Supp.
105 (S.D.N.Y. 1990), appeal argued May 29, 1991.

"T

tap
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case to involve a biographer's use of a subject's unpublished

letters was extremely favorable for biographers, as it relied on

a "strong presumption that if the allegedly infringing work is a

biography, factor one favors the biographer," and actually

resolved the second fair use factor in favor of the biographer

despite the unpublished nature of the letters.28 The only

opinion to reject the fair use defense was uncontroversial, as

the defendant reproduced the plaintiff's works virtually in their

entirety--a use that would not be fair even if the works had been

published.29 Thus, the dire consequences so many feared have

not materialized, and seem much less likely to do so in the

future.

The Publishing Community's Resvonse

Why then is there still such concern? The problem is more

one of perception than of reality. The language in these two

cases, regardless of their legal impact, is having a chilling

effect on the publishing community. On the authors' side of that

community, there is a new awareness of the issue, brought into

the limelight by the attention given to the Second Circuit

opinions. Authors who never before knew that they were more

restricted in their use of unpublished materials than of

published, many of whom did not understand the uncertainty of the

09.

28
. Wriaht v. Warner Books. Inc., supra, 748 F. Supp. at 108-

29. Love V. Fwitnev, 706 F. Supp. 1123 (S.D.N.Y. 1989).
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fair use defense and even believed that they were safe as long as

they used less than 200 or 300 prds, are now acutely sensitive

to the risks they run--risks that were always there, but less

well publicized. And much of their anxiety is owing to the

reactions of the publishers, who look at the controversial

language and shy away from the risk that a court may apply it

over-literally. It is their fear of publishing--even after

winning subsequent cases--that is keeping more primary source

material from the public eye than would have reached print five

years ago.

This fear is understandable. It is difficult to invest

substantial resources in a venture when there is a risk that a

court may find it unlawful and enjoin you from proceeding. This

risk is, however, inherent in the nature of the fair use defense

as it has been applied for nearly two centuries. It is nearly

impossible to predict outcomes when dealing with a flexible,

equitable doctrine requiring the balancing of mamerous factors.

As a former practicing lawyer, I am well aware of the difficulty

of advising clients on fair use claims. It is very frustrating

not to be able to say, "Go ahead--you're within your rights," but

instead "It depends." Every fair use claim turns on the court's

assessment of all of the circumstances, and different courts

interpret and weigh different factors differently. But this

uncertainty existed before salinaer and New Era, and will

continue to exist if the proposed amendment is passed.

Last week the Subcommittee heard testimony from
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representatives of the publishing community that these decisions

mean that the use of a single sentence from an unpublished

memorandum--anything more than one or two words--could not be

fair use. These statements clearly demonstrate the overreaction

that is compounding the problem here. First of all, the use of

one or two words from any work, published or unpublished, could

not conceivably meet the test of substantial similarity, and

therefore it would not be necessary to invoke the fair use

defense. Second, even the most extreme language in the Second

Circuit's opinions, taken out of context and disregarding the

judges' later qualifications, is more liberal than that, making

clear that at least a "minimal" taking of unpublished expressive

material could qualify as fair.3°

Apart from the merits of the fair use defense, the threat of

an injunction is undeniably serious. Perhaps publishers would

feel less need for extreme caution if they were at least likely

to get the book out into the market. Certainly this issue is

critical to the magazine industry, where timeliness is essential.

But the bill does not address this issue at all, dealing only

with the standards for determining fair use. Nor is the omission

inappropriate, since it is the traditional province of the courts

to determine when the equities warrant the remedy of injunctive

relief.

3°. Both an banc opinions in Hey Era, together joined by eight
Second Circuit judges, would, in proper circumstances, allow
copying of "small amounts of unpublished expression." See note 18above.
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in sum, the problem was initially caused by dicta rather

than holdings, the courts have gone a long way toward remedying

it themselves, and its current dimensions are due in large part

to extreme interpretations and overcautiousness on the part of

publishers.

2) Is Statutory Amendment the Answer?

Given all of this, what should be done? In my view, nothing

legislatively. The courts have made a good start at resolving

the problem and clarifying that unpublished works are indeed

subject to a fair use defense. None has held that the

unpublished nature of the work is a per se bar to fair use, and

several have found fair use of unpublished works. Rather than

take the issue prematurely away from the judiciary, which has

historically overseen its development, it would be preferable to

let the normal case-by-case process continue.

There is of course one benefit to be achieved by

legislation: reassuring publishers that the law has not in fact

changed since Barber & Row. Such reassurance should end their

overreactions and the resulting self-censorship. But Congress

does not ordinarily amend statutes simply to confirm existing

law, and the precedent set by doing so here would be unfortunate.

It would open the door to constant attempts to tinker with the

statute to "clarify" the inherently uncertain doctrine of fair

62-146 0 - 93 - 9

r.

kJ
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use, with the real potential of transforming it into a rigid,

detailed code. Every interest group with an ongoing fair use

problem would want its own individual circumstance written into

the statute, whether as example, exception, or ingredient in the

equitable balance. This prediction is not mere speculation;

since last year's hearing, another bill has already been

introduced to amend section 107 to add an additional example of

fair use purposes to those listed in the first sentence.31

3) The Proposed Lanauacre

If the Subcommittee nevertheless decides to proceed with

this title of the bill, the proposed language contains several

pitfalls. The first clause essentially states the law as it was

after Narver & Row and as it remains today based on the holdings

in Salim:ter and New ErA. That language, while in my opinion

unnecessary, should not lead to any confusion.

The second phrase, "but shall not diminish the importance

traditionally accorded to any other consideration under this

section," is somewhat ambiguous. How much importance was

"traditionally" accorded which other consideration, and at what

point in time? And how can the unpublished nature of the work

weigh against a finding of fair use without diminishing the

importance of the other factors to some extent? If this language

31
. S. 3229, 101st Cong., 2d Sess. (Hatch). See also

explanation of this bill in Senator Hatch's floor statement, CONG.
REC. 516464 (October 22, 1990).
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is enacted into law, it will be essential to draft clear

legislative history explaining to the courts how they are to

interpret the fact that the amendment was made at all (given its

apparent conformity with prior law), as well as how to resolve

these ambiguities.

More problematic is the final phrase, stating that the

unpublished nature of a work "shall not bar a finding of fair use

if such finding is made upon full consideration of all the

factors set forth in paragraphs (1) through (4)." For all other

works, in contrast, the second sentence of section 107 allows all

relevant factors to be considered, including but not limited to

those four. The implication of H.R. 2372 is that fair use of

unpublished works is dependent only upon the four statutory

factors, and that, unlike published works, nothing else is to be

considered. Contrary to the proponents' stated purpose, the net

result could well be either to restrict or to expand fair use of

unpublished works beyond the law in effect today.32 For this

reason, the Senate version, which refers instead to "all the

above factors," is preferable. To eliminate any possible

ambiguity, however, I would suggest the language "all the

32. Additional factors that have been considered by the
courts in evaluating a fair use defense include the defendant's
good or bad faith; the method by which the defendant obtained the
plaintiff's work; and the privacy interest of the plaintiff. see,
e.c1., Harper & Row. Publishers. Inc. v. Nation Enterprises, 471
U.S. 539 (1985). Since these factors more often harm than help the
defendant's case, eliminating them from the balance for unpublished
works is likely to lead to more findings of fair use. This would
narrow--apparently unintentionally--the existing rights of authors
of unpublished works.

r., r"` I
I, t.t1
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relevant factors," to ensure that the courts would retain their

current flexibility in considering factors other than the four

explicitly listed.
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Mr. HUGHES. I apologize for having to slip out. But, unfortu-
nately, this time of the year we have a lot of school groups that
come to the Capitol, and we wear many hats around here, so you
have to slip over and say hello to the constituents. And besides
that, it is a fun part of the job.

Mr. Black, last week it wasI am sorry, Mr. Waggoner has not
testified. I misunderstood.

Mr. Waggoner, not only did I tell you not to summarize, I tell you
not to testify

[Laughter.]
Mr. HUGHES. Mr. Waggoner, welcome.

STATEMENT OF ROBERT C. WAGGONER, CHAIRMAN, VIDEO MON-
ITORING SERVICES OF AMERICA, INC., NY, ON BEHALF OF THE
INTERNATIONAL ASSOCIATION OF BROADCAST MONITORS
Mr. WAGGONER. Thank you very much, Mr. Chairman. I very

much appreciate the opportunity to be here today, and I thank you
for inviting me.

I am chairman of Video Monitoring Servic !s of America, and I
appear today on behalf of the International Association of Broad-
cast Monitors, of which I am a past president.

Today, we would like to bring to the committee's attention an-
other example of the courts wrongfully interpreting the fair use
doctrine in a way that threatens the broadcast news monitoring in-
dustry and the public's right of access to broadcast news program-
ming. Mr. Chairman, this threat is every bit as serious as the dan-
ger to authors and publishers from the second circuit opinions that
have spurred on the proponents of title I of H.R. 2372. However,
H.R. 2372 does not address the threat to the public and to news
monitors posed by some recent decisions involving broadcast news
monitoring services.

Today, there are 66 broadcast news monitoring services. We
watch the news 24 hours a day. We tell people, corporations and
institutions, when they are on the news and what has been said
about them. We make brief segments of the news available to our
clients so they can respond and react. We can supply these excerpts
on an overnight basis.

It no longer matters where the broadcast occurred. Viewers
aren't restricted by time or place to news programming aired in
their own areas. They don't have to choose among only one of sev-
eral news programs being aired simultaneously. Without monitors,
the public has no ready access to the news wherever and whenever
broadcast. Let me remind you that in the Sony Betamax case the
Supreme Court held that it is permissible for viewers to tape pro-
gramming off the air for time shifting purposes.

Broadcast news monitoring services have greater technological
resources and a national reach. We simply do for our clients what
our clients are legally permitted 1.4, do for themselves. Clients of
broadcast news monitoring services include the Federal, State, and
local governments, corporations, law enforcement and disaster re-
lief agencies, market researchers, political candidates, universities,
and individuals. I daresay that some members of this subcommittee
may have used the services of broadcast monitors to follow news
coverage of their own campaigns or of their opponents.
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Mr. Chairman, we are the only means by which the public can
exercise its right to know what is being aired about them and
where. The service we perform is important. It is critical to an ex-
ercise of our constitutional rights and to the functioning of our
economy. Some broadcasters, however, have tried to put us out of
business. Although most broadcasters appreciate the role we play,
we are the target of cease and desist letters, threats to sue us for
infringing copyrights in the news, and plenty of copyright litiga-
tion. This barrage, to be frank, has scared our members. It places
our companies and the service we provide to the public in severe
jeopardy.

Mr. Chairman, our story is remarkably similar to that of the au-
thors and publishers from whom you have already heard. Following
one eleventh circuit case, the Duncan case, several courts have now
held that broadcast news monitoring is not a fair use, primarily fo-
cusing on the fact that it is a commercial activity.

The courts give short shrift to the other fair use factors. They
have created a virtual presumption that because our services are
commercial we can never qualify as a fair use. It is our position
that under a proper analysis courts would fully consider each and
all of the fair use factors. If they did, they would conclude that
broadcast monitoring is just the sort of use that the fair use doc-
trine was designed to protect.

We generally use small segments of copyrighted news programs.
The public uses our video clips or transcripts for research, criti-
cism, comment and analysis. We do not copy or distribute enter-
tainment programs or permit rebroadcast without the permission of
the copyright owner.

We provide an important public service not offered by the broad-
casters themselves. If we go out of business or our services are
chilled, there is no alternative for obtaining news programming on
an immediate nationwide basis. Thus, we have come to Congress
to safeguard the public interest in access to broadcast news.

Our suggested legislative approach would restore the copyright
balance and protect the public's access to broadcast news. We pro-
pose to amend the preamble of section 107 to include "Monitoring
news reporting programming" among the list of purposes for which
a use could be fair. We hope to have legislation introduced shortly
this Congress in both houses.

And let me add, Mr. Chairman, that this is not idle speculation
and an academic exercise, but in the last issue of Variety a report
is made of the most recent case, in Atlanta, and the headline reads,
"TV Monitoring Biz Dealt Blow." Typical variety language.

Mr. HUGHES. A typical headline.
Mr. WAGGONER. And, quoting the plaintiffs attorney, it could

have a devastating effect on the video monitoring business. He
states, "They have a major legal problem." It is more than that. We
have a problem of surviving because the courts have chosen to look
only at theor almost entirely at the question of whether or not
our service is, in fact, a commercial enterprise, which it has to be
to survive. We believe that the matter is now in the hands of Con-
gress because the case law has been, almost uniformly, following
the first Duncan precedent and has determined that if a service
such as ours is commercial it is essentially not fair use.
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And we believe that it is incumbent upon Congress to right the
balance and that we, in fact represent not a special interest, but
the public interest. There is no way that the public, and I refer to
the public there as corporations, government agencies, individuals,
whatever, there is no way, absolutely no way that the public can
find out what has been said about them on the news and where,
and have the right to react and respond without the use of our
service.

The networks nor the stations themselves do not provide this
service, and we believe that a fair reading of the law as it was writ-
ten and the history, the documents going behind this, that a fair
minded person would conclude that what we do is fair use and that
we are not in any way damaging the copyright owners by what we
do, but we are providing a very important public service. And we
hope that we can have some success in having a modification un-
dertaken so that all of the factors that the law states as constitut-
ing fair use will be considered and that it won't stop at the first
condition.

Thank you very much.
Mr. HUGHES. Thank you, Mr. Waggoner.
[The prepared statement of Mr. Waggoner follows:]
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PREPARED STATEMENT OF ROBERT C. WAGGONER, CHAIRMAN, VIDEO

MONITORING SERVICES OF AMERICA, INC., ON BEHALF OF THE
INTERNATIONAL ASSOCIATION OF BROADCAST MONITORS

Good morning Mr. Chairman and distinguished
Members of the Committee. My n, me is Robert Waggoner. I
am Chairman of Video Monitoring Services of America, Inc.,
one of the largest broadcast monitoring organizations in
the United States. I appear today on behalf of the
International Association of Broadcast Monitors (IABM), of
which I am a past president. The IABM membership includes
over 50 commercial broadcast monitors from 22 states,
Europe, Asia, Australia and Canada.

We appreciate the opportunity to testify today
in Support of Title I of H.R. 2372, which addresses one
specific area in which the courts have erred in applying
the fair use doctrine of the Copyright Act.1 The IABM
applauds this Committee's interest in trying to rectify
such egregious judicial misapplications of the fair use
doctrine. Today, we would like to bring to the
Committee's attention another instance where courts have
wrongfully interpreted the fair use doctrine in a way that
threatens my industry, the broadcast news monitoring
industry, and the public's interest in having access to
broadcast news programming.

Unfortunately, passage of H.R. 2372 would do
nothing to remove this threat. The bill is a commendable
attempt to solve a problem arising from the use of
unpublished works. Enactment of H.R. 2372, however, will
not diminish the threat to the public and to news monitors
posed by a few recent judicial decisions that involved
broadcast news monitoring services and their use of
copyrighted broadcast news programs.

Mr. Chairman, this threat is every bit as
serious as the danger to authors and publishers from the
Second Circuit opinions that have spurred on the
proponents of Title I. We hope to have legislation
introduced shortly -- similar to that introduced in the
last Congress -- to mitigate the threat we now face and to
restore a proper balance to the copyright law when applied
to broadcast news monitoring.

Perhaps I should begin by clarifying what are
broadcast news monitoring services. Broadcast news
monitors track broadcast news programming and select and
compile videotape segments or transcripts of news

1. 17 U.S.C. f 107 (1976).

1
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programming in which our customers have an interest. We
can forward transcripts or video clips to clients on a
same-day or overnight basis. Through our services, the
public can be made aware of and respond to news
programming of specific concern, regardless of where the
broadcast occurred. By using our services, viewers are no
longer restricted by time or geography to news programming
aired in their own areas, or to watching only one of
several news programs aired simultaneously.

Broadcast news monitoring is increasingly
important in a world dominated by the electronic news
media. Like newspapers and magazines, the broadcast news
exercises enormous influence over public opinion. Unlike
the prin, media, however, the broadcast news is ephemeral
-- it is not readily available for review, analysis or
response. Before the advent of the videocassette recorder
("VCR"), the public had no ability to watch news
programming at a later time or in a geographically distant
location.

The VCR, a remarkable technical advance, has
made it possible for an individual viewer to capture and
review news programming. In the $ony. Betamax case, the
Supreme Court held that it is permissible for viewers to
tape programming off-the-air for "time-shifting"
purposes.2 Nonetheless, viewers are generally able to
monitor programming only in their own communities. '

Broadcast news monitoring services -- with their greater
technological resources and national reach -- simply do
for their clients what their clients may, but usually
cannot, do for themselves.

Broadcast news monitoring services are highly
valued by a broad cross-section of the American public.
Our clients include the federal, state and local
governments, corporations, law enforcement and disaster
relief agencies, market researchers, universities and
individuals.

Political candidates are also major users of
broadcast news monitors. They use our services to track
television news coverage of their campaigns, of their
opponents and to exercise their rights of equal

2. Sony Corporation of America v. Universal City
Studios, Inc., 464 U.S. 417 (1984).

2
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opportunity to respond to their opposition. I dare say
some members of this Subcommittee may have used the
services of broadcast monitors in the midst of a political
campaign.

Mr. Chairman, broadcast news monitoring services
advance a core First Amendment interest. They
disseminate news to an interested public that would
otherwise have no effective means of access to such
information. They are the custodians of the public's
right to know what is being aired about them, and where.
Attached is a white paper that describes broadcast news
monitoring services and the copyright issues that they
raise in more detail.

Briefly, in the copyright law, it is the fair
use doctrine that balances these First Amendment concerns
against creators' exclusive rights to exploit their works.
Section 107 of the 1976 Copyright Act reconciles two sets
of sometimes competing interests: those of creators, who
need financial incentives to produce works, and those of
the public, which needs access to and wants the broadest
dissemination of information. As this Subcommittee is
well aware, Section 107 was carefully crafted to safeguard
important creators' rights while protecting uses that
further the First Amendment interest in reasonable access
to copyrighted material.3

The preamble to Section 107 contains an
iil"strative list of purposes, including scholarship,

3. As one ctumentator put it:

(iin the balancing between the
constitutional right of access through fair
use and the copyright law, the balance must
tilt toward the constitutionally protected
right to reasonable access. Fair use is
the vehicle for effectuating this
constitutional protection for the primacy
of the public interest over the interest of
the copyright proprietor.

H. Rosenfield, The Constitutional Dimension of "Fair
Use" in Coovright Law, 50 Notre Dame L. Rev. 790
(1975).

3
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criticism and comment, that are the types of purposes for
which uses of copyrighted works are presumed to be fair.
Section 107 then sets out four factors that courts must
weigh in determining whether a particular use of
copyrighted material is fair.4 Congress intended courts
to apply these factors on a case-by-case basis, giving
careful consideration to each one. No one factor alone
was to be dispositive.

Both in cases involving the use by authors of
unpublished works and in cases where broadcast news
monitors have been sued, courts have deviated from
congressional intent by elevating one factor over the
others to erect presumptions not found in the statute.
In the case of unpublished works, the United States Court
of Appeals for the Second Circuit has created a virtual
presumption that the use of unpublished material is not
protected by the fair use doctrine.5 Title I of H.R. 2372
seeks to restore a proper balance to the copyright law
by stating that the fact that a work is unpublished does
not bar a determination that a use is fair after
consideration of all four statutory factors. We support
the legislation because it is a reasonable approach to
correcting a judicial presumption while leaving intact the
delicate balancing required by Section 107.

Mr. Chairman, our story is remarkably similar to
that of the authors and publishers, although H.R. 2372
will not solve our particular problem. The news

4. The four factors are: "(1) the purpose and character
of the use, including whether such use is of a
commercial nature or is for nonprofit educational
purposes; (2) the nature of the copyrighted work;
(3) the amount and substantiality of the portion
used in relation to the copyrighted work as a whole;
and (4) the effect of the use upon the potential
market for or value of the copyrighted work."
17 U.S.C. S 107 (1976,.

5. alincler v Random House. Inc., 650 F. Supp. 413
(S.D.N.Y. 1986), rev'd, 811 F.2d 90 (2d Cir.), cert.
denied, 484 U.S. 890 (1987); New Era Publication
Int'l v. Henry Hold 4 Co., 695 F. Supp. 1493
(S.D.N.Y. 1988), aff'd on other grounds, 873 F.2d 576
(2d Cir.), reh'a denied en banc, 884 F.2d 659 (2d
Cir. 1989), cert. denied, 110 S. Ct. 1168 (1990).

4
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programming that we disseminate on a selective basis to
our clients is, by and large, copyrighted material. Most
broadcasters recognize that we perform a valuable service,
one that they are unwilling or unable to perform.
Indeed, some refer business to us or even use our
services themselves.

Some broadcasters, however, do object to
broadcast news monitoring. They send us cease-and-desist
letters and threaten to sue us. A few have sued us and
won, on the ground that we infringe their copyrights in
news programming. In these suits we have relied on the
fair use doctrine for protection, without much success.

We have our own counterpart to the Second
Circuit's $alinger and crew Era cases -- pacific
5outherngo,y.Diincan." In Dungan, the United States
Court of Appeals for the Eleventh Circuit held that
broadcast news monitoring is not a fair use, primarily
focusing on the fact that it is a commercial activity, and
giving short shrift to the other factors. The Supreme
Court denied certiorari in =can. Several lower courts
have almost unthinkingly followed and applied the DUngAn
holding in other cases involving broadcast news
monitoring, in altogether different factual or procedural
contexts. They have ignored Congress' dix3ction to weigh
all four fair use factors.7 The result is a virtual

6. pacific fi Southern Co. v. Duncan, 744 F.2d 1490 (11th
Cir. 1984), cert. denied, 471 U.S. 1004 (1985).

7. See Cable News Network. Inc. v. Video Monitoring
Services of America. Inc , Civ. No. 1:88 -CV -2660 -JOF
(N.D. Ga. Jan. 9, 1990) (order denying motion to
dismiss and granting motion for preliminary
injunction against broadcast monitoring service and
stating that "[o]n facts nearly identical to those in
the present case, the Eleventh Circuit has found that
defendant's copying and sales activities constitute
copyright infringement"); mac Subsidiary (KCNC -TV)
v. Video Monitoring Services of America. Inc.,
Civ. No. 88-Z-324 (D. Colo. July 27, 1989) (bench
ruling granting broadcaster's motion for summary
judgment against broadcast monitoring service,
stating "[i]t is very difficult to distinguish the
Duncan case from this case. . . . And RungAn

(continued...)

f' r .
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presumption that, because it is "commercial," broadcast
news monitoring can never be a fair use.

By focusing almost exclusively on the
commercial nature of broadcast news monitoring services,
the Duncan court and others have defied congressional
intent. That a use is commercial is only one element of
the fair use equation.8 The House Report accompanying the
1976 Copyright Act clearly stated that the language in
Section 107 referring to whether or not the purpose and
character of a particular use of copyrighted material is
commercial was "not intended to be interpreted as any sort
of not-for-profit limitation . . . . It is an express
recognition that . . . the commercial or non-profit
character of an activity, while not conclusive with
respect to fair use, can and should be weighed along with
other factors in fair use decisions."9

In creating a presumption against a finding of
fair use based on the commercial nature of broadcast news
monitoring services, Duncan and its progeny inadequately
considered the public's constitutional right to receive
information. These cases overlook the fact that broadcast
monitors are critical to the exercise of that right. The
attached paper analyzes the fair use doctrine as applied
to broadcast news monitoring. Here, I will briefly
discuss each of the four factors to demonstrate that

7.(...continued)
basically on facts very similar to this says it's not
a fair use."); Georgia Television Co. v. TV News
Clips of Atlanta. Inc., 9 U.S.P.Q. 2d (BNA) 2049
(N.D. Ga. 1989) (court granting a preliminary
injunction against a broadcast news monitoring
service stating that "(o)n facts nearly identical to
those in the present case, the Eleventh Circuit has
found that defendants' videotaping and newsclipping
services constitute copyright infringement. . . .

This court is constrained by such binding
precedent.").

8. Many commercial uses of copyrighted material -- such
as parody, satire, and literary criticism -- are
often considered to be fair.

9. H.R. Rep. No. 1476, 94th Cong., 2d Sess., at 66
(1976).

6
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enactment of the legislation that we are proposing is
consistent with the language and spirit of Section 107.

The most important of the four factors is the
effect of the use on the potential market for or value of
the work.1° The Supreme Court has stated that uses of
copyrighted material that have no demonstrable effect on
the market for or value of a copyrighted work need not be
prohibited.11 This is so because such uses do not
diminish any monetary incentives for the creation of
works.

Broadcast news monitoring has no adverse impact
on broadcasters' incentives to create news programming
because monitors do not compete with broadcasters for
revenues. Broadcast news monitoring services do not
rebroadcast news programming. The IABM Code of Ethics
requires that our members make it clear to our clients
that the rebroadcast of copyrighted news programming is a
violation of the Copyright Act.

Unlike commercial broadcasters, our revenues are
not tied to advertising rates or to audience size. News
monitoring services do not diminish the value to
advertisers of news programming. We offer an entirely
different set of services -- tracking, indexing and
excerpting news programs from different media, in
different localities, for a post-broadcast market -- to a
base of customers that may or may not have viewed the news
off-air.

Moreover, broadcasters themselves do not
currently service or exploit the demand for monitored,
after-broadcast news programming. They have not
demonstrated any interest in doing so. Most broadcasters
make previously-aired programming available to the public
on a casual or delayed basis, if at all. The public's
interest in having consistent, complete and immediate
access to broadcast news programming is not now well
served by broadcasters.

In no sense, then, does broadcast monitoring
have any negative effect on any potential market for

10. 17 U.S.C. § 107(4).

11. $ony, 464 U.S. at 450.

7
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broadcasters. In fact, most news monitors expand the
awareness of and audience for a broadcast news program.

Another statutory factor is the nature of the
copyrighted work.12 The fact that news monitors make use
of news programming should weigh strongly in favor of
concluding that such use is fair. The Supreme Court has
held that the use of an informational rather than a
creative work is more likely to be fair: "copying a news
broadcast may have a stronger claim to fair use than
copying a motion picture."13 The public has a compelling
interest in having access to news programming, which not
only reports the news but also shapes public perceptions
of newsworthy events.

In addition, the ephemeral nature of the
broadcast news should be seen as supporting a
determination that monitoring is a fair use. In the
legislative history of the 1976 Copyright Act, it was
noted that the reproduction of works that are "out of
print" or otherwise unavailable for purchase through
normal channels is more likely to be considered fair than
the reproduction of works more readily available414 The
same congressional purpose is served by broadcast news
monitoring services, which make available information that
would otherwise be unavailable for public analysis or
review.

Another factor in the fair use calculus is the
amount of the copyrighted work that is used.15 This
factor, too, should be seen as favoring a finding that
broadcast news monitoring services act consistently with
the fair use doctrine. Broadcast news monitors record
news programming in order to maks available to their
clients brief segments from one or more broadcasts; they
normally do not use entire or even large parts of news
broadcasts. Generally, our clients want broadcast news
monitors to sieve through news programming to identify
and forward only those segments that are of particular

12. 17 U.S.C. S 107(2).

13. 5ony, 464 U.S. at 456 n.40.

14. S. Rep. No. 473, 94th Cong., 2d Sess., at 64 (1976).

15. 17 U.S.C. 5 107(3).

8
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interest to them. Broadcast news monitoring services are
valuable to their clients precisely because they provide
only small clips of news programming.

The purpose and character of the use is yet
another factor, the one on which the Duncan court placed
the most weight." We believe, however, that one of the
strongest arguments in favor of concluding that broadcast
news monitoring should be a fair use is that the purposes
for which selections of monitored programs are used by
our clients are those specifically enumerated in the
preamble of Section 107: comment, criticism, education
and research. Notwithstanding the fact that broadcast
monitoring services are commercial, the purpose and
character of the use made of monitored news programming is
wholly consistent with the understanding of Congress in
codifying the fair use doctrine in 1976.

We believe that our industry and the public's
need for access to news programming should fall squarely
within the scope of Section 107. Courts have ruled
differently, however.

To restore proper balance to the fair use
doctrine, Senator Hatch introduced S. 3229 in the last
Congress. Senate Bill 3229 would have amended the
preamble of Section 107 to include "news reporting
monitoring" among the list of purposes for which a use is
presumptively fair. We anticipate that similar
legislation will be introduced shortly in both Houses.

This legislative approach would not create
blanket protection for broadcast news monitoring services
or exempt them from the copyright law. In cases involving
broadcast news monitoring, courts would still need to
weigh all four of the statutory factors. Like Title I of
H.R. 2372, the proposed amendment would work to remove a
judicially created presumption against a finding of fair
use, would leave individual cases for the courts to
resolve after a full consideration of the Section 107
factors, and would properly balance the copyright ow -'s
right to exploit the market for broadcast news with to
public's interest in having access to that news. By
adding "news reporting monitoring" to the preamble,
Congress would signal to the judiciary that broadcast news

16. 17 U.S.C. § 107(1).

0 `)
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monitoring services are the kind of activity that promotes
the First Amendment interests embedded in the fair use
doctrine.

We are here t.-.,day to ask that Congress
intervene to move courts back to the language of, and
legislative intent underlying, Section 107. In doing so,
we are mindful of the Supreme Court's suggestion, in the
Sony case, that Congress may well want to take "a fresh
look" at the VCR technology.17 That technology, which was
in its infancy at the time that the 1976 Copyright Act
was enacted, now makes it possible for the public to watch
and respond to the news, wherever and whenever it may be
broadcast.

As the Court recognized in 5ony, use of the VCR
can promote the public's interest in the broad
availability of expression -- an interest now being
thwarted by Duncan and other decisions. In short, just as
authors and publishers ask that you enact H.R. 2372 to
protect their ability to use important unpublished works,
broadcast news monitors are seeking your help in enacting
legislation to restore the public's right to have
meaningful access to the broadcast news.

Thank you for inviting me to testify this
morning. I would be pleased to answer any questions.'

17. 5orly, 464 U.S. at 456.

10
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The Case for Savina Broadcast Monitoring:
Preserving the Public's Right of
Access to Broadcast Programming

INTRODUCTION AND EXECUT:VE SUMMARY

Broadcast programming, and broadcast news in

particular, has unprecedented and nearly limitless

influence over public opinion. News programming is,

however, as ephemeral as it is powerful -- it vanishes

into the ether once it is aired. Videocassette recorders

("VCRs"), which are now a part of everyday life, permit

individuals to record programming for later viewing, for

preservation and for analysis.

At the intersection of broadcasting and VCR

technology is a new and rapidly growing industry:
/

broadcast news monitoring services. Broadcast monitoring

services meet the public's demand for tracking local and

national news programs. Like newspaper clipping services,

they monitor programming and edit and compile broadcast

news programs -- from local stations and from across the

country -- that are of specific interest to their clients.
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Then, they deliver the programs or transcripts to their

customers -- within hours or overnight.

Broadcast monitoring services are absolutely

invaluable to the federal government, corporations,

advertising agencLas, charitable organizations, libraries

and universities, and individual citizens. Today, such

services are used to follow the reporting of issues at the

local and national. levels, for law enforcement, to respond

to negative or inaccurate reporting, for disaster relief,

to monitor commercial advertisements and for preserving

and studying the news.

By using broadcast monitoring services, viewers

nationwide can stay on top of news programs, wherever they

may be broadcast. No longer are viewers limited by time

or geography to stations in their own areas, or to

watching only one of several programs aired

simultaneously.

Broadcast monitoring services advance a core

constitutional interest because they disseminate important

information throughout the country and safeguard the

public's right of access to news programming. Yet, such

services are now under attack. Claiming that monitoring

services infringe their copyrights in broadcast

programming, a vocal and litigious minority of

2
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broadcasters are threatening -- and bringing lawsuits

against -- commercial broadcast monitors. These stations

seek to stifle both broadcast monitoring services and the

public's ability to watch, respond to and study the news.

Moreover, broadcasters may not even own the copyrights in

some of the programming that they air and that is

monitored!

To date, broadcast monitoring services have

relied on the constitutional balance of the copyright law

t, protect their interests and those of the public.

Although copyright is intended to reward creators, its

ultimate purpose is to ensure that works are made broadly

available to the public. This goal is embedded in the

Constitution, in the Copyright Act and, particularly, in

the fair use doctrine of the copyright law.

By preserving news programs for later viewing

and by diffusing them nationally, broadcast monitoring

services have demonstrated repeatedly that they advance

the constitutional and statutory goals of disseminating

expression. At the same time, monitoring services have

not the slightest negative economic impact on broadcasters

or on their incentive to produce news or other

programming.

3
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The underpinnings of the copyright law and the

fair use doctrine should, therefore, protect and encourage

the development of monitoring services. As the Supreme

Court decided in the Sony Betamax case, copyright law

clearly permits individuals and corporations to monitor

and record programming off-air. Monitoring services, with

their greater technological resources and national reach,

simply do for their Clients what the fair use doctrine

would otherwise permit them to do for themselves.

In recent decisions, however, some courts have

misapplied the copyright law, as it was enacted by

Congress and as it has been interpreted by the Supreme

Court. These decisions refuse to recognize the realities

of broadcast monitoring and fail to comprehend how it

serves the public. By enjoining the legitimate and

necessary monitoring services that the public demands,

these courts are defying congressional intent and ignoring

the public's interest in being able to monitor broadcast

information.

Now, only Congress can act to restore the proper

balance between the public's right of access to broadcast

programming and the incentives due to copyright owners.

For this reason, the International Association of

Broadcast Monitors ("IABM") is asking Congress to amend

4
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Section 107 of the Copyright Act to make clear to courts

that the provision of broadcast monitoring services is a

fair use. The 'ABM was formed in 1981 and is a broad-

based organization representing the community of interest

in broadcast monitoring -- including fifty broadcast

monitoring services in 22 states and in Europe, Asia and

Canada -- as well as corporations and agencies that depend

heavily on monitoring services.

When it codified the fair use doctrine in 1976,

Congress stressed that courts should interpret it with

great flexibility, to accommodate inevitable and rapid

technological changes. Certainly, as the Supreme Court

has recognized, the video revolution represents one of the

most profound technological changes of this century. Yet,

some of today's courts seem mired in the past, elevating

the claims of only a few broadcasters over the broader

interests of the public in using broadcast monitoring

services. Congress should act to protect those interests

and clarify the law to state that the monitoring of news

programs, whether by an individual or by a service that

mo.'itors for individuals, is a fair use.

5
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I. NATURE OF BROADCAST MONITORING SERVICES

What is Broadcast Ness Monitoring?

Broadcast news monitoring is watching, tracking

and reviewing broadcast news programming. It is simply

the exercise of the right of an individual to have access

to the information broadcast over the public airwaves.

Exercising that right may mean not only watching a news

program as it is aired, but capturing the program on video

tape for review, comment or criticism. It also means the

ability to monitor news programs aired in geographically

remote areas, or at times of the day or week when on-air

viewing is not possible.

The activities that comprise broadcast news

monitoring are so essential to maintaining a free and

well-informed society that we tend to take our right to

monitor for granted. It is indisputable that the public

has a constitutionally protected interest in knowing the

content of news programming, and that, since the Sony

Betamax case, individuals have a right to tape news

programming off-the-air to view at a later time. It

naturally follows, then, that the public has the right to

engage broadcast monitoring services to ensure that it can

meaningfully exercise its constitutional and statutory

interests and rights.

6
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MhatArsArmidraitlienitaringSsrmisme
Broadcast monitoring services are commercial

services that provide selections of programs, compi-

lations of programs and/or transcripts of news or public

affairs programs, or commercial advertisements that are of

particular interest to clients. Customers use the tapes

made and sent to them by monitoring services to learn

about, analyze and respond quickly and effectively to news

and other relevant programming, wherever in the country it

may be broadcast.

Broadcast monitoring services flourish in over

twenty states and, as the demand for their services

increases, are growing in number. In major cities, such

as New York City, Los r.ngeles, Atlanta, Houston and

Minneapolis, broadcast monitoring services are large

businesses, some of which have their own regional offices.

The largest such service has over 4,000 regular clients

and employs more than 500 people. In smaller cities, such

as Austin and Memphis, monitoring services are often

owner-operated businesses run out of private homes.

Wherever they are located or whatever their

size, broadcast monitoring services provide similar

services. Clients normally place standing orders for news

programs concerning specific subjects of interest, for

7
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commercial adyertisements or for other programming to be

monitored. Clients also may request a synopsis of news

coverage of their areas of interest, from which they

select the program excerpts they wish to order.

Monitoring services use videocassette recorders ( "VCRs ")

to tape local and national news programs as they are

broadcast -- just like home tapers tape off-the-air to

time-shift or for other purposes.

The services provided, however, go well beyond

simple reproduction. Once a program is taped, the service

then screens it for segments that respond to clients,

requests. Where appropriate, programs from several local

programs may be compiled into a single tape for the

client.

Most services keep logs of how often and by

which broadcaster a subject is covered. Logs identify

stations that air stories or cover a particular issue,

include a synopsis of the story or interview, and

indicate what time and in what manner it was broadcast.

Monitoring services send selections of programs,

compilations or logs to their clients, usually overnight.

Beyond these, they provide a wide range of other services.

Some monitoring services provide daily reports on news

broadcasts from which their clients select programs they

8
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want to see. Some provide only audiocassettes of news

programs. Some provide typewritten transcripts. Some

provide translations of programs from English into Spanish

or of Spanish language programming into English. Some

provide an overview of coverage in a given region or on a

given day.

Contrary to some misperceptions, broadcast

monitoring services never tape broadcasts for resale or

for rebroadcast. Rather, by monitoring, they provide a

set of useful services that adds significant value to

broadcast programs. They offer these services on a timely

and nationwide basis to a highly diversified audience.

The services do not rebroadcast the programming

that they make available to their clients. In fact, many

services tape only on lower-quality tape, which is not

suitable for rebroadcast. In accordance with the IABM

Code of Ethics, monitoring services are careful to ensure

that the selections or compilations of programs that they

provide are used only by clients for their internal

research and analysis.

The IABM Code of Ethics states in part that:

1. Broadcast monitors shall record material as

it is received without any alteration of

the material as presented.

9
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2. Broadcast monitors shall not kn,wingly

assist anyone in violation of the copyright

law or any other rights. Broadcast

monitors shall provide to clients only

t.iose portions of broadcast reports which

the client indicates he has a legitimate

interest in obtaining. The clips so

provided shall constitute discrete portions

of the broadcast which are complete in

themselves and shall identify the original

broadcaster and the monitor providing the

tape, and except for legends imposed

thereon, shall be an accurate record of the

material as broadcast.

3. Broadcast monitors shall pace on each

container a notice approved by the

Association designed to prevent inappro-

priate or improper use of the material

provided.

In the Sony Betamax case, the Supreme Court

held that off-the-air taping for purposes of time-shifting

is a legitimate use of broadcast programming that does not

infringe copyright. Broadcast monitors perform a similar,

but far more useful and productive, service for clients

10
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who either are unable to view a program when it is

broadcast, or are geographically removed from the

broadcast location.

In short, broadcast monitoring services simply

do for their clients what they have the

the resources nor the technology, to do

Broadcast lonitorina Services

right, but neither

for themselves.

provide
A Valuable Public Service

Broadcast monitoring services perform important

functions in our society. They safeguard the public's

right to have access to reports of newsworthy events of

immediate public concern, which would otherwise be

unavailable to large segments of the population.

Since the advent of television, broadcast news

has been a chronicle

events as they occur

the public perceives

of the times, recording not only

but

and

also shaping and reflecting how

reacts to those events.

Broadcast news programming, however, is powerful, but

evanescent -- save for a few individuals who may record

news programming on

although the images

are widely seen and

their own VCRs. Consequently,

and influence of the broadcast news

felt, news programs are not readily or

permanently available for public study.

r,
R. -
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As one commentator put it,

(s]uppose The New York Times were
available for twenty-four hours and
was then withdrawn by management,
never to be seen again. Scholars, and
certainly television journalists, who
rely heavily on print for their own
information, would be incensed. Yet
we are expected to accept the idea
that television news has no past that
it must account for, as do other
media.1

The reasons for preserving and analyzing

broadcast programming are many and varied. They include:

o review for educational and historical

purposes

o research and analysis

o ensuring compliance with federal

requirements regarding the right to reply

and equal opportunities for candidates in

political campaigns

o ensuring that advertisements and video

news releases are in fact broadcast as

agreed

o as a safeguard against, or to provide

evidence in, libel suits.

1. Anne Rawley-Saldich, "Access to Television," Columbia
Journalism Review, November/December 1976.

12
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Without broadcast monitoring services, none of

these functions could be carried out as easily or with as

much assurance. Broadcasters themselves do not provide

immediate, nationwide clipping services. In fact, most

broadcasters refuse to provide segments of their

programming, are unable to do so, or do so only

arbitrarily.

Certainly, clients of monitoring services cannot

watch all broadcasts, in all relevant viewing areas, on

their own. In fact, the public generally has little, if

any, advance warning of when and where a particular issue

will be the subject of a news broadcast. For many

corporations, government departments and individuals,

broadcast monitoring services are the only way of keeping

track of programming of importance to them.

Who Uses Broadcast Monitoring Services?

Broadcast monitoring services serve a broad

range of clients and satisfy a great variety of needs:

o The Federal Government

Various branches and agencies of the

United States Government regularly use

monitoring services, including:

- - the Federal Bureau of Investigation

- - the Central Intelligence Agency

13
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the Internal Revenue Service

Congressional offices. Broadcast

monitoring services assist the federal

government in carrying out many essential

functions, from criminal investigations to

disaster relief efforts. Members of

Congress use monitoring services to keep

abreast of issues of importance to their

constituents.

o Corporations

Corporate clients rely on monitoring

services to:

develop marketing strategies

obtain information on domestic and

foreign competitors

predict the effect of larger

economic developments on stock

prices and investments

respond to crisis situations.

For example, life insurance

companies used monitors to

respond to the needs arising from

Hurricane Hugo and the 1989 San

Francisco earthquake.

14
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evaluate their performance and

corporate image, as well as the

effectiveness of their news

releases.

o Charitable institutions

Charitable institutions, such as the

American Cancer Society, the United

Way, UNICEF, and the American Red

Cross, use monitoring services to

evaluate the scope and nature of

community needs and to follow

broadcast coverage of fundraising

events.

o State and local covernments

At the state and local level,

broadcast monitoring services are used

regularly by government officials,

school boards, hospitals and police

departments.

o political candidateg

Both national and local candidates for

political office use broadcast

monitoring services to

assess public opinion

15
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ensure compliance with FCC

regulations

keep informed about issues and

current events in their

communities or nationwide.

o Universities

Educational and research institutions

are among the most important users of

broadcast monitoring services. Some

services donate programs of the most

newsworthy events to universities and

libraries for archival purposes.

Universities also use programs that are

donated or purchased for research,

including the study of journalism.

Monitoring services are especially

invaluable for educators and researchers

because most broadcasters destroy their

programming soon after it is broadcast.

o Video news releose cosnanies

Producers of video news releases,

which are used by news stations across

th., country, need monitoring services

to learn how, and in what context,

62-146 0 - 93 - 10
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their releases are used, and to assess

their impact.

o LAMY2DIN

Defense lawyers across the country

rely heavily on broadcast monitoring

services to gauge the tone and level

of local coverage of their clients'

cases tc determine if a fair trial is

possible in a location.

o Public relations

Public relations firms use monitoring

services to evaluate their success in

bringing their clients' views to the

public and to identify their clients'

needs.

o Advertising agencies

Advertising agencies rely on

monitoring services to determine

market trends, to see the context in

which their clients' advertisements

are aired, and to ensure that

advertisements are broadcast in

accordance with agency-broadcaster

agreements.

1
k. j
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o . Individuals

Individuals rely on broadcast

monitoring services for access to news

programming either about them or about

subjects of importance to them. Of

all clients, individuals are the least

able to monitor news or other programs

by themselves on a nationwide basis.

: . ike 4 " of .2L; 1;.1}y II1111Lan
FAIR USE DOCTRINE OF THE COPYRIGHT LAW

Broadcast monitoring services and the public

they serve currently are under attack 1,1 some

broadcasters. These broadcasters claim that monitoring

services infringe the exclusive right, under copyright

law, to authorize reproduction of their news and other

programming. In their own defense, broadcast monitoring

services have relied on the fair use doctrine of the

Copyright Act, to prove that monitoring services, like

other fair uses, is not an infringement of copyright. To

date, some courts have sided with broadcasters. These

decisions, however, misunderstand and misapply the fair

use doctrine. When correctly applied to broadcast

monitoring services, the copyright law -- and the fair use

18
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doctrine -- can and should be read to protect their

services from claims of infringement.

Oat Is The Fair Use Doctrine?

The Constitution grants Congress the authority

To promote the Progress of Science
and useful Arts, by securing for
limited Times to Authors and Inventors
the exclusive Right to their
respective Writings and Discoveries.2

Congress gave exclusive rights to authors as an

incentive to create new works for the public good. These

rights, however, can create a tension with other rights --

as embedded in the First Amendment -- in the broad

dissemination of works o: 7ublic significance.

Consequently, Congress and the courts have

developed, enacted and applied the fair use doctrine to

harmonize the disparate interests of the public and

creators of copyrighted works. The fair use doctrine is

not, therefore, merely a statutory exception to the

exclusive rights afforded by the Copyright Act. Rather,

it is a necessary bulwark of our constitutional scheme,

protecting the public's First Amendment interests from

2. United States Constitution, Art. I, Section 8.

19
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unjustified and overreaching assertions of exclusive

rights by copyright owners.3

When it enacted the Copyright Act of 1976,

Congress decided that it was important to codify the long-

standing common law doctrine of fair use. See 17 U.S.C.

§ 107. Section 107 of the Copyright Act states that

certain uses of copyrighted material for important public

purposes such as "criticism, comment, news reporting,

teaching, . . . scholarship or research" are not

infringements of copyright. Congress described Section

107 in the legislative history accompanying the Act as

"one of the most important and well-established

limitations on the exclusive rights of copyright owners."

H.R. Rep. 1476, 94th Cong., 2d Sess., at 65 (1976).

In Section 107, and after listing examples of

certain types of "fair uses," Congress set out the factors

3. As one commentator put it:

(i]n the balancing between the constitutional
right of access through fair use and the copy-
right law, the balance must tilt toward the
constitutionally protected right to reasonable
access. Fair use is the vehicle for
effectuating this constitutional protection for
the primacy of the public interest over the
interest of the copyright proprietor.

H. Rosenfield, The Constitutional Dimension of "Fair
Use" in ConVright Law, 50 Fotre Dame L. Rev. 79n (1975).

20
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for determining whether a particular use of copyrighted

material is a fair use. These are:

(1) the purpose and character of the use,

including whether such use is of a

commercial nature or is for nonprofit

educational purposes;

(2) the nature of the copyrighted work;

(3) the amount and substantiality of the

portion used in relation to the copyrighted

work as a whole; and

(4) the effect of the use upon the

potential market for or value of the

copyrighted work.

17 U.S.C. § 107.

The legislative history of the Copyright Act

makes clear that while "[tjne bill endorses the purpose

and general scope of the judicial doctrine of fair use,"

there "is no disposition to freeze the doctrine in the

statute, especially during a period of rapid technological

change." H.R. Rep. 1476, 94th Cong., 2d Sess., at 66

(1976). Thus, Congress intended tha- the fair use

doctrine be flexible enough to protect new technological

uses of copyrighted works. VCRs were quite rare in 1976.

Thus, an important, productive and beneficial purpose for

21
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using broadcast programming -- monitoring -- was not

expressly enumerated by Congress when it enacted the

Copyright Act. Nevertheless, broadcast monitoring

services are, and should rightfully be considered to be,

fair uses.

Broadcast News Monitoring Services
Are A Fair Us,

Broadcast news monitoring services fall within

the core of activities protected by the fair use doctrine.

In fact, the ultimate purposes of monitoring are precisely

those defined in the first sentence of Section 107:

"criticism, comment, teaching . . . scholarship or

research." A searching analysis of broadcast monitoring

services under the four factors set out in Section 107

demonstrates that news monitoring services are the type of

activity that Congress intended the fair use doctrine to

protect.

1. The Effect Upon the Potential Market for or
Value of the Work

The Supreme Court has held that the sole

"purpose of copyright is to create incentives for creative

effort."4 Therefore, the most important element of any

fair use analysis of broadcast monitoring services is

4. Sony Corp. of America v. Universal City Studios,
Inc., 464 U.S. 417, 450 (1984).
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whether they diminish the incentive of broadcasters to

create news programming.

Uses that have "no demonstrable effect on the

market for, or the value of, the copyrighted work" need

not be prohibited.5 In such situations, no infringement

need be found and no injunction need issue to protect the

author's incentive to create. Because broadcast news

monitoring services have no adverse economic impact on

broadcast news programming, or on the incentive to produce

the news, a proper application of this factor cuts

strongly in favor of concluding that such services are a

fair use.

Producing news programming and providing news

monitoring services are not the same business. Commercial

broadcasters generate revenues from the news by producing

programs that attract viewers, that increase audience

shares and that enable them to sell advertising at rates

that escalate with the size of the audience. Broadcast

monitoring services, by definition, have no impact on the

size of the broadcaster's audience. Furthermore, monitors

do not sell advertising time because they do not

rebroadcast news segments. Therefore, monitoring services

do not compete with broadcast stations for audier.ces or

5. Lci.
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for advertising revenues. They h,ve no actual or

potential negative effect on tht: market for, or value of,

the advertising time sold by broadcast stations.

For example, if a broadcast monitoring service

in Texas provides a compilation of programs from Texas

news broadcasts to a client in New York, the Texas news

station has not been negatively affected in any way. The

monitoring service did not cut into the Texas station's

audience and did not siphon revenues that would otherwise

have gone to the broadcaster. In fact, the Texas

broadcaster may benefit from increased exposure to

potential advertisers (who may be impressed by its news

programming) who are geographically distant and temporally

removed from the place and time of the broadcast itself.

Moreover, broadcasters are not, and have no

demonstrable interest in, exploiting the market for

monitored broadcasts programming. They do not actively

sell segments of their programs in their local markets,

let alone nationally. They maintain no standing orders

from clients nor do they monitor or log 'ather stations'

programs. Thus, broadcast monitoring services have no

impact on any potential market that broadcasters might

seek to enter.

24
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In short, broadcast monitoring services do not

diminish in any way the value of or market for any

broadcaster's news programming.

2. The Nature of the Copyrichted Work

The Supreme Court has held that the fair use

doctr".ne has its broadest application where informational,

rather than creative, works are involved. In fact, the

Supreme Court has acknowledged that "[c]opying a news

broadcast may have a stronger claim to fair use than

copying a motion picture." Similarly, the nature of a

news program also argues in favor of finding that

broadcast news monitoring services should be viewed as a

fair use.

o Factual material, such as much of the

material contained in a news program, is

more susceptible to a fair use finding than

purely artistic works, such as motion

pictures.

o News is or public significance, and

contributes substantially to public

awareness and informed debate.

6. Sony, 464 U.S. at 455.

(
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o News programs, un)ike works of

entertainment, lose much of their

value as soon as they are broadcast.

The value of news lies in its

timeliness; there is no significant

aftermarket for news.

o News programming is ephemeral; it becomes

inaccessible immediately after it is

broadcast. Congress specifically intended

that the relative inaccessibility of a work

to the public should be a factor in

assessing whether users who reproduce such

works are engaged in an activity protected

by the fair use doctrine. In considering

the fair use doctrine in 1976, the Senate

Judiciary Committee noted that:

[a] key, though not necessarily
determinative factor in fair use
is whether or not the work is
available to the potential user.
If the work is "out of print" and
unavailable for purchase through
normal channels. the user may
have more justification for
reproducing it than in the
ordinary case. b.... the existence
of organizations licensed to
provide photocopies of out-of-
print works at a reasonable cost
is a factor to be considered.
[Emphasis supplied]

26
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S. Rep. No. 473, 94th Cong., 2d Sess., at 64

(1976).

3. The Amount of the Copyrighted Work Used

Broadcast monitoring services record news and

other programming in order to compile brief segments from

various broadcasts; they do not, except in highly unusual

cases, use entire -- or even substantial parts of -- news

broadcasts.

Clients are not interested in the portions of

news reports unrelated to them. One of the most valuable

aspects of monitoring services is that they screen

irrelevant information and compils only what is directly

related to clients' interests. This fair use factor,

then, weighs strongly in favor of broadcast monitoring.

4. The Purpose and Character of the Use

Perhaps the strongest argument in favor of

finding broadcast monitoring services to be a fair use is

that the purposes for which the videotapes of monitored

programs are used fall squarely within the core of the

doctrine: oompilations and clips are used for comment,

research, criticism and education. As described above,

many clients use broadcast monitoring services to follow

coverage about their activities, to make sure that the

media fairly represents them and their views to the

3
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public. The legislative history of the Copyright Act

states that:

(w)hen a copyrighted work contains
unfair, inaccurate or derogatory
information concerning an individual
or institution, the individual or
institution may copy and reproduce
such parts of the work as are
necessary to permit understandable
comment in the statements made in the
work.

H.R. Rep. No. 1476, 94th Cong., 2d Sess., at 73 (1976).

Broadcast monitoring services are the vehicle by

which clients can perform precisely this "monitoring" or

"checking" function on a nationwide basis. On their

clients' behalf, and at their specific request, services,

as their designated agents, copy, compile and log when

they are themselves unable to view all possible programs

of interest or relevance.

That monitoring services charge a fee does not

mean that their services are not a fair use. The

commercial nature of a use is only one aspect to be

considered in analyzing the purpose and character of the

use. In fact, many fair uses of copyrighted material are

for commercial purposes, such as parody, satire, literary

or artistic criticism, and biography.

The House Report accompanying the Copyright Act

stated that the language in Section 107 referring to

28

41 lW



296

whether the purpose and character of the use of

copyrighted material is commercial or not

is not intended to be interpreted as
any sort of not-for-profit limitation
on educational uses of copyrighted
works. It is an express recognition
that, as under present law, the
commercial or non-profit character of
an activity, while not conclusive with
respect to fair use, can and should be
weighed along with other
factors . . . .

H.R. Rep. No. 1476, 94th Cong., 2d Sess., at 66 (1976).

Broadcast monitoring services could not provide

their services on a non-profit basis. They, like many

other users of copyrighted material, must charge their

clients. In the case of monitoring services, the fee that

they charge is set at a level that demonstrates that

clients are willing to -- and do -- pay for a service

package that offers much more than the mere reproduction

of a broadcast program.

In summary, a proper application of the four

factors of Section 107 demonstrates that broadcast

monitoring services are precisely the type of activity

Congress wanted to protect by codifying the fair use

doctrine.

o News monitoring services do not have

any negative effect on the actual or

3,3
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potential market for or value of news

programming;

o News is of significant public

interest and monitoring enables

clients to review and analyze other-

wise ephemeral news programming;

o Monitoring services use only

insubstantial portions of news programs;

and

o The ultimate uses of compilations of

programs are educational and for

comment, analysis and research.

III. BROADCAST MONITORS AND THE PUBLIC'S ACCESS TO
BROADCAST NEWS ARE UNDER ATTACK

Broadcast monitoring services play an integral

role in the broad dissemination of news and other public

affairs programs. Recognizing this fact, most

broadcasters have excellent working relations with the

broadcast monitoring services that serve their

communities. Indeed, many refer viewer requests for

program segments of recent broadcasts to monitoring

services. In this way, broadcasters and broadcast

monitoring services together ensure that the demand for

30
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both immediate news by local audiences and for archival

footage by a national audience is wholly satisfied.

This system for meeting society's need to

monitor and have access to broadcast information is now

under attack. Some broadcasters are bringing -- and

winning -- lawsuits for copyright infringement against

news monitoring services. In recent years, suits have

been filed in Atlanta, Los Angeles, Houston, Minneapolis,

Denver, and other cities. Many of these cases have been

settled; some have been lost by monitoring services ;

others are on appeal. A great many more broadcasters,

spurred on by the success of this increasing flood of

litigation, have sent cease and desist letters, demanding

that monitoring services refrain from taping their

programs.

Broadcast monitoring services, facing these

threats, are forced to choose between abandoning their

businesses and time-consuming, expensive litigation.

They believe that they are acting lawfully and that

providing monitoring services, when properly understood,

is a fair use of broadcasters' copyrighted material and

not copyright infringement. Nevertheless, many services

believe that actual or threatened litigation may compel

them to leave the business.
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Why are a few broadcasters meeting with such

success in using lawsuits or threatening letters to drive

broadcast monitors out of business? To date, and in the

cases that have been decided, courts have misapplied the

fair use doctrine to conclude that monitoring services are

liable for copyright infringement. Instead of properly

balancing the public benefits from and economic impact of

monitoring against the broadcasters' incentives to create,

courts have focused largely on the fact that news

monitoring services are engaged in a commercial activity.

They have either ignored or wrongly applied the other fair

use factors.

In one of the earlier cases involving broadcast

news monitoring services, for example, one appellate court

leaned heavily on the fact that merely because a news

monitor was a commercial business, it infringed on a

potential -- the broadcast monitoring -- market for

broadcasters.7 The flaw in this reasoning is that it

fails to understand the respective markets and functions

of broadcasters and news monitoring services. As noted,

broadcast monitoring services and broadcasters perform

7. Pacific & Southern Co. v. Duncan, 572 F. Supp. 1186
(N.D. Ga. 1983), aff'd and rev'd in part, 744 F.2d
1490 (11th Cir. 1984), ggrt. denied, 471 U.S. 1004
(1985).
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entirely different services. One produces and airs news

for immediate consumption, the other monitors, excerpts,

compiles and sends news programs to local or distant

locations for later viewing. There is no actual or

potential competition between the two.

The Supreme Court has correctly interpreted the

fair use doctrine to mean that courts should not *inhibit

access to ideas without any countervailing benefit."

Because broadcast monitoring services have no real or

potential negative economic impact on broadcasters, lower

courts are just plain wrong: news monitoring services do

not diminish tne incentive to produce news or other

programs. There is no countervailing benefit, economic or

otherwise, from courts acting to suppress access to news.

This appellate decision and other regrettably

lixe-minded courts have defied congressional intent

regarding the proper application of the fair use doctrine.

At least two other courts around the country have adopted

both the factual and legal conclusions of this earlier

decision. They have refused to follow Congress'

instructions -- to apply the doctrine on a case-by-case

basis. Courts have ignored, for example, that many owners

of copyrights in monitored programs -- such as commercial

8. Sony, 464 U.S. at 450-51.

4

33



mor

301

advertisements or video news releases -- are not the

broadcasters, and that these copyright owners freely

consent to monitoring. Yet, services monitoring even

these programs are threatened or subject to injunction.

By sharply restricting the proper scope of the

fair use doctrine, courts have curtailed the activities of

broadcast monitoring services. The unfortunate result is

that the public's First Amendment right to access to news

programs is now being severely eroded.

IV. CONGRESSIONAL ACTION IS REQUIRED TO PROTECT MONITORS
AND THE PUBLIC'S RIGHT OF ACCESS TO INFORMATION

Congress should act to restore the

constituti,nal balance rights between the American

public and broadcasters of news programs. The IABM's

legislative proposal is simple and straight-forward: it

makes only a minimal change in the first sentence of

Section 107 of the Copyright Act to clarify that the

monitoring of news programming is a purpose for which

certain uses -- such as the services provided by

commercial broadcast news monitors -- are fair.

The IABM's proposed amendment would add the

phrase "news reporting monitoring" to the enumerated list

of purposes for which a use is presumptively "fair". This

list has always been regarded as illustrative, and never

34
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as exclusive. Already, a wide range of uses for such

purposes as criticism, comment, news reporting, teaching,

scholarship, and research are presumed to be fair uses and

not infringements of copyright.

As discussed above, monitoring itself and,

therefore, broadcast monitoring services make news

programs available for exactly these purposes.

Nevertheless, the amendment is now required to clarify

Congress' intention -- that news monitoring is entitled to

the same protection as other purposes that further the

public interest in access to and the dissemination and use

of information.

The amendment does not define "news reporting

monitoring" because "news reporting" is a term that is

well-understood and is already a purpose mentioned

expressly in the first sentence of Section 107.

"Monitoring," as noted above, is the tracking of broadcast

programming, and its scope would be described more fully

in legislative history.

Accompanying legislative history can also be

used to describe and define the activities of broadcast

monitoring services that Congress intends for courts to

regard as fair uses. It would explain, for example, that

just as individuals have the right to monitor, so, too,
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can they engage broadcast monitoring services to monitor

news programming on their behalf.

The legislative history could also be used to

clarify the bounds of the fair use doctrine as applied to

broadcast monitoring services. For example, the

reproduction and sale of entire works of entertainment

programming might not be generally regarded as fair.

Furthermore, the legislative history could reaffirm that

ultimate decisions on the application of the fair use

doctrine and the factors set out in Section 107 to

particular activities of monitors are to be made by the

courts on a case-by-case basis.

Both the practical and flexible nature of the

fair use doctrine make it appropriate for Congress to

amend Section 107 so that "news reporting monitoring" is

a purpose for which the activities of broadcast news

monitoring services should be regarded as fair. When

Congress first codified the doctrine in 1976, it expressly

recognized that fair use it should be adapted to

technological developments. In particular, the House

Report accompanying the 1976 Copyright Act stated "there

is no disposition to freeze the doctrine in the statute,

especially in a time of rapid technological change."

36
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Since 1976, the demand for broadcast news

monitoring services has grown rapidly as news reporting

has become central to our lives, to our businesses and to

the way we vote. Technological advances -- the VCR --

have made it possible for the public to monitor, review

and respond to news programming wherever and whenever it

may have been broadcast. Broadcast monitoring services

are the only practical means by which individuals can

exercise their rights to see and respond to geographically

removed, or yesterday's, news programming.

The proposed amendment is a narrowly drawn,

workable solution to the threat now being posed to the

public's right to monitor news programming. It does not

expand the scope of the fair use doctrine. Nor does it

alter the existing structure of the Copyright Act or the

balance of rights between the public and the copyright

owner. By enacting the amendment, Congress will recognio

that there must be some mechanism for the American public

to monitor broadcast news for the American public. In

this, Congress can restore the constitutional balance of

rights between the public and the producers of news

programming and further the purposes embedded in the

copyright law.

3
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Mr. HuGF...3s. Mr. Black, last week it was argued that all source
code remains unpublished. Doesn't distribution of the work in ob-
ject code constitute publication of the same authorship of the
source code? As I understand it, computer programs are now writ-
ten in a special computer language which is, nonetheless, under-
stood by knowledgeable humans. It is called source code. The
source code is converted or translated into machine-readable object
code, which is not readable by humans. The object code is pub-
lished and made available, but you argue that the source code is
not.

I need your help in following the argument. People argue that
source code is unpublished in order to enlarge the scope of protec-
tion, thereby preventing others from decompiling or reverse engi-
neering. Or what is the basis?

Mr. BLAcK. Mr. Chairman, is our view that object code is consid-
ered to be published under copyright. Source code certainly can be
published and occasionally is, but as an industry practice it is not.
Source code has additional significant features in it, including such
things as a programmer's notes and individual interpretations or
expressions of intent. That is something which has been treated as
an unpublished work, and it is basically covered under trade secret
law.

The question really has become, with regard to reverse engineer-
ing, whether or not the underlying ideas contained in a program
can be gotten to by use of various tools. One of those toolswe
have a number of tools that can be utilized, for example, memory
dumps and line traces, things like thatI don't want to get into
great detail here, but one of the tools used to understand the un-
derlying ideas and principles is the mechanical code analysis meth-
od, which is also called decompilation." But it really is simply a
mechanical method of analyzing code, and it takes you back from
object code toward source code.

But when you decompile object code you are not able to com-
pletely recreate the source code. A very rough analogy might be to
a photograph of a three-dimensional work of art such as the paint-
ing, the Mona Lisa, in which brush strokes and depth are part of
its beauty. Likewise, the source code has much greater depth to it,
much more meaning in it than you will ever be able to recreate by
going through the object code and trying to back up to the source
code. But nevertheless, it gets you part-way there. It is, if you will,
a two-dimensional image rather than a three-dimensional copy, but
it is a helpful analytical tool.

Mr. HUGHES. Much like reverse engineering?
Mr. BLACK. Yes. It is actually a tool of 'everse engineering. Re-

verse engineering in its broadest generic sense is, as you know, an
analytical process to figure out the stages that got it to where it
is. A mechanic, arguably, reverse engineers a car engine's operation
trying to fix it. He goes through an analytical process of figuring
t out.

And thus decompilation is a neutral tool. It can be misused, as
anything can. But it also has many legitimate uses. It is neutral
in and of itself.

Mr. HUGHES. If I walked into a computer shop, and I were
knowledgeable, could I basically understand the source code?
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Mr. BLACK. It would not be available to you in a computer shop.
It is not available to the average purchaser.

Mr. HUGHES. It is not available?
Mr. BLACK. No, not source code. Neither is object code in a

human readable form. Basically, what you get is the ability to uti-
lize the software program.

Mr. HUGHES. That is the object code is what I would have avail-
able?

Mr. BLACK. Well, you don't actually see the object code. But yes,
you get the object code utilization.

Mr. HUGHES. Last week it was suggested that the purpose of
greater protection for unpublished worl.s has been a right of per-
sonal or literary privacy of the author. So long as the author did
not give up that privacy by publishing, no fair use was possible.

Aren't unpublished works given added protection in order to pre-
serve the author's right of first publication and economic exploi-
tation, rather than a right of privacy?

Mr. BLACK. Certainly I think the traditional concepts when you
have personal privacy do not enter in in the same way into the
computer software world. But if you would look at the underlying
aspects of intellectual property law in general, as your statement
of last week makes clear, what we need is a balance of interests
including a better understanding of what is the process of innova-tion.

So when we are talking in the commercial world, which is where
we should be treating computer software, the real question is how
do we foster the kind of innovation that is intended to result from
this balance of access and protection. And we would look at our in-
dustry, hundreds of billions of dollars' worth of industry, and say
that it has prospered largely because of the ability of any one com-
pany and any one programmer to loci upon other products, analyze
them, improve, innovate, and build.. We have really been a highly
innovative industry. I don't think anyone could argue with that.
And it has been because of our utilization and access to these ana-
lytical tools. Many of the processes that we are concerned about
have been considered fair use, which is why we are very pleased
if we can maintain the existing the law, and why we hope your
amendment is not interpreted in any way to alter this creative en-
vironment. Because we think it has fostered the innovation of ourindustry.

Mr. HUGHES. Aren't what you seek to protect basically trade se-
crets?

Mr. BLACK. Well, we would like to make sure that the law does
not confuse trade secret and copyright protection. I think there are
some who would like to utilize copyright law to create a super
trade secret law. We think trade secret laws definitely have their
place, patent law has its place, and so does copyright law. We are
nervous about attempts to extend copyright law in a way which
would really have it fulfill some of those other functions of protec-
tion when it does not allow the corresponding balancing of access.

Mr. HUGHES. Mr. Steinhilber, in your written statement you ob-
serve that section 107 of the Copyright Act may need some legisla-
tive restructuring in addition to the amendment of title I of H.R.
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2372. Does the Educators' Ad Hoc Committee have any specific rec-
ommendations at this time?

Mr. STEINHILBER. We don't have at this time, but we can give
you some general ideas. We have always contended that one of the
difficulties already with the section 107 is that it merges both com-
mercial use and noncommercial use, and that causes a great deal
of confusion. The second is, and somewhat related to the first, is
that it makes reference to the impact upon the potential market
and the discussion of a potential market isn't always a different as
it relates to an educational use as compared to any other. I would
say the last is, of course, the one that is already in my testimony.
Is that this committee has done us, all I can say is more favors
that I could ever imagine by forcing all of us in education and the
commercial interests to develop guidelines. We have through the
leadership of this committee developed guidelines on off-the-air
taping of television programs. We have developed guidelines on
print media. We have developed guidelines on music. We have de-
veloped guidelines in 1;.orary usage. And I dare say we would sug-
gest that one of the ',,hings that should be done is relook at the
technology and take a look at how and what kind of guidelines
should be developed with respect to technology.

Mr. HUGHES. I appreciate that suggestion. And, if the ad hoc
group would like to submit any additional recommendations, the
record will remain open for 10 days.

Mr. STEINHILBER. Thank you, sir.
Mr. HUGHES. You heard, I am sure, Scott Throw's argument that

a fair use doctrine that is too expansive will force authors to de-
stroy their unpublished papers in lieu of giving them to libraries.
Since the American Library Association is a member of your ad hoc
committee I would solicit your comments on Mr. Throw's state-
ment. What are your views? Do you think his concern is well-
founded?

Mr. STEINHILBER. I think I would like to submit a statement for
the record on that because actually Eileen Cook, who is the rep-
resentative of the American Library AssociatiG was here a little
earlier and we were discussing it in the back, and I would like to
get her viewpoints so that I am correct, if that is permissible with
you, sir.

Mr. HUGHES. That will be fine.
[The information was not submitted.]
MI. HUGHES. Professor Perlmutter, I am sure you heard my cc',

loquy with Mr. Oman relative to our passing legislation, time and
again sometimes, just to try to get the attention of the administra-
tion, whatever administration, and where we believe the courts
have strayed we often pass legislation to say we really meant what
we said. What is so wrong with that? You had expressed some
views in your statement on that subject, and basically the bottom
line for you is why legislate if it is not necessary. That is the bot-
tom line, as I understand it. Sometimes it is necessary.

Ms. PERLMUTTER. Certainly legislation is often appropriate to re-
affirm Congress's intent in enacting legislation where the courts
have been misinterpreting that intent. I don't think, however, that
is the case here. The courts, by and large, are construing the fair
use doctrine properly, and when you look at the actual holdings as
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opposed to some of the language, and you look at the decisions in
the second circuit since the language that concerns everyone P ;
much, there is not a mistake in interpretation here. In fact, the
problem does not exist.

I would also keep in mind that this is not a typical question of
statutory interpretation. We are dealing with the fair use doctrine,
which is traditionally a judge-made, flexible, equitable doctrine,
and Congress expressed the intent in codifying it in 1976 to keep
it that way. So the decisionmaking process may be a little bit dif-
ferent than it would be for the misinterpretation of a typical stat-
ute.

Mr. HUGHES. I understand.
Mr. Waggoner, you compare your situation caused by the Duncan

decision in the eleventh circuit to the decisions affecting the pub-
lishing industry caused by a couple of cases in the second circuit.
There is a difference, isn't there, however? You appear to be seek-
ing a statutory reversal of the Duncan decision, whereas the pub-
lishers and authors arc seeking, really, to codify Harper & Row. Do
you agree with that analysis?

Mr. WAGGONER. Not necessarily. I think what we are looking for
is a clarification of the copyright law that we think can only come
from Congress. We feel that the case law has almost uniformly de-
termined that if any of the monitor's activities are commercial that
they are therefore not fair use, and we don't believe from our read-
ing of the legislative history and the report language that that was
the intent of Congress when the law was passed. And we believe
that only through a clarification of the law by adding the phrase
"news reporting monitoring" to those activities that would be indi-
cated as permissible under the law such as "broadcast reporting"
itself is listed, that only by clarifying this is our industry goi..g to
be able to survive.

We think it is very important that it does survive. We don't feel
we are going to find redress in the courts. We think we are only
going to find it in Congress through a clarification of the law.

Mr. HUGHES. Thank you.
The gentleman from California.
Mr. MOORHEAD. Thank you, Mr. Chairman.
Mr. Black, along the lines that the chairman was pursuing with

youin your opinion, will the current proposal have any impact on
the leasing and marketing of computer software that is now pro-
tected by trade secret?

Mr. BLACK. Mr. Moorhead, as we have indicated, the interpreta-
tion we have given to the current proposed language is that it is
a restatement of the current law and we are quite satisfied that it
will not have a negative impact.

Mr. MOORHEAD. For Professor Perlmutter, I would like to ask
you a question that I asked the others last week. We were told that
general counsels to book and magazine publishers and broadcasters
are reluctantly but almost uniformly advising clients not to use
unpublished works. So, even though you may think legislation is
unnecessary, don't you agree that publishing experts are acting on
a strong belief that they have a problem and that this problem is
having a chilling effect on what is being published?
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Ms. PERLMUTTER. Yes. I do believe there is some of that going
on here. I am not sure of the extent. I do note that some books,
including Ms. Marton's, book, who was here testifying last week,
have been published during this time, apparently without litiga-
tion. But there is a chilling effect.

I agree with Mr. Throw that it is not clear how and to what ex-
tent this amendment will resolve that problem. It seems to me that
the source of the chill is, first of all, the inherently uncertain na-
ture of the fair use defense; second of all, it is the Supreme Court's
treatment of unpublished works in Harper & Row. The Supreme
Court established a rule that it would be much more difficult to
find fair use of unpublished works and the scope of the defense
would be narrower in those circumstances.

Mr. MOORHEAD. Well, if there is a lack of clarity, how would you
suggest taking care of that?

Ms. PERLMUTTER. I believe that the courts are taking care of it.
In terms of their holdings, there has not been a problem, and later
courts interpreting the language of Salinger and New Era have not
interpreted it to mean what the publishers think it means. This is
a situation where there is some overreaction going on, and the
question for the subcommittee is whether you believe it is appro-
priate to amend the statute in order to reassure the publishers
about their own interpretation of these cases.

Mr. MOORHEAD. Will the new legislative language in title I of
H.R. 2372 regarding fair use which uses phrases such as "impor-
tance traditionally accorded" and "tends to weigh" lead to more or
less litigation than we currently have?

Ms. PERLMUTTER. I don't believe it will affect the amount of liti-
gation that is brought. I think it may add to the complexity of the
litigation. Some of the language may lead to ambiguity and cause
more litigation once the defense is raised. I don't believe that any-
one will make a decision whether to bring a lawsuit based on this
new language. It does not substantially change the amount of un-
certainty involved in the fair use defense as it exists today.

Mr. MOORHEAD. What is the public interest in the renewal bill?
Do we have to extend the copyright terms of thousands of copy-
rights in order to benefit a relatively small number of people who
forgot to renew?

Ms. PERLMUTTER. I see the public interest in avoiding the forfeit-
ure of valuable rights that have already been made available be-
cause of inadvertence, because of mistake, because of ignorance.
Congress has already decided that authors should be offered a cer-
tain term of protection as an incentive to create. To allow these
rights, which, in effect, were part of the bargain between authors
and the public to begin with, to be given up because of mistakes
and ignorance seems to me to be against the public interest.

Mr. MOORHEAD. Are there any statutory alternatives to the blan-
ket coverage of the bill?

MS. PERLMUTTER. It might be possible to distinguish between
types of works. That is always an option. But that is not how the
Copyright Act generally works in this country. We do not discrimi-
nate between types of works in granting rights, so I would not see
that as being a better way to do it.
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Another way to do it would be to get rid of the renewal term
completely. But that is something that Congress decided not to doin 1976. Instead, it kept the two-term system for these older works
that were already in their first term of copyright.

It is an interesting question. I would be happy to think fur.her
about what alternatives there might be and submit additional com-ments.

Mr. MOORHEAD. We would appreciate that. And I want to thank
you and the rest of the panel very much for your help.Mr. HUGHES. I just have a couple more questions. Either Profes-
sor Perlmutter or Mr. Steinhilber, we are told that computer soft-
ware is considered a literary work in the copyright law. Yet our in-stitutions of learning in this country cannot use some of the samefair use techniques to teach litr,rature and computer programming.Is this accurate?

Mr. STEINHILBER. I think .:-, is accurate in terms of the negotia-tions that take place every time we wish to discuss something on
what we can and cannot do with computer software. That is the es-sence of the reasons I think that we need to look at the new set
of guidelines.

Mr. HUGHES. You anticipate my question. I am wondering
whether it would be fruitful to negotiate similar fair use guidelines
basically for copying of computer software as exists for othe: items
within our copyright law.

Professor.
Ms. PERLM.U. TIER. It is always helpful to have guidelines. It helpsto eliminate the uncertainty in the fair use defense and makes it

easier for both authors and users.
Mr. HUGHES. Professor, will the new legislative language in titleI of H.R. 2372 regarding fair use which uses phrases such as "im-

portance traditionally accorded" and "tends to weigh" lead to more
or less litigation than we currently have, in your judgment?Ms. PERLMUTT'ER. I think it will not cause more lawsuits to bebrought. It may add to the complexity of the lawsuits that arebrought. Fair use will remain an uncertain defense requiring the
balancing of a number of factors.

Mr. HUGHES. Thank you. That is all I have.
We thank the panel very much for their contributions today. You

have been very helpful to us.
And, as I indicated, the record will remain open for 10 days inthe event you want to submit some additional material. I thank

you for not reading your statements, for summarizing them todayfor me.
I have one statement, which I would like to offer for the record,

submitted by Jane C. Ginsburg, professor of law, Columbia Univer-sity.
Without objection, it will be so received.
[The prepared statement of Ms. Ginsburg follows:]
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Columbia University in the City of New York I New York, N. Y. 10027

SCHOOL OF LAW 435 West 116th Stteot

Hon. William Hughes
Chair, House Judiciary Committee

Subcommittee on Intellectual Property
and Judicial Administration

2137 Rayburn House Office Building
Washington D.C. 20515

re: H.R. 2372

Dear Chairman Hughes:

May 29, 1991

I write concerning the recently proposed bill that would amend the fair
use provision of the copyright act, 17 U.S.C. § 107, explicitly to include
unpublished works. As a teacher and author in the copyright field, I am
concerned that the bill's language may give too little weight to the non
economic interests of authors of unpublished writings. Because I will be out
of the country on the June 6 and 20 hearings dates for this bill, but hope my
views may be of assistance to the Subcommittee, I respectfully request that
this letter be made part of the record of debate on the bill.

Hy first recommendation is to leave § 107 unamended. As stated in a
letter sent to the Subcommittee last year regarding H.R. 4263, I believe the
courts, including the Second Circuit, can apply § 107 as it now stands to
balance properly the various concerns (economic and personal) in unpublished
works with the defendant's interest in publication.

If the Subcommittee nonetheless concludes that additional legislation in
this area is necessary, I would suggest amending the language as follows:

The fact that the work is unpublished is an important element which
tends to weigh against a finding of fair use, but a finding of fair use
shall not be barred if such finding is made upon full consideration of
all the fair use factors.

This amendment should make clear that unpublished status is highly significant
but not always dispositive, and that evaluation of the totality of factors
(both statutory and judge-made) may nonetheless lead to a fair use finding.

I fear the current language of H.R. 2372 may not merely make clear that
the fair use still is available, but may make the defense too easily availing,
because the language tends to overlook the non economic considerations that
often weigh against a finding of fair use. The bill states:
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The fact that the work is unpublished is an important element which
tends to weigh against a finding of fair use, but shall not diminish the
importance traditionally accorded to any other consideration under this
section, and shall not bar a finding of fair use if such finding is made
upon full consideration of all the factors set forth in paragraphs (1)
through (4).

I have highlighted the troublesome language. I find this phrase problematic
because in certain cases due deference to the privacy interests in the
unpublished nature of the work should entail giving less importance to the
economic harm factor, a factor the Supreme Court has (perhaps too hastily)
proclaimed "undoubtedly the single most important element" (Harper & Row v,
Nation Ents.).

Suppose that an author does not wish to publish her letters or diary.
She refuses not because she wishes to enhance their market value by delaying
their release, but because she genuinely wishes to keep these highly personal
writings to herself. If, by the author's choice, certain of her writings are
not in commerce, it may follow that no economic harm occurs from their
unauthorized publication. Nonetheless, it seems clear that significant
privacy interests are at stake, and that it is not "fair" to divulge the
author's personal writings against her will.

A rejection of the fair use defense in these circumstances implies
giving less weight to the fourth fair use economic harm -- factor, 17
U.S.C. § 107(4). Yet, 'traditionally,' (Or at least since 5onv v. Universal
Studios) the absence of economic harm has pushed strongly toward a finding of
fair use. The bill's direction not to diminish the importance traditionally
accorded other fair use considerations could constrain courts into paying less
regard to the author's non economic concerns.

One might respond that the bill does not provoke such dire results,
because privacy and editorial integrity issues have also furnished traditional
fair use considerations. Indeed, traditionally (at common law) these
considerations carried such weight that they displaced most other concerns.
Hence, one might argue that it is already traditional to short-change the
economic harm consideration when unpublished works are at issue. This
argument, however, might lead one to the conclusion that the bill's language
effects no change in the status quo. While I believe no change is jn fact
needed, I assume the Subcommittee wisl-?s at least to reassure some members of
the Copyright community that perceived exceesses in the Second Circuit will be
checked, and that at least the appearance of change is therefore sought.

However, if, one rejects the view that 'tradition" in fair use
adjudication incorporates very strong protection for unpublished works, and
one instead turns to a more recent "tradition" that privileges the economic
harm factor, undue diminution of privacy interests could result, were the
current wording of the bill to remain. Therefore, if the Subcommittee
concludes that an amendment to § 107 is warranted, I would recommend modifying
H.R. 2372 in the manner suggested above.

3' 9

Sincerely,

t

617-)t
ane C. Ginsbur

Professor of Law
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Mr. HUGHES. That concludes the hearing for today and the sub-
committee stands adjourned.

[Whereupon, at 12:39 p.m., the subcommittee adjourned, to
reconvene subject to the call of the Chair.]
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COPYRIGHT AMENDMENTS ACT OF 1991
(National Film Preservation)

WEDNESDAY, JUNE 12, 1991

HOUSE OF REPRESENTATIVES,
SUBCOMMITTEE ON INTELLECTUAL PROPERTY

AND JUDICIAL ADMINISTRATION,
COMMITTEE ON THE JUDICIARY,

Washington, DC.
The subcommittee met, pursuant to notice, at 10:06 a.m., in room

2226, Rayburn House Office Building, Hon. William J. Hughes
(chairman of the subcommittee) presiding.

Present: Representatives William J. Hughes, Mike Synar, Dan
Glickman, George E. Sangmeister, Carlos J. Moorhead, Howard
Coble, Hamilton Fish, Jr., F. James Sensenbrenner, Jr., and Craig
T. James.

Also present: Hayden W. Gregory, counsel; Elizabeth Fine, assist-
ant counsel; Michael J. Remington, assistant counsel; Phyllis Hen-
derson, staff assistant; and Thomas E. Mooney, minority counsel.

Mr. HUGHES. The Subcommittee on Intellectual Property and Ju-
dicial Administration will come to order. Good morning.

Today, the subcommittee is pleased to conduct a hearing on the
National Film Preservation Act of 1991, an act we hope will help
to preserve America's treasured films. This subcommittee has juris-
diction over the broad area of intellectual property, which includes
patents, trademarks, and copyright, as well as over issues of judi-
cial administration, including, for example, our Nation's prisons.
We often must grapple with endangered American competitiveness
or the vexing problems of crime. Today, it is our pleasure to con-
sider the preservation of films that make America proud.

"It's A Wonderful Life," "The Wizard of Oz," "Citizen Kane," and
"Mr. Smith Goes to Washington" among others have been a long
and cherished part of our cultural heritage. Today, these films are
on the National Film Registry and will be preserved for future gen-
erations. However, more than half of the feature films made in this
country before 1951 have literally vanished and many more recent
films are deteriorating quickly.

Congress first enacted the Film Preservation Act in 1988, under
the sponsorship of Representative Bob Mrazek of New York, after
achieving a compromise between proponents and opponents of
moral rights for filmmakers. The act created a National Film Pres-
ervation Board to assist the Librarian of Congress in the selection
of films that have particular cultural, historic, or aesthetic signifi-
cance. Under the law, the Librarian selects up to 25 films each
year for placement on a national registry. The Librarian then ob-
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tains an archival copy of each film on the registry and places it in
a special collection in the Library of Congress. The Librarian has
already named 50 films to the registry and the Board will meet to-
morrow to recommend an additional 25 films.

The National Film Preservation Act, contained in title III of the
Copyright Amendments Act of 1991, would assure that the Library
of Congress and the National Film Preservation Board can con-
tinue the preservation and restoration of America films for 6 more
years.

The proposed legislation would advance the goals of the 1988 act:
The promotion of film as an art form and the increased public
awareness of the need to preserve our Nation's motion pictures.
However, the proposal, as recommended by the Library of Con-
gress, would place a new emphasis on film preservation. Con-
versely, it would not require the Librarian or the National Film
Preservation Board to resolve the more intractable questions of la-
beling and moral rights that were contained in the original 1988
legislation.

I would like to commend the Librarian and the National Film
Preservation Board for their superb work implementing the Na-
tional Film Preservation Act. The act was born in controversy. Yet,
today the Board and representatives from throughout the film in-
dustry stand virtually united in support of the proposed reauthor-
ization as well as the Librarian and the Board's efforts to promote
film preservation. At least I think that is the case.

I understand there are strong supporters and opponents of moral
rights and film labeling in the film community and the American
public. While these issues are not the subject of today's hearing, we
will consider the important questions of the rights of filmmakers
in a separate hearing. It is my hope that we can promptly pass the
proposed legislation to assure the uninterrupted preservation of our
many valued films.

Does the gentleman from Oklahoma have an opening statement?
Mr. SYNAR. Yes, Mr. Chairman.
Mr. HUGHES. The gentleman is recognized.
Mr. SYNAR. Thank you, Mr. Chairman. First, I am pleased that

the Film Preservation Act has fulfilled its primary goal of preserv-
ing a variety of films that reflect this country's cultural, artistic,
and significant works since the development of motion pictures. I
am also pleased that this subcommittee today has a chance this
time around to fully consider the act and its provisions. Now, the
act clearly impacts the copyright community and should be consid-
ered in that light.

Just as old and aging books are preserved and protected by the
Library of Congress, copyrighted film works also deserve that pro-
tection and preservation for future ge- °rations. And, while I appre-
ciate the increased private efforts in .Iim preservation, I believe it
is essential to maintain a government role in the film preservation,
just as paintings are preserved by our national museums.

Given the controversy that has accompanied the passage of this
act, I would like to commend Dr. Billington for his excellent admin-
istration and his approach to this labeling issue and its require-
ments. I agree that the Librarian of Congress should not be in the
position of administrating provisions which are not only subject to
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differing interpretations but are also better left up to private par-
ties. And the chairman I think is correct in moving this bill without
the labeling requirement.

Having been actively involved in this hearing process since the
last Congress on the issue of moral rightsin this subcommittee .
I believe there has been opportunity for all parties to state their
case. And if, as you have stated, Mr. Chairman, there may be addi-
tional hearings, I would like to be convinced that drastic changes
need to be taking place, that have changed since last year, in order
to justify a new position on my part on the issue of moral rights.
If you decide to do that, I look forward to those hearings.

I appreciate what we are doing here today, and I think they are
very timely.

Mr. HUGHES. Thank the gentleman. The gentleman from Illinois.
Mr. SANGMEISTER. No opening statement, Mr. Chairman.
Mr. HUGHES. I thank the gentleman.
I would like to introduce our first panel of distinguished wit-

nesses this morning, the Librarian of Congress, Dr. James
Billington, and Mrs. Fay Kanin, the Chairperson of the National
Film Preservation Board. You may come forward, please, if you
would at this time.

Dr. Billington has served as the Librarian of Congress since
1987. He is himself a renowned author and historian, as well as
an educator and proven admini.-4-rator. He is accompanied today by
Eric Schwartz of the Copyright t. ffice, who has worked with the Li-
brarian on the implementation of the National Film Preservation
Act.

Fay Kanin is an award-winning writer and producer of film and
theatrical works for screen, stage, and television. She is past presi-
dent of the Academy of Motion Picture Arts and Sciences, and is
currently serving as its secretary and representative on the Na-
tional Film Preservation Board. The Board is fortunate to have in
its chairperson a woman of enormous talent who commands respect
throughout the film industry and the country.

Mrs. Kanin, we very much appreciate your service on the Board
and your testimony here today.

Both your statements will be made a part of the record in full.
We hope you can summarize for us, so we can go right to questions.

Dr. Billington, welcome.

STATEMENT OF JAMES BILLINGTON, PH.D., THE LIBRARIAN OF
CONGRESS, ACCOMPANIED BY ERIC SCHWARTZ, POLICY PLAN-
NING ADVISER TO THE REGISTER OF COPYRIGHTS, AND COUN-
SEL, NATIONAL FILM PRESERVATION BOARD, AND DR. PAT
LOUGHNEY, CURATOR OF FILM PROGRAMS

Dr. BILLINGTON. Thank you, Mr. Chairman, and members of the
subcommittee. I appreciate the opportunity to appear here today to
speak to the reauthorization of the National Film Preservation Act.
I am accompanied by Mrs. Kanin, who as you indicated, represents
the Academy of Motion Picture Arts and Sciences as well as serv-
ing as chairman of the National Film Preservation Board, and Eric
Schwartz, to my right, Policy Planning Adviser to the Register of
Copyrights and counsel to the Board.
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And I would like to begin by especially thanking Mrs. Kanin for
all of her contributions during the past 21/2 year. She has steered
the Board successfully through some difficult decisions, specifically
the labeling guidelines, due to a large extent to the trust that the
Board has in her and to her impartial and excellent judgment.

We also appreciate this subcommittee's support of the reauthor-
ization of the National Film Preservation Act of 1988, as provided
for in title III of the Copyright Amendment Act, H.R. 2372. This
reauthorization will enable the Library of Congress and the Board
to focus our efforts on film preservation for an additional 6 years.

When Congress enacted the National Film Preservation Act of
1988, Mr. Chairman, the Library was selected to administer the
act. The Library of Congress is the repository of the largest film
and television collection in the world, and therefore I think, the
National Film Registry, collection is appropriately housed in the
Congress' Library. And I think Congress deserves real gratitude
from the Nation and from the broader creative community every-
where for supporting the preservation of the Nation's film legacy.
We at the Library are very grateful for the opportunity to admin-
ister this act these past 2% years.

Now, since the enactment of the 1988 act, we have worked close-
ly with the National Film Preservation Board, soliciting members'
views, on all of our formal and informal policy decisions. The reau-
thorization bill before you represents the Board's best thinking of
what course the National Film Preservation Act should take.

Congress mandated the Board to achieve two goals: To promote
film as an art form and to increase the public awareness of the
need to preserve motion pictures. The selection of the first 50 films
has generated a considerable amount of public attention in the.,.
important areas. It has increased recognition of film as an Amer-
ican art form, if you can judge from the reactions we have received
from the public, film critics, and the popular press in nominating
films and in reporting on the film titles selected.

Motion pictures represent an art form that has been specially de-
veloped and promoted in the United States. We have encouraged
public nominations and debate on the titles selected, thereby in-
creasing the public's awareness of the outstanding films that Amer-
ica has created as well as encouraging scholarly debates on the im-
portance of our cultural film heritage.

The film selections have also focused attention on the importance
of film preservation. As the chairman indicated, more than one-half
of all the films produced before 1951 have been lost forever, includ-
ing 80 percent of all silent films. There are at least 200 million feet
of nitrate film in film archives that have still not been preserved
and an additional, perhaps almost equal if not fully known amount,
of deteriorating film still in private American hands. This sobering
situation gave rise to the original bill and is fully represented in
the findings of your bill for reauthorization.

Now, the problem of preservation has many facetse.g. the dis-
integration of older nitrate-based films created before 1951, and the
fading of color prints produced as recently as a decade ago. We
need to work actively to save films; right now our preservation ef-
forts cannot keep up with the deterioration of the remaining collec-
tions of which we are aware. Every day we lose part of our Amer-
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ican film heritage. Clearly, more attention must be focused on the
importance of preserving and restoring the remaining films which
are threatened by extinction because of their fragile state.

The selection of film titles every year that are themselves in need
of preservation assures that these key national treasures will be
available to generations to come. The films selected by m' for the
National Film Registry are solicited as gifts for preservation in a
special collection in the Library of Congress' film collection. After
each of the films has been selected, Library motion picture preser-
vation experts begin the detective work necessary to find the best
surviving materials for each film title. We have been encouraged by
the generosity of film owners in supplying us with archival quality
materials for the films chosen so far.

The removal of the controversial film labeling guidelines from
our projected future activities will allow us to concentrate on film
preservation, something that a newly reauthorized Film Preserva-
tion Board will be uniquely qualified to carry out. Let me briefly
explain why.

Film preservation is accomplished in this country by many large
and small archives, private and public, in order to preserve the na-
tional film heritage, which is, after all, America's collective memory
on film, and much of our collective memory of this century, in par-
ticular.

The Library of Congress, with the support of Congress, is respon-
sible for about one-half of film preservation efforts in this country.
The Board has already proved itself as a unique body whose distin-
guished members can work in cooperation with the other major ar-
chives to bring both public and private sector activities into a co-
ordinated focus on this massive problem of preservation.

The Library of Congress, in concert with the National Film Pres-
ervation Board, is able to communicate directly to Congress on film
preservation activities currently underway and on the future re-
quirements necessary to salvage our American film heritage. This
can help strengthen the existing activities of all film archives in
the United States.

H.R. 2372, as introduced, calls for a comprehensive study of the
Nation's current film preservation activities as well as a look at
other important issues, such as the dissemination of films for use
in education. The bill, if enacted, will continue the activities of the
Board through September 1997, allowing the Library of Congress
and the Board to focus on film preservation while continuing the
stress on film as an American art form by selecting and collecting
films that are culturally, historically, and aesthetically significant.

The legislation also authorizes a more broadly representative
Board by adding important film constituenciesa cinematog-
rapher, a representative of theater owners, a film archivist, and
one at-large member. The legislation deletes the current require-
ment that the films be feature length and have been theatrically
released. This will allow us to select significant films which may
be less commercial in nature though we believe equally deserving
of preservation and public note.

Films selected for the National Film Registry could carry a seal
of the Library of Congress on those film copies that are the original
and complete copies, and that have been preserved by the Library

5



320

or by another archive adhering to the Library's standards. The seal
would be authorized by the Library, but it could also be affixed by
another qualifying film archive or by the copyright owner on a vol-
untary basis.

In order to exhibit or distribute any film under copyright protec-
tion, however, only the copyright owner or a licensee could grant
permission in accordance with Federal copyright law. The current
labeling requirement for colorized or materially altered films would
no longer apply to the films in the National Film Registry.

H.R. 2372, as introduced, is supported by the Library and by the
Copyright Office, as the Register, Ralph Oman, testified last week
before your subcommittee. We believe that the difficult issues of la-
beling and moral rights should be given separate attention by Con-
gress, as I gather they will be considered in separate hearings, asthe chairman indicated.

The Copyright Office is ready to provide whatever assistance you
need on this important issue to follow up on the year-long study
it completed in 1989 for this subcommittee on moral rights in the
motion picture industry. Any reauthorization of the National Film
Preservation Act that includes moral rights or labeling would be
troubling to me if it continues to require that the Library of Con-
gress enforce these provisions in any watchdog function. It is not
useful for the Library to use its resources to try to perfect or ad-
minister a labeling system. This seems inappropriate for the Na-
tion's Library. The Library which should be charged with securing
original copies of important films against which others can judge
alterations, preserving them and promoting them as an American
art form.

If Congress decides to create a labeling system, individual par-
ties, such as the creative artists who have rights in the system,
should be charged with protecting and enforcing those rights in the
courts.

Finally, I would note that labeling films that are altered does not
protect or preserve the original film material. Only film preserva-
tion activities can do this.

I appreciate very much the consideration given by this sub-
committee to this issue. I am confident that, if enacted, H.R. 2372
will allow the Film Board to focus on the enrichment of America's
film heritage with the full support of the organizations currently on
the Board and the very effective leadership that Mrs. Kanin has al-
ready given it.

We will be very happy to answer any questions you might have,
Mr. Chairman.

Mr. SYNAR [presiding]. Thank you, Dr. Billington.
[The prepared statement of Dr. Billington follows:]
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STATEMENT OF JAMES H. BILLINGTON
LIBRARIAN OF CONGRESS

Subcommittee on Intellectual Property and
Judicial Administration

Committee on the Judiciary
U.S. House of Representatives

June 12, 1991

Mr. Chairman and members of the Subcommittee, I appreciate

the opportunity to appear here today to speak to the

reauthorization of the National Film Preservation Act.

In 1988, Congress enacted the National Film Preservation Act

of 1988 (Pub.L. 100-446) as an amendment to the Department of

Interior and Related Agencies Appropriations Act, FY 1989. The

Library of Congress was selected by Congress to administer the

Act. The provisions of the National Film Preservation Act expire

on September 27, 1991, unless reauthorized by Congress.

The Library of Congress, as the repository of the largest

film and television collection in the world, is very grateful to

Congress for allowing us the opportunity to administer this Act

these past two and half years. The Library has worked closely

with the National Film Preservation Board, soliciting their views

in all of our formal and informal decision-making in order to

represent effectively the consensus of the Board, wherever

possible. Over the course of the last year, my colleagues and I

have participated actively in the Board's deliberations on its

future and on a reauthorization of the National Film Preservation

Act, which is now contained in Title III of H.R. 2372.

The Board has attempted to achieve dual goals -- to promote
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film as an art form and to increase the public awareness of the

need to preserve motion pictures. The Library of Congress

itself does over one-half of the film preservation of this

nation. Our collections are unequaled. The Library of Congress

is able to set an example in film preservation and to give

national leadership. A reauthorization of the Act, with a focus

on preservation, will allow the Board and the Library to work

towards the coordination of activities in both the private and

public sectors in ways that will make significant improvements in

our efforts and those of other large and small archives in this

country. Members of the Board can provide further leadership

with their own constituency, in developing a national film

preservation plan.

The National Film Preservation Act of 1988 -- Backgroun4

The National Film Preservation Act of 1988 established a 13-

member National Film Preservation Board within the Library of

Congress. In accordance with the provisions of the Act, I

appointed one member from each of the organizations that

submitted nominations to me. The National Film Preservation

Board held its first meeting on January 23, 1989, in the Library

of Congress. I appointed Fay Kanin, representing the Academy of

Motion Picture Arts and Sciences, as the Chair of the Board.

The Board's primary activity each year has been the

selection of twenty-five films for inclusion in the National Film
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Registry. Films are eligible for selection if they are over 10

years old and are of cultural, historical, aesthetic

significance. In accordance with the mandate of the Act, and

with advice from the Board, I established guidelines and criteria

for the selection of films for the National Film Registry. These

guidelines were first submitted to the Board and then to the

public for comments and were published in the Federal Fe ister

(55 Fed Reg 32566, August 9, 1990).

The films selected are placed in the National Film Registry

in the Library of Congress. To date, 50 films have been selected

for inclusion in the National Film Registry. The Board will meet

tomorrow to discuss the 1991 nominations. I will announce our

final selections in September.

The selection of the first 50 film titles has generated a

considerable amount of public attention in two important areas.

First, it has increased recognition of film as an American art

form. The reaction from the public, film critics and the popular

press has been enormously encouraging. We have opened a flood-

gate of debate with the selection of each film title, thereby

increasing the film literacy of the public and stimulating

scholarly debates on the importance of cultural film heritage to

American history.

Second, the film sel^ctions have focused attention on the

importance of film preservation. Over one-half of the films

produced before 1951 have been lost forever, including SO percent

of the silent films. These important and sobering statistics are
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represented in the findings of your bill.

The preservation problem has multiple facets -- e.g. the

disintegration of older nitrate-based films, created before

1951; and the fading of color even from prints made a decade ago.

We need to work actively to save films; right now we are barely

treading water in order to save the remaining coll.ections of

which we are aware. Every day we lose more films. Clearly more

attention must be focused on the importance of preserving and

restoring the remaining films which are threatened by extinction

because of their fragile state. The selection of film titles

every year, many in need of preservation, assures that these, at

least, will be available to generations to come.

The films selected by me for the National Film Registry are

solicited as gifts for preservation in a special collection in

the Library's film collection. After each of the films has been

selected, Library motion picture preservation experts begin the

detective work necessary to find the best surviving materials for

each film title. We have been encouraged by the generosity of

film owners in supplying us with archival quality materials for

the films selected. We have not always been able to get "pre-

print materials" because these are enormously expensive.

However, film owners have donated copies of archival quality

prints and in ma, cases they have made new prints for us. The

Library is especially grateful to the Motion Picture Association

of America and it members, and to the various small collectors

and copyright owners who have worked with us to enable us to
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obtain copies of each of the films. It is for this reason that I

believe we should limit the number of films selected each year to

a reasonable number. Although public policy might suggest the

need to increase the number of films chosen for the National Film

Registry, our ability to obtain copies by gift will diminish if

we raise the ceiling too high.

In addition to selecting and collecting copies of films, the

present Act requires me to administer a controversial film

labeling system. All copies of selected films that are colorized

or otherwise materially altered, must be labeled in accordance

with section 4 of the Act. Films so selected for inclusion in

the Film Registry may carry a seal of the Library of Congress

only if they are not colorized or materially altered. The bill

provides enforcement provisions to prevent misuse of the seal and

to ensure proper labeling when required.

Although opposed by copyright owners, the Act has worked

fairly well for the labeling of colorized films, and there has

been no disagreement about the application of the label in these

cases. However, the labeling requirements with regard to

material alterations other th:n colorization have generated a

great deal of disagreement in Congress, in the industry, and

among the Board members.

The disagreement has focused primarily on the interpretation

of congressional intent over the definition of "material

alteration" contained in section 11 of the Act. Some argue that

this term should be read broadly to require labeling of Registry
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films in all cases where a film is altered for the purposes of

distribution for television or for videocassettes.

Others argue that the language in the definition was meant

to exempt most current practices from the labeling requirements

because they are considered the "reasonable requirements" of

distributing a work. I was charged with issuing final labeling

guidelines, but this task was quite difficult because of the

paucity of legislative history.

In November 1989, after communicating with film owners,

distributors, broadcasters and creative artists, I proposed film

labeling guidelines and published them in the Federal Register

(54 Red Reg 49310, November 30, 1990). The proposed guidelines

elicited eleven public comments. In response to the comments, I

made some changes and issued final labeling guidelines (published

in 55 Fed Reg 32567, August 9, 1990).

The published guidelines went into effect on September 24,

1990, for the first 25 films and on February 7, 1991, for the

second 25 films (55 Fed Reg 52844, December 24, 1990). The

guidelines are to be used by film owners, distributors,

exhibitors, and broadcasters in determining when a version of

one of the films selected for inclusion in the National Film

Registry, which is in their possession, has been colori:ed or

otherwise materially altered and therefore must carry tie

required label.

Moreover, these regulations are to be used for placement on

a designated film of the seal of t.7.,e Film Registry.
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The guidelines expire when the Act expires in September 1991. We

have administered these labeling guidelines as fairly as

possible. The Library should not, however, be put in a position

in the future to continue administering these or other labeling

guidelines. If Congress mandates the labeling of films, I

believe that it would be more appropriate to leave the

enforcement of labeling or moral rights to the individual parties

and the courts rather than an agency of the federal government.

Reauthorization of the National Film Preservation Act

I would like to continue the work of the Board in the areas

where we have reached common ground and which furthers the

Library's mission -- film preservation. It is my view that any

reauthorization should separate the issues of the physical

preservation of film from the moral rights and labeling issues.

These latter issues would require extensive study by tlis

subcommittee should you decide to consider these important

issues. We have learned some valuable lessons during the past

two and half years about the difficulties of creating and

enforcing a labeling system -- and such a system needs further

attention by the committees whose jurisdiction includes copyright ,

matters. Any such consideration could begin with the Copyright

Office's 1989 study on moral rights in the motion picture

-N industry conducted for this subcommittee.

Before you consider any film labeling system, you should
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carefully balance the rights of copyright owners to freely

disseminate their works, against the rights of the creative

artists who feel harmed by the dissemination of works that have

been altered without their consent. There are really two

approaches to a film labeling system. One type of system would

require the labeling of films in order to educate the public and

inform consumers on changes made during the transfer of films to

different mediums for viewing. The other system would establish

rights in individual creative artists under a moral rights regime

in order to prevent potential harm to the reputations of certain

creators of films. The two systems have different goals; those

goals should be carefully defined before any labeling system is

created. In addition, any system must contain clear definitions

as to what alterations fall under the labeling system -- this

lack of clarity was the major difficulty I encountered in

administering the current labeling system. Finally, there ios

some question whether any system which requires the labeling of

copies of films, including videotape copies, will act to protect

the preservation of films. It is for these reasons that the

1..ibrary of Congress and the Board suggest a separation of these

issues. The physical preservation of films for cultural and

historic purposes is a most desirable goal and one we should

actively pursue.

I believe that H.R. 2372 will help consolidate the nation's

preservation efforts and will provide the forum to develop a

national film preservation plan in conjunction with the other
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major film archives, including the private and public sector.

There is much to be done just to preserve and restore our

national film heritage. This can be accomplished with a

reauthorized and refocused National Film Preservation Board as

provided for in H.R. 2372.

H.R. 2372, as introduced would continue the activities of

the Library and the Board through September 1997. Under the

provisions of the bill, the main focus of the Act would shift to

the development of a comprehensive national film preservation

program. The Library and the Board, in conjunction with the

other major film archives, would focus on the coordination of

national film preservation efforts -- assuring that public and

private sector activities are complementary. Moreover, the Board

can generate public awareness of and support for these

activities.

Four new members would be added to the existing 13-member

Board -- a cinematographer, a representative of the theater

owners, a film archivist, and an at-large member. The Librarian

of Congress, in consultation with the Board, would continue to

select films for the National Film Registry. One copy of each

film selected would be preserved "in archival quality" by the

Library of Congress for the National Film Registry Collection.

Films would continue to be selected on the basis of their

historical, cultural and aesthetic importance, keeping the

requirement that the film be at least 10 years old, but dropping

tlit requirement that the film be feature length and have had a
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theatrical release in order to be included. This will allow us

to select more films that are culturally, historically, and

aesthetically significant, but which were less commercial in

nature but equally deserving of preservation, e.g. shorts,

cartoons, documentaries, etc.

Films selected for the National Film Registry could carry a

seal of the Library of Congress on those film copies that are the

original and complete copies and that have been preserved by the

Library or by another archive adhering to the Library's

preservation standards. The seal would be voluntarily affixed by

the Library, another qualifying film archive or the copyright

owner. However, in order to exhibit or distribute any film under

copyright protection, only the copyright owner or a licensee

could grant permission in accordance with federal copyright law.

The current labeling requirements, for colorized or

materially altered films, would no longer apply to films in the

National Film Registry. The Library and the Board would conduct

a major study for Congress on the current status of film

preservation activities in the United States, in conjunction with

other film archives. We would also look at issues dealing with

the dissemination of older audiovisual works -- some still in

their term of copyright protection, and others in the public

domain.

H.R. 2372, as introduced is fully supported by the Library

of Congress and by the Copyright Office, as Ralph Oman testified

last week before your subcommittee.
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We believe that the difficult issues of labeling and moral

rights, if you wish to consider them, should be given separate

attention by Congress. The Copyright Office is ready to provide

whatever assistance you need on this important issue to follow-up

on the year-long study it completed in 1989 for this subcommittee

on moral rights in the motion picture industry.

Any reauthorization of the National Film Preservation Act

that includes moral rights or labeling would be especially

troubling to me if it continues to require that the Library of

Congress enforce these provisions in any watchdog function. It

is not useful for the Library of Congress to use its resources to

try to perfect or administer a labeling system. That is not

appropriate for the nation's library. The Library should be

charged with securing original copies of important films against

which others can judge alterations, preserving films, and

promoting film as an American art form. If Congress decides to

create a labeling system, individual parties, such as the

creative artists who have rights in the system, should be charged

with protecting and enforcing those rights in the courts.

I appreciate the consideration given to this issue by this

subcommittee. I am confidant that if enacted, H.R. 2372 will

allow the Film Board to focus on the enrichment of America's film

heritage with the full support.of the organizations currently on

the Board.

I look forward to working with this subcommittee on this

legislation to assure that we develop a comprehensive film

preservation plan to protect our national film heritage.
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Mr. SYNAR. Ms. Kanin.

STATEMENT OF FAY KANIN, CHAIRPERSON, NATIONAL FILM
PRESERVATION BOARD, AND SECRETARY AND PAST PRESI-
DENT, ACADEMY OF MOTION PICTURE ARTS AND SCIENCES,
SANTA MONICA, CA

Mrs. KANEN. Yes. Mr. Synar, and members of the subcommittee,
as has been noted, I am Fay Kanin, Chair of the National Film
Preservation Board. As a Board member, I represent the Academy
of Motion Picture Arts of Sciences, having served as its president
for 4 years.

I thank Chairman Hughes and all of you for the opportunity to
appear at this hearing to voice my support for your efforts and for
the bill that you and your colleague, Mr. Moorhead, have intro-
duced to reauthorize the National Film Preservation Act of 1988 for
an additional 6 years.

As a screenwriter and a member of the film community, I must
express the pride that I and many of my colleagues felt in 1988
when our Government officially recognized motion pictures as "an
indigenous and significant American art form and an enduring part
of our Nation's historical and cultural heritage."

Dr. Billington has already testified to the Library's views on the
proposed legislation and the improvements that it would make over
the current law. Though the Board itself is a diverse group rep-
resenting many shades of opinion, the area of common ground in
which we all share equal concern, film preservation is the one that
you have addressed in the reauthorization bill.

In the time that it has been my privilege to serve as chair, one
of the signal pleasures has been to work with the eminent and eru-
dite gentleman with whom I share this table, at my right here. My
function today is to acquaint you with some of the activities and
the accomplishments that have resulted from the passage of this
landmark act, but I am sure that the least known but arguably
most significant is that it has succeeded in turning Dr. James
Billington into a certified and passionate film buff.

All of us on the Board have come to that Elysian state out of our
professional involvement in motion pictures, but Dr. Billington has
arrived there by way of a 21/2 -year journey with us through lit-
erally thousands of films proposed, reviewed, discussed, and nomi-
nated, with 50 finally chosen for inclusion in the prestigious Na-
tional Film Registry. And I think it is safe to say that he is as
staunch an activist as any of us in the formidable task of preserv-
ing the Nation's film heritage.

All art forms are buffeted by time, but ours has proved unexpect-
edly ephemeral. Museums show us sculpture from 15,000 years ago
and beautifully preserved books and paintings from before the 15th
century. But, as the chairman has stated earlier, half-50 per-
centof all the 21,000 feature films made in this country before
1950 have been lost to us. We preserve and treasure great works
of art, music, dance, opera, though only a relatively small percent-
age of the population is exposed to any of them. But hundreds of
millions of people the world over know and love our movies, have
been entertained by them, have grown up; with them from child-
hood, been informed, even inspired, by them, and welcomed them
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as an integral part of their lives. Motion pictures are truly the peo-
ple's art form. So it is eminently fitting that the Congress,
custodians of the public interest, recognize and address the current
preservation crisis.

The Nation's film archives have done a valiant job with some
support from the Government, the film community, and private do-
nations. But that mind-boggling 50 percent statistic shocks us into
the realization of how much more has to be done if we are to beat
the clock and transfer millions of feet of crumbling nitrate to safety
stock, as well as deal with fading color and the other erosions of
time.

To better assess the needs of the future, just let me take a mo-
ment to give you a brief review of the past. The 1988 law charged
the National Film Preservation Board to advise and assist the Li-
brarian of Congress in five important areas: First, to select 25 films
each year for inclusion into the Registry; second, to establish cri-
teria for that selection; third, to set up procedures which would en-
gage the general public in the process; fourth, to secure archival
copies of the selected films to be lodged in a special collection at
the Library of Congress; and finally, to issue labeling guidelines for
those films.

At our earliest meetings, we addressed those necessities and de-
veloped a set of procedures and criteria to use in choosing our first
25 films. Again, the act established certain requirementsthat the
filros be chosen on the basis of their historical, cultural and aes-
thet:c importance; that a film be at least 10 years old, be feature
length and have had a theatrical release. Our decision was to inter-
pret the act's criteria broadly in order to allow as many films as
possible to be eligible for consideration. For example, we read the
requirement "feature length" as varying with individual films ac-
cording to the meaning of the term in the period when that particu-
lar film was made.

Since the involvement of the public was one of our prime con-
cerns, we established a timetable and procedures that would allow
for maximum public participation in the nominating process. Our
efforts were abundantly rewarded by the response; almost a thou-
sand film titles were sent in for nomination from States all over
the Nation. The Board winnowed through these, as well as choice
of its own, eventually coming up with 50 recommendations. In the
lively discussion that ensued, each member contributed his or her
particular knowledge and expertise. In the process, I think we
helped the Librarian to make an informed choice of the final 25.
The list was announced in September 1989, and received a degree
of coverage in the Nation's press, radio, and television that ex-
ceeded even our most optimistic projection.

In 1990, the selection process followed much the same pattern,
with even more diversified nominations invited from many special-
ized film scholars and historians. An increase in the public's nomi-
nationsover 50 percent more than in the previous yearwas a
gratifying confirmation of the success of the program.

The selection of films, however, is just one component of the
Board's work. Immediately after the announcement of each year's
films, the Librarian and his staff begin the sometimes difficult task
of contacting the copyright owners in order to obtain archival-qual-
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ity copies of each film. In many instances, members of the Board
have used their not inconsiderable clout to persuade a reluctant
owner to place these valuable materials at the Library for safe-
keeping. As a case in point, I was able to speak with Susan Lloyd
Hayes, the granddaughter of Harold Lloyd, who controls his foun-
dation and his films, and put her together with Eric Schwartz at
the Library Copyright Office, the result being that she has agreed
to strike a new archival print of "The Freshman" at the founda-
tion's expense and contribute it to our preservation drive.

Of the first 25 films selected, the Librarian informs me that we
have been promised or already have in hand prints of all but one
of the films, and that one is in the works. And we are well on our
way to the same remarkable success ratio on the 1990 selections.

The one area in which there are sharply conflicting divisions
among the Board has been on the labeling requirements under the
1988 act. It is the recognition of this that had led the Librarian to
urge the separation of the labeling issue from that of film preserva-
tion in the proposed legislation, convinced, I am sure, that pursu-
ing them in tandem will not successfully serve either cause.

The National Film Preservation Board, reconstituted and reau-
thorized, seems eminently well-suited to address the crisis in film
preservation and to engage the public's attention. Not only can its
broad representation in the film world afford it access to all aspects
of the problem, and hopefully to some of the solutions, but equally
important, its annual selection of significant films opens the door
to continued widespread national publicity and discussion, and per-
haps to sources of funding so far untapped. We hope so.

In the end, the preservation of our film heritage must be a con-
cerned and carting partnership among moviemakers, archivists,
historians, educators, statesmen, and, most important, moviegoers,
who may ultimately be given the opportunity to actively contribute
to the cause of saving our movies.

At a recent film festival, I had occasion to meet Astronaut Buzz
Aldrin, one of the first men to set foot on the moon. We had just
attended a screening of the 1927 movie "Wings," the first film to
celebrate aviation and winner of the first Academy Award. In a
print responsibly preserved by Paramount Pictures, "Wings" still
had tl- e power to thrill and audience and move it to tears. "What
bette way to know where we're going than to see where we've
been," Buzz Aldrin said.

For me, that says it all.
I wish to thank you, Mr. SynarMr. Chairmanfor your intro-

duction of H.R. 2372 and for its consideration by this subcommit-
tee. And I am prepared to answer some questions if you have them.

Mr. SYNAR. Thank you, Mrs. Kanin. We do appreciate it.
Dr. Billington, let me ask youthe number which you all have

used of 50 percent of the films before 1951 having been lost forever,
does that include films outside the United States or is that just
American films?

Dr. BJLLINGTON. I believe that applies just to American films, al-
though I think a comparable figure would prevail worldwide.

Mr. SYNAR. And worldwide, we are really the only nation in the
world that has really taken on this task of preservation?
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Dr. BILLINGTON. Well, that is not entirely fair. I think Great
Britain, for instance, with whom we collaborated when the Queen
recently came to the Library for a festival of their films, has an ex-
emplary film preservation program. I think Australia has an inter-
esting one.

No. I think there are some other efforts but with a smaller cor-
pus of films than we are dealing with.

Mr. SYNAR. What kind of budget numbers are we looking at for
you all to implement the provisions of the Preservation Act for
1992 and 1993?

Dr. BILLINGTON. We are thinking of a slightly but not greatly in-
creased number over that we have had. We have been operating on
a $250,000 budget and we are thinking now of about $350,000.
There are additional obligations and responsibilities, particularly
including this national survey of the entire effort, and a conscious
effort to coordinate this study is going to require a little more
money. But we think not a great deal more.

Mr. SYNAR. Mrs. Kanin, the first year we had the Preservation
Act in place there were 1,000 nominations. There have been some
recommended changes in how we operate. One you mentioned, the
feature lengthwhether or not just feature length could be consid-
ered; second, increasing from 25 to 100.

How is that going to affect the ability of the Board to handle it?
Or will it become so unwieldy it will be unable to do it?

Mrs. KANIN. In my experience, the Board members are really
eager beavers in this area. They are, I think, prepared to address
and pay attention to any number of films that we get, and I think
it is our intention to have as broad a universe as possible.

Mr. SYNAR. Would you increase it from 25 to 100?
Mrs. KANIN. You mean the selection? First, you were talking

about the nominations.
Mr. SYNAR. Right.
Mrs. KANIN. My own personal choice would be to keep it reason-

ably small. In that case, I think it helps our ability to go to the
copyright owners and ask them for donation of the materials. If we
were to, say, have 100 films we were asking them for every year,
I think we might find some closed doors. But, if we keep it at a
reasonable number, 25 or some small number over that, I think it
is still very handleable.

Mr. SYNAR. Let me ask you, Dr. Billington, would you think that
the Board ought to be expanded to include animators, historians
and docume,.lary filmmakers?

Dr. BILLINGTON. Our feeling was that it should be slightly ex-
panded to include the constituencies that we indicated, but the con-
stituencies you mentioned are part of the creative community that
I think is already fairly well represented on the Board. Moreover,
in the process of nominating films, we have consulted, particularly
the second year, quite extensively with those communities, and I
think we would feel further impelled by the new legislation to con-
sult with them even more because of the exemption from the fea-
ture-length requirement, so that we now have a much clearer man-
date to explore that whole universe of diverse films.

I think those groups, if you are asking, should they be cnnsulted
and should they be fully heard in nominating the films, I Link the
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answer is yes. To the question of whether to further expand the
Board. We wouldn't be strongly opposed, but I think the answer
would probably be that we don't think it is necessary.

The Board has had remarkable cohesion, I think we would all
agree, under Mrs. Kanin's leadership, but it has also been a work-
ing board. Even though there are very strong differences of opinion,
it works very well as a group. Beyond a certain size it would lose
that kind of coherence and its ability to function on unified pro-
grams. That is just speaking to the question of total numbers, not
necessarily those groups. But I think those groups are, in fact,
pretty, well consulted and will be even more so in our future proc-
esses. I wouldn't think it would be necessary to add them as rep-
resentatives to the Board.

Mr. SYNAR. Mr. Moorhead, for an opening statement and ques-
tions.

Mr. MOORHEAD. Thank you. I particularly would like to con-
gratulate each one of you, Dr. Billington and Fay Kanin, for the
work that you have done in this area because I think that a great
and an important part of our heritage is recorded in the films that
have been showing over the last 50 or 60 years in the United
States.

One concern I have is that while 25 films a year may be an ade-
quate amount at the present time of the films that are made each
year but given the better films that have been produced over a long
period of time, 50 films doesn't seem like it even begins to give you
a sufficient number to reflect the wonderful films that have been
made.

Mrs. KANIN. The films we choose will be put in the National Film
Registry and honored as significant films. But I think our hope is
to preserve films on a much wider scale, to really raise some funds
and do the job on a much bigger scale than even the films in the
Registiy.

Dr. BILLINGTON. The purpose, Mr. Moorhead, of the list is to
focus on the aesthetic, historical, cultural value of film as a part
of American culture and to dramatize the importance of their pres-
ervation. We certainly would be willing to add to it somewhat, if
the Congress felt it were desirable. But the purpose of the list is
to dramatize films and even if it were expanded it would only still
be a drop in the bucket, of the vast preservation problem.

So we feel that in the long run our purpose is to have a list
which continues to focus attention on the artistic quality, which it
won't if it gets to be too large a list. We think the chance of hitting
the bigger problems like preservation, is better solved by focusing
on a list that is more selective.

Mr. MooRHEAD. Well, I think we understand that in the earlier
days there was no television, there was no after market of suffi-
cient natnr: so that many of the film studios felt that they would
get rid of tnose old films because they had no economic value. They
have become very valuable since television and people buy whole
studios in order just to buy the film library.

At the same time it would seem to me that as a part of this total
program we should do everything we can to encourage the creators
of these films to provide means to protect them and to take care
of them because 50 percent of 21,000 can go up to 75 or 80 percent
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of that figure of the old, old films unless we do something that
assures a way of protecting them. It might even be a voluntary pro-
gram that you could have to preserve at least one copy of some of
those films that might be available. If the copyright still prevailed,
there would be no reason for them to reject it. It would be an ar-
chive where we could really keep that important part of our herit-
age.

The major studios spend great resources preserving their librar-
ies. Mr. Counter's testimony indicates that over half of the 50 films
selected for the Registry belong to either Turner or one of the
major studiosTurner is the one that brought MGM, so he has
their whole film libraryand were preserved before being selected
for the Registry.

Would the Library's limited resources be better applied to works
that are not owned by major librarieb? Does it make better sense
for the Library to dedicate its preservation efforts toward works in
the public domain or works that are owned by smaller collectors or
enthusiasts?

Dr. BILLINGTON. First of all, let me speak to your earlier state-
ment. The Library has done more than half of the film preservation
ever done in this country. This has been an enormous undertak-
ingwe run the only full-time noncommercial black-and-white film
preservation library in the country. We have been deeply involved
in this preservation program and will continue to be.

But on the specific question of the famous studios, the point
there, Mr. Moorhead, is that the work of restoration which the stu-
dios do in order to reissue or recycle films in another format or an-
other medium is not always the same thing as preservation. What
we are talking about is getting archival qualities of the original, or
as close to the original as possible. This is a very exact and very
difficult task. The studio is interested in today's and tomorrow's
production and performance. They are not interested necessarily in
archival preservation, although they are not opposed to it. Our
hope is that we will get them more interested in the other problem
of restoring an original, archival copy of the original work of art as
first created.

Their restoration work tends to be revisions of copies that are
themselves already revisions of what the original work was. So we
think it is important for the Nation and the Congress, which has
pioneered by supporting the Library of Congress's program for
more than 35 years now, to assure that the ;:;story has archival
copies of the original works of art as a part of the national memory
and the national heritage, and that the studios will increasingly
support that effort as well as their own restoration and recycling
activities, which are quite different. They may overlap. They may
contribute to preservation, but they are not designed for the same
purpose. I think it is slightly misleading and implies that these two
things are the same. Restoration or recycling of film material in
new form is not the same thing as restoring the original film as
part of the national memory and national heritage.

Mr. MOORHEAD. Thank you, and congratulations again for the
work you are doing.

Dr. BILLINGTON. Mrs. Kanin.
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Mrs. KANIN. I was just going to say that the National Center for
Film PreservationFilm and Video Preservation at AFI is in the
process of establishing a database which when it is in full oper-
ation will have a record of all the restoration and all of the preser-
vation that is being done all over the country. With that in oper-
ation, we avoid the duplication of, say, the Museum of Modern Art,
UCLA and the Library working on the same films. We will be able
to pinpoint which films are already preserved, or which need it
most.

When we were in Dayton at one of our meetings, at the Library's
facility there, we had a young woman take us into the vaults and
show us this crumbling nitrate. This one, she said, is going to go
in about a week and a half and this one is going to be over in about
1 month. You just want to say, "Stop." But you can't say stop until
you have got the money to make it stop. It was a very vivid, I
think, picture of the problem and we are all very grateful for your
interest and efforts in this behalf.

Mr. SYNAR. Mr. Sangineister.
Mr. SANGMEISTER. As a matter of curiosity, and I believe the

question would be best addressed to Mrs. Kanin, why hasn't there
been more preservation since 1951? I can remember as a kid, and
I think most people in this room, we watched the Academy Awards
presentation and all the hoopla that goes with it, justified hoopla.
I enjoyed the program as much as everybody else, and I think the
profession was deserving of it. But I find it difficult to believe that
the academy itself would not have been preserving many of these
films and making very sure that they were in good shape and pre-
served for posterity and history and all that. Any explanation as
to why there is even the necessity of our having enacted this past
year and in 1988 to preserve these films when there should have
been enough pride within the profession itself, I would think, to try
to preserve those things?

Mrs. KANIN. Curiously, it is strange that for a long time no one
thought there was any problem at all. Most of the studios, when
they were through with prints, left them wherever they were,
didn't even cart them back, because nobody felt there was a life
after exhibition. For a long time people thought, "Well, there are
the movies. They come. They go." We didn't really think of them
as that great film heritage we now know they are.

Mr. SANGMEISTER. Well, wh,:n was "Gone With The Wind" pro-
duced? What year was that? Does anybody know offhand?

Mrs. KANN. 1939.
Mr. SANGMEISTER. Well, that was back in 1939. They certainly

preserved that. I think "Casablanca," I don't know what year that
was either, but apparently the academy at that point or somebody
felt that they were important enough to preserve.

Mrs. KANIN. No, not the academy. That would be Mr. Selznick,
probably.

Mr. SANGMF,ISTER. Well, whatever year, it was far before 1951 as
we are kind of using as a date.

Mrs. KANIN. The first year that I was president of the academy,
the president has to make a speech on the Academy Awards. I
spoke about the need to preserve our film heritage. It was the first
time that anyone had ever really said that in a national forum, and
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I got letters and phone calls from every archival institution saying,
"Thank you for bringing this to the public attention. We have been
laboring with very little money. It is very costly to preserve film,
and we have been working with very little public knowledge of
what we are doing." Suddenly, the word was out in a national
forum.

It has been a well-kept secret, curiously. Nobody has really
raised the money to do this enormous job.

Mr. SANGMEISTER. But in your investigation, as you were saying,
you were going through these vaults. As I understand it, the film
would be there but what, the acetate or the film itself is deteriorat-
ing? Is that what causes the problem? Which could be, I presume,
simply enough done by rerunning it and just putting it on

Dr. BILUNGTON. No. It is on nitrate film stock. Everything before
1951 basically is on a nitrate base which disintegrates. It can self-
destruct at 112 degrees Fahrenheit. It is very explosive. It degen-
erates, in fact, virtually into gunpowder. It is one reason we have
the work done out in Wright-Patterson Air Force Base rather than
here on Capitol Hill.

And it is worth mentioning that we have concentrated heavily at
the Library on transposing nitrate to longer lasting safety-based
film, but technicolor and other technologies also have severe inter-
nal degeneration problems built into them. You have the fragility
of the basic material on which the film is made, you have the fact
that colors fade and the films shrink up, and you have the fact that
these films can only take a certain number of showings. It is a very
fragile medium. Also, it gets cut up and repasted over the years.

So, for a variety of reasons, the question of restoring an original
archival copy is an immensely complicated oneit is a major work
of both scholarship and negotiation to get donated pieces. The Li-
brary, which is the dominant layer in this over the years, thanks
to the generosity and the vision of the Congress, has received a lot
of this stuff over the years as donations, but then has been faced
with doing the preservation and the restoration work so that it is
a very substantial undertakingwe have at least 60 million feet of
unrestored nitrate film still, even though wt,1 have been doing as
much as everybody else combined all these years.

We are really dealing with a problem of very large, very large di-
mensions, and all we are doing here is providing a mechanism for
dramatizing preservation and hopefully making a more coordinated
effort.

Incidentally, I think that coordination among the archives is very
strong already. We have collaborated, for instance, with the Mu-
seum of Modern Art on the restoration of "Intolerance," which has
received a lot of attention recently, and we have collaborated with
UCLA, and so forth. I think there is good communication and it
will get better if we have the added authority and the 6-year run-
ning time to coordinate and develop a national plan.

Mr. GLICKMAN [presiding]. Thank you. Mr. James.
Mr. JAMES. Yes, I am curious. What is the average life of a ni-

trate film? Thirty years? Fifty?
Dr. BILLINGTON. I don't know. Dr. Loughney.
Dr. LOUGHNEY. It depends on the conditions under which it is

stored.
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Mr. JAMES. I mean the ranges. I understand that.
Dr. LOUGHNEY. Right. There is nitrate in the Library's collection

as old as 70 years. There is also nitrate that has disappeared with-
in the first 5 years it was made. So, it depends once again on the
humidity and the temperature.

Mr. JAMES. OK. So you have got all of those millions of feet of
film. All of it is going to go within a relatively short time span.
Some of it will be gone next month, right? And so you can't hope
to get all that done. You are going to lose a good portion of that,
right?

Dr. BILLINGTON. It is fading all the time, that is right. We keep
it under controlled humidity and temperature conditions out at
Wright-Patterson Air Force Base, so that maximizes the chance of
survival. But nevertheless, it is still disintegrating.

Mr. JAMES. So that list of the 25 films you pick, many of those
would have, of course, already be preserved commercially because
of their tremendous value. I assume that of the 25 a good percent-
age of them would be significant films in a commercial sense.

Dr. BILLINGTON. But they ai e not necessarily preserved in their
original form.

Mr. JAMES. Right. I understand that problem.
Dr. BILLINGTON. Some version of them is out commercially. Sure.
Mr. JAMES. OK. So once you preserve it in its original form, sup-

pose the Library of Congress winds up with its only copy. Who
would you let get a duplicate of it? I mean, you would have to go
back to the copyright people, right? I mean to the people that have
the copyright on it to get their permission.

Dr. BILLINGTON. That is right.
Mr. JAMES. Would you give them a charge, especially if they

didn't have their own film? Is there some suggestionyou might
even have a self-sustaining program if the copyright person wants
to use your film and he hadn't preserved his own copy. That would
seem like an unusual scenario. But how many times has that hap-
pened?

Dr. BILLINGTON. I will let Mr. Schwartz of the Copyright Office
respond to that.

Mr. SCHWARTZ. Most of the original materials we received, for in-
stance, we received by gift, not through copyright. As Congressman
Moorhead said, 20 or 30 years ago there were not any known mar-
kets for these materials except for the theaters, and so materials,
original materials were donated by the studios to the Library by
gift. Under the instruments of gift the Library received the mate-
rials but the copyright owners retained all rights in copyright in
the material as well as the right to obtain the physical materials
to duplicate these materials when and if they ever thought they
would have the need to do so. And, in the interim, the Library pre-
served these materials in some cases in conjunction with the stu-
dios, working cooperatively to do the preservation work.

Mr. JAMES. So the Library has the preserved form. How does the
public have access to viewing that film, let's say, if there is only
one copy?

Mr. SCHWARTZ. Well, the Library, for instance, will strike a print,
a reference print, for its collection that an individual scholar or
film student can view on a flatbed in the Library. But the original
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material is never touched by the public. And, it is still under copy-
right protection and the distribution or exhibition of that film, even
if the Library wants to do it, has to be done with the permission
of the copyright owner.

Mr. JAMES. Well, somebody did something very special with the
film clips of the "Three Stooges" because for the last 40 years I
have seen the same, you know, "Three Stooges" films. Apparently
there are a lot of films like that we all see repeatedly on television,
you will see again and again, so some of that celluloid tape has
been preserved, and it is hard to believe that a high percentage of
it has dissipated that is of any great value.

That is a comedy, of course, and is very enjoyable, and it has a
commercial value and has for a long time. But it seems like there
is a tremendous number of films that have been preserved or re-
printed, if not in the original form.

Mr. SCHWARTZ. Well, the fact that it is widely available or even
on TV doesn't mean that it has been preserved. What you may see
is a second, third, fourth, sixth generation copy of it.

Mr. JAMES. I see.
Mr. SCHWARTZ. What the Library is concerned with is getting the

original materials, the preprint material, and in many cases we
have that or have obtained that by gift. Otherwise by this law we
are trying to get it, or at least get an archival-quality copy, maybe
not the preprint material, by gift from the copyright owners.

Mr. JAMES. Do we have similar problems now with books, but it
is just a longer span of time, with original manuscripts or books,
do we not, where the paper disintegrates because of the technique
used in making the paper that has a relatively short span? What
are we doing specifically about the books in a parallel situation?

Dr. BILLINGTON. This is an area in which, again, the Library of
Congress with the support of the Congress has been the pioneer
nationally, in developing a very extensive program and a tech-
nology for deacidification which has now been licensed out commer-
cially and will be of great benefit to the libraries around the coun-
try. It is a gas diffusion process which will deacidify paper.

The Library itself has not made a commitment to a process. W
plan, however, to begin mass deacidification in a couple of years.
We have an RFP out hoping to hear from various technologies, in-
cluding the one that we have now licensed out for commercial use,
to the considerable benefit of the Treasury, not to the Library. The
latter process was developed by technicians in the Library. These
same anonymous wonderful people who work and are restoring the
Nation's heritage have developed a technology which is going to be
widely used, I am sure. There are other competing technologies. We
will choose among one of them and begin mass deacidification of
up to 1 million books a year if the current markup that we have
been given so far from the House Appropriations Committee holds
up. Congress has already appropriated a great deal of money for
book preservation. The Congress of the United States is the prin-
cipal real sponsor and patron of preservation of endangered cul-
tural materials.

Mr. JAMES. I have one more question.
Mr. HUGHES. The time of the gentleman has expired. We will

have another round if the gentleman has other questions.
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Mr. JAMES. Thank you.
Mr. HUGHES. The gentleman from Kansas.
Mr. JAMES. I am sorry. I didn't see the lights. You have said that

before.
Mr. HUGHES. The gentleman was well beyond the time.
Mr. JAMES. I wasn't beyond 5 minutes, but excuse me.
Mr. GLICKMAN. Well, I want to compliment my colleagues, the Li-

brarian of Congress, Dr. Billington, whom I have had the pleasure
of knowing for many years. He is an outstanding historian and
somebody this country should be very proud of, and an expert on
the Soviet system, and I am sure he has been very busy the last
few years in that capacity as well.

Let meand I also want to thank you, Mrs. Kanin, for your com-
ments. I think you are entirely right. The history of film has asmuch to do with our historical culture, as well as where we are
going in the future, as certainly any other medium does, and it is
uniquely American. And this legislation is an attempt to secure it
so that we preserve what is best out of that.

I want to talk for a moment about labeling. It is a controversial
issue. I notice that under this bill, H.R. 2372, you will not be in-
volved in labeling. And I have met with folks on both sides of this
issue. Actually, in years past I even was a sponsor of the bill deal-
ing with colorization, but I must say that I have begun to have
some difficulties with the issue of the Federal Government getting
involved in the labeling of films other than what is implied in this
particular legislation. You know, it seems like it ought to be a mat-
ter of contract between the parties. And I don't know if that is fea-sible or not, but it seems that is more appropriate than having
Uncle Sam coming in and, you know, giving it a label.

I would like you to respond to that, but in this context, Dr.
Billington. Mr. Silverstein's testimonyand I am going to read
part of it, and, of course, he will testify aftersays some things
about the Library that I think is useful for you to comment on.

On page 3 he talks about "the political victory in the Film Pres-
ervation Act was impressive," but "the advancement of artist rights
that victory achieved was modest indeed," and he goes on, the
mere placement of labels on a few materially-altered films named
to the national registry. First through regulation and now through
this draft of the proposed reauthorization, the Library of Congress
has blunted the original legislation to serve solely the purposes of
preservation." That is a pejorative, you know, as far as I am con-
cerned.

Then on page 4 he says, "Whatever dignity was to have been af-
forded these masterwork American films is now to be severely com-
promised because the Library's solution will tend to confuse the au-
thentic with the unauthentic." And, of course, that has to do with
this issue of original and complete, I presume. "It is unclear," he
says, "why we must tiptoe around the truth."

Well, it seems to me he is taking a shot at you, and I thought
you ought to have a chance to respond to that.

Dr. Biwa IcToN. Well, I think there is a tendency to take a com-
plex of problems and look for a simple institutional solution. He
says we have blunted the intention of the original law. I think the
Library of Congress was an extremely blunt instrument to enforce
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the kind of things that many people wanted to do in the labeling
business. We are not getting out of it completely. We have what we
think is a sort of a truth-in-advertising, kind of Good Housekeeping
seal that will be voluntarily available to be put on these films that
are thoroughly restored to their original basis.

But there is a whole series of problems that were in\berent in the
labeling requirement. There was not a clarity of congressional in-
tention and our job was to enforce what congressional intention
was. There was conflict between the concerns over "material alter-
ation" on the one hand and concerns over customary practices,
which were both mentioned in the act and in the Congressional
Record. There was that problem.

Moreover, there is a lack of clarity in whether you are concerned
about identification for the consumer; that is, identifying what has
been changed for the consumer, or you are protecting the moral
rights of the original creator. Those are two very different concepts
which have to be clarified if you are going to have a labeling re-
quirement.

Finally, there was a lack of clarity, and it proved extremely dif-
ficult to determine how you define "material alteration" and how
you balance the concern to identify that with the various kinds of
modification that are involved in changing film for anoth2r media
and so forth, e.g., what are the normal practices?

Now these are all very real questions. I don't mean to minimize
them. I as a writer and a custodian of the Nation's heritage am
very concerned about this, just as you are concerned about the folio
editions of Shakespeare versus all the changes for different produc-
tions later on. But our job is to restore and preserve those archival
copies and have them available to the American people. The ques-
tion of adjudication between these things properly belongs to the
courts it seems to me rather than my attempting as an executor
of the Congress' will to define it in any more precise way.

We tried it. We had a genuine go at it. We came up with a solu-
tion which satisfied nobody, as I think was probably predictable.
But I think we also learned in the process what are the issues that
have to be sorted out, so that if an independent pursuit of this
question can be done, it can be done with a more appropriate
choice of an enforcement medium than the same people who are
supposed to preside over a process of authenticating and presenting
and preserving the original archival copy, so that the authentic na-
tional memory is kept intact. That seems to me to be our job. Not
that the other is unimportant.

Mr. GLICKMAN. I think that is a good response to my question.
Thank you, Mr. Chairman.
Mr. HUGHES. I thank the gentleman from Kansas. The gen-

tleman from New York.
Mr. FISH. Thank you, Mr. Chairman, and I welcome you all. Dr.

Billington, it is nice to see you again.
I would like to go back to this 50 percent of films made before

1951 have been lost forever because, of course, that is my impres-
sionable period, with "Gunga Din," "Beau Geste," "Kim," "Charge
of the Light Brigade," all of the late thirties and early forties, and
then, of course, the Disney cartoons like "Snow White.'
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Isn't it just possible to take a film and copy it onto fresh cel-
luloid, and that you keep doing that so that you keep its life going?

Dr. BILLINGTON. Well, no, if what you are copying isn't the origi-
nal version of the film. You have to go back and reconstruct where
it hasn't been preserved, and in very few cases it is the original
film that you are seeing. There are immensely complicated ques-
tions about this because film is something that gets changed and
cut up even in the process of releasing it commercially. They may
show it for a while and then change it slightly, and then come the
real difficult adjucational questions as to what is the original, and
then there are supplementary problems as to how you find it, how
you reconstruct it, when the version you are seeing rerun on tele-
vision today is almost certainly a very different version from the
one you saw as a kid and that I saw as a kid at the old Saturday
matinees.

What we are trying to do is to restore the film version of what
the original one was, and that is a much more complex problem
both jurisdictionally and from a scholarly point of view than I think
we would assume.

Mrs. KANIN. May I just add to that? Maybe 6 or 7 years ago the
academy decided to try to restore "A Star Is Born, the George
Cukor version. There had been enormous cuts made in it for var-
ious reasons, and the cuts had been done out at the film exchanges.
The exchanges themselves had made cuts for time and for what-
ever were the economic necessities. We, with George Cukor's help,
tried to find the original material that had been cut, and Warner
Brothers very generously allowed us into their vaults. Someone
spent almost a year and a half going through all of the vaults look-
ing for bits and pieces of the film. Some of it we never found, a lot
of it we did. A couple of wonderful numbers that were in the origi-
nal we added to it. We found stills and put them in place of miss-
ing footage. Anyway, we accomplished a very interesting restored
version, though some of it was gone forever.

We recently did that with "Spartacus." Also very hard to get the
original back into some shape because pieces of it were everywhere
and the original negative had been cut. But we have wonderful
people in this field who really work with great passion, and we are
going to get those films back the way you remember them as a boy,
Mr. Fish.

Mr. FISH. Mrs. Kanin, the legislation, I understand, provides for
a study by you as to how to preserve ownership of films in the pri-
vate sector.

Mrs. KANIN. I didn't understand the question.
Mr. FISH. You are going to have a study in the private sector as

to what ownership of films is out there and where they are and
who has got them.

Mrs. KANIN. I think that is a part of the new bill, is it not?
Mr. FISH. Yes.
Dr. BILLINGTON. Yes. To get a comprehensive kind of inventory

of what everyone is doing and the systematic factual base for be-
ginning to develop a coordinated national policy in this area.

Mr. FISH. Now, Mrs. Kanin, in your testimony you indicated that
the Board received almost 1,000 film nominations in the first year
alone, and the proposed legislation would remove the requirement
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that films in the Registry be feature length. Does this present a
problem? Are you concerned that the Board's responsibilities will
become more unwieldy with this change?

Mrs. KANIN. I mentioned a little earlier that I think we have a
wonderful Board that is gungho to do the job. And I think however
many titles as we get to consider, that the Board is going to be able
to deal with.

Mr. FISH. Good. Fine. Thank you, Mr. Chairman.
Mr. HUGHES. I thank the gentleman. The gentleman from North

Carolina.
Mr. COBLE. Mr. Chairman, I was with you at another meeting,

so I missed most of the testimony from this panel.
It is good to have you here. Dr. Billington, let me just take a wild

shot. When we got into the business of legal services some years
ago that was to be the cure-all to everybody's problems, and as an
ancillary result much of the private money disappeared. Now, if the
Government becomes too obviously involved or intrusive, for want
of a stronger word, into this area of preservation, am I being overly
cautious or overly concerned when I anticipate the disappearance
of some Federal activity or private sector activity? Oh, let the Fed-
eral Government take care of it. They will handle all of the prob-
lems. Well, I am not so convinced that the Federal Government
handles all of the problems all that efficiently. What say ye to that?

Dr. BILLINGTON. First of all, there really isn't muchthere is,
frankly, a disappointingly small amount of private money that has
ever been involved in this whole field. There is not too much of any
kind of money, public or private, for that matter. Film preservation
has really been a seriously neglected field which the Congress is
helping rectify.

I think that, far from discouraging, this Board is a very good im-
plement for encouraging greater private activity from its present,
I would say rather disappointingly low, base. First of all, there has
been some increase just in the course of the 3 years. I think your
trial run period has aroused interest and awareness and coopera-
tion. We have gotten, as Mrs. Kanin said, pretty good cooperation
from the studios, which have, frankly, heretofore been largely do-
nating films and leaving it for us to restore in the Library of Con-
gress without providing much material, financial support.

The composition of the Board represents the major private play-
ers in the game, and therefore it gets them in a coordinated mode
focusing on the preservation problem. And, with the renewal and
its exclusive focus on preservation, it should have even added
promise over what it has already provides to stimulate further pri-
vate cooperation and financial support.

I think this is a very good way of federally seeding a problem
which is going to require very substantial private support, particu-
larly on the part of the studios. And I think it is a good and prom-
ising means for increasing private support, and certainly not sup-
planting it because, as I say, there hasn't been that much to sup-
plant. And I think rather than supplant this will plant.

Mr. COBLE. I am glad I asked the question. I feel better, Mr.
Chairman.

Mrs. KANIN. We don't want to dry up any source.
Dr. BILLINGTON. I don't know if Mrs. Kanin has anything to add.
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Mrs. KANIN. No, that was a very fine response.
Mr. COBLE. I have nothing further, Mr. Chairman.
Mr. HUGHES. Thank you. Both the Directors Guild and the Writ-

ers Guild express concerns about the promotional use of a seal and
the fact that a film has been included in the Registry. Both the
Writers Guild and the Directors Guild are concerned that consum-
ers will be misled that the seal and the Registry are used to pro-
mote versions of films that are not the original and complete ver-
sions as included on the Registry.

What are your views, Doctor?
Dr. BILLINGTON. Well, the seal can only go on original and com-

plete versions as certified by the Library's professionals or as
agreed to by the Library that it adheres to the Library's standards
and is affixed by other restoration centers or by copyright owners
themselves. But it can't be used in any other way. This is an af-
firmative seal whose use is voluntary.

Mr. HUGHES. So it is not a problem as far as you are concerned?
Dr. BILLINGTON. I don't think it is fundamentally a problem, but

I would be happy to respond to any more detailed concerns that
they might have.

Mr. HUGHES. Mrs. Kanin, anything you want to add to that?
Mrs. KANIN. No.
Mr. HUGHES. OK The Writers Guild, West, states in written tes-

timony that the seal will rarely be seen by the American public on
films because so few are shown in their original and complete ver-
sion as they were first published. Most are shown on television or
seen on video. How do you anticipate that the seal will be used?
As a practical matter, is the seal going to have much significance
really under the proposed legislation?

Dr. BILLINGTON. I think it will have increasing significance be-
cause I think it will stimulate an interest that isn't presently
thereone that is sort of latently there, as we have heard from the
questionsto focus on seeing the original film. Not a television
retranscription or a version that goes back two stages, but one that
goes back to the original creation. An increasing awareness by that
kind of certification of the original film will stimulate, I think, re-
vival showings and so forth. I think it will be a slow process. It
won't have a dramatic effect, but it won't engender the counter-
productive quarreling either. It will be a steady buildup thing
which I think will increase interest in seeing the original films, by
a broader public as well as restoring them for the national memory.

Mr. HUGHES. The Motion Picture Association has raised a con-
cern about the term "original and complete" as used in section
304(a)(2)(C) of the bill relating to the use of seals. MPAA notes that
"Spartacus" and "Lawrence of Arabia," for instance, as rereleased
contain footage not included in the original version as first pub-
lished, and the language in the bill should provide for placement
of seals on preserved films.

What is your view on their suggestion?
Dr. BILLINGTON. Well, I think that "original and complete" pro-

vides a kind of certainty that "preserve" doesn't. "Preserve" tends
to relate to physical quality, not to the length of the film, to the
editing, and so forth. I think that there is not going to be any 100
percent perfect word, but "original and complete" is as certain as
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you can go. It provides a kind of certainty that something that is
preserved won't be just a partial thing, as I said, related largely
to physical quality.

I think "original and complete" is also good because it has a posi-
tive quality. It is not a pejorative label. It will encourage, I think,
film viewers over the years to look for the seal. And I think the
term "preserve" puts us back into uncertainty; it could allow the
seal to be used on films that are edited, altered and the like. And
I think we have a greater certainty with "original and complete"
than we do with preserve.

Mr. HUGHES. Mrs. Kanin, the Board has done an excellent job
from all accounts and you are to be commended because you are
unquestionably trailblazers attempting to, basically, implement leg-
islation that was new, a new approach, and it has done a very good
job. But the legislation, the original legislation that was the com-
promise is very specific, naming specific departments of univer-
sities, for instance. Do you think it is wise for us to be so specific?
I have no doubt but that we need the kind of broad balance and
the cross-section that we see in the legislation, and it has func-
tioned fairly well for the past 3 years. But now we are talking
about implementing legislation that will carry us for 6 years. What
is your view, really, on why it is important to be so specific?

Mrs. KANIN. You mean to name the categories, the institutions?
Mr. HUGHES. Yes. First we name the Department of Theatre,

Film and Television of the College of Fine Arts at the University
of California, Los Angeles.

Mrs. KANIN. Because you would not want a representative from
anything but the film and television department. They are the
most knowledgeable, probably the most interested, and I will use
the word again, the most passionate to serve on the Board.

As I look over the choices, I think they have been eminently
proper, and I think the additions that the new legislation
has

Mr. HUGHES. My point is that it may very well be that Rutgers
University, my alma mater, or the University of Massachusetts
may develop an outstanding fine arts department ad they may very
well want representation on the Board. I mean, we can certainly
receive nominations from various departments in universities and
other organizations around the country without naming them spe-
cifically.

Mrs. KANIN. My feeling is that the ones you have chosen are pre-
eminent in the field of preservation and have done the most in that
area. I think there is a mechanism for inviting the counsel and the
participation of all universities who are wish to participate. We
have and will continue to invoke the participation of your univer-
sity and any others. Anyone who wishes to be part of the nominat-
ing process is welcome. But I think for the actual serving members
of the Board you have selected the preeminent organizations in the
field. I think they have done a remarkably good job.

Mr. HUGHES. Dr. Billington, on the same subject, and I would be
very happy to hear from you on that particular point, is the ques-
tion of nominations. I can see where a librarian would be subjected
to much pressure in some instances. Would it be wise for us to look
at a, perhaps, selection process that relieves you of some of that
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pressure by having others make nominations? For instance, here in
the Congress it is not unusual for the Speaker to make nomina-
tions to boards, and the Minority Leader makes nominations, as
well as the President of the Senate. What is your view on that?

Dr. BILLINGTON. I think there are a variety of ways that the com-
position of the Board could be constructed, or reconstructed. I think
that the original choices that were madeI am not just saying this
because they happen to be the ones sitting thereI think have
proven to represent a good diversity of the positions and opinions
of interested advisors, and by most people's belief I think a pretty
good cross-section of the major institutions. Now there are not that
many institutions involved in film preservation archives. As I have
indicated, the Library of Congress does half the work. The other
half is done in other archives. The major players are only UCLA,
Museum of Modern Art, the Eastman House in Rochester, Univer-
sity of Wisconsin, and may be a couple of others. But there aren't
that many players, and UCLA and NYU, I guess were the ones
chosen from that universe. There are a larger number of film
schools and programs, and these were picked out of that universe.
I think those, both institutionally and the people that they have
sent, have been outstanding, so I would have had a hard time say-
ing that the present composition should be rescrambled.

Mr. HUGHES. Well, no, that is not the point.
Dr. BILLINGTON. It could be.
Mr. HUGHES. I am not even suggesting thatwe may very well

under some other system end up with the same composition of the
board as it now exists. I happen to agree that the cross-section is
probably well and it has served us well. But it is a bit unusual. I
don't remember in any legislation seeing us, you know, basically
give a seat on a commission to a specific organization. That is most
unusual. And I can see some problems down the road that we
haven't experienced with regard to that.

Dr. BILLINGTON. That is, you know, a question for the Congress
to decide. But I would say, and I think Fay would probably agree
as the chairmancertainly Ias a witness to whom the Board
serves as advisoryhave felt that they are pretty conscientious
about representing the interest of the whole universe they rep-
resent. If anything, it has an institutional obligation, rather than
an institutional favor.

Mrs. KANIN. If this is the first time you have done a very good
job. I mean, if this is the first time that institutions have been
named, the choices have been very felicitous. Because this Board
has worked admirably well together. It is a group that has, as I
said, diverse opinions but has used them to serve the cause. Every-
one on that Board has earned his or her place in the field. They
are not there because they know anybody or because someone likes
them. They are there because they have earned their place.

Mr. HUGHES. You have been very helpful, and I am not suggest-
ing that the system isn't a good system, that the folks who have
served on the Board haven't done a good job. On the contrary, as
I indicated at the outset, I think they have done a very good job.

Mrs. KANIN. I have sensed that. Yes.
Mr. HUGHES. But we are now implementing for 6 years. Now is

the time to look at these issues.
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Dr. BILLINGTON. If you wanted to propose rotation among com-
parable institutions, I mean that would be all right, although you
would lose some of the values of continuity and experience. I am
not sure that it would make that much difference in terms of fairly
representing the interests of that universe. Because my impression
is that the people representing, although they come from a given
institution, feel their responsibility is to represent that whole uni-
verse of comparable institutions. In any event, that universe is
fully consulted by me and the Board as a whole on the selection
procedures and the other important judgments.

But I think somebody has to decide, and I think if the Congress
wishes to reexamine that that certainly would be appropriate, this
would be the appropriate time to do it.

Mr. HUGHES. Thank you. The gentleman from California.
Mr. MOORHEAD. Yes. Dr. Billington, while I had you here I want-

ed to ask you a question on a kind of affiliated subject. Last year
the Congress enacted legislation directing the Librarian of Con-
gress to establish four positions for Associate Registers of Copy-
rights in accordance with the recommendation of the Register. I
know we kind of negotiated with Mr. Tabb, who I see back there,
and we had the assurance that those positions would be filled. I
wonder what progress has been made in that direction?

Dr. BILLINGTON. We have filled two and are working on the other
two.

Mr. MOORHEAD. How soon do you expect to have those other two
filled?

Dr. BILLINGTON. I can't really say. I would have to consult with
my people and see where it stands at the moment.

Mr. MOORHEAD. Could you kind of let me know what the plans
are in the next few weeks?

Dr. BILLINGTON. Yes, sir. We will let you know right away.
Mr. MOORHEAD. Thank you.
Mr. HUGHES. I have just a couple of additional questions. The na-

ture of the films added to the Registry is broadened to include doc-
umentaries and cartoons. Do you think that the Board should be
expanded further to include, for example, animators, historians or
documentary filmmakers?

Dr. BILLINGTON. We didn't think so because we think that in the
process of selecting we are going to consult with those groups. We
have already consulted with them and we will be consulting with
them even more under the new provisions which call for its being
not just commercially released feature films. So I think at some
point one gets concerned about the size of the Board. It has very
good dynamics now. We think it can take the small number of ad-
ditions that we have proposed. We think these would have to be
additive to those and that you really do get into the business of get-
ting too large a body to function effectively. Also, it increases the
cost that goes into board meetings rather than film preservation,
and we wanted to hold that down and put all of the bang on the
preservation buck.

Mrs. KANIN. Just on that pointwe are very pleased that the ac-
tual expenses of the Board have been minimal. That we have saved
the majority of the funds that have been assigned for actual preser-
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vation use. We are very pleased about that. I thought you would
like knowing that.

Mr. HUGHES. I think you have very eloquently indicated just how
passionately the members of the Board serve. They have done an
extremely good jub. I am not questioning that work at all. It has
been superb. I wish all start-up programs worked s efficiently and
effectively as this one has in its maiden voyage. So we have no
complaints.

Section 303(a)(2)(D) of the bill, Doctor, you would have set the
standards for the preservation and restoration of films that would
be used to determine whether the film qualifies for the use of the
seal. What do you anticipate the standards will be?

Dr. BILLINGTON. Well, it is the "original and complete" standard
as far as it can be determined by the technical and scholarly work.

Mr. HUGHES. Do you have specific guidelines that your techni-
cians use in making the recommendation to you?

Dr. BILLINGTON. Yes. I could get this explained more fully. The
important point is that there are always going to be little elements
of uncertainty in judgment and it is important that there be one
standard point of reference for a quality control seal of this kind.
That is why we think that the Library's Motion Pictures' Broad-
casting and Recorded Sound Division which has been working on
this since the late fifties is the logical place.

It is a voluntary thing and, as I say, others will, as long as they
coordinate with us and satisfy the same standard, other centers
will be able to affix it as long as it is authorized by the Library
as a central point of reference, which we think is important.

Mr. HUGHES. How many films have been selected fbr the Na-
tional Film Registry to date?

Dr. BILLINGTON. Fifty so far and we will discuss selection of an-
other 25 this week.

Mr. HUGHES. On Friday.
Mrs. KANIN. Tomorrow.
Dr. BILLINGTON. Well, we will discuss it tomorrow.
Mrs. KANIN. We will discuss it tomorrow, right.
Mr. HUGHES. Does the gentleman from California have further

questions?
Mr. MOORHEAD. Nothing, Mr. Chairman.
Mr. HUGHES. Well, thank you very much. You have been very

helpful. We appreciate your contributions today, and again we com-
mend you for your splendid work. Thank you very much.

Mrs. KANIN. Thank you.
Dr. BILLINGTON. Thank you, Mr. Chairman.
Mr. Chairman, I just would like to say a word about all the hard

work done by the people from the Motion Picture Division of the
Library of Congress, and Mr. Schwartz and the others in the Copy-
right Office. I think their work has gone beyond duty, and one rea-
son that the overhead has been so low, as Mrs. Kanin is reporting,
is the extraordinary amount of dedication, and real enthusiasm and
interest that the staff at the Library of Congress has shown. I am
the person who shows up at the photo opportunities, but I just
want you to know there are an awful lot of people doing really
dedicated work in this field for a long time, and in other archives
as well.
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Mr. HUGHES. We understand that in the Congress. And we thank
the staff for their superb work.

Mr. HUGHES. I would like to welcome our second panel of wit-
nesses this morning representing different perspectives on film
preservation in the proposal under consideration.

Nicholas Counter III is the president of the Alliance of Motion
Picture and Television Producers, and is a member of the National
Film Preservation Board. Today, Mr. Counter is testifying on be-
half of the Motion Picture Association of America.

Elliot Silverstein, a prominent director of films, will testify on be-
half of the Directors Guild of America. Mr. Silverstein serves as
chairman of the guilds' President's Committee and has led the
guilds' efforts to protect moral rights of filmmakers.

Brian Walton is executive director of the Writers Guild of Amer-
ica, West, an organization that represents approximately 7,000
writers of film, television and radio in the United States. Both
Writers Guild, West, and its sister organization Writers Guild,
East, serve on the Film Preservation Board as well.

I know that Mr. Walton and other witnesses traveled great dis-
tances to testify today and we very much appreciate your being
here today. We have your testimony, which will be made a part of
the record in full, and I am going to ask you to summarize for us
we don't want you to read the statementsso that we can get right
to questions, if we could.

Why don't we begin with you, Mr. Counter? Welcome.
STATEMENT OF NICHOLAS COUNTER III, PRESIDENT, ALLIANCE

OF MOTION PICTURE AND TELEVISION PRODUCERS, LOS ANGE-
LES, CA, ON BEHALF OF THE MOTION PICTURE ASSOCIATION
OF AMERICA, INC.
Mr. COUNTER. Mr. Chairman, and members of the committee, as

you indicated, my testimony today will be on behalf c. the
AMPTPthe Alliance of Motion Picture and Television Produc-
ersas well as the Motion Picture Association of America. The
AMPTP represents over 200 companies which produce movies and
television shows, and included among our members are the eight
major film producers and distributors that make up the MPAA.

Now, the AMPTP is responsible for negotiating collective bar-
gaining agreements with the guilds and unions in our industry who
represent the many, and I emphasize the many, collaborators em-
ployed to make movies. The American motion picture industry is
committed to the preservation of one of its most important assets,
its film libraries. Motion picture studios and other owners of film
libraries spend tens of millions of dollars each year on film preser-
vation and restoration. My written testimony contains a number of
examples of ways the MPAA and its member companies have un-
dertaken, financially supported and otherwise assisted programs to
advance film preservation in America. They fund not only their
own substantial in-house programs but also support outside pro-
grams.

As indicated earlier, the MPAA and the Turner Co., own in ex-
cess of 50 percent of the first 50 films already selected for the Film
Registry. They needed no special incentive to preserve those films.
Virtually every one of the MPAA and Turner films had been me-
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ticulously preserved long before they were selected for the Registry.
That is why the AMPTP and the MPAA appreciate the interest of
Congress in this area and its desire to advance film preservation,
particularly for those works which have passed into the public do-
main or those which have been neglected by others.

The AMPTP and the MPAA strongly support the film preserva-
tion goals of the Librarian of Congress and the principle of preser-
vation embodied in H.R. 2372. With equal strength, we oppose any
legislative effort to require the labeling of motion pictures. As you
know, the 1988 act was not acceptable to us. We strongly opposed
it because it imposed conditions on the distribution of motion pic-
tures that are adverse to the constitutional princip.., of free speech
and the advancement of the public purposes of our copyright laws.

As a member of the Film Preservation Board, I have had a per-
fect vantage point to see the problems that arise when a govern-
ment-sanctioned agency is in the business of administering and en-
forcing a labeling regime that is linked to government classification
of protected and expressive materials. I, like you, would like to
commend the Librarian and his staff for ac ministering a cum-
bersome law in the most professional way pos,ible. He forged con-
sensus and focused our attention where it was most needed, in film
preservation. If there are to be labels, the matter should be ad-
dressed, and you have indicated that it will be addressed, at an-
other time, but in our view it should be addressed by the private
sector. Private contract laws should be the mechanism by which
enforcement is obtained, not through a government agency. And
frankly, it is our view that that is what collective bargaining is for,
particularly in a heavily unionized industry such as the motion pic-
ture industry.

And finally, only the copyright owner should have the right to
decide how to present or label his or her work in order to assure
the widest possible dissemination of that work. That of course, is
the fundamental principle behind our copyright law which this sub-
committee so strongly protects. And, if the Congress wants to re-
view some of these other questions, as you have indicated will be
done at another time, we are glad to see that it will be handled
by this subcommittee.

Before concluding, I would like to highlight some of the impor-
tant technical aspects of the bill that we think the subcommittee
should direct their attention to. The first has already been men-
tioned and that is in the definitions under section 304(a)(2)(C)
which mandates that all films included in the National Film Reg-
istry be "original and complete." We have a difference with the Li-
brarian here in terms of the terminology, frankly. And I heard his
testimony earlier. His point going to clarity and concrete under-
standing as to the terms is, of course, a good one. However, we are
concerned about the terminology `original and complete" and how
it could impact other legislation, other copyright laws that are
presently on the books.

We think that the phrase should be modified to reflect the pres-
ervation goal of this bill, and if there is some term that could be
devised that meets that goal we think it should be considered by
this subcommittee.
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Second, the AMPTP and the MPAA would not object to the seal
where its use on a copyrighted work is entirely, voluntary. This is
consistent, we think, with concerns we might have under the first
amendment to otherwise mandate a seal. However, the language of
the bill must be changed to specify that only a copyright owner
may apply the Registry seal to a copyrighted film print. We think
that is important.

I made several other points in the written testimony which I will
not go into at this point. But I do want to emphasize that we do
support expanding the Board to include of other organizations and
interests. I would also mention that there are so many different
collaborators involved in the making of a motion picture that some
of them have not been heard from in our past deliberations. One
is going to be addressed, is already addressed in the bill. That is
the cinematographers. I would also mention the people like the edi-
tors, art directors, costume designers, composers of the music that
goes into our films, makeup artists on particular kinds of films,
and special effects personnel as well. All are involved in this proc-
ess. One organization that does represent most of those disciplines
is the International Alliance of Theatrical and Stage Employees,
which is the bargaining representative for those groups of employ-
ees with whom I deal in our labor negotiations, and perhaps they
should be considered for a spot on the Board. That is not in my
written testimony. I mention that today.

In summary, it is critically important, as Chairman Hughes
noted in his remarks introducing this measure, that we not let the
focus of this bill shift from the universally supportable goal of pre-
serving our endangered film heritage. Every effort should be made
to ensure that the energies of the Librarian and the National Film
Preservation Board are directed toward guaranteeing that the frag-
ile fruits of our cinematic history are maintained for future genera-
tions to enjoy.

Thank you for allowing me to testify.
Mr. HUGHES. Thank you, Mr. Counter.
[The prepared statement of Counter follows:]
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Testimony of J. Nicholas Counter, Ill
on behalf of

The Alliance of Motion Picture and Television Producers
and

The Motion Picture Association of America
on Title III of H.R. 2372, the National Film Preservation Act

House Judiciary Committee
Intellectual Property and Judicial Administration Subcommittee

June 12, 1991

Mr. Chairman, Members of the Committee, my name is J. Nicholas
Counter III. I am the President of the Alliance of Motion Picture and
Television Producers-- known as the AMPTP. I am AMPTP's delegate to
the National Film Preservation Board.

The AMPTP represents over 200 compare: s produce movies
and television shows -- including the eight major film producers and
distributors that make up the Motion Picture Association of America.

AMPTP is responsible for negotiating and administering collective
bargaining.agreements with the guilds and unions that represent those
employed to help make movies. We negotiate with the directors, writers,
screen actors, musicians, art directors, cinematographers, editors,
costume desipers, make-up artists, sound engineers and set designers
-- these and the many other professionals who collaborate with
producers to make a motion picture.

The American motion picture industry is committed to the
preservation of one of its most important assets: its film libraries.
Motion picture studios and other private sector owners of film libraries
spend literally tens of millions of dollars every year on film restoration
and preservation.

AMPTP and MPAA appreciate Congress' interest in this area, and
certainly share its desire to advance film preservation efforts, particularly
for those works which have passed into the public domain or are being
neglected.

Ne...Ttheless. AMPTP and MPAA opposed passage of the National
Film Preservation Act of 1988 and the formation of the Film Preservation
Board. We feel strongly that the 1988 Act imposes conditions on the
marketing of motion pictures that are adverse to constitutional
principles of free speech and the advancement of the public purposes of
copyright.
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The Congress should not empower a government-sanctioned panel
to make aesthetic decisions and certain' yr not to choose which version
of a particular film produced by private citizens is "preferable or
"superior."

Three years of attempting to operate under the 1988 Act
demonstrated the undesirability of having any government sanctioned
agency in the business of administering and enforcing a labeling regime
that is linked to a government classification of protected, expressive
works. Indeed, only a copyright owner should have the right to decide
how to present or "label" his or her work.

Significantly, this subcommittee evidenced its aversion to
government-mandated labeling based on content during last year's
hearings under former Chairman Kastenmeier on the Foreign Agents
Registration Act. That Act permits the U.S. Department of Justice to
require that certain foreign-produced films and videos be labeled as
"propaganda" before they can be distributed in this country. As the
American Library Association observed in its testimony, "a label is a
label, and governmentally mandated labels affixed to expressive
materials are counter to the principles of librarianship and the spirit of
the First Amendment."

While the National Film Preservation Act of 1988 was fraught with
problems. pitfalls and ambiguities, AMPTP and MPAA commend the
efforts of the Librarian of Congress. Dr. Jim Billington, in administering
the Act. He and his staff including Winston Tabb and Eric Schwartz --
managed potentially controversial and divisive issues in a way that kept
the energies of all Board members and other interested parties properly
focused on constructive ways to preserve America's film heritage. As a
direct result of Dr. Billington's leadership. Board members recommended
that he suggest a revised law more directly focused on coordinating and
expanding current film preservation efforts.

As Chairman Hughes noted when he introduced H.R. 2372, which
includes the Librarian of Congress' proposal for reauthorizing the Film
Preservation Board. the 1988 law implicated essential copyright
principles and should not have been hurried into law as a legislative
amendment to an appropriations bill. We support the Chairman's
determination to focus squarely on film preservation, and welcome a
thorough review of any related issues by the committee with expertise in
the intricacies of the copyright law and the First Amendment. We note
that Chairman Brooks expressed similar sentiment in a 1988 statement
about the Act. (September 9, 1988 Congressional Record at E2885).
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The MPAA member companies strongly support the Librarian's
film preservation goals. With equal strength, MPAA opposes any
legislative effort to require labeling of motion pictures. In the words of
Congressman Vic Fazio. chairman of the House Appropriations
Subcommittee that oversees the Library: "film preservation is consistent
with the Library's overall mission, !..:,nd the Librarian's proposal( makes it
possible for the Library to turn its energy and resources to the most
pressing concern facing America's film history: the physical
deterioration of film stock."

Private Sector Film Preservation Initiatives

The purported purpose of the National Film Registry created by the
1988 Act was to ensure that certain films deemed by the Librarian to be
culturally, historically or aesthetically significant would be preserved.

It is noteworthy that MPAA member companies, plus the Turner
Entertainment Company not an MPAA member company but the
owner of a major film library combine to own the copyright in well over
half of the first 50 films selected for the Registry and needed no special
incentive to preserve these films.

Virtually every one of the MPAA and Turner films had been
meticulously preserved long before they were ever entered in the
Registry. The copyright owners had cleaned them, restored them.
improved damaged sections of the film within the limits of technology,
transferred these films to safety stock, and safely tucked away a "master
copy' (or "master negative") in a climate-controlled vault. New film prints
can be made at any time from the preserved "master copy' so these
films can be enjoyed by future generations.

Granted. the past record in this area is not spotless. In past
decades, films were neglected -- even mistreated or destroyed. But those
were different times, when film was considered simply an entertainment
medium with little or no future value.

The MPAA and its member companies undertake, financially
support, or otherwise assist outside programs to advance film
preservation in America. Their intensive and constantly expanding "in-
house" programs develop. implement, and fund the preservation of
extensive libraries. Meanwhile, films that are no longer protected by
copyright -- "public domain" works -- and films owned by collectors who
cannot properly store them remain at great risk.
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Today, with attention to preservation technology, and the constant
expansion of ancillary markets for films, the major studios are making a
continuing commitment to preservation. With the near-universal
availability of VCRs, and the growth of cable and satellite TV, studio
libraries have become invaluable assets. Consequently, each and every
MPAA member company is spending millions of dollars every year to
preserve its inventory.

Chances are you have read about or seen for yourself the
fruits of their efforts: Universal's recent rerelease of Spartacus.
Columbia's remarkable work on Lawrence of Arabia, and the efforts of
Turner Entertainment on Gone with the Wind and the recently restored
and rereleased Citizen Kane, distributed by Paramount.

But preservation efforts do not extend only to feature films. TV
shows, cartoons, and other film materials are also being preserved, every
day. by the private sector.

It is noteworthy that the major studios are also expending great
resources preserving their new releases. They have learned from their
experiences. and want to make sure that they won't have to go through
this exercise with Ghost, or Home Alone, or Pretty Woman thirty years
from now.

Attached in an appendix are some recent articles discussing some
of the studios' substantial film preservation efforts, such as:

Paramount's construction of a recently opened 40.000
square-foot state-of-the-art archive building, with a
computer data base listing a half-million items cataloguing
cans of film, reels of videotape, and magnetic film and tape
for audio records.

Warner Bros.' work on an extensive, multi-million dollar film
restoration project that has to date breathed new life into 26
classic films including East of Eden, Rebel Without a Cause,
and A Streetcar Named Desire.

Fox's 51,000 square-foot Hollywood storage vault rebuilt in
1983 for maintaining more than 3,000 feature films and
3,000 to 4.000 filmed series episodes.
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Columbia's year-old Film and Tape Preservation Committee
comprised of representatives of America's leading aim
preservation organizations created to work on a national
level on film and tape preservation and restoration policies
and manage major film preservation activities associated
with Columbia's own filmed entertainment library.

Disney's three-year restoration of Fantasia -- and ongoing
work on 1500 feature films and 500 cartoons.

MCA's million dollar restoration and rerelease of Spartacus
in addition to caring for its 3,000 feature films and 17,000

television series episodes and movies.

Let there be no doubt that much of America's film history is in
good hands. Given the demonstrated value of film libraries, it makes no
sense for copyright owners not to care for them.

Title III of H.R. 2372

MPAA and AMPTP support the Librarian's film preservation goals,
and the principle of preservation embodied of Title III of H.R. 2372.
However, there are important aspects of the bill that we believe require
the Subcommittee's attention before approval.

For instance, several !SSW3 are raised by the language in Section
304(a)(2)(C) of the bill, which states:

The Librarian shall provide a seal to indicate that a film has been
included in the National Film Registry as an enduring part of the
national cultural heritage of the United States. Such seal may
then be used on copies of such films that are original and complete
versions as they were first published, after such copies have been
examined and approved by the Librarian.

a) "original and complete -- Permitting a government body to
brand a particular version of a work as "original and complete" can lead
to consumer confusion. For instance, the rereleased versions of
Lawrence of Arabia and Spartacus included footage that did not appear
in the original theatrical release but which, in the minds of some fans,
made these versions more "complete than the "original."

While it might not be necessary to modify the text of the definition
of "original and complete" contained in Section 3'2(5) of H.R. 2372, the
term itself is misleading.
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Rather than invite unnecessary confusion, we recommend that
another term be used to reflect the fact that the version one is viewing
has been preserved. The terms "preserved film," ''restored film." or
"Registry version of a film" may suffice.

b) 'copies of such films" The Librarian's proposal would
permit a copyright owner to apply the Registry seal to a film print the
medium used in movie theaters -- and would not permit use of the seal
on a videotape, laser disc, or other copy of a film. The purpose of this
Act, after all, is film preservation. so the terms of the Act should
necessarily apply only to films as they may be distributed on film stock.

The text of the bill is not easy to understand, and should be
revised to specify that the seal may only be applied to "film prints" or
"copies on film stock."

c) "examined and approved by the Librarial." -- As written, the
bill appears to require the Librarian to inspect every copy of every film
print to which a copyright owner desires to affix a seal. This is surely
unintended, and should be revised to permit the Librarian to review a
representative print.

Taking account of the three concerns expressed, MPAA and AMPTP
recommends that the second sentence of the paragraph reprinted above
be changed to read:

...Such seal may then be used on a film print of a title selected for
the Registry. provided that the film print is identical to the
"preserved film" previously approved by the Librarian.

Section 304(a)(2)(C) goes on to declare:

In the case of copyrighted works, only the copyright owner. a duly
authorized licensee, or the Librarian or an archive other than the
Library of Congress may place a seal on a copy of a film selected
for inclusion in the National Film Registry. Wherever appropriate,
the Librarian may accompany the seal with language indicating
that a copy of a film was preserved and restored by the Librarian
or by an archive acting under the standards issued under
subparagraph (D).
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d) who may "place a Seal" -- MPAA and AMPTP will not object
to the Seal created by this bill because its use is entirely voluntary a
copyright owner has the right to use it. or to choose not to use it.

However, we feel strongly that only the copyright owner should
have the authority to place a seal on a copy of a film, or to grant
authority for another to do so. To do otherwise is contrary to the spirit.
and probably the letter, of our copyright law.

In addition, the bill would include an "archive" among those
empowered to apply the Registry seal to a film without defining what
constitutes an "archive." Could any film enthusiast or collector declare
himself an "archive?'

We recommend that this section be revised to require the copyright
owner's approval before a seal may be applied to a copy of his or her
work, and to permit the Librarian to place the seal on a copy of a
Registry film only if (I) the film is in the public domain, or (ill the
copyright owner has expressly authorized the Librarian to apply the seal.

e) Librarian's discretion to "accompany th -,eal with la_rtguage"
We oppose the concept of a government official's having discretion

to promulgate recommended or mandatory wording.

We believe all interests would be far better served if the statute
prescribed appropriate wording that should be a part of the Registry
seal. We recommend "Library of Congress / National Film Registry /
Preserved as part of the National Film Preservation Act."

0 preservation "standards" This bill instructs the Librarian
to publish in the Federal Register standards for preservation or
restoration of films. The statute offers minimal guidance. In addition,
the bill does not provide for public notice, opportunity for comment, or
other procedural protections. This is very troubling.

In our consultations with film preservation experts, we
ascertained that it would be difficult to craft a workable set of
"standards." Each preservation project presents unique problems and
challenges, and with every passing year film preservation technologies
change and advance.
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We believe the better course would be for the Congress to
incorporate broad, workable preservation objectives in the statute. The
quality of any particular preservation effort will be self-evident, so the
Librarian should have no difficulty in determining which prints of a film
qualify for a Registry seal.

g) membership of the National Film Preservation Board
Discussions at the meeting of the National Film Preservation Board, as
originally constituted under the 1988 Act, flourished as a result of the
different ideas and diverse perspectives brought to the table.

MPAA supports the Librarian's proposal to expand the
membership of the Board, and we encourage the Congress to authorize
expansion to include representatives of the broad variety of disciplines
releVant to film preservation.

For instance, the insights of those whose companies manufacture
film stock, those who produce the tools and materials used to preserve
films, and those who manage the studios' preservation projects would be
of great value to the Board and, we believe, to the Librarian.

Representatives of these interests -- the people who understand
the technical, economic and practical challenges of film preservation --
will contribute immensely to the Board's value as an advisory body on
film preservation.

Conclusion

The Librarian's proposal for a National Film Preservation Act which
clearly focuses on the important task of film preservation is
commendable, and AMPTP and MPAA support the principle of
preservation embodied in Title III.

It is critically important. as Chairman Hughes said in his remarks
introducing the measure, not to let the focus of this bill shift away from
the universally-supportable goal of preserving our vanishing film
heritage. Every effort should be made to ensure that the energies,
talents and resources of the Librarian and the National Film Preservation
Board are directed to the extraordinary challenge of ensuring that the
fragile fruits of our cinematic history -- particularly the "public domain"
and other works that are being neglected -- are maintained for future
generations to enjoy.
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The AMPTP represents over 200 producers of TV programs and motion pictures.
such as: Aaron Spelling Productions; The Burbank Studios; Columbia Pictures
Entertainment Inc.; Embassy Television. Inc.; Four Star International Inc.; Hanna-
Barbera Productions Inc.; Lorimar-Telepictures; MGM-Pathe Communications Co.;
M' I'M Enterprises; Orion Television, Inc.; Paramount Pictures Corp.; Ray Stark
Productions; Stephen J. Cannel' Productions; Sunrise Productions, Inc.: Twentieth
Century Fox Film Corp.; Universal City Studios. Inc.; Viacom Productions, Inc.; Warner
Bros. Inc.; Walt Disney Pictures Inc.; and Witt/Thomas/Harris Productions.

The MPAA member companies are: Buena Vista Pictures Distribution, Inc.;
Columbia Pictures Entertainment Inc.: MGM-Pathe Communications Co.; Orion
Pictures Corporation.. Paramount Pictures Corp.: Twentieth Century Fox Film Corp.;
Universal City Studios, Inc.; Warner Bros. Inc.;
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`Spartacus': A Classic Restored
By RICHARD BERNSTEIN'

Some critics dismissed it as a
multi-million-dollar costume spectac-
..iar. and indeed numerous museums
and costume houses provided several
thousand uniforms and seven ions of
custom made armor for assorted
senators, generals, gladiators and
5 000 soldiers played by real soldiers
from the Spanish Army.

Bosley Crowther of The New York

Times, summing up a certain disdain
for the sprawling biblical epics popu-
lar at the time C BenHur and The
Ten Commandments" were others)
caned it 'heroic humbug a vast,
Panoramic display of synthetic Rome
and Romans."

But that was 30 years ago. Since
then "Spartacus." the story of a Ro-
man slave rebellion starring Kirk
Douglas. Laurence Olivier, Tony Cur-
tis, Jean Simmons. Peter L:stinov and
Charles Laughton and directed by

Unneno.lmermowel

Kirk Douglas in "Spartacus," which has been restored for new release.

Stanley Kubrick, has achieved a cer-
tain vaguely camp status. For the
huge numbers of actors in its vast
battle scenes, for its depictions of
gladiatorial combat (fought by IV
specially trained stuntmen) and its
depictions of the pomp of ancient
Rome. the film is viewed by many in
the movie business as an American
classic, a historic production. It is a
staple of video rental stores and of
late-night television; as most famous
line "I'm Spartacus" is familiar
to entire generations.
False Impression

The problem with it, until now, has
been that the prints shown on televi-
sion or used in video reproductions
were badly ravaged by time'
scratchy, distorted and faded.

But starting with a special New
York premiere on Sunday, audiences
will be able to see "Spartacus" in all
its anginal splendor even with
some 10 miming of once elided some-
times controversial scenes back in.
The revival, planned for theaters
across the country for April 27. comes
after nine- month restoration effort
mannered by Universal Pictures and
the American Film Institute. It is
aimed, the prefect's leaders say, at
savvy{ a great and historically Impor-
tant American motion picture from
celluloid oblivious

"It's &bon Um* it was does," said
Mr. Douglas. who not only played the
slave leader Seditious on screen but
also produced the movie, which was
adapted from a novel by Howard
Fast. "Whenever I saw it on TV, I
turned It oft Immediately, the way it
was chopped up and the color distort-
ed

"Up to that ' it was the binges.
fctrre7ai Alywocd" Sid M.
Douglas, ne ag by telephone front
LOS Angeles. That I'm proud ol la
that there ass many big specter
pictures but in des one the actors, the
characters, are bigger than the back-
ground"
Hawke* logarteat

One of the purposes of the Amen-
can Film Institute in film preserva-
tion, and the ineutute's presideot,
Jean Fireteribere, listed several ele-
ments of "Spartans" that we it
historic Importance.

It was en early film by Mr. Ku-
brick, the director who later went on
to peat celebrity with such films as

: A Space °dyne)," and "A
Clockwork Orange." Mr.

Dhired blacklisted writer,=
Continued on Page CIS

Lopyri2:11 (c) 1,11 be Yr, Company.
Poprinred by. rerni,,si,i.

-oT1 (1715(1fill
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A Longer, Shinier Spartacus'
Continued FCC.% Pate C15

Trumbo, to write the screenplay.
thereby elfecuvely destroying black-
listing. And it put on screen a rare
collection of legendary performers
whose collective daule. given cur-
rent movie salaries, would be difficult
to match today ("Sperm:us" con SI2
million to make in ISM, the rough
equivalent of 6100 million today).

One of the questions about films is
whether they stand the test of time,'
Ms. Firstenberg said. "Audiences
will now have the opportunity to de
cide whether 'Spartacus' stands the
test or not, and I think they'll decide
that it does."

The restoration of "Spartacus,"
which follows similar efforts made in
recent years with Abel Ganct's "Na-
poleon" and David Lean's "Lawrence
of Arabia." was made necessary by
the simple physics of film, which in-
evitably shrinks and loses its color as
time passes. But there were several
special problems with "Spartacus."
LIM Cans of Outtakes

For one thing the team of some 30
restorers who worked on the film at
Universal had to find the footage that
had ended up on the cuttingroma
floor. it was believed that all of the
cuts had been ordered destroyed

some 15 years ago. Nonetheless. there
were in Universal's giant vaults some
2.000 canisters of "Spanacus" foot-
age that had lain around for 30 years.
and some of the cut material was
found m an an exhaustive search of
those canisters. Additional footage
was provided by collectors.

The most controversial cut con-
cerned what the film restorers refer
to as the snails and oysters scene. in
which Olivier attempts the seduction
of Tony Curtis m a Roman bathhouse.
In the scene. Olivier asks Mr. Curtis if
he likes oysters, that if he likes
snails: some people, he says, like
both.

The fourminute scene was re-
moved from the orlairial 191naustste
version of "Spartacus" at the de-
mand of the New York Legica of
Decency, a Roman Catholic group
that monitored movies for what It
deemed Mean& The full filth as orig.
malty made by Mr. Kubrick. was
shown to two preview audiences, but
everyone else saw the movie with the
honsoecotle scene takes tn.
A Subadtmest Bake

Ilm Kau, who supervised the red
toratton, which coat dash[ me male
lira MBank said to a telephone inter-
view that while footage of the rim
scene was found in the Universal
vault, there was no sasethrack at WM
It had tw he redone Tony Certig met
to Universal a reread his dr.:6,
Lund ma with Mr. Kubrick
by telecoMer, dm Britten actor Anita-
ny Hopkins read the Wes ef Oitriet
the disd Wilt

TT* Moure really get teaciered
over the years," Mr. Katz salt some -
rig mut say of the elialeatim of the

370

A full day's work
for every four
minutes of film.

snails and oyster scene but also of a
series of cuts made to reduce the
film's length from 197 to 160 minutes.
"It's going to be presented for the
first time the way it was made."

The actual restoration work was
slow and painstaking. involving the
separate reconstruction of each of the
rthighly 254,0011 frames of the movie.
Robert Harris. a producer who over-
saw the technical work, said that with
crews working full time, the remora-
ticei work progressed at the rate of
Mom Mir minutes of him for each
full dars work.
The Lem Way named

The *MOW camera negative of
"Spartans," the act al film shot byi
Mr. Kubrick from which duplicates
were made, was is such bed condition
that it was unusable. Instead tedvii-
clam an the protect used the black-
and-MUM color separation negatives
that were often made as backup. The
Seplitttios CseptiVeS were med. by
mooing black and white film
through different filters blue.
trees and red to record all of Um
calm information in the movie as
Mmlidlog black and white stock_ -

6a la same "Spartacus" was
tmenetructed by reversing the pro-
mat with which the color separatism
'lenitive. were made. Color stock
was put into a camera and exposed
three times, once for each of the color
separation swim, with roughly two.
hours required for each shot

"Basically, what we're dealing
with is an imperfect process to deal
with an imperfect art." Mr. Harris
said "But I think we've been rearm
ably successful. I think It will lout
quite wed an the screen."

Mr. Douglas was more enthunas-
tic. "1 haven't sem the who* thing
yet." ha said, "but I've seen few
segments, and they loose soectans-
lar."
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Studio Mounts Re-Release
Campaign Following Program
To Restore Tv, Pic Classics

By JOSEPH McBRIDE
Over the last 2.0 sears. Pas has

yd:eery been accelerating the
preset-xenon of its film and tv hold-

g wear it casts its taier
ra n" - m amg a

ornputeneed bar-coded inventory
)1 nearly 200.CCO ems of mammal.
tie storage of precious tilts sod
ape masters in an underground
.nuts near Pittsburgh and the coo.
aruction of rim melee holding

inc mom tot to house a dupir
.015 set of masters.

Planned for opening lune 1.
The Archive." as the studio

z.ilding sell be called. will be un-
der the coratorslup of studio library
.csources director Milt Shefter. It
as been meter construction since
vepternber in the area behind the
thdrurk blue.try oackdrop. which
,at neon removed semporanly to

unman a eh/nue-control system bus
.d1 be reattached to the facade.

Par ma declined to specify a
ponces{ foe the 40.000-scoure-foot
studio archive, the climate.
controlled vault it has built in the
Pennsylvania commercial storage
facilites. or for its oder press...-
Doc efforts. but costs are said to be
subs:meal.

The emu will be more than off-
set. Par Writhes. by the sayings ex-
pected from a longer shelf life for
penes. room efficient removal and
prodeseng procedures. mil all of
the Double and intangible benceu
to be reaped from systematic
preservation and usage of its ten-
tage. Par also declined to break
down dollar figures on those
me

exwwwwe Akan se Co.* si

Lopyriust. VARIETY 1990.
with permission.

so

Vi pan SI IS 9ngoing presen-
ion and restoration program Par
suer the last couple of veers also
has been strain; pntrine Sew prints
of but drams of its classic film toles.
and about a yur ago rook back 35m
oistrioution of its classes from
Films Inc wnen still has 16m
repel to ensure ismer quality con-
trol of °waned revivals under the
stewardship of repertory ddtribu-

n chief Michael Schlesinger.
A Par spokeswoman sud the snt-

dm wants to "share its treasures
with today s rnoviegotng public -
not only preserve them. but slum
them. in the dueurcul. video and ry
markets. Paramount is leading the
way to create a model lindettry
programs. and it's all corning to-
genet at the same time"

As pylalte showcase; for as
preservatme efforts. Par is bally-
hooing revivals of new prints of
Stanley Doneds 1937 Fred Amen,
Audrey Hepburn musical "Funny
Face" sod Cecil B. DeMille's 1956
Bible epic "The Tea Command.

These and ocher tides SIM cho-
sen after coosultattoo with rep
Imes around the mune,. but with
the hope that they sell also click
with the "mionstresm" public.
Schheanger sad.

"Fussy Face."' which has al-
ready begun playing other unes,
will close the API Los Angeles
Film Festival at an Invitauonal gala
Thursday at the Cineplex Odeon
Century Plaza before swung a ooe-
week rue on abs following day at
the AMC Cenniry le.

"Commandments" opens May
IS as the CISSISSIS Dome in 70m.
and stmultaasously is 35re u the
Crest in Westwood.

Among the many other pm for
which :az baa monody szock new
prints are Billy Wilder's -Suns.
Boulevard" (19501: Preston
Sturges "The Miracle Of Mor-
gan's Creek" (1944). William
Wyler's "Roman Holiday" (19531.
John Ford's "The Mao Who Shot
Lyberry Valance" 119621 and Peter
Bogdazerveh's buledoes feu fea
rum. 119641. as well as
numerous RK0 rules for which it
has domestic theatrical rights, in-
cluding the Astaire-Gager Roger,
tuner "Top Hat" 11955) and
Nichols, Ray's 1947 "They Live
By Night

Other Par pu with newt:mu also
include The Buccaneer" ring).
;The File On Thelma Jordan"
19491. "Here Comes The Oman"
195I1. 'Sabena" 09541. 'White

iro-ros < Oesoer
lious it5 ':r --;sea 41
.) Seye

fast Al Tafanv a 1,151 .9,1
i9631. 'The SD1 'YD Carve

From The Cold" :1h5. ix
lends .19661 and The Due
tuts i197-1

A mayor celebration s re.ne
planted wound next sear s 50th. or
ns of Mr release of Orson %.c.

Citizen Kane. which er 't
Mil of the kW library r .
by Turner Entenunment. ...v.--
paced with Par for theaincai divot
laution WI Fall

Par emphasizes that these and
other highly publicized toles am on
ly a sampling of the large inventors
available to rep houses and after.
snowing 35m petits

Vides Sento
h. the "dupe mein. Pa.erivi.e

Horne Video is prepping 'Dire,
ton" Senes- of w k films :SICSSSC
with additional footage and vier.
views with the directors

Among the films, Annan Lyre
-Fetal Attraction" 09471 well to
released oe tape with m orgina:
ending included. Bogdanovich
"Neer Mood" 119731 tape will its
elude outtakes. and Leonard NI-
moy'l -Star Trek IV The Voyage
Notre" (19661 tape will include ad-
ditional footage.

Par also points with pride to the
release in February by III hernevid
devisee of "Imluna Jones And The
Last Crusade- in seven separate
formers - VHS. Beta. lerterboaed
Super VHS. VHS to Spanish. leder.
boxed User due pained de SCLIASS
laser due and Mo, Use first MSC OM
public has had such a wide array or
former chores simultaneously for a
new release.

Although Par boasts duo it is un-
usual among Hollywood studios tor
ita practice ::em 1933 of hall.;
made YCM t yellow. cyan and
magenta) separatrou protecon
=Men Per all of its films. rather
Nu °My for elected titles. not el
of the studio's films suitcase or arc
still owned by Per

"Them was company policy in
deseoy silent fine sr one erne. be-
cause is was thought that ,dent films
had no commercial value." noted
Paul Spchr. assistant chief of the
motion picture. broadcasting and
recorded sound dritsion of the Li'
levy of Congress.

But more than 100 Pas dente did
+twelve, hr said. "mosey because
them were people in the soar wno
del not have ire 11.11I0 moue 1110-
away." and mu ironically visored
that Par today can claim to rase
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Times article on the highly secure
underground storage facilities used
away from Hollywood by other
companies. and realized Par was at
a disadvantage having its *quarts
and pant materials stored in anti-
quated studio basement vaults. in
N Y area vaults and scattered
around L A in labs not under Par's
direct control.

Paramount Pictures chairman and
chief executive officer Frank G
Mancuso. who stepped into his post
in 1984. was already corn/tuned to
refurbishing the original architec-
ture of the Hollywood lot. He also
named buildings after such great
names of Par's past as Sturges. be
Mille, Lubitsch. Wilder. Adolph
Zukor. B P Schulberg and Hal
Walks. and Par has been honored
oy the Los Angeles Conservancy
for its efforts to preserve its haulm
buildings.

Mancuso was keenly aware of the
importance and the value of
preserving its library as well.

The independent (archival) in-
Stir UtIOILS are important to maintain-
ing the history of Hollywood."
Mancuso said in a statement yester-
day "However. I truly believe the
responsibility of restoration and ar-
chival continuance belongs with the
studios themselves.

rcwwwws M Peg, AL Cahoon I)

(0.r.11 Imo Papa x Coo.. Si
"Therefore, we at Paramount

some five years ago set off on a pro-
gram that preserves yesterday and
today for tomorrow."

At Mancuso's direction, a uudy
was begun in the Fall of 1987 by
Sheehan. iv operations group v.p.
Phil Murphy. Shefter and others of
steps needed to upgrade studio
preservauon efforts. All of the ma-
teral owned by the studio was iden-
tified and bar-coded. and the proc-
ess was begun of retrieving it and
dentifying preservation oleic

The underground storage tura
near Pittsburgh an abudosed
1irnestone mine also used by do Li-
brary of Congress. the U.S Panne
Office and various corpotancas
was chosen for Par's private East-
ern vault in 1988. and operant:tube-

367

gall in January 1989
It was at the same time that Par

began evaluating, repairing and
remastenng as film and tape hold-
ings for storage. Still underway is a
program of inventorying and
retrieving Pars holdings in Europe.
estimated at about 5% of its total li-
brary.

Film elements are stored in the
Pennsylvania vault sans titles but
bar-coded under armed security.
housed in special acid-free contain-
ers built to Library of Congress
specs. Environmental controls keep
the films under cold storage and re-
duce the impact of humidity and
other atmospheric conditions.

Some 270-300 reels of pre-pant
elements including the camera
neg. YCM masters. color master
pontives. dupe eep rM sound:rerk

material are stored for each film.
A complete duplicate set will be
housed for each tide in the studio
archive, the Par spokeswoman said.

Rather than having its au condi-
(wrung, heating and generator sys-
tems on the roof like most build-
ings. the archive will have those
facilities inside the blue-sky frame-
work to keep the building water-
tight and ensure state-of-the-art en-
vironmental controls.

The building will have an opera-
tional staff of 10 people working
under Sheffer. and will also house
the studio's ancillary markets edi-
tor'.

As for vidtape. whose ultimate
shelf life is sell the topic of smenuf-
lc debate. Par has adopted a policy
of examining each of its tapes for
possible copying every four and a

half years, a conservative time
frame to guard against deteriora-
tion.

Since 1987, beginning with the
Aanette Funicello-Frankie Avalon
musical "Back To The Beach." all
Par (ware films are also stored for
protection purposes on digital tape.
and the same has been done with tv
shows since then. Dire/ storage.

considered a possibly revolutionary
method for lengthening the surviva-
bility of films and tv shows. is still
in its developmental stages. howev-
er.

Despite all of the recent efforts.
the stark fact remains that Par. like
all other film owners. u "fighting
time to get to this stuff before it de-
tenorates.- as Shefter puts rt.

r7ri (-'21":7)7,":" r, r tr.-1 4 Lt
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Robot Without a Caws.):
Warner Bros. restores
22 movie classics with

Chaco Surround Sound
Page 109

Restoring a Rebel's faded glory
By MARY MARVIN
H.:,'LLYWOOL` Fon,

tee eassic firer: W-.;cut a Char
to the rare:y seen rir.rn
Warner Bros has emoarked on
a massive protect to restore
stereo versions of at .east 2:

One or :he .seas for using
stereo sound in rnonon pictaes
in the 195J s was to draw the
television audience into tee
movie theaters. says Michael
Anck. director of asset manage.

s

_as
Mike Plastron! and Rick Chao* aynelseanlaind and making
ROM Without Cause.

reivre (ibris made during the
'45.1 s and early r..) s Its a pro
ec: that .thrI about two years
uRn would nine been an
n.nkable. Throughout the

s Warner Bros routinely
zestroyed stereo masters of its
:eina7e films At the time. it
seemed a : ngical part or the
operation. Horse video and
,:ereo television we: en t en en' n
tee drawing boad vet and
e:evis.on broadcast seernec to
represent the only app.ent
azure rot the .varier Bros

,f mot ior. pictures

ment at Warner Bros . Inc "The
stereo master was used to
prepare a certain number of
prints wh.ch ran in the theaters
for awhile and then that was the
end of :t. So. for studios, the
only life For a film after it had
its theatrical play would either
be to make another print for
theaters or a iOrnm print for
television syr.d.cated datnbu.
non They d:dn t anticipate.
since telev .sion :wended to be
the last home :or these 1.1rns
that stereo wou,a ever have a
market outside the initial

tneatncal release. The stereo master was ,us: another
master they had to store. another byproduct that was
discarded as many are in the process.'

It was around the late 1460's that the studio ream-
ed tine stereo masters from the previous decade had
been destroyed co-tinuesAnck I think the case here
at Warner 9ros . even though it .s a pioneer in sound.
was a Attle mote extreme than it was at other studios
where you II find that they kept certain stereo masters
At Warner Bros . it was across the board. Every thing
from that per:od Iftorn the early 1950's until the ear-
ly 1960 s when Warner Bros. began preserving tne
stereo masters) was found to be missing It was Just
accepted as a very sad fact and no one expected to
see any of these stereo titles back again"

Although the stereo masters were gone Ar.ck nao
learned that many of the remaining Onemascope
prints made from missing masters were in the nand:
of a number of pnvate collectors In some cases. these
prints were the only remaining traces or the stereo
he says. Until recently, however. most collectors were
Jnwil:ins to part with their prints. even 'or a snort
time. 'Collector are very notorious about the co,.
lections When a studio would approach them
especially back in the paranoid COs when the FBI was
out chasing col:ectors (because of copyright and right
to ownership issues). it was unlikeiy that a collector
would let a studio borrow a print And. even it a cob
lector had beer. willing to lend a pnnt to the studio.
the technology wash t yet in place to prepare a new
stereo master for the film from a less than pertect
print.

That all changed recently, says Anck Two concur
rent events made it possible to create complete
restored stereo masters of Warner mot.on pictures
such as East o Edo,. Rebel Witham Caiiir and Poe
.ys B:ial The firs: Rey change was a more re a sed at
ntade on the part of co.lectors, who no 'onger were
as concerned about acknowledging possess.cn or a
feature elm print Warner Bros hasped erase whatever
lingenng doubt collectors might have had abeilt
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Chao. Productions poisoned Cimino Surround Stone In Ills.

Raises: If It Woo ployol every
work you're out el Wok?

it's their rilms to the studio by
ras..ng ap contracts that
uar....eed anonymity and

awnensnip to each collector.
Lappened to be working on

1 CO dirt for the British Film In-
-te tan across a

- _mire: 0! stereo prints at the
or Congress and through

te.ea. private collectors: says
ck I approached Warner

B-ns and asked them if they
be interested in working

on a series of contracts that
woald guarantee the pnvate col-
` e,:tor that he would not lose his
pant tr he let Warner Bros. belf-
at* It

S.nce beginn.ng his search
two years ago oar.ck has track.
ed down 23 prints representing
Z2 all terent feature films He is

still looking for another five to
seven feature tiirni from the
same period. Most of the tees
of film discovered so tar are in
relattveiy good shape. due in
part to the care raven by the col-
lectors and. iromcally. to the
physical characteristtcs of the
soundtrack itse :f

"When the filnt was wound
around the reels and stored, the
four ridges that made the tracks
on !hem allowed some air to get
in,' explains Arick So. while a
lot of films tro:n that period
might be in advanced stages of
warpage, the tracks helped pre.

-Mono coHootors ammo/ nor
Mhos alma Sok collooltone

vent ,r" '" . -
a maven( Trac...as mate 1.,..eptiti.e tn. ,ear "1,-en
a protector So .t s cl a trace nit I: nv.t
a print Ind isac stored for a long per.o.3 of t.me arc
not toothed tnat s great if .t belonged to a ucilector
who played every week. you're out or

But c.er. the cmernaseope prints treat are gdcc
conditton pace soundtracks teat are incomplete 'Ines
compared to a tuength negative Beghntngs and
ends or -ee.s ate sometimes short. cutting on lines
ord.a.cgaeatroe.changes The prints also nave splices
where: t... a, repaired So restortrga zonplete
stereo master called for more than lust locatmg
trinsterms and cleaning up the soundtracks morn the
rerratning stereo prints. There had to be a was :3
regenerate stereo socncl for the wining Cr broken sec
bons The p -oblem was that the only compete and
intact soundtrack source was the monaura: ...taster
which had beer preserved by Warner Bros the p.c
tore negatives were also preserved by the -ft :

was at that point that Chace Productions and its
patented Chace Surround Stereo came 20:0 play

Located in Hollywood Chace productions is an
audio for :deo film and broadcast in.at was
foanded in :952 by Rick Chace Its orator c..ents .n
dude Paramount Pictures. 20th Century Fox MG:vi
CA and Orion Pictures. In 1985 Chace began work
ins on Chace Surround Stereo, a computerbased
system that received a patent in loss.. When stereo
television came in in late 1984. early 1985 go: an
idea for an invenrton that would :et us very caretully
program monaural soundtracks into roll. .3.n-ens:one.
stereo surround:. says Chace. president or Chace
Productions.

Among other protects. the system was used to
create stereo ventures from the monaural su ndtracks
for Warner Bros. Rafre! Without a Cruse. Ea>: a' Elm
and Giant It was this earlier work tor Warner Bros
that helped lead to the company's involxernent w;th
the restoration of the stereo feature films. says Arick
noting that an overheard conversation .n a video store
about tne Chace stereo versions of the James Dean
movies may have been one of the catalysts

"I remember standing in a video store listening to
people say. 'Gee. l wish this was in the real steteoend
someone else saying that the stereo versions don t east
anymore so. this is the best we have. Then they got
into discussing the merits of the Chace Stereo and how
much it sounded like the original based an their
recollections.' says Arick, who credits Peter Gardiner
vice president corporate film video services at Warner
Bros., with immediate and enthusiastic support for
the restoration protect.

The manufactured stereo soundtracks for the three
lames Dean movies were done about five years ago
The current and ongoing Warner Bros. protect stat-
ed about LB months ago. and, emphasizes Chace.
is primarily a etaration of the stereo from the
soundtracks of the recovered Cfnernascove prints

CHACII PRODUCTIONS 7080 HOLLYWOOD 13. vn SoiTE 818 HOLLYWOOD. CA. 9CO28inna racactzessai FAX 12131 464-1893
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East of &lion:
"an Incredible film and very early store* soUnd mix."
accused with same stereo

.reared Starr the MOM3Lra:
socratrack for the missing SCC.

Of iI m Chace Productions
not only clears up tne sound
tacos repairs he missing sec
cos using he uniuue Chace

i0rsound Sereo rot also
Tar res :'re o0r magnetic
:tacks te tt.a tracKs os.og its
^atertni system

O. r.:e we hate :he sound.
-a. :ter ere is, do two
f^:s says Cnace We clean
as best we can and then we

es-ore the rossing p eces. prints

-?`
Pas

5'
1

get played. they break and when
they re spaced back together a
new trames may be gone. What
we do -s take the stereo irony the
prints and the mono track and.
using our stereo process Sew
together a new seamless tour
track stereo soundtrack We put
I together se it plays fundamen
tally the w. it played n its
:angina: s.. on. and where
damage has been done over the
years we ye restored it toe way
that .5 as seerniess and an.
noticeable as possible

Once the films arc located and

Rlmgra ihteleleet "not t modern's* O. mend."

ring me sacmcmacr mom roe pn: Besaae tree :.ee-
aDout 30 Years since :oar stereo format was ale
Chace had to order special heads and pre amps to p.av
the tourstrtpe Cmernascope prints Toe roar tracks
of the magnetic print are ins: transterred by Tom long
at Chace aver to lOns-n polyester fu.lcoat magnetic
stock It has very w.de seep tracks says Chace it s
yery recast compareo, to :he thin tracks that are area
on the 35rern rr.rr 1.%:.en we have the scurwitracg
from the print trans:erre,: to the fall coat. we Cr re14
WOK Wr,l is

The .:.! :Oaf te-r 'rack copy ts agams: re
reference MOnat.Sa. a., supplied by Warner Bros.
to hod Out v. nere there are to ssing se:woos
Everyt" rg Must syr.0 c^ to the moraura. traCR

because it s what would nave teen used to ,a re new
prints Onee we S.^,s3 where the rn:ssing sest.o- are
we c-eck to see whether they are rpea-ral or stereo
Then we dec.de how to borne each section We aso
have to figure au: how to get hack and to-arth Oct.
weep the vanous e.ements in case they have d:ric-ent
ieveis recorded or dimerent hiss inns

1s. hen they rots a movie tri stereo they may have
30 or 40 .nd:viottal soundtrack elements runn.ng at
a urne con:, aes Chace That makes .: easy to make
op stereo from moon you can pan the car to :he :eft.
leave the diaiogue where .1 is onng in a helicopter
from the :root at the theater ro back The trek
if it s all maned together already'. ts to t1P,re out xw
sou an take .t apart separate it enoi.gh to cegm to
:nose Mose elements the same way a :heat- cal mix
er dw Dente they were combined.

Chace. who is understandaoly ',ague about the
specifics or his inceonse process. oesci.bes .t as a

labor intensive situation -Chace Surround Stereo s
not a bactc box torn whico one runs mono and gets
stereo You go thirct.go things frame by trArne and
figure oat exactly vs rat to do. The stereo processor
3 a wondertul thong. but :t s the pro:, w ha are m
volved woo are gettirg it done rght Toe system is
one of the tools we use but goad mixing techniques.
proper attention to audio details decent ears and good
feedback from the c.tent and purtsts and col ec:ors
that we know is making this Protect what is is.

The maces, tarn pace in th.e Chace online room
with three peoplethe chief rn:xe a person it charge
of syncoronuation and the director /Rica Chace Each
teatere requires about three : hoc:
days before the soundtrack .s played for Warner
Bros for final suggestions or cnanges Because Mike
does his lob very wel: and the collectors care about
their prints we don t have great hunks m ss:ng that
we have to :urn nto stereo says Chace We tine
typically that 300 ought have toe begin ng or end
of a :eel tout is rising a few seconds beca.se t

broke oft or yo0 might have a bread somewhere
so they re 12 or :5 frames nussing It so a case at
having to take a tag musical number ant make it into

CHACII PRODUCTIONS 7050 HOLLYWOOD BLvD SL,.TE 515 ,401_Lyw000. CA 3C:028
FAX I2131 464 - 1 e93
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There are muitip.e options

for rising each break" adds
!trick 'It really takes a lot of ex
peruse and brarnstormtng on the
part of Chace Productions to
ogure out what is going to work
in each case.

They 1:1 base :nett in.
civIdual horrors :' says Chace
If for example the -nonauta,

version is only from an opt:cal
:rack it's very hard to get that
soundtrack to match anything
magnetic

In the case of a mnsmg section
.n Finn Kii:rs Burs. idirected oy
and sterns lack Webbi one or
the biggest challenges was to
restore an eight -frame Dreak in
the tarn that occurred right .n
the middle or a scene .!though
the scene had both dialogue and
music. only the music was miss.
.rig in the break, says Chace.
You sit in the studio you stop

everything, scratch your head
and took at your mates And you
ask yourself what can we do
here to keep the maximum
amount of stereo .n this scene
because we have to do
somethtng for those eight
!rattles Even with Chace Sur.
round Stereo we can t produce
i^e same stereo that Warner
Bros produced when they
-ecorced a live band on 35mm
:::m with three :racks:'

Because Chace has always
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been a ran or the soundtrack to
'rte Kttly's Mae, wat especial
,y ;mortant to him to preserve
as much of the onginal as possi-
ble "One solution would have
been to take the scene and put
the mono in instead of the
stereo but if I were the buyer of
the laser disc or a viewer of the
him in the audience, I would say,
'Gee a should have been in
stereo here. and they took the
easy way out So what are you
going to de-

llo Pete Kellys Blots we were
saved by a sound effect. A car
drove by and in the middle of
the drive was the break So most
ly what you hear there was the
car in monaural It didn't pan by,
It was in the center speaker. So
for that brief moment we could
cross fade to the monaural
soundtrack and once the car got
by we went back to the stereo
track.'

The cross fade required a total
of eight seconds to fade Into the
mono and back to the stereo. "If
I tried to suddenly punch in
eight frames of mono, you
would hear it collapse to mono
for eight frames and then pop
back to stereo. As the car came
in it became the dominant piece
of audio. While we were in the
mono track, the computer sync-
ed back up the stereo track and
then we went back to that track
and put in the stereo gradually.

Rs NI: "Wire Nos ft lin hot few pekoe on sow al lofts Mae

Warner Bros. and
Chace Productions

(with the aid of many helpful
film collectors) refurbish a slate

of movie classics in stereo.
This took place in about eight seconds. Six vanes and
six ears and about ten tries until you couidn t hear
it happening"

In addition to repairing broken or missing sections
of a print, missing secttorts of individual channels due
to oxide flaking off over the yean are repaired using
transfers from second prints and from mono process.
ed for stereo. Rumble, hiss. screech and other noise
artifacts are removed or minimized without Aire:ring
high or low frequency of the program material says
Chace. noting the use of a variety of processing
devices EQ and level differences between chart:, cs
due to wear or misrecordtng of the print are also
equalized.

"Because the tracks are very narrow. the signal to
noise ratio is not as good as modern standards says
Chace. "There are a number of techniques that can
be used to optimize the sound from these prints and
as recently as this morning, Mike and I were discuss.
ing as two purists will how much oporniting
we should do. When is it OK it let It play ;list :he way
it was? When is it unacceptably noisy? We worked
very closely with Warner Bros. to make sure that the
fatal product maintains all the high frequencies that
were there and does not create any other problems
by trying to overenhance or overdo.

We made a decision that we were not going to
modernize the sound in these films: adds Arick. The
whole idea was to first make an archival transfer so
that we would have an exact copy of what that print
sounded like :'

For the first time us my life I ve heard some ravonte
music(thesoundtrackIronsPeteKdly Bluest from my
record collection in stereo." says Chace. It s such a
thrill to hear it just that way and there is nothing to
do to make it any better except to make sure we dont
make It any worse. That's what it's about :f you has
side speakers that Arent doing anything. go ahead and
turn the hiss down by taking out unused channels.
but don't try to modernize it:

"There ate at least a dozen kinds of boxes on the
market that will allow you to keep a track absolutely
has free as long as there Is nothing going on. But that
Isn't natural and it isn't what purists want to
hear. I've become quite inspired by that attauce
because of this project and. as a purist rnysei I word
prefer to hear the lingering levels of hiss that were
there in 1955 rather than trying to squeeze the
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"We take the stereo from the
prints and the mono track and, using
our stereo process, sew together a new

four-track stereo soundtrack."

Soundtrack into some unnatural
quiet place that a puns: is rot
going to hke:

Ending the right oalance warn t
easy says Chace. adding that he
and Anck and the other people in
solved with the restoration med
a number of approaches brfore
they were finally satisfied. 'That s
wnere Ricks company proved
valuable, says Anck. A lot of
these decisions are based on
aesthencs and experience and an
appreciation for the charm of what
we re dealing with as it is and not
tinkering wills

Chace Surround Stereo is used
to matrix the four track mass to
boo-tracks. (Chace notes that this
.s not stereo synthes s but a
technical mainxing of left. center,
right and surround signals to pro,
vide the standards -loft total- and
right total' two-track print

ouster stereo the process the
vest:pal 'trigger tone a removed
The :rigger tones used in the days
berore Dolby noise reduction to

urn sannund speakers off and on,
sass Chace If they left the chan.
nel running. :he speakers at the
back and sides of she theater
would hiss all the time. When the
amplifying equipment. received

toe 1:11cHz tone it would turn on
the back speakers and niter out the
cycle tone. Today..1 you play the
print without filtering out that
tone you get an extremely annoy-
ing, high frequency sound
whenever the surround in going to
come on
The mat 35rnm mug recordings
are made using Dolby SR. The
new stereo tracks are then taken
to ?BRS where the opts.d tracks
are shot. To date. live trims have
been completed by Chace Produo
dons. including the two lames
Dean movies. Aft Keys Blurs land
of the Phan lit and 71.4 Siker Chahar.
Although the primary purpose of
the Warner Bros. project is to
restore the studio's library. the
feature films will eventually be
released over the next couple of
years, most probably as home
videos or for syndication or cable
broadcast.

'Some people might think that
because we used prints the flints
won't wand as good as they
would hen if thtyd come off
stereo masters,' says Anck. 'And
that isnt the case. They sound in.
credible. It takes some time to get
them to the point where they do.
but they sound inaecilble:'

resictec vets ors Ss irre hros n.oss .e.-: ter;
be the rust erne the rnonen p.c:ures are nears in

stereo.
A few or the films we are retrieving stereo on are

pecullaa in the tact that maybe IOW. or Eve stereo prints
were ever made or them. says Anck. 'Usually they would
:rake 6etueen 50 and 100 stereo prints, but as .t got uter
and later into the 50 s and early '6) s, it was 'just the oc
casionu film that had a stereo track At the end of that
per.od..1 :emit," to be only an East Coast phenomenon.
It continues to be a challenge to find a few films. We
are 'nil looking for titles :Ike Guar. Gypsy and Awe, Nave
where past so few prints were generated. and. wnEe we
:night know the collector who has one at this point it's
been hard to borrow

For Anck the most personally satisfying aspect of the
project has been the recovery and restotatron of the two
lames Dean films East of Elm and Robil Withosa a Gus
'Because East of Eden is an incredible film and the mss
was done very early in the stereo sound period .t adds
so much to the experience to watching the film to hear
it in stereo To be able to restore such a vital element
to bolls films 3 personally very gratifying'

The restoration of the Warner Bros. motion peruses
is important not only to the theater goer or home viewer.
but to anyone who cares about preserving a part of
America's film history

-avec-ally in the theater environment. when you have
the whole frame up there on a screen, the stereo sound-
track adds an incredible amount to the experience of
watching the film. says Anck. 'And. :1 you've seen the
film OM and over again. to hear it for the nrst tune in
stereo is a new experience because it bergs out certain
things. It brings out the scoring, which .s so -mega: to
a lot of these films. To hear the different string or hem
sections, to hear the way they mixed the dog ever there
in the corner, those little odds and csds acid so much
to the enjoyment of seeing the film over and over again.

From an archivist's point of view, we need to do this
because we re down to the last few prints on some of
these films. If we don't do it now well never ever get
a chance to do It again. We're :us, fortunate we se been
able to take this chance to testae our library now before
we lose the opportunity:'

"When stereo TV came in I got an idea
for an invention that would let us program monaural
soundtracks into full, dimensional stereo." Chace
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FOR IMMEDIATE RELEASE

COLUMBIA PICTURES ENTEYrAINKENT FORKS FILM ANQ

111111
TAPE PRESERVATION COMMITTEE; FIRST MEETING SLATED FOR

OPENING DAY OF COMPANY'S NEW FILM AND TAPE FACILITY

New York, New York, June 25, 1990 -- Columbia Pictures

Entertainment (CPE) today announced the formation of a Film

and Tape Preservation Committee comprised of representatives

of America's leading film preservation and archive

organizations in addition to executives from CPE and Sony

USA.

The committee is scheduled to hold its first meeting at

CPE's new state-of-the-art film and tape facility at Inwood,

Long Island on Thursday, June 21. The meeting will be held

in conjunction with the grand opening of the new facility,

which includes one of the largest motion picture and

television vaults in the world and one of the most

technologically advanced global distribution systems in the

industry.

more

FItAvenue Now 'fax. New York 0022
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CPE.s Film and Tape Preservation Committee was

established to work at the national level on film

preservation and restoration projects and policies as well

as to manage major film preservation activities directly

associated with Columbia's filmed entertainment library.

with approximately 1,000 current and classic motion pictures

and nearly 25,000 episodes of a.m. 270 television series,

cPE has one of the most extensive libraries in the world.

CPE Co-Chairmen Peter Gubar and on Petsrs said "The

formation of this group demonstrates Columbia' continued

leadership in industry efforts to preserve a vital part of

America's cultural heritage. We are particularly excited to

have assembled a group of exports who represent the nation's

leading film preservation organizations and who are familiar

with the latest davolopmants in film preservation and

restoration technology.

"We are also delighted to have the participation of

Sony in this landmark venture," Cubor and Peters added.

"Sony is recognized worldwide as a leader in advanced film

and video technology and will play an important role in our

commitment to safeguard our filmed antertainmant hazitage."

- more -

kJ &
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The committee is comprised of: Kenneth S. Williams,

Senior Vice President, Finance and Administration, CPR:

Kenneth Nees, Senior Vice President and Secretary, Sony USA,

Inc.; Nary Lee Bandy, Director Of the Department of Film,

Museum of Modern Art; Robert Rosen, Director, UCLA Film,

Television and Radio Archives; Pat Loughney, Curator of Film

Programs, Library of Congress; and George Stevens, Jr.,

Filmmaker, Founder of the AmeriCan File Institute.

For further information, contact:

Peter D. Wilkes (212) 702-6102 or

Lisa Lochanko (212) 702-2902
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Mr. HUGHES. Mr. Silverstein, welcome.

STATEMENT OF ELLIOT SILVERSTEIN, CHAIRMAN OF THE PRESI-
DENTS COMMITTEE, DIRECTORS GUILD OF AMERICA, LOS
ANGELES, CA

Mr. SILVERSTEIN. Thank you, Mr. Chairman. Good morning and
thank you for inviting me here today. I am a film director and
chairman of the president's committee of the Directors Guild,
which is composed of other film directors.

Because this is our first opportunity to testify before you person-
ally and perhaps some new members of your subcommittee, I would
appreciate a few minutes to place my remarks for the record in a
historical context.

I represent a group of citizens who are artists, authors of films,
people who tell a story, stories which reach out to entertain and oc-
casionally uplift the American public and other audiences through-
out the rest of the whole world. As you know, unlike many other
film authors from other countries, those in the United States of
America are afforded little protection against those who would ex-
hibit these films in a defaced form, undisturbed apparently by the
discredit which falls upon the creators.

Before the recent passage of the Visual Artists Rights Act the
greatest works of American painters and sculptors could be defaced
by the owners of that work if they were perverse enough to do so,
but today, thanks to congressional action, that is not the case with-
out great risk to the defacer. But today it is still the case that
American film artists that make film one of our enduring cultural
landmarks do not enjoy that same protection.

Film artists today work for multinational companies, and many
of our Hollywood studios we are somewhat distressed to observe,
are now foreign-owned and controlled, and more ma; be in the fu-
ture. But, in any case, our writers and directors gc, to work for
these and other companies and create magnificent films with very
little or no "protection" for the art or the artist after the film is re-
leased.

The mission that brought the Directors Guild and the Writers
Guild and others to Congress originally, and now continuously, is
to seek redress for the sad, painful, and fundamentally unfair situ-
ation which faces American film artists. It can be summarized in
a question framed in layman's language as follows: Is it right for
one person to be consciously and demonstrably damaged by another
person or corporation and for the victim to have no redress? I am
not a lawyer, but I know that the law says that slander and libel
and misrepresentation, particularly if it results in damage, is
wrong for everyone, including artists, except those who work for
hire. They are paid for their time and their skills, and apparently
for the right to damage their reputations with impunity. There is
no redress ror them. They may suffer their embarrassment and
professional damage in silence when one of their films is defaced
and exhibited publicly or they may try to go to court where they
will find they have no standing, or they may come here to Con-
gress, the great leveler of inequities and balancer of interests.

Our mission brought us to Washington to support the moral
rights clause of the Berne treaty and we were disappointed, frank-

7 r4
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ly, when Congress authorized the President to sign the treaty while
taking the position that laws of slander, libel and misrepresenta-
tion currently on our books are sufficient to protect American citi-
zens. However, film artists are excluded from that umbrella of pro-
tection granted to others.

Well, as you know, Mr. Chairman, artists are never quick to
rally. We are the kind of people who are separate. We are apart.
We don't join groups easily. We sometimes step to the beat of a dif-
ferent drummer and that may, in fact, describe one of our societal
roles. But not too long ago, 5 years ago, the Turner Entertainment
Co., bought a whole series of films and decided, for purely economic
reasons, to deface those films, to paint them over, to colorize them.
American film artists were outraged. John Huston, Fred
Zinnemann, Jimmy Stewart, Steven Spielberg, George Lucas,
Woody Allen, Sydney Pollack, Milos Forman, and a long list of oth-
ers of lesser fame but with equal dedication were outraged. So we
banded together and created the president's committee of the Di-
rectors Guild and we came to Congress to seek redress, to seek an
end to the practice, the American practice, Mr. Chairman, of de-
stroying America's film heritage and damaging the reputation of
America's true artistic film authors. We came and we told our story
to many of your colleagues, and out of that was born the National
Film Preservation Act. And I am here today to discuss what has
happened to that act.

Despite the fact that the National Film Preservation Act either
in its initial form or as proposed H.R. 2372 did not provide for
moral rights, the act did provide important advances. Films were
declared an art form by statute, and the artistic authors of film
were given a limited ability to register a very general, modest,
anonymous objection to changes in their work. We were very grati-
fied at that passage. It was a step. It was a seed.

However, our enthusiasm for the proposed draft is limited be-
cause the labels have been eliminated. With respect, Mr. Chair-
man, if labels represent the truth and labels are eliminated then
the truth may have suffered. Nonetheless, two changes would im-
prove the proposed draft. The number of films named annually to
the Registry we think might be increased to 100. And second, the
term "original and complete" should be changed to reflect the
phrase "material alteration." The former phrase, "original and com-
plete," is open to semantical and legalistic interpretation. For in-
stance, films are often previewed before paying public audiences,
sometimes many times. Which is the publication in the copyright
sense, the first, the second, the third, the fifth? Which is complete?
Books, after all, are not sent out for previews before paying read-
ers. They are considered published, I guess, when they go on the
stands for sale. The latter phrase, "material alteration, has be-
come a useful one as the debate on motion picture integrity has un-
folded, and to us it means simply, "alteration of the material."

The bill itself refers to the protection of films including preserva-
tion and restoration. It differentiates. Well, if it mentions protec-
tion, protection from what sir? From whom? Where is the protec-
tion to be executed? Preservation, as good a goal as it is certainly,
however, is not necessarily the protection of integrity for the bene-
fit of the artistic authors or for the public, which may not have az-
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cess to the Library of Congress archives located here in Washing-
ton.

The Library's draft creates some unfortunate circumstances. Ad-
vertisements for, and cassette boxes containing, materially altered
versions of films on the National Registry are free to note the spe-
cial distinction of these films despite their defacement.

The French high court has added a little irony to the U.S. debate
on film protection by ruling, 2 weeks ago, that John Huston's heirs
may avail themselves of French law in blocking a telecast of a
colorized version of their father's work "The Asphalt Jungle." Of
course, U.S. filmmakers wish to enjoy such protection against de-
facement in the United States, and I am sure that foreign
filmmakers are distressed when we can have standing in their
courts but they can have none in ours. Hardly the stuff of good
treaty philosophy. More will be heard of this in the future, I am
sure.

However, the regard for U.S. films by those abroad may not al-
ways be as enlightened as in France. The purchase of American
movie studios and their libraries by foreign interests, as I said,
does give us some concern. According to American copyright law,
that purchase assigns authorship of some of America's most patri-
otic film statements to foreign companies. What their destiny will
be we cannot know. Revisions in U.S. law and the direction of
rig}ts of true artistic authors offer the best protection, in our opin-
ion, for oil- country's film heritage.

WE: pal ticipated in the Berne debate. We recognize that the polit-
ical clims te is not yet ripe for the introduction of a full moral rights
bill for film artists in U.S. copyright law, but we hoped that Con-
gress would build on rather than remove the first modest step.
Therefore, the excision of labeling from the National Film Preser-
vation Act is that much more regrettable to us.

Labels, Mr. Chairman, like moral rights, will not prevent deface-
ment of films, but they will give audiences the opportunity to dis-
tinguish between the authentic and the unauthentic, and they will
give film artists the right to object to changes that denigrate their
work.

I would like finally to just comment on Mr. Glickman's observa-
tion. Labels are placed on products by law, on other products, in
the interest of truth in the marketplace, and we see no reason why
that shouldn't apply to films. And no shot was intended at the Li-
brarian. It was just a deeply felt criticism and an evaluation of cer-
tain aspects of the bill and a comment, which is what we assume
we are all here to make. Given the Librarian's understandings and
the difficulties that he faces, we think he has done as good a job
as could have been done under the circumstances.

Well, in our written testimony you have read our reservations in
somewhat greater detail about the present bill and our suggestions,
and I would be happy to answer any questions to the best of my
ability. Thank you, Mr. Chairman.

Mr. HUGHES. Thank you, Mr. Silverstein.
[The prepared statement of Mr. Silverstein follows:l
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Testimony of the Directors Guild of America
before the Subcommittee on

Intellectual Property and Judicial Administration
of the

Judiciary Committee

June 12, 1991

Mr. Chairman, my name is Elliot Silverstein. I am a member of the

Directors Guild of America, and chairman of its President's

Committee which is charged with spearheading the Guild's efforts to

advance the rights of filmmakers to protect the integrity of their

work. I am pleased to testify before the Committee today on Title

III of H.R. 2372, the reauthorization of the National Film

Preservation Act.

The Directors Guild came to Washington four years ago to press for

legislative efforts to protect the integrity of motion-pictures.

The National Film Preservation Act had its genesis in those

efforts. Naturally, we were supportive of the Act as it moved to

passage, and we were gratified when it was enacted.

For the first time in U.S. law film was recognized .s an art form.

Secondly, the statute placed some emphasis on the important work of

physically preserving films. Because of neglect, a substantial

portion of American's film heritage has been irretrievably lost.

Thirdly, and most important, films on the National Register were to

have labels affixed to them giving consumers information on how

62-146 0 - 93 - 13
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these films had been altered and giving the artistic authors a

chance to object to these alterations.

This last point was particularly relevant. For the first time

there was to have been special recognition that those who are the

true artistic authors of films are not companies, or financial

structures, or owners for the purposes of copyright. Creative

people make films in the same way painters create paintings and

sculptors create sculptures. The difference is that film is a

collaborative art form. Nonetheless, there must still be a guiding

set of aesthetic principles, there must still be a central

structure and controlling vision provided by the film's true

creative authors. By allowing these real creative authors to object

to real alterations, the National Film Preservation Act took some

concern for these facts and some appreciation for the rights of the

creators of film.

As you know, the present draft of the Film Preservation Act strips

away the labeling provisions that were a part of the initial

legislation. What is left before you, Mr. Chairman, is a bill that

relates solely to the preservation of film, surely a worthy goal in

and of itself.

However, the promotion of artists rights, as the rational means of

protecting the integrity of film, and not solely the physical

2
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preservation of film, is what brought the Directors Guild to

Washington a few years ago. Through the labeling provisions of the

National Film Preservation Act, these rights were advanced in a

very modest way. Consumers were to be informed that certain

changes had been made in significant and important films and film

artists would have had a chance to object to materially-altered

versions of their work that did not reflect their own artistic

visions.

Passage of the Film Preservation Act offered a brief moment when

those interested in films as a creative endeavor triumphed over

those whose concerns are solely commercial. But if the political

victory was impressive because it was so difficult, the advancement

of artists rights that victory achieved was modest indeed: the mere

placement of labels on a few materially-altered films named to the

national registry. First through regulation and now through this

draft of the proposed reauthorization, he Library of Congress has

blunted the original legislation to serve solely the purposes of

preservation.

We are not enthusiastic about the present draft because it has been

stripped of its labeling provisions. Clearly the Library ought not

to be applying labels to films because it is so clearly

uncomfortable with the concept of labeling. Nonetheless, the

Library's solution to this ticklish problem raises its own set of

concerns.

3
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As proposed, films on the national registry may now have a seal of

authenticity applied to them only if the versions are "original and

complete." This is good as far as it goes. But films on the

national registry that have been materially-altered may still be

shown as is the current practice -- chopped up, compressed

visually, and marred beyond recognition from the original version.

Confusion in the public mind is inevitable. Badly mutilated

versions of films on the national registry will have attached to

themselves a sense of special distinction. Indeed, there is

nothing in the bill to prevent advertisements claiming this special

distinction even when the version the public is to see is damaged

goods.

Whatever dignity was to have been afforded these masterwork

American films is now to be severely compromised because the

Library's solution will tend to confuse the authentic with the

unauthentic. It is unclear why we must tiptoe around the truth.

However, these unhappy conclusions do not lead us to propose

reinstatement of the labeling provisions because, as we have noted,

the Library is so unalterably opposed to them. Rather, our two

suggestions for this draft bill might be described as an

enhancement of the preservation emphasis that the legislation now

contains:

4
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(1) The Library has expanded the range of films to be considered

for inclusion on the registry. We believe the number of films to

be selected to the registry should likewise be increased, from 25

to 100. The registry is not a compendium of "best" films, but of

artistically, culturally, or historically significant films.

Surely of the thousands and thousands of films, more than a handful

are worthy of the distinction that registry placement denotes.

(2) We believe that the term employed in the Library's draft

"original and complete" ought to be changed to reflect the phrase

"material alteration." This is not just a semantic difference.

Material alteration is the phrase that has been used throughout the

debate on motion picture protection, and it is the phrase used

repeatedly in the report by the Library of Congress on moral rights

and motion pictures requested by this subcommittee two years ago.

Also the phrase is an accurate one: Films that are defaced in some

way have been materially-altered.

LABELS

As you know, Mr. Chairm,n, the Directors Guild feels strongly that

the creative authors of motion pictures should have the right tc

protect their work from material alterations made without their

consent. This right is accorded a film's true artistic authors

in countries throughout the world. For example, several weeks ago

5



384

the highest court in France overturned an appeals court ruling that

had denied the rights of the heirs of John Huston to prevent the

showing in that country of a colorized version of his film THZ

ASPHALT JUNGLE. We believe that a film's true artistic authors

should enjoy the moral rights guaranteed by the Berne Treaty which

our country has signed. We should enjoy the same benefit of law in

the United States where the art of film originated as do the

citizens of the U.S.in France whose works are altered. This is the

very point of the French high court.

But at the very least, the true artistic authors of a film should

be able to object to the defacement of their work and film viewers

ought to know when they are seeing a film that has been changed

from its theatrical form. Both of these issues could be addressed

by appropriate labeling.

Of course, both of these issues were addressed by the labeling

provisions of the National Film Preservation Act. The public was

to be alerted to changes in the films and artistic authors were to

have a chance to separate themselves from altered versions. This

was the intent of the labeling provisions. Because they can serve

such a useful function, the excision of the labcling provisions is

enormously regrettable to those who have pressed the campaign for

true authors'rights.

6
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The Directors Guild continues to believe that the public should not

be misled into believing, for example, that a colorized or

lexiconned version of CASABLANCA represents the artistic intent of

its creative authors. Or that David Lean'a incomparable talent ever

envisioned a panned-and-scanned version of the magnificent LAWRENCE

QF ARABIA. Or that Frank Capra should be credited for a versioA of

IT'S A WONDERFUL LIFE that has been "colorized" and egregiously

edited to make room for more commercials.

It is ironic that the Turner Entertainment Co., among the most

vocal of the adversaries to initial passage of the National Film

Preservation Act and in particular its labeling provisions, should

have ordered, immediately upon passage of the act, that all of its

colorized films be labeled. The label that has been applied was

the one included in the act and it has been applied whether a

"colorized" film was on the national registry or not. This is an

eminently wise and generous corporate gesture but it certainly

throws into question the contention that dire business consequences

must follow the application of labels.

It is also ironic that Turner Entertainment should now be clothing

itself in civic virtue for rereleasing CITIZEN KANE in its original

theatrical version and characterizing it as a "masterpiece" when a

year ago this "masterpiece" was schedu?ed for defacement on the

"colorization" block. Turner didn't desist in its plans until the

7
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Directors Guild called into question the copyright owner's right to

deface this storied film.

Labels will not prevent defacement of film. But they will give

audiences the opportunity to distinguish between the authentic and

unauthentic and they will give film artists the right to object to

changes that denigrate their work.

We believe "objection labels" are a very useful concept that should

receive legislative scrutiny in the near term and in a broader

context than the labeling of a few films on the national register.

We also believe that these matters cannot be left to the

marketplace to iron out, a claim made repeatedly by the commercial

interests. The film marketplace is no different than any other,

and if left to commercial byplay, all considerations will relate to

a profit and loss statement. This isn't necessarily a "bad" view if

it is held by those who also demonstrate a social conscieI.e, but

otherwise it simply is incredibly narrow-minded. Out of this

byplay, no triumph will come to the side of those who regard

American film as an enduring part of our artistic and cultural

heritage. For film to be protected, for film artists to protect

their work, the Congress has to take a hand.

8
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Mr. HUGHES. Mr. Walton. Welcome.

STATEMENT OF BRIAN WALTON, EXECUTIVE DIRECTOR, WRITERS
GUILD OF AMERICA, WEST, LOS ANGELES, CA

Mr. WALTON. Thank you, Mr. Cl.airman. I appreciate the oppor-
tunity to appear before you and the other members of the commit-
tee.

As you noted, we have submitted a written statement on behalf
of the Writers Guild to you, and I am going to attempt to take seri-
ously your admonition not to repeat it and try and get to the meat
of this.

Our statement had, really, two essential elements with regards
to H.R. 2372. The Writers Guild strongly supports the film preser-
vation component of the bill, appreciate the work of the Board and
the Librarian. We note with some pride that Mrs. Kanin is one of
our more treasured assets at the Writers Guild, as well as a num-
ber of other institutions. And our president, George Kirgo, has
served on that Board, and we appreciate their work. We believe
that preserving film for all of the reasons enumerated here today
is crucial, so we support that.

However, with regards to H.R. 2372 we have to state our regret
that it excludes, we believe, consumer protection and it excludes
protection for film artists with regards to the films that will go onto
the Registry. Our statement more fully addresses that, but our con-
cerns, and you alluded to them, sir, in one of your questions to the
Librarian, is that it will be possible, as we understand it, for some-
one in advertising a video version of a film, be it a video version
that is shown on television, or on a cassette for rental or sale in
a store, to either allude to the fact that this thing has the seal or
that it is on the Registry, thus leading someone to believe that they
are going to watch a national treasure in its original form, but the
fact of the matter is there is no preclusion from that advertising
reference being totally false and misleading so that what they get
is a chopped up version. That troubles us. And our experience with
those lower down on the food chain in the distribution business is
that, in fact, that may be likely to happen. There is a lot of need
to advertise film and to get money for it, and it is not unknown
that people will put out a statement which perhaps isn't 100 per-
cent accurate. Essentially, we think that establishing the seal is
probably a good thing. As we understand it, it cannot itself go on
video or on a laserdisc. That is our reading of the act and I think
the congressional intent should be clear in that regard.

But the problem with somebody making a reference to the seal
is the one I have just alluded to, and we think that is a problem.
So it is a step back, I think, in consumer protection. And for the
same reason, it is a step back for artistic protection, and I have
enumerated that in the statement. Someone can look at a video
version, be it on television or in the packet, and believe that they
are watching the artists' original work, and in fact they are not.

We hear that labeling is so terrible. But here we have a situation
where if this act passes, the Congress will have created a label of
a sort, a seal. It will be there. Somebody can make reference to it.
They can mislead. But we can't, we are told, have another label
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that corrects that situation. That doesn't seem particularly appro-
priate to us.

We also believe that the Librarian will have to struggle with this
language about the original unaltered version. Clearly there will be
some circumstances in which it will not be easy to point to what
that is, but we do believe that it world be important that as the
Librarian goes about his work, should this bill pass, that the con-
gressional intent be very clear that what Congress intended was
that, as far as is possible, he use the most narrow definition, the
closest that one can come to that first public theatrical release.

Those are our comments on the bill. In summary then, we sup-
port the preservation aspects.

I did seek in my st ement, and at some length as is my wont,
to try and put this 1 into context, and I hope I don't take too
much license if I tak, second to do that here, Mr. Chairman. Mr.
Silverstein has alluded to some of that context, Mr. Counter, in
some of the other questions, and in your opening remarks you indi-
cated there may be more on the moral rights question in the Con-
gress. But one of the things I have learned in my job as I have had
to travel to several countries to meet with artists groups around
the world with whom we have similar interests is that the lack of
moral rights in the United States, the fact that the United States
is perceived, to use the words of the late Sir David Lean, as a
"slaughterhouse of film," is poisoning the debate on quotas and on
cultural integrity in Europe and elsewhere, and I have gone into
that in my statement. I raise it because so often I hear people com-
ing to the Congress, and read of people coming to you, saying, Well,
you know these artists, I mean they are just out there and they
don't understand commerce, and all these labeling things they
want are just annoyances. I think it goes to the very heart of our
civilization. It is a personal view. It is also the view of my institu-
tion.

But, as I have traveled around the world, I have noticed that this
perception of the United States as a country without respect for its
primary art form is indeed poisoning the situation abroad when
these quotas are being debated, and I have stated in my statement,
the written one, that it is a somewhat illogical point of view. Per-
haps it is inchoate, it is indirect, but it is there. A couple of exam-
ples.

I was having lunch in Paris a couple of years ago with my coun-
terpart, secretary general of the SACD, the Societe des Auteurs et
Compositeurs DramatiquesI will give you my French pronuncia-
tionand with him was the president of the organization, M.
Claude Brulet, and they apologized to me that they would have to
leave early. They said, "We are going to a meeting and we have to
leave." And I said, "Oh. Where are you going? And they said,
"Well, we have a meeting in the office of the president." And I
turned to the president of the society, and I said, "In your office?"
And they said, "No. The Office of the President of the Republic."
I was impressed. I don't usually leave lunch to go to the White
House. Maybe because I live in L.A. But I was cunous. Well, what
business takes you to talk to the President of the Republic? And
it was a quota bill and their concerns about the flood of product

/ from outside of France into their country.
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Now, whether President Mitterand was there for the whole meet-
ing or not, I would doubt. But I was struck with the access that
was there. And I have noticed that as I have traveled. I have no-
ticed it in lots of countries.

And this thing, this moral rights, that is seen, apparently, to be
such an interference with commerce here is deeply feltdeeply felt
by us, but deeply felt around the world, and I wanted to introduce
the topic. Because if we are going to revisit this, and I hope that
we are, as a country, I think it is appropriate that we understand
that our way of doing business terrifies artists around the world.
The lack of respect for art and artists in the United States, the per-
ceived lack of respect and the actual of respect, which may be
different but nevertheless are both there and both real, I think is
hurting us.

And I have made that point in my written statement, and I
wanted to draw your attention to it orally and say that when we
look at what happened in 1988 we saw two contradictory signals.
The Berne Treaty Implementation Act without moral rights for film
authors was seen by our friends and colleagues around the United
States as a very negative message vis-a-vis our civilization and how
we felt about film art.

The enactment of the 1988 Film Preservation Act, however, was
seen as a positive step. A small one and an imperfect one, but from
our point of view a glimmer of hope that we would, in fact, con-
tinue to proceed in a good direction. That bill had three principal
components: Preservation, a very good and worthy goal; consumer
protection; and artist protection, as to the films that were to be se-
lected. The bill today has film preservation, no consumer protection
and opportunities, I believe, to mislead consumers, and it has no
artist protection. And we may revisit those.

We are not here to argue for a major reforming of this bill. We
are to some extent realists, although we may also be dreamers
from time to time.

But that bill, the one before you today, Mr. Chairman, is going
to send a signal about where the Congress is and where the coun-
try is, and I continue to believe that that is going to poison our
abilities to deal with some of these other important economic issues
which in turn are going to redound tc the detriment of our balance
of payments, our employment, the ability of our own artists to ex-
press themselves.

I hope that larger context is helpful to you and to the committee
as you proceed with the work here today and with the other things.
And I thank you very much for your time.

Mr. HUGHES. Thank you.
[The prepared statement of Mr. Walton follows:1
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STATEMENT OF BRIAN WALTON IN REGARD TO H.R. 2372

ON BEHALF OF THE WRITERS GUILD OF AMERICA, WEST

TO THE SUBCOMMITTEE ON INTELLECTUAL PROPERTY

AND JUDICIAL ADMINISTRATION, HOUSE OF REPRESENTATIVES

COMMITTEE ON THE JUDICIARY, JUNE 12, 1991

Mr. Chairman:

I am Brian Walton. I testify on behalf of the Writers
Guild of America, west, in qualified support of H.R. 2372.
We appreciate the invitation to the Guild to have a repre-
sentative here. I regard it as a personal privilege to take
part in these important deliberations. I thank the Chair
and the members of the Subcommittee for this opportunity.

I have been a member of the California Bar since 1974.
Prior to assuming my current position I occasionally repre-
sented the Writers Guild and individual writers. For almost
the last six years I've been Executive Director of the
Writers Guild of America, west (WGA or Guild), a union repre-
senting the collective bargaining, professional and artistic
interests of approximately 7,000 writers of motion pictures,
television and radio programs in the United States. Our
members reside primarily in California and other western
states, but also in many other states of the union and in
several foreign countries.

As Executive Director of the Writers Guild, I act under the
direction of the Board of Directors, as the Guild's chief
negotiator and chief administrator. I correlate the work of
its many committees, supervise its staff of approximately 90
people, and I am the Guild's principal contact on a regular
basis with film and television production companies, and
writers' and artists' organizations throughout the United
States and around the world. My current role requires me to
keep abreast of the film and television industry domesti-
cally and around the world both in terms of its economic and
te,hnological trends and in other regards, including matters
related to the rights of artists and the treatment accorded
art generally.

Mr. Chairman, I would like to do two things in my statement
today. First, speak specifically and directly to H.R. 2372
and second, put this legislation into a larger context which
I find largely ignored in recent debates in the Congress on
the rights of film authors.
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I. H.R. 2372

THE WGA OFFERS QUALIFIED SUPPORT FOR H.R. 2372

Film Preservation

The Writers Guild of America supports H.R. 2372 on a quali-
fied basis. We support the findings of the Congress as con-
tained in Title III, Section 302 indicating that film is an
enduring part of the national cultural heritage of the
United States and we applaud the goals of the registry of
films, and the other preservation goals. We strongly sup-
port the film preservation component.

Consumer Protection

The Act must be recognized, however, as a step backwards in
the area of consumer protection. If one reads Section
312(3) together with Section 304(a)(2)(C) to mean that the
seal may be used on a film copy -- not a video or laser disk
copy -- then it would seem entirely possible that the film
to which the seal has attached will rarely be seen in its
original form. A television distributor or programmer, or a
video distributor, however, without using the seal, but by
referring to it, or to the fact of the film's inclusion in
the National Registry, could mislead the public into believ-
ing that the video version which they are providing is a
national treasure. The fact may be that the video version
has been materially altered in any number of ways and thus
the public will watch such an altered version without any
warning that they have been misled. Thus, in this regard
this bill, rather than advancing the cause of cinema art,
allows the cynical to advance the opposite.

Artists' Rights

Exactly the same scenario would mean that the reputation of
the principal authors -- the screenwriter and the director
-- are damaged. Believing that the version they are watch-
ing is a classic, the public could well view a materially
altered film and believe that it is the original film, but
it could be far from the work of the writer and director and
the public none the wiser. Thus the public would be damaged
--conned -- and the reputation of the screenwriter and the
director harmed.

Both of these problems could be corrected by a simple
requirement that whenever in advertising or promotion of a
video version -- on television or cassette -- reference is
made to the seal and/or the inclusion of the film in the
Registry when the video version is altered, notice be given
that the version to be viewed has been materially altered so
that the film is not being presented in its original form.

-2-
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Congressional Intent

Finally, the Congress, should, I believe, make it crystal
clear that the legislative intent in using the words
'original and complete versions as they were first
published" in section 304(a)(2)(C) and in directing the
Librarian to establish criteria and guidelines under section
304(a)(1)(B), is to have the Librarian act with the most nar-
row of definitions to apply the seal to that publication
which was the first theatrical release to the general
public.

II. H.R. 2372 AND THE BROADER CONTEXT: THE INTERNATIONAL
FUTURE OF AMERCICAN FILM

The work of any deliberative body must obviously focus on
the work at hand and the work at hand today is H.R. 2372.
I believe, however, that I am not expanding my license here
today, if I put these deliberations in an important broader
context.

Some facts we all know are these: Film as it has developed
in this centvry has been often identified as an indigenous
American art form. It is recognized as such in H.R. 2372.
Filmed and taped entertainment is second only to aerospace
as a positive export market for the United States. The
Writers Guild has no complaints about that situation and
we'd be delighted to see it increase. We also know, however,
that there are debates raging about the future of American
film and television abr.--ad. They concern us. They trouble
us. They are serious. They should concern this committee.
What happens with moral rights for film authors will impact
those debates. H.R. 2372 will become part of those debates.

Moves are afoot which would have the effect of imposing or
maintaining quotas which would restrict the importation of
American film and television product. These debates are
'ongoing in the General Agreement on Tariff and Trades (the
Uruguay Round), the councils of the European Economic
Community, within government circles in the member states of
the European Economic Community, in Canada, Australia and
elsewhere.

Those quotas will threaten American employment, American
exports and therefore threaten return on investment outside
the United States. Revenues from foreign exhibition are
increasingly important to profitability. As Mr. Valenti and
his colleagues argue for free trade so that American product
can continue to be imported unrestricted in countries across
the world, it Is very important that the Congress understand
how the United States is perceived in regards to art and
culture, especially film, an indigenous American art form.

That perception is hurting us.
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The WGA is a member of the International Affiliation of
Writers Guilds, guilds of writers of film and television
in primarily English-speaking countries.*

In addition, we have relationships with other writers'
organizations around the world. Ny duties have required me
to travel to Argentina, Australia, Austria, Canada, France,
the Federal Republic of Germany, New Zealand, Switzerland,
and the United Kingdom to meet with writers' organizations
and writers representatives, and those of other film
artists, from most countries in the world. This interaction
has afforded me the opportunity to learn, first hand, that
the interests of American writers and other American film
artists are in many ways similar to the interests of film
artists around the world. Those experiences have also con-
vinced me that the lack of moral rights for film authors
will be used as a sword to hurt us economically. I believe
the Committee should have this connection in mind as it
deliberates on this bill and others which may come before it
in the future with regards to film as art and the rights of
film authors.

The connection between the moral rights issue and the free
trade issue is at first blush perhaps a little hard to
grasp. It is vague, inchoate, indirect and not altogether
logical. But the connection is real; its consequences will
be real. Actions are taken within given environments, and
the free trade environment is being poisoned by the picture
of the United States as a home for artistic barbarism in
regard to film.

Carved into the walls of our National Cultural Center are
these words of President John Kennedy: 'I look forward to
an America which will not be afraid of grace and beauty. I

look forward to an America which commands respect through-
out the world not only for its strength, but for its civili-
zation as well. -- We, too,' will be remembered not for our
victories or defeats in battle or in politics, but for our
contribution to the human spirit."

When our fellow artists around the world look at the United
States, they see President Kennedy's vision blurred in regards
to film art and film artists. When American film artists
look at the United States, they see that same blur.

The American film industry is often viewed in negative
terms by film artists' groups around the world. And these

* The Writers Guild of Canada; The Australian Writers Guild;
New Zealand Writers' Guild; Societe des Auteurs
Recherchistes, Documentalistes et Compositeurs (SARDEC,
Quebec); the Writers Guild of Great Britain; and the Writers
Guild of America, East.

-4-
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groups are respected and have influence within their
countries. They are listened to. Of course there is great
admiration for much of the film art produced here, but the
United States is seen as a slaughter-house of film, as a
country without laws to protect the artistic rights of film
authors, as a country which wants copyright protection only
for economic reasons, but which does not even pay lip serv-
ice to the moral rights provisions of the Berne Convention,
as a country which prizes film as a commodity and not as
art. That these perceptions may not be entirely correct
?cross the board, does not mean that those perceptions will
iot work to our detriment as all of these debates unfold.

Writers and directors groups around the world are terrified
that American film industry business practices will be
imported into their countries. They fear they will be
stripped of the moral and artistic rights which they now
have. Regardless of whether that fear is accurate, there Is
no question that political and business interests in foreign
countries whose true agendas are only marginally cultural,
will continue to listen to and use artists' groups around
the world to create a political milieu in which to argue
against American interests.

As many of these countries move to impose or maintain quotas
or other restrictions on American product, those in favor of
them will argue that such restrictions are necessary for
their cultural integrity. We must understand and appreciate
the current inability of many film industries easily to com-
pete with ours and we must acknowledge and deal with the
economic and cultural aspects of that reality. As one trav-
els around-Thii5FTrone is often struck by the dominance of
American product on foreign television and movie screens.
As people In these foreign countries debate the quota
situation, they argue that it is not an economic concern,
but it is a cultural concern. Their arguments are not
unlike those which we heard, for example, in the 1960's when
Americans of African or Hispanic heritage would complain
that the theatrical motion picture and television shows
which they and their children watched did not reflect their
reality. I was in New Zealand recently and learned that
somewhere around of television time in New Zealand is
filled with New Zealand product. hnile that percentage is
larger in various countries, the dominance of screens by
foreign product, largely caused by the enormous and prolific
output of the American industry, is prodigious.

The debates in these countries, will focus on: 1) Cultural
integrity (the needfor the citizens of a certain country to
create and see shows about their own culture); 2) Quotas
(intended to keep out foreign product usally expressed as a
percentage of screen time on television or in distribution);
and 3) Government subsidies for film and television works.

All of these arguments -- quotas, cultural content and the
subsidy arguments -- are played out in the given ccrIntry's

491
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or continent's social-political arena, and the strengths of

various points of view ebb and flow with the times.

Perception and attitude are very important. How the United

States is perceived ln regard to film art will be an im or-

tant factor. And believe me, we are not perceived part cu-

larly well.

It is my belief that political and business interests in

other countries will therefore use this cultural argument,

pointing to the lack of respect for artists and art in the

United States in an inchoate, but effective way to create a

climate, a milieu, in which to argue for restrictive trade

practices which will end up hurting the industry and ulti-

mately American artists and their ability to express

themselves. It may be easy for some American business
interests to find ways to circumvent these economic barriers

by, perhaps, setting up foreign subsidiaries and engaging in

joint ventures and the like. The economic imperatives

and drives of multinational conglomerates will see that they

do. Those who will be short-changed in the proc.ss are
American artists who find themselves excluded from practic-

ing their art and their craft, the American consumer who

will be deprived of viewing it, and our balance of payments

which will see money which should be coming here going into

the multinational corporations' subdivision in other

countries.

If we are to do well in the ongoing tough debates on trade,

we must understand that the artistic and cultural component

of the debate must be addressed. H.R. 2372 is part of this

bigger picture.

THE BERNE CONVENTION, THE 1988 FILM PRESERVATION ACT AND

H.R. 2372

The Writers Guild of America is strongly in support of full
moral rights, as prescribed in the Berne Convention, for a
film's principal authors, the screenwriter and director.

In 1988 there were two actions of the United States Congress
which sent contradictory messages to film artists' groups in

this country and around the world. The passage of the Berne

Treaty Implementation Act without moral rights for film

authors was a negative message. The passage of the National
Film Preservation Act of 1988, while certainly not a perfect
piece of legislation, and from our point of view, clearly
not going far enough, was a very positive message. It ena-

bled the Writers Guild and the Directors Guild to share with
our friends around the world the hope that America would

live up to the spirit of the Berne Convention and to that
hope enunciated with typical eloquence by President Kennedy.
The 1988 Act gave hope that we would go further In recogniz-
ing that those who are the primary authors of this indige-
nous American art form would have the respect in their own

-8-
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country that they can have elsewhere. In this regard. the
National Film Preservation Act of 1991 -- H.R. 2372 -- is a
step backward, not a step forward.

The National Film Preservation Act of 1988 had three princi-
pal components. They were:

1) Film preservation.

2) Consumer protection.

3) Limited protection for artists' rights.

The Film Preservation Act of 1991, H.R. 2372, deletes con-
sumer protection provisions and deletes any protection for
the rights of artists.

In the overall scheme of things, in this context which I
have sought to paint for you today, please be aware that
H.R. 2372 is going to be perceived as a step backwards. The
signal that H.R. 2372 sends, positive though It is with
regards to film preservation, will be notable by its silence
on the question of moral rights and on consumer protection.

America's fi!m and television writers -- the authors of
America's sties which are seen around the world -- labor
at the very busy intersection where art meets commerce. The
search for the balance of the needs of art and the rights of
artists, on the one hand, with the needs of commerce and the
rights of those who own the exploitation rights on the
other, is necessary. The conflict thus generated is neither
new nor unresolvable. But we have to find that balance in
the United States. We have not done so yet.

I hope that as that search continues, in the deliberation on
H.R. 2372 and on subsequent items that will come before the
Congress, these weighty matters will be seen in the broader
context which I have sought to place before you. We need to
do much better in the moral rights areas, not only to pre-
vent President Kennedy's words from mocking us, not only
because our national honor is at stake, not only because we
need to lift the level of our civilization, but because our
actions and inactions will have consequences in many areas,
including to our economic well being.

Thank you, Mr. Chairman and members of the Committee.

-7-
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Mr. HUGHES. I had no doubt when we structured the hearing
that we would get into a major discourse over moral rights. I never
dreamed that it would be any different. It is an important issue
and we are going to schedule some hearings and give, in fact, a lot
of attention hopefully to the moral rights issue.

Mr. WALTON. I am glad to hear that, sir.
Mr. HUGHES. I am awareI read your statement last evening

of your tremendous concerns, particularly in the international com-
munity and where we negotiate the GATT initiatives, just where
we come out on that and many other issues that I know are impor-
tant to you.

Mr. Counter, we undoubtedly have a long way to go in preserving
films made before 1951 and even preserving films mathe more re-
cently. Has film technology improved so that films made today will
not require special preservation or restoration efforts? What is the
:iituation?

Mr. COUNTER. Well, the technology has certainly improved, and
I am certainly not an expert in this area but I am told by the peo-
ple who work in this area within our companies that the tech-
nologies today do allow you to do this, but they are still concerned
about preserving films as they go, if you will. And so our companies
are embarked on, really, a dual track here in going back and re-
storing and preserving films that are already in the libraries and
then preserving films as we go.

The problem, as I understand it, in the area of the materials that
are used to make the color on the film stock, is that you still have
chemicals there that can deteriorate over time and therefore pres-
ervation is a constant process. So we will continue to work in bah
areas.

Mr. HUGHES. How much money in the past year has the industry
spent on preservation? Do you have any idea?

Mr. COUNTER. I don't have a total figure. The companies don't
share this information among themselves for some obvious reasons,
but I know it is in the tens of millions of dollars, just by the few
companies that I know about personally.

Mr. HUGHES. Well, if you would like to submit some more exact
figures, the record will remain open for you to do that.

Mr. COUNTER. We will be happy to do that.
[The material was not supplied.]
Mr. HUGHES. That would be very helpful to us.
Mr. Silverstein, what have the Directors Guild and Writers

Guild, West, done to preserve films?
Mr. SILVERSTEIN. I am sorry, sir, I didn't understand the ques-

tion.
Mr. HUGHES. What has the Directors Guild and Writers Guild,

West, done to preserve films?
M ',VERSTEIN. Mr. Chairman, it is important to realize that

we do..., have access to the copyright owner's property as such, but
I want you to know that across the collective bargaining table as
long ago as 12 years we protested the defacement of films. As a
matter of fact, one of our most prominent members flew from New
York to Los Angeles to observethat was Milos Forman, observed
that the film "Hair" had been exhibited with nine, sir, nine of its
musical numbers cut out, and we pleaded with the CEO's of the

4',4
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companies to put a stop to .his. They observed that Milos Forman
being who he was, if he had only called MGM and protested, they
might not have done that.

Now, what they were saying was that if you are big enough you
might get protection from this kind of embarrassment. What we
say is that this kind of protection is a human right. Not simply a
right for giants, but also a right for the small man and woman. So
we brought this across the collective bargaining table in an attempt
to deal with that aspect of it.

In other areas, for instance, Steven Spielberg has been very ac-
tive because he is prominent enough and has the public muscle and
private muscle to effect changes or encouragement to change. I
think "Lawrence of Arabia," the update of that had something to
do with his efforts.

I don't think anybody is resisting the restoration of films, sir. I
think we are not in a position to say to the companies you must
do this or must do that, unless we were benefits of a doctrine such
as moral rights.

Mr. HUGHES. I imagine the film materials that you and other di-
rectors have, including, for example, shooting and continuity
scripts as well as original copies of your films would be enormously
valuable to the Library of Congress. Do you, yourself, have original
copies of your films?

Mr. SILVERSTEIN. I do in two cases, and that was because the
companies both were happy with the results and gave me copies for
my own library. Other directors do. Most do not.

Mr. HUGHES. Two out of how many? How many films have you
directed?

Mr. SILVERSTEIN. Feature films, I think I have five.
Mr. HUGHES. Two out of five. Would you make your personal cop-

ies and other materials available tv the Library to be included in
the National Registry collection?

Mr. SILVERSTEIN. I am touched by the suggestion that they
would honor me so by wanting them. Of course.

Mr. HUGHES. So, from that vantage point, obviously, you think
that the initiative has some merit?

Mr. SILVERSTEIN. Oh, absolutely, sir. Absolutely.
Mr. HUGHES. Your quarrel is that we have not really addressed

some of the other concerns dealing with moral rights.
Mr. SILVERSTEIN. It is not only that, Mr. Chairman, it is the fact

that, if I understand the testimony here this morning and the bill,
the benefits offered to the films nominated will be to archivists,
scholars, librarians, but not to the general public. I mean we sit
here in Washington where the Library of Congress sits. We were
concerned with the public across the country, some of whom will
never have the opportunity or be able to visit Washington. They
will see these films mostly on television in a defaced form, one of
the half a dozen defacements. If they see them for the first time,
that image will be impressed on their consciousness for all time.
That is the film.

I must tell you I, myself, saw one of my own films on a station
in Los Angeles, and I looked at it and I was sick. I, myself, could
not follow the plot. It had been cut to ribbons. Now, my name was



399

up there as the director. I knew what Milos Forman was talking
about. What protection did I have? None, sir.

Mr. HUGHES. I did not get to questions dealing with what serv-
ices would be provided by the Library of Congress for the general
public, but I know for a fact that the Library does from time to
time have special programs for the general public, and I would be
very surprised if they did not make these films available from time
to time for the general public to view. I would be very surprised.

Mr. SILVERSTEIN. Well, it was our hope, frankly, and perhaps
with the nomination of the National Association of Theater Owners
something like this might happen. That the films that are so nomi-
nated might be once again placed in some kind of special program
for the benefit of the public, hopefully with the seal, hopefully
undefaced, hopefully in the form in which they were first released.

Mr. HUGHES. I understand. Mr. Walton, the Directors Guild pro-
poses that the number of films selected each year for inclusion be
increased to 100. What is your view?

Mr. WALTON. I think that, if I understand the thrust of the bill
today as it deals with preservation, as I say, we support that. We
think that goal is terrific. As I tried to grasp the bill as it is in its
current form as to what it really is supposed to do, I see it, in es-
sence, as setting up the Library of Congress and the National Film
Preservation Board as something likeI don't know if a quarter-
back is the right analogy, but some kind of a leader of a national
effort both by moral suasion and a little money and a few programs
of highlighting this, highlighting that, basically to get the private
interests as well as the Library itself to really get behind a na-
tional preservation program.

I was interested in Mr. Coble's question earlier about was the
Federal Government going to do all of it. Certainly not under this
act. I think what the Federal Government is doing is saying to the
Librarian, "Go out there and by using these programs move preser-
vation along." To that extent, I would, support expanding the num-
ber. Quite frankly, personally now, I don't know that my Guild has
taken a position on the number. We don't see the number as cru-
cial. I think that if it stayed at 25 it is not going to be the end of
the world. But if it went to 100 it is still going to be a drop in the
bucket. We are dealing with scores of thousands of films here, and
your testimony earlier today and your opening statement alludes to
thousands of films that are out there. So, if we bumped it to 100,
you know, it would be just another affirmation of the importance
of preservation. I don't think it is an objectionable number.

Mr. HUGHES. I see. Thank you.
Mr. SILVERSTEIN. Mr. Chairman, may I make one other observa-

tion, please, sir?
Mr. HUGHES. Mr. Silverstein.
Mr. SILVERSTEIN. This bill, as conscientiously as it has been

drawn, may be on the fine edge of obsolescence even as you pass
it. Because with the advance of technologies which will affect the
country substantially in other areas with which you deal, the defi-
nition of "affixed to film stock" as being something that requires
the credentials for qualification here may, within a number of
years, be obsolete because there are new techniques of recording.
For instance, digital recording may in the future be the medium of
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choice and film stock may not any longer be the choice by either
companies or filmmakers. So that the limitation there may be plac-ing this bill in a certain danger because it relates to the recording
medium, and that is one of the important differences between thatand the humar right of moral rights that protects the artist re-
gardless of the medium. That will not become obsolete.

Mr. HUGHES. Your point is well taken. In the short time I have
been privileged to chair this subcommittee, I have found it remark-
able that our intellectual property laws have managed to keep pace
with evolving technology, and we are going to be called upon every
year to review basically our intellectual property laws in the inter-national context to see whether or not they do protect our scientists
and our creators of intellectual property of all kinds and are rel-
evant to the global competition in which we find ourselves involved.

Your point is well taken but the answer is we are going to have
to continually go back and look at our laws and see whether or not
the framework within which we protect intellectual property is still
relevant. So, I agree.

The gentleman from California.
Mr. MOORHEAD. Thank you, Mr. Chairman. Mr. Counter, as your

testimony indicates, there is substantial private sector effort to pre-
serve films. There seems to be a strong distinction that has beenmade here today between restoration and preservation. Dr.Billington testified that there is very little private money being
spent on preservation. Is that the findings that you have? That
films are being restored but preserving the original films is reallynot getting much attention?

Mr. COUNTER. Well, certainly within the major studios it is get-
ting attention, the preservation side as well as the restoration side,
because in order to be sure that you are in a position to not go to
great lengths in terms of restoration you have got to preserve as
you go. So that our companies are spending a considerable amountof money in the preservation area as well as restoration. As I have
indicated to the chairman, we will get you some specific dollar fig-
ures on that. But efforts are going on in both areas.

. Mr. MOORHEAD. Well, if the companies are now spending a great
deal of attention to their own films, could the Film Board's preser-
vation effort be limited to the films that are in the public domain?Mr. COUNTER. Well, that certainly, we think, should be the focusbecause that is where the greatest need is, and since this is such
an enormous project for the Library of Congress we think that cer-
tainly should be the focus.

Mr. MOORHEAD. Do you hr.. ye any suggestions for them otherthan that, other than what you have already made?
Mr. COUNTER. Our problem is we don't have access necessarily

to all of the people that have the private collections, and I think
a part of this effort will be to catalog exactly, as best we can, wherethe films reside and who the owners are today. .

Mr. MOORHEAD. Is the use of these films for the future, the avail-ability of them far too restricted as far as any public enjoyment
down through the years, remember how things were or just re-stricting it to scholars? It really deprives most people of any access
whatsoever. Do you think that is a mistake or could it be done oth-
erwise?
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Mr. COUNTER. Well, our view is that we would hope that any leg-
islation coming from the Congress does not in any way place bar-
riers upon Jie dissemination of these motion pictures throughout
the United States and the world, for that matter. But going to your
point, your constituents in your own district who may not be able
to go to movie theaters and their only access to movies is through
television or on videocassettes. We are very concerned that dissemi-
nation of the work in those formats not be in any way impacted
by legislation from this Congress.

On the preservation side, however, we think it is quite appro-
priate for the Library of Congress to be the repository of archival
quality prints so that for historical purposes they can be preserved,
and in that narrow focus we support it wholeheartedly.

Mr. MOORHEAD. Mr. Silverstein, in your testimony, on page 5,
you indicate that the words "material alteration" should be put
back into the bill because they have an accepted meaning and have
been used repeatedly in the debate. It is my understanding that
these words created much of the debate. You will recall that this
subcommittee had nothing to do with drafting that particular lan-
guae that was contained in the present law.

Wouldn't that be better handled in a separate piece of legislation
before the subcommittee?

Mr. SILVERSTEIN. Perhaps. I merely put it forward as a better
term and one that actually has been passed back and forth in var-
ious discussions about the billmaterial alteration. If I could point
out to you, sir, as I said in my testimony, the word "original" can
be debated. I mean it is a lawyer's delight as to which is the origi-
nal. And it may even be a practical delight to argue that. "Com-
plete" might very well be argued by the owner of a copyright that
it is not complete until he or she says it is complete. An example
being a Alfred Hitchcock film which was exhibited and distributed
for many years and then, lo and behold, into that film"Rear Win-
dow" I think it wasa dream sequence which Mr. Hitchcock had
discarded was placed back in in order to provide an expanded ver-
sion for exhibition. Now, lawyers for the company could very well
argue, "Well, we never said it was complete. Its now complete."

I have been personally present at arbitrations on language in the
Directors Guild contracts in which the words "final cut," which
means "the final edition," was argued by the opposition, in fact, not
to mean, "final." George Stevens had a case before the courts in
which he presented his contract in which he had "final cut." It was
argued not to be final cut.

So I am a bit concerned about these words which are open to am-
biguous interpretation being used as a foundation for, perhaps, fu-
ture legislation.

Mr. MOORHEAD. Some of the films go out for previews and they
kind of bomb a little bit, they go back and get changed around a
little bitmaterial alteration.

Mr. SILVERSTEIN. Yes, sir. And that is the purpose of the pre-
views. That is why when we, in our previous testimony before this
ommittee, said that we thought that the version of the film which

should trigger, in effect, moral rights should be that one after pre-
views, trial runs and festivals, so that the company, the investors,
the artists, have all that time to have that volcanic exchange of
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opinions which ultimately gives birth to something, and when that
"something" comes out into the marketplace after everybody com-
promised and argued, that is it..

Mr. MOORHEAD. Well, you know we can argue about words and
about how things should be done, but I think we all agree that mo-
tion pictures are one of the greatest sources of entertainment we
have ever had in this world. I know thatI think everybody here
really has their lives enriched by them, and I know I have had
mine enriched by the work each one of you have done.

Thank you.
Mr. HUGHES. Can I add "Amen" to that? I couldn't agree with

you more.
I listened attentively to your suggestion that material alteration

might be a better term, but basically that is very ambiguous too.
I mean major alteration of what? Of, you know, what stage? Unless
you define major alteration, I suppose you would afford lawyers an-
other full employment service in trying to define that.

I think no matter what we use, without some guidelines perhaps
on what criteria is to be utilized, we are going to have some prob-
lems attempting to reach some agreeable definition.

Mr. SILVERSTI4:IN. Sir, no matter which side of the. coin you look
at there would be a better situation than we face now. As an exam-
ple, if you were to accept, in the future, "material alteration" of the
film after trial runs, previews and festivals; that is, after what I
just described a moment ago; and, if you decided that you want ma-
terial to be a noun, it is alteration of the material that would trig-
ger whatever Congress says it should trigger, whether it is moral
rights or a label or something of that nature. That is fine. That is
what we prefer.

If you use it as an adjective, then it requires a level of proof. Is
it material or not? I mean, again I am not a lawyer but I assume
that is what the meaning would be. But there is some chance to
have a dialog. Original and complet.: is so broad. Those words are
so broad that, I mean, I can hear ? arguments now as to which
is original and whether it is complete.

Mr. HUGHES. I understand. Mr. Walton, writers of screenplays
and other materials could provide a wealth t.,f information to the
Librarian in preserving and restoring films and to users of the Na-
tional Film Registry collection. Would the Writers Guild cooperate
with the Library of Congress to obtain those materials from the
members of the Guild?

Mr. WALTON. Oh, absolutely. We could do so, if your question
suggests that, for example, by the provision of scripts and so on
that they can help track down what was what. We would be more
than happy to do that.

Mr. HUGHES. That would be very helpful.
Mr. WALTON. Yes. We are very fortunate at the guild in Los An-

geles. We have a library which containsI want to be careful here,
but I believe it contains virtually every script of an Academy
Award-winning or Writers Guild-award winning or Emmy Award-
winning film or television program, and there are others. And we
would be more than delighted to participate in that.

Mr. HUGHES. Well, that is superb. I am sure that would be a big
help.
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A number of individuals and organizations have expressed con-
cern about the Government's role in selecting films for inclusion in
the Registry. You heard some concerns today. The Committee for
America's Copyright Community suggested, for example, that the
Librarian and the Board should not make qualitative decisioni
about the relative merits of various motion pictures.

In your view, are these decisionmaking activities of the Librarian
and the Board inappropriate? Any member of the panel.

Mr. WALTON. Let me address that. I am, for whatever it is worth,
a card-carrying member of the American Civil Liberties Union from
time to time, and I don't agree with everything they do but I see
they sent in some statements on that and it caused me to think.
I do believe that it is appropriate, in the guise of preservation and
as a vanguard of pushing that effort for the Librarian in the con-
text of this act with the assistance of the Board, to designate things
to go onto a registry. As long as that role is limited as it is in the
act, I don't think it should give constitutional offense, and I don't
think it ought to give policy offense.

I do understand the concerns of the people that raise that, how-
ever. It is problematic whenever we have the Government getting
into artistic judgments which tend to have a chilling effect on
speech. But inasmuch as these are, by the very nature of the act,
restricted to things that have already happened, and I don't believe
there is any implication in the act that there is an artistic
inprimatur indicating one form of expression or one point of view
is better than another, I don't find it objectionable.

But I would say I do have some sympathy with those who do
have concerns.

Mr. HUGHES. Well, the ACLU, in fact, wrote to me, and they be-
lieve it is unconstitutional to require a private party to place a
label with specific government-mandated wording on a product like
motion pictures. They believe that because motion pictures are pro-
tected by the first amendment, at least, that would be unconstitu-
tional absent a showing of some compelling government interest.

Mr. WALTON. Well, I think that, as I understand, and it has been
a while since I have taken constitutional law classes, but when I
was doing that and studying it with more detail than I am now,
it was my understanding that one looks at both the degree of the
Government action and the interest that is being protected. I don't
see that if you are dealing with something that is already there,
that has already been expressed and it is not a prospective looking
ID -AterI would like to read more of their briefI don't see that
as a problem.

I think that what is going on here is that the Congress will have
authorized the Librarian to use the fact of the Registry to advertise
the importance of preservation, and the Government interest here
is not ideological. It is, in fact, cultural to the extent that what you
are saying is we are going to promote an indigenous American art
form and its preservation, and we are going to use the Registry as
a means of drawing attention to that and you are not excluding
anyone else from putting those films out.

So I think this falls short of being offensive. But I think it is an
area in which you ask appropriate questions. I don't believe it is
unconstitutional.

0



5t.

404

Mr. HUGHES. Thank you.
Mr. COUNTER. Could I comment on that, Mr. Chairman?
Mr. HUGHES. Yes, Mr. Counter. Sure.
Mr. COUNTER. As I understand the letter from the ACLU, they

saw the constitutional problems with the present act, in the 10-21-
ing requirements under the present act, and they raised a very ex-
cellent point in that regard. But they conclude, I think, that the act
that you are considering for this legislation, by merely providing a
seal in this limited context, creates the same constitutional prob-
lems as in the 1988 act.

Mr. HUGHES. Yes, I read it the same way.
Mr. WALTON. OK. Well, then may I quickly address that, if I mis-

apprehended your question?
Mr. HUGHES. Sure.
Mr. WALTON. Because if the ACLU's objections are that you can-

not have labeling such as was in the 1988 act, then it seems to methat you then have to balance that act against another interest.
And it seems to me that the United States is a charter member of
the United Nations. The Universal Declaration of Human Rights
talks to the rights of artists much the same way as does the Berne
Convention. What dms it mean when it says in article 6 bis of the
Berne Convention that after the artist, "the author"it can't mean
a copyright holder in the way Mr. Counter talks of his client com-panies or his member companieswhat does it mean when it saysthat the author shall maintain the rights to his or her reputation
after they have transferred the economic right? It has to have ameaning.

And, that meaning is deeply embedded in Western civilization, or
at least some parts of it. And our adherence to the Universal D'c-
laration of Human Rights and the Berne treaty and other things
would tend to suggest that that concern for an individual author's
rights has got to be given an equal weight as any first amendment
right, particularly when the first amendment right is here being
used by those who, in essence, would act for commercial reasons
against the artists rights which are important to our civilization.
As you say, we are going to revisit that.

I am a firm advocate of free speech. My organization just author-
ized me to send a letter to the Chinese ambassador the other day
about some of the stuff going on with films in China because we
don't like what they are doing there. We get about as rabid as any-
body can get about free speech and government interference with
it. But for artists and for the copyright holders only to the extent
that it actually promotes the expression, and in that context it has
to be balanced against the other concerns. Is somebody to be able
to say it is my first amendment right, if I own a Picasso, to paint
a moustache on it and to hell with him? I don't think so.

Somewhere along the line you can draw those lines. We do it in
other areasfire in a crowded theater, whatever it isyou can do
it here. You do it carefully. You do it with great deference to that
first amendment. But you do it.

Mr. HUGHES. As long as we have compelling governmental inter-ests to look at.
Mr. WALTON. That is right.
Mr. SILVERSTEIN. Mr. Hughes, may I comment on it?
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Mr. HUGHES. Yes. Sure. Please.
Mr. SILVERSTEIN. Perhaps it is a little different perception, al-

though I certainly agree with what my colleague, Mr. Walton, has
said. Frank Capra, who was the great director of "It's A Wonderful
Life," "Mr. Smith Goes To Washington," "Mr. Deeds Goes To
Town," all those marvelous films, once said to me, "I couldn't have
made those films in another country because the air smells dif-
ferent here." Now what he meant was the environment was dif-
ferent in the United States. Not necessarily speaking in a "quali-
tative way," but in a "different way." Our way of life allowed him
to do it. The way of life that Congress has protected through enact-
ment of legislation which protects those guarantees that we have
in the Constitution.

You ask us to go to war occasionally. You tax us and yourselves
in order to support that way of life. Certainly one component of
that way of life, along with the business community and the sci-
entific community and the academic and critical communities, is
the artistic community. And you require, through the copyright
law, that the artists who functioned in that environment, which the
public as a whole has paid to create, that those artists must return
the benefits of that environment after a certain period of time to
the general public. The public should get back what it paid for,
what it invested in. What it paid for with its taxes, conceivably
with other sacrifices. And allowing defacement of the films does not
give back the public what it originally paid for, what that way of
life produced, and what future generations should see.

So, when the question is asked, Should Congress get into this
act? there is no other group in the country that should get into the
act other than Congress. One of its charges is to protect that way
of life and to protect that environment in which free speech, includ-
ing the free speech of artists, should be protected and allowed to
flourish.

Mr. HUGHES. Well, Mr. Silverstein, you are eloquent. And you
must concede that it is a great country and you have had, proudly,
an equal opportunity today to argue the moral rights that you have
with the Film Preservation Act.

Mr. SILVERSTEIN. And I thank you, sir, for it.
Mr. HUGHES. And you have done an excellent job of grabbing

every opportunity.
Mr. Counter, with the relatively minor changes that you rec-

ommend, the Motion Picture Association of America supports the
legislation before us, does it not?

Mr. COUNTER. Yes, as well as the Alliance of Motion Picture and
Television Producers.

Mr. HUGHES. Since the key provisions of the bill include the Na-
tional Film Registry and the selection of a given number of films
annually for inclusion in that Registry, I take it that that extends
to those provisions as well?

Mr. COUNTER. Yes.
Mr. HUGHES. Is the Motion Picture Association of America a

member of the Committee for America's Copyright Community?
Mr. COUNTER. Yes.
Mr. HUGHES. Last night, I received a letter from the Committee

for America's Copyright Committee opposing the key provisions of

12.I.
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the bill. The letter states that the Registry in the selection of a
classic film annually for the Registry are provisions which are not
only not essential but more importantly they perpetuate one of the
key vices under current law placing the Librarian in the position
of making qualitative decisions about the relative merits of the var-ious motion pictures.

Did your organization participate in that particular positiontaken by America's Copyright?
Mr. COUNTER. That particular provision generated a great deal

of debate within our companies, I must confess, because there is
certainly a feeling among the companies and particularly in the in-
tellectual property areas and people who have dealt in those areas
for many years that even in this limited way we are running afoul
of some of the purposes of the copyright laws.

Mr. HUGHES. So the MPAA basically disagrees with it?
Mr. COUNTER. On balance, the companies came out, you know,

not objecting to the statement.
Mr. HUGHES. I see.
Mr. COUNTER. But it was a closeI mean, it is not an easy ques-

tion within our companies, I must tell you.
Mr. HUGHES. Well, that is all the questions I have. You have

been an excellent panel. We appreciate your invaluable contribu-
tions. You have given us a lot to think about, and we are deeply
indebted to you. Thank you very much.

That concludes the hearing for today and the subcommittee
stands adjourned.

[Whereupon, at 12:33 p.m., the subcommittee adjourned, to
reconvene subject to the call of the Chair.]
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COPYRIGHT RENEWAL ACT OF 1991
(Copyright Renewal)

THURSDAY, JUNE 20, 1991

HOUSE OF REPRESENTATIVES,
SUBCOMMITTEE ON INTELLECTUAL PROPERTY

AND JUDICIAL ADMINISTRATION,
COMMITTEE ON THE JUDICIARY,

Washington, DC.
The subcommittee met, pursuant to notice, at 10:06 a.m., in room

2237, Rayburn House Office Building, Hon. William J. Hughes
(chairman of the subcommittee) presiding.

Present: Representatives William J. Hughes, George E.
Sangmeister, Carlos J. Moorhead, Howard Coble, F. James
Sensenbrenner, Jr. and Craig T. James.

Also present: Hayden W. Gregory, counsel; Michael J.
Remington, assistant counsel; Edward O'Connell, assistant counsel;
Phyllis Henderson, staff assistant; and Joseph V. Wolfe, minority
counsel.

Mr. HUGHES. The Subcommittee on Intellectual Property and Ju-
dicial Administration will come to order.

The Chair has received a request to cover this hearing in whole
or in part by television broadcast, radio broadcast, still photog-
raphy, or by other similar methods. In accordance with committee
rule 5(a), permission will be granted unless there is objection. Is
there objection?

[No response.]
Mr. HUGHES. Hearing none, permission will be granted.
Good morning. The subcommittee this morning is holding a third

hearing on H.R. 2372, the Copyright Amendments Act of 1991.
The subcommittee will explore title II of the bill, which amends

the Copyright Act to provide for the automatic renewal of copy-
rights secured on or after January 1, 1963 through January 1,
1978, the effective date of the Copyright Revision Act of 1976. The
subcommittee previously received testimony on titles I and HI re-
lating to fair use and film preservation.

The 1976 revision abandoned the affirmative renewal require-
ment for copyrights created after January 1, 1978. As a general
rule, these copyrights now exist for the life of the author plus 50
years. Under previous law, failure to apply and renew a copyright
in the 18th year meant that protection was forever lost.

Copyrights in their first term on January 1, 1978, were given a
statutory term of 28 years from the date originally secwed. After
this period, they could be renewed for an additional 47 years, but
this must be an affirmative renewal.

(407)
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The Copyright Office testified just last week that the public in-
terest would be best served by making the 47-year renewal auto-matic when the original 28-year term begins to expire on January1, 1992.

The public interest would ordinarily be served by affirmative reg-
istration of renewal. For example, registration facilitates the loca-tion of current copyright owners so that interested parties may ne-
gotiate licensing or other use. However, the harshness of the sanc-tion for failure to affirmatively renewirretrievable loss of protec-tioncoupled with the probability that some innocent parties inad-
vertently suffer, leads to the automatic renewal proposal.

As a consequence of the constitutional clause that empowers
Congress to pass laws promoting the progress of science and the
useful arts by securing for limited times to authors the exclusiverights to their writings, American copyright jurisprudence rep-resents a statutory balance between the public interest and theproprietary rights of authors.

As part of the balancing equation, proponents of legislative pro-
posals must identify a problem and craft a solution to the problemin the narrowest possible way. The solution must be defined in
terms of what it is and what it is not.

The renewal proposal is designed to prevent copyrighted work
from unintentionally falling into the public domain due to failure
to renew. It, however, is broadly drafted so as to cover all pub-
lished copyrighted works, irrespective of whether they were origi-nally registered or not. Questions will be asked about the meritsof this broad approach. Additional questions will be posed aboutthe existence of constitutional authority to extend terms in existing
copyrights.

Members may also wish to inquire about the concept of the pub-
lic domain. As the Supreme Court recently noted in Bonito Boats,
Harper & Row, and Feist, the public domain is an integral part of
the social bargain inherent in copyright law. It is one of the general
benefits received by the public in exchange for providing protection
to authors. Authors, however, often view it as a dark and fore-boding place.

I want to tell you that it's an interesting area. We look forward
to the testimony from a distinguished list of witnesses this morn-ing.

The Chair at this time will recognize the gentleman from Flor-
ida, the distinguished ranking Republican of the subcommittee.

Mr. MOORHEAD. You've moved me about 3,000 miles east.
Mr. HUGHES. Californiasorry about that.
[Laughter.]
Mr. MOORHEAD. Well, thank you, Mr. Chairman.
Today we turn our attention to title II of H.R. 2372, which deals

with automatic renewal of copyrights secured from 1963 to 1977.
As others have pointed out, perhaps the best statement of need to
address the inequities caused by the two-term renewal system isfound in the House report on the 1976 Copyright Revision Act. In
that report, the Judiciary Committee noted that one of the worst
features of the present copyright law is the provision for renewal
of copyright. A substantial burden and expense, this unclear and
highly technical requirement results in incalculable amounts of un-
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productive work. In a number of cases it's the cause of inadvertent
and unjust loss of copyright.

Title II of H.R. 2372 represents an innovative solution to the
problems caused by the two-term renewal system. Today we have
a very distinguished panel of witnesses to help us understand all
of the ramifications of this proposal, and I look forward to their tes-
timony.

I will be gone for about 10 or 15 minutes because I have a mark-
up, but I hope to be right back. Thank you.

Mr. HUGHES. I thank the gentleman from California.
Does the gentleman from Florida have an opening statement?
Mr. JAMES. Yes. I'm looking forward to hearing the testimony. I,

too, will have tc leave for some period of time, but I'm going to be
listening very carefully to testimony as to: Are there any vested
rights that are being interfered with? If there is not, I don't see
why it didn't happen before I got on the committee. I don't know
why we haven't already changed the law to make it consistent, to
keep it from being an unwary trap for those who may just overlook
technicalities of the law. So it would seem a shame not to proceed
in that direction unless and until I hear of some actually vested
right that is otherwise interfered with.

I'm not too sensitive to an opportunist who may otherwise try to
take advantage of the law, but if there are vested rights, I want
to hear about them.

Thank you so much.
Mr. HUGHES. I thank the gentleman.
I, too, want to apologize. There are a lot of markups today, whi.,:h

is basically reporting out legislation. It goes through the amending
process in committee. A number of us will have to step out for brief
periods of time during the markup of those bills. For instance, I
have to attend a markup on striped bass, which is very in portant
in my congressional district, representing an area that has a lot
ofwell, not as many striped bass as we'd like these days.

[Laughter.]
Mr. HUGHES. That's the problem. So, you'll see members in and

out. It's not because it's not an important subject, but they have
other duties to attend to.

Does the gentleman from Illinois have
Mr. SANGMEISTER. No statement.
Mr. HUGHES. Now I'd like to introduce a panel of illustrious wit-

nesses who will testify about the automatic copyright renewal pro-
posal.

Our first three witnesses represent performing arts societies:
First, Mr. Morton Gould is president of the American Society of
Composers, Authors and Publishers. ASCAP represents over 50,000
members. In his own right, Morton Gould is one of the Nation's
most famous composers and conductors, and we':e delighted to see
him with us here today.

Second, the subcommittee will hear from Ms. Frances Preston,
president of Broadcast Music, Inc., BMI, which represents over
120,000 writers, composers, and publishers. Ms. Preston will intro-
duce tc, the subcommittee the widow of a songwriter whose song
"Little Bitty Pretty One" is now in the public domain due to a fail-
ure to renew the copyright.
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Third, testimony will be received from Mr. Vincent Candi lora,
president of SESAC, Inc., a smaller society which represents therights of creative talent. out of the mainstream of contemporary
music. Mr. Candi lora is well known in the music community, resid-ing in Nashville, TN, and serving on the Country Music Association
board of directors.

Fourth, the subcommittee will hear from Mr. George David
Weiss, president of the Songwriters Guild of America. Several fa-mous songs written by Mr. Weiss, such as "Can't Help Falling in
Love," "The Lion Sleeps Tonight," are not in the public domain, I
don't think.

Last, but certainly not least, Mr.. Irwin Karp appears on behalf
of the Committee for Literary Property Studies, an informal groupof authors, academics, literary agents, and attorneys. The commit-
tee originally crafted the legislative proposal before us this morn-ing.

We have copies of your statements which, without objection, willall be made a part of the record in full. We've read your state-
ments. We hope you car. summarize, but you may proceed as yousee fit.

I understand that you have decided the order of speaking. So
we'll first recognize Ms. Preston. Welcome.

STATEMENT OF FRANCES W. PRESTON, PRESIDENT AND CHIEF
EXECUTIVE OFFICER., BROAiXAST MUSIC, INC., ACCOMPANIED
BY JACQUELINE BYRD, WIDOW OF BMI SONGWRITER ROBERT
BYRD

Ms. PRESTON. Thank you. Cood morning, M. Chairman and
members of the subcommittee. My name is Frances W. Preston. I'm
president and chief executive officer of EMI. BMI represents morethan 120,000 songwriters, composers, and music publishers, the
world's largest grouping who have collectively created more than 2
million copyrighted musical compositions.

BMI strongly supports title II of H.R. 2372, which would auto-
matically renew pre-1978 copyrights. Current copyright law re-quires that a work enter the public domain if a renewal registra-
tion form is not filed. This legal formality creates an atmosphere
of uncertainty and ambiguity. Further, I believe enactment of H.R.
2372 would enhance our Berne Convention status.

But, rather than take your time with BMI's formal statement, I
will submit it for the written record, of course, and I will be happy
to respond to written questions if requested to do so by the Chair
or other members of the subcommittee. Instead, I want to present
to you a woman who exemplifies in human terms the tragic cir-
cumstances that failure to meet compulsory renewal registrationproduces and whose story, I am sure, will convince you that this
amendment to the copyright law is both appropriate and necessary.

Her name is Jacqueline Byrd. She is the widow of BMI song-writnr Robert Byrd. Robert's song "Little Bitty Pretty One" has
been performed more than a million times on American radio. Un-
fortunately, it is now in the public domain in this country because
it was not renewed. The legacy that Robert Byrd had hoped toleave to his wife and children was eliminated through someone
else's failure to renew.
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Mr. Chairman and members of the subcommittee, I would like to
introduce Jacqueline Byrd. Thank you.

[The prepared statement of Ms. Preston follows:]

PREPARED STATEMENT OF FRANCES W. PRESTON, PRESIDENT AND CHIEF

EXECUTIVE OFFICER, BROADCAST MUSIC, INC.

Broadcast Music, Inc. (BMI) is the largest performing

rights organization in the world. BMI represents over 120,000

writers, composers and publishers who have created more than 2

million copyrighted musical compositions.

Some of the songwriters and composers affiliated with

BMI include Paul Simon, Michael Bolton, Billy Joel, Carole Bayer

Sager, Michael Jackson, Willie Nelson, Gunther Schuller, William

Schuman, Ellen Taffe Zwilich, John Kander, Fred Ebb, Charles Fox

and Mike Post. On behalf of these and all the other creators of

music whose works are licensed by BMI, BMI expresses its strong

support for Title II of H.R. 2372, which would make the

applicable copyright renewal term automatic, and submits this

statement for the record.

When the Copyright Act of 1976 was passed, thousands of

works were in their first term of copyright. Rather than develop

a method to integrate those transitional works into the new law,

Congress retained the renewal registration requirement in Section

304(a) of that Act. By doing so, those works attained a

contingent status different from anything created in America

since 1978 --if they are not renewed, they would fall into the

public domain forever.

The very fact that the renewal system was eliminated

for post-1977 creations is some indication that Congress was

convinced that a single term of copyright was preferable to the
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method under prior law. Certainly, providing the benefits of

copyright protection immediately upon creation and having them

last for half a century beyond the creator's death emphasizes the

fervor with which Congress sought to benefit copyrighted works.

By doing so, Congress has given works created under the current

law a significant special value not afforded to earlier

creations--they are secure in their protection and the

remuneration passed to their owners and creators and their heirs

for a definite time, not subject to being divested because of a

race against the clock. Without a doubt, the same concept that

envelopes these newer works in a blanket of copyright security

entitles prior creations to like treatment. This bill would

adjust the equities, so that no American copyright is treated

differently simply because of its time of creation.

What is most ironic about the issue under consideration

is the fact that in most foreign countries, where a single term

of copyright for the life ' the author plus fifty years after

his death has long existed, a copyright which has fallen into the

public domain in this country may still be protected. This bill

will eliminate this domestic discrimination and allow the country

of creation to protect a work for a length of time that fairly .

approximates the coverage given to copyrights elsewhere around

the world. We will thus enhance our compliance with the Berne

Convention, which prohibits formalities from affecting copyright

protection.

2
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Unlike most other creators of intellectual property,

active writers and composers of music create hundreds of works in

a lifetime. As a result, they have particular difficulty in

renewing their copyrights. Many years ago they could rely on

their publishers to keep track of renewal dates. Music publishing

companies were small, family operations that were not overwhelmed

by the number of copyrights that needed to be monitored. Of

course, even in that era, if a publisher was essentially a one-

man operation, renewal monitoring could become impossible, as

Jacqueline Byrd's testimony on this bill indicated.

Today, on the other Land, music publishing companies

are sold and re-sold, and the opposite effect occurs: a

publishing conglomerate which has the works in its repertoire at

renewal time typically no longer has a system to monitor renewal

dates of the thousands of works it handles. Thus, the renewal

registration requirement works against copyright owners in

various contexts. The result is the same, however; if one misses

the deadline, there is no second chance.

Many of the most popular songs in the BMI repertoire

were first copyrighted between 1963 and 1977, the time period

affected by this legislation. If Title II of H.R. 2372 becomes

law, works such as "Never My Love," "Bridge Over Trcubled Water,

"coin' Out of My Head, "King of the Road", "Killing Me Softly

With His Song, "Love Will Keep Us Together" "Tie A Yellow Ribbon

3
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Round the Old Oak Tree" and dozens of others of equal renown will

continue to assure their creators of remuneration for their

sccess, without the worry that it might all be lost due to an

Inadvertent oversight.

American music has always contributod greatly to the

positive balance of trade that intellectual property generates

for the United States. In dozens of countries around the world.

songs created in this country have become popular in both

English-language and translated versions. In light of such

worldwide acceptance of these works, to deprive any number of

their creators of just compensation because of an administrative

error is indeed harsh.

This bill will still encourage the filing of renewal

registrations by preventing the prima facie presumption of

validity of the copyright from attaching without it, and by

allowing derivative works to be used during the renewal term

without permission unless a renewal is filed. However, if one

forgets to renew, every right the Copyright Act gives the

copyright owner will not be lost at the stroke of midnight of

December 31st of the 28th year. For that reason alone, this bill

deserves to become law.

Only those works now between 14 and 28 years old are

involved and no works which have already fallen into the public

domain will be revived. Title II of H.R. 2372, which has no

significant opposition, will repair an anomaly in the Copyright

4
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Act. The House and Senate Judiciary Committees called that

aberration the "worst feature" of the old law. This proposed

amendment to the Copyright Act will allow the fruits of the

creators of American films, songs, plays and books created

between 1963 and 1977 to be enjoyed without worry for as long as

those which were created later, relieving an important body of

Intellectual property of an undeserving burden. Had the matter

been fully analyzed at the time the Copyright Act of 1976 was

enacted, it would likely have been addressed at that time. That

oversight should be corrected now, before any more American

copyrights suffer unjustly.

5

Respectfully submitted,

Prances W. Preston

President and Chief

Executive Officer

BROADCAST MUSIC, INC.

320 West 57th Street

New York, NY 10019
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Mr. SANGMEISTER [presiding]. Welcome, Mrs. Byrd. You may
proceed.

STATEMENT OF JACQUELINE BYRD, WIDOW OF SONGWRITER
ROBERT BYRD

Mrs. BYRD. Good morning, Mr. Chairman and members of the
subcommittee. I am Jacqueline Byrd. I wanted to come to Washing-
ton from California today to tell you what happened to me and my
family. I thank you and your staff for letting me speak today.

My late husband, who wrote songs under the name of Robert
Byrd and performed and made records as Bobby Day, wrote "Little
Bitty Pretty One" in 1957. He took his song to a small publisher
in Los Angeles who liked it, and Bobby gave him the original and
renewal copyright in return for a royalty contract. It became a hit.
It is still played on radio and television in this country and around
the world. Although Bobby wrote over 40 songs during his lifetime,
only three were really successful. "Little Bitty Pretty One" was the
greatest, the biggest hit of all. It never brought us a fortune, but
even a few thousand dollars a year was important to us with four
children, one daughter with cerebral palsy.

In 1982, the publisher that owned "Little Bitty Pretty One" died.
His widow was a woman over 80 years old. She was left with the
publishing company and all its copyrights. Bobby didn't know any-
thing about renewals. He figured that the publisher would take
care of whatever had to be done with the copyright, but the pub-
lisher's widow didn't know she had to renew "Little Bitty Pretty
One."

One day last summer, we learned that my husband had cancer.
Around the same time, Bobby got a letter from BMI which I
opened. I couldn't believe what I was reading. The letter said BMI
learned from the Copyright Office that "Little Bitty Pretty One"
had not been renewed, so they had to stop paying Bobby his U.S.
royalties. I was so shocked I couldn't even tell my husband.

I called the widow who owned the publishing company, and she
said that she had gotten the same letter from BMI telling her that
she had lost her share of U.S. royalties, too. All she could say to
me was that she hoped that this whole horrible matter would
somehow work itself out. I'm sure now she knows it won't.

What is even sadder for her is that she lost another big song that
she herself wrote and published, "Rockin' Robin," a song that was
a hit recording for my husband.

I never did have the heart to tell Bobby what had happened. He
died thinking that his royalties would take care of his family for
a long time. I am thankful that at least we will get a little money
from foreign countries where the copyright is still protected.

Had "Little Bitty Pretty One" been renewed on time, my family
could have counted on royalties from it until the year 2032. That
would have been a wonderful inheritance for Bobby's children and
grandchildren.

What makes our problem even harder to accept is that if Bobby
wrote this song after 1977, we would get his royalties automatically
for 50 years. Instead, "Little Bitty Pretty One" became part of a
special unlucky class of songs with a terrible penalty attached to
them: Renew them or lose them.
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I don't believe you really meant to have so many popular song
copyrights treated differently simply because of when they were
created. With Bobby's salary as a performer gone and my ill daugh-
ter, now is the time when I could use his song royalties the most.
It should have been many years before this song becam., public do-
main. If copyright protection is to benefit a writer's family after he
dies, it is a very severe punishment to lose a song fcrever if you
don't file a piece of paper. I always believed that the few hit songs
that my husband wrote would be valuable to me and my family.
Instead, that was all lost on a legal technicality.

I hope you will remember my story of two widows caught in a
time trap that threw our copyrights away by mistake. You can help
all other songwriters and their families whose songs still have a
chance to be saved. Please make this bill the law so that they can
have the peace of mind to know that somebody's mistake won't
make a copyrighted song and its royalties disappear into pOlic do-
main. Thank you.

Mr. SANGMEISTER. Thank you, Mrs. Byrd.
[The prepared statement of Mrs. Byrd follows:]

r) 4
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STATEMENT OF JACQUELINE BYRD,

WIDOW OF SONGWRITER ROBERT BYRD

Good morning, Mr. Chairman and members of the subcommittee.

I am Jacqueline Byrd. I very such wanted to cam. co

Washington from California today to tell you what has happened to

me and my family, and I thank you and your staff for the

privilege of allowing me to speak to you.

- The current law of renewals greatly affects people as much

as copyrights. I know that nothing I will say can bring back the

copyright that we have lost. But I sincerely hope that you will

pass this bill to help all the other songwriters and their

f 'ilies whose songs still have to be renewed from ending up in

the same kind of situation that has happened to us.

My late husband, who wrote songs under the name of Robert

Byrd, and performed and made records as Bobby Day, wrote "Little

Bitty Pretty One" in 1957. You may not recognize the title, but

I. sure you would know the song if you heard it, and I have a

tape of it with me if you would like to hear it later. We had

two children at the time, and we just moved into our first house.

We didn't even have any furniture. One night Bobby just sat down

on the floor in the corner and sang a song to me into his tape

recorder. He told me that I was a "Little Bitty Pretty One," so

that song was always special to me.

Bobby took his song to a small music publisher in Los

Angeles for whom he had made a record the year before. The

publisher liked the song and, as is the usual way of doing things

in the music business, Bobby gave him the original and renewal

copyright in return for a royalty contract. Both Bobby and

1
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Thurston Harris recorded "Little Bitty Pretty One" and it became

a hit. It has been played regularly on radio and television in

this country and around the wort -1 ever since.

Bobby got royalties from BMI for many years on this and his

other songs and we always counted on them. Although he wrote over

40 songs during his lifetime, only three were really successful

and "Little Bitty Pretty One" was the most successful of all. It

never brought us a fortune, but even a few thousand dollars a

year was important to us with four children, one a daughter with

cerebral palsy.

In 1982 the publisher that owned "Little Bitty Pretty One"

died, and his widow, who was a woman over 80 years old, was left

the business and all the songs her husband owned, including

Bobby's. My husband didn't know anything about renewal

registration, since he figured, as I' sure many songwriters do,

that the publisher would take care of whatever had to be done

with the copyright since it belonged to hie. But the publisher's

widow either forgot or didn't know she had to renew "Little Bitty

Pretty One" when the time came to do it.

One day last summer my husband got very sick, and we learned

he had cancer. Around the same time Bobby got a letter from BMI

which I opened. I couldn't believe what I was reading. The

letter said that BMI found out from the Copyright Office that

"Little Bitty Pretty One" wasn't renewed and so they had no

choice but to stop paying Bobby his royalties. I was so shocked

that I couldn't even tell my husband. I called the widow who

2
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owned the song and she said that she got the same letter telling

her that she had lost her share of royalties, too. All she could

say to me was that she hoped that this whole, horrible matter

would somehow work itself out. I. sure she now knows that it

won't. What is even more distressing for her is that she lost to

non-renewal another major song copyright that she not only owned

but also had written.

I never did have the heart to tell my husband what had

happened. Bobby died last July, thinking that his royalties would

help take care of his family for a long time.

Had "Little Bitty Pretty One" been renewed on tine, my

family could have counted on income from it until the year 2032.

That would have been a wonderful inheritance for Bobby's children

and grandchildren. What makes our predicament all that more

difficult to accept is that if my husband had written this song

21 years later than he did, none of this renewal paperwork would

matter and we would automatically be receiving his royalties for

50 years.

However, because "Little Bitty Pretty One" was written when

it was, it became instead part of a special unlucky class of

songs which have a terrible penalty attached to them--watch them

or lose them. In our case, nobody was watching. I don't think you

meant to have so many popular songs treated so differently simply

because of when they were created.

/1 (7''s
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With Bobby's money from performing gone and an ill daughter,

now was when I could have used his song royalties tht most. I

wouldn't be surprised to soon hear "Little Bitty Pretty One" on

the radio, and in commercials and on new records, and my family

and I won't have any part of the money that Bobby's creation will

make for other people, manY years before it should have been part

of the public domain. If copyright protection was supposed to

last long enough for a writer's family to benefit from his work

after he dies, having somebody who doesn't know any better lose

their song forever if they don't file a piece of paper at a

certain time is a very severe punishment. Until "Little Bitty

Pretty One" accidentally fell into the public domain, I always

believed that the few successful songs that my husband had

written had attained a value that went beyond being lost on a

technicality.

I hope you will remember my story of two widows caught up in

a time trap that threw our copyright away by mistake. You can

help all the other songwriters and their families whose songs

still have a chance to be saved. Please make this bill the law so

that they can have the peace of mind to know that somebody's

slip-up won't make a copyright and its royalties pass on before

they should.

Thank you.

4
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Mr. SANGMEISTER. We're going to hold questions for all of you
until everyone's statement has been entered into the record, andthen we'll proceed.

Mr. Gould, would you go ahead, please?

STATEMENT OF MORTON GOULD, PRESIDENT, AMERICAN
SOCIETY OF COMPOSERS, AUTHORS AND PUBLISHERS,
ACCOMPANIED BY BERNARD KORMAN

Mr. GOULD. Mr. Chairman, members of the subcommittee, good
morning. Thank you for giving me the opportunity to talk about
this proposed copyright renewal bill.

My name is Morton Gould. I am a composer, conductor, and cur-
rently in my 6th year as president of ASCAP, the American Society
of Composers, Authors and Publishers. You have my statement.
You can credit me with whatever you want or not; I won't mention
them; all right? Whatever I did, I did; it's done; it's there. So, let
me get on to the point of this, which is the issue itself.

I'm appearing here on behalf of about 50,000 ASCAP members
and many others from different parts of the world who are also in-
volved, although indirectly, with this issue. This membership in-
cludes not only currently live writers, but obviously widows, es-
tates, and heirs of some of America's greatest creators: Irving Ber-
lin, Leonard Bernstein, Aaron Copeland, Duke Ellington, George
and Ira Gershwin, to name just a few. On our board of directors
are people such as Marilyn Bergman, Sammy Cahn, Cy Coleman,
Hal David, Burton Lane, along with writers like Jon Bon Jovi, Neil
Diamond, Amy Grant, Lionel Richie, Smokey Robinson, Diane War-
ren, Stevie Wonder. This just names a few. But it's not only these
names, both gone and still living; it's also the countless other
names. You've just heard eloquent testimony as to what some of
the results are from the lack of this kind of protection.

As I've written to you, Mr. Chairman, we know that there are
other organizations that are in support of the bill, the Association
of American Publishers, the Authors League of America, the Dram-
atists Guild, the Motion Picture Assocation of America, the Na-
tional Music Publishers Association, and three organizations rep-
resented on this panel: Broadcast Music, Inc.; SESAC; and the
Songwriters Guild of America. They can't all be wrong. The Inter-
national Confederation of Authors' Societies is also on record sup-
porting the principle of automatic renewal.

Mr. Chairman, you have received the statements of Mr. Ralph
Oman, the Register of Copyrights, and Mr. Irwin Karp, for many
years the learned counsel to the Authors League. As experienced
legal scholars familiar with the intricacies of copyright law, they
have spelled out the arguments in favor of your proposal, Mr.
Chairman, in which you summarized the reasons for this legisla-
tion. As I see it, they really boil down to one: Your bill is needed
to avoid injury to unwary creators and their unsuspecting survivors
who are intended and ought to be their beneficiaries.

Composers write music and generally rely on others to look after
compliance with the copyright laws to see to it that our works are
protected. If we are among the fortunate few who are successful
enough to be able to afford to pay knowledgeable copyright lawyers,
our works are protected. Or, if we are knowledgeable enough to
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have the Songwriters Guild of America watch for renewal dates
and alert us to the need to renew, our works are protected.

But many writers are not so fortunate, and most rely on publish-
ers to renew for them. Indeed, publishers often require composers
to grant rights for both the original and the renewal terms and
have the contractual right to renew in our names, if we are living
in the 28th year.

Now I know from personal experience. For a lot of obvious rea-
sons I don't want to go into all the details, because it would take
up too much time, but writers' faith in publishers sometimes has
been misplaced for one reason or another. Unknown to composers,
including people like myself, works have not been renewed. Of
course, once a work enters the dark public domain that you men-
tioned before, it never sees the light of copyright protection.

There are also instances in which rights were granted to publish-
ers for the original term only, and when renewal term arrives 28
years later, the writer is gone and no one has been alerted to the
need to renew.

Even when there are knowledgeable people in the picture, the re-
newal clause has caused problems. ASCAP's general counsel, who
is with me today, tells me of a case years ago where the writer had
died without a widow or children. The person with renewal rights
was his executor. The estate had been wound up. The executor was
ready and wanted to be discharged, but there were many works
still to be renewed, some as distant in time as 28 years.

The solution, necessitated by the renewal provision, was to dis-
charge the executor for all purposes except one: to renew copy-
rights. To me, it seems extraordinary that the copyright law would
prevent an estate from being finally distributed and the executor
discharged. And, if the executor had died within 28 yezr.s, it would
have been necessary to have another one appointed, to post a bond,
and to go through a whole rigamarole in surrogate's court.

Mr. Chairman, for reasons we all know very well, your bill
should be enacted simply to avoid the inadvertent or negligent loss
of rights in property that writers create. In music, the vast major-
ity of works that earn money are, and will continue to be, renewed
by registration. Your bill will save an unknown and unknowable
number of works. It will also, in all probability, avoid a number of
personal tragedies in which authors or their heirs will suffer loss
of income because of a technical trap. Thus, Mr. Chairman, your
bill is not aimed at helping the rich grow richer. Rather, it is aimed
at protecting the innocent from unwarranted and unjust and unfair
injury and loss.

Congress recognized in 1976 for all new works that the renewal
provision was a bad idea whose time had passed. Your bill extends
that recognition to works created in the years 1963 through 1977.
We think it is so clearly fair that the wonder is why it was not
thought of long ago.

Mr. Chairman, ending on a personal note, if I may, I must say
that as a composer I yearn to be in the public ear, but not in the
public domain.

[Laughter.]
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Mr. GOULD. Without this bill, as a parent it would be like losing
custody of a child because you forgot his or her birthday, which has
happened to me a number of times. I have four of them.

[Laughter.]
Mr. GOULD. Mr. Chairman and subcommittee members, I appre-

ciate the privilege to appear and testify today. Thank you.
Mr. SANGMEISTER. You're more than welcome for that.

prepared statement of Mr. Gould follows:]

PREPARED STATEMENT OF MORTON GOULD, PRESIDENT, AMERICAN SOCIETY

OF COMPOSERS, AUTHORS AND PUBLISHERS

Mr. Chairman and members of the Subcommittee:

Good morning and thank you for giving me the opportunity to be

heard on your proposed Copyright Renewal Bill, H.R. 2372.

My name is Morton Gould. I am a composer and

conductor.

For six years I have had the honor of serving as the

President of the world's foremost performing rights society--the

American Society of Composers, Authors and Publishers (commonly

known as ASCAP). I have been a member of the Society since 1935

and a member of ASCAP's Board of Directors for 32 consecutive

years.

My works have been widely performed and recorded over

the years, by some of our greatest conductors--among them Arturo

Toscanini, Leopold Stokowski, Dimitri Mitropoulos, and Fritz

Reiner. My better-known symphonic works include: American

Salute, Pavanne, fror my Second Svmphonette, Latin-American

Symphonette, Spirituals for Orchestra and Tap Dance Concerto.

wrote ballet scores for George Balanchine, Jerome Robbins and

Agnes DeMille. I have also written music for two Broadway

musicals--Arms and the Girl and Billion Dollar Babv--film scores

for Delightfully Dangerous, Windiammer, and Cinerama Holiday, and

television scores for Holocaust, F. Scott Fitzgerald in Holly-

wood and CBS' World War I Documentary Series.

In 1966, I received a Grammy Award for a classical

album of Charles Ives' First Symphony with the Chicago Symphony

Orchestra. I have also received 12 Grammy nominations.
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In 1983, the American Symphony Orchestra League honored

me with its Gold Baton Award and in 1985, I was presented the

National Arts Club's Medal of Honor for Music. In 1986, I was

elected to the American Academy and Institute of Arts and

Letters, and received the National Music Council's Golden Eagle

Award.

I appear before you today on behalf of nearly 50,000

ASCAP members and hundreds of thousands of foreign creators and

publishers. The membership includes the widows, estates and

heirs of some of America's greatest creators--Irving Berlin,

Leonard Bernstein, Aaron Copland, Duke Ellington and George and

Ira Gershwin, to name just a few. Today's greatly talented

members include ASCAP Board members Marilyn Bergman, Sammy Cahn,

Cy Coleman, Hel David and Burton Lane, along with such

songwriters as John Bon Jovi, Neil Diamond, Amy Grant, Lionel

Richie, Smokey Robinson, Diane Warren and Stevie Wonder, again to

name only a few. I also appear before you on behalf of countless

other songwriters whose names are not familiar to you, but whose

music is widely performed.

As I have written to you, Mr. Chairman, and to all of

the members of the House and Senate Judiciary Committees, a

number of important organizations in addition to ASCAP are on

record as supporting your bill. They include: the Association

of American Publishers (AAP); the Authors League of America; the

Dramatists Guild; the Motion Picture Association of America

(MPAA); the National Music Publishers Association (NMPA); and
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three organizations represented on this panel--Broadcast Music

Incorporated (BMI); SESAC; and the Songwriters Guild of America.

The International Confederation of Authors' Societies

is also on record supporting the principle of automatic renewal.

Mr. Chairman, you have received the statements of Mr.

Ralph Oman, The Register of Copyrights, and Mr. Irwin Karp, for

many years the learned counsel to the Authors League. As

experienced legal scholars familiar with the intricacies of

Copyright Law, they have spelled out the arguments in favor of

your proposal.

As I see it, they really boil down to one: your bill

is needed to avoid injury to unwary creators and their

unsuspecting survivors who are intended and ought to be their

beneficiaries.

Composers write music and generally rely on others to

look after compliance with the Copyright Law to see to it that

our works are protected. If we are among the fortunate few who

are successful enough to be able to afford to pay knowledgeable

copyright lawyers, our works are protected. Or, if we are

knowledgeable enough to have the Songwriters Guild of America

watch for renewal dates and alert us to the need to renew, our

works are protected.

But many writers are not so fortunate. And most rely

on publishers to renew for them. Indeed publishers often require

composers to grant rights for both the original and the renewal

er: 'It' 4
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terms and have the contractual right to renew in our names, if we

are living in the 28th year.

I know, but for obvious reasons cannot disclose, that

writers' faith in publishers has sometimes been misplaced.

Unknown to composers, works were not renewed. And, of course,

once a work enters the dark public domain it never again sees the

light of copyright protection.

There are also instances in which rights were granted

to publishers for the original term only and, when renewal time

arrives 28 years later, the writer is gone and no one has been

alerted to the need to renew.

Even when there are knowledgeable people in the picture

the renewal clause has caused problems. ASCAP's General Counsel,

who is with me today, tells me of a case years ago, where the

writer had died without a widow or child. The person with

renewal rights was his executor. The estate had been wound up.

The executor was ready and wanted to be discharged. But there

were many works still to be renewed, some as distant in time as

28 years.

The solution--necessitated by the renewal provision- -

was to discharge the executor for all purposes except one: to

renew copyrights. To me, it seems extraordinary that the

copyright law would prevent an estate from being finally

distributed and the executor discharged. And, if the executor

had died within 28 years, it would have been necessary to have



428

5

another one appointed, to post a bond and to go through a whole

rigamarole in Surrogate's Court.

Mr. Chairman, for reasons we all know very well, your

bill should be enacted simply to avoid the inadvertent or

negligent loss of rights in property that writers create.

In music, the vast majority of works that earn money

are and will continue to be renewed by registration. Your bill

will save an unknown and unknowable number of works. It will

also, in all probability, avoid a number of personal tragedies in

which authors or their heirs will suffer loss of income because

of a technical trap.

Thus, Mr. Chairman, your bill is not aimed at helping

the rich grow richer. Rather, it is aimed at protecting the

innocent from unwarranted injury.

Congress recognized in 1976 for all new works that the

renewal provision was a bad idea whose time had passed. Your

bill extends that recognition to works created in the years 1963

through 1977. We think it is so clearly fair that the wonder is

Nh,, it was not thought of long ago.



429

Mr. SANGMEISTER. Mr. Weiss.

STATEMENT OF GEORGE DAVID WEISS, PRESIDENT,
SONGWRITERS GUILD OF AMERICA

Mr. WEISS. Mr. Chairman and members of this subcommittee,
thank you for this opportunity to submit my statement on your
proposed copyright renewal bill, H.R. 2372. I'm George David
Weiss, president of the Songwriters Guild of America, SGA, and
I'm testifying on behalf of our approximately 5,000 members.

On a personal note, sir, I hope you will tell the new chairman
when he returns that, as a long-time resident of the great State of
New Jersey, I'm pleased and honored to welcome him to his new
position as chairman of this subcommittee before which I have ap-
peared so often in the past. I'm certainly pleased and honored to
have a member of my State here.

Mr. SANGMEISTER. We'll tell him that, and I'm sure it will help
you.

[Laughter.]
Mr. WEISS. Please. Thank you. That's why I said it.
[Laughter.]
Mr. SANGMEISTER. I understand.
Mr. WEISS. SGA, which celebrated its 60th anniversary this year,

maintains offices in New York, Los Angeles, and Nashville. For
over 50 years, SGA, previously known as the American Guild of
Authors and Composers, AGAC, has steadfastly maintained a re-
newal copyright service for its members, including the estates of
deceased members. It is the only songwriters' organization in
America that maintains a copyright renewal service to enable its
members to secure, on request, renewal of first-term copyrights.
Each member is notified at least 12 months in advance of a pend-
ing renewal.

The renewal provisions of the 1976 act are a literal carryover
from the 1909 act. The obligation to renew a copyright in its 28th
year has always seemed somewhat of an anomaly to me. During
the lifespan of my songwriting career, during which I have written
such standards as "What a Wonderful World," "Can't Help Falling
in Love," "The Lion Sleeps Tonight," Lullaby of Bird land," et
cetera, I have been obliged to file a renewal certificate in the 28th
year, failing which my life work enters the public domain, depriv-
ing me of all income.

What rational basis could have existed in the minds of those who
drafted the 1909 bill to impose such a draconian hardship on me?
If my act of creation was worthy enough to secure copyright, why
should it be lost by my failure, inadvertent or otherwise, to file a
piece of paper, which literally has no other function than to be a
piece of paper? I suspect this requirement may have stemmed from
the false belief that hastening the public domain status of copy-
righted works serves some greater good.

Regrettably, many members wait until the last moment to fur-
nish us with instructions to renew. In several cases of which I am
personally aware, this resulted in near loss of copyright because
our filing was not made until the last week in December, leaving
at most, 7 days between copyright protection and the public do-
main.

'I 4-
t) t)



430

Technical problems can result in loss of copyright which can
arise when a song is published in 1963but not registered until
1964. Regardless of the registration date, renewalwhich is meas-
ured from the publication datemust in the cited case be effected
before December 31, 1991. However, records of the copyright en-
tries of the U.S. Copyright Office will only index the registration
date; hence, a 1-year difference that results in loss of copyright.

It is that copyright entry book that all songwriters, if they are
aware at all, will refer to to remind them when to renew. So, in
such a case, when the publication date was in the prior year, they
won't realize it. They're only going to look at the date of the reg-
istration; then they're too late.

What is the rationale for the renewal of copyright, America being
the only country in the world that has such a requirement? What-
ever theory was propounded in the 1909 law that required renewal
has literally passed into history with the enactmelt of the 1976 act
and with U.S. adherence to the Berne Union.

Both U.S. law and the Berne Convention are keye,! to the elimi-
nation of as many technicalities as possible as a condition for se-
curing and maintaining copyright. One may ask, "Who is the pos-
sible beneficiary of any work which, because of oversight, enters
the public domain?" Certainly not the public. That is a time-hon-
ored, grave misconception, as evidenced by all of those classic
books, records, and tapes whose contents have long entered the
public domain and which carry the same, and in some cases great-
er, selling price than a fully protected work.

This committee has time and again heard from primary legal
scholars who have lectured on the great common benefit derived by
the public in works no longer protected by copyright. While this,
like so many old wives' tales, has a ring of plausibility, it is not
susceptible of scrutiny when subject to the light of day. Consider
the following:

"Phantom of the Opera," written in 1910, entered the public do-
main in the United States in 1985, and it is still one of the hottest
tickets in New York at a cost of over $50 per seat. Why? Because
the cost factor in producing an intellectual property, be it a book,
movie, cassette, or record, is not in the copyright royalty, which is
always the lowest man on the totem pole, but in the amount paid
for the services of the performer, for the printer, for the manufac-
turer, for the producer, et cetera.

There is no rationale for the renewal obligation. Its history has
only produced sorrow, as you have heard today, for the unknowing,
without any concomitant public benefit. Is it not time in the wan-
ing years when copyright must be renewed on pre-1978 works to
acknowledge the antiquity and anomaly of renewal by abandoning
it once and for all?

We urge speedy enactment of H.R. 2372. Thank you very much
for this opportunity.

Mr. SANGMEISTER. You're welcome.
[The prepared statement of Mr. Weiss follows:]

/4 '-'-1J
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PREPARED STATEMENT OF GEORGE DAVID WEISS, PRESIDENT, SONGWRITERS

GUILD OF AMERICA

Mr. Chairman and members of the Subcommittee:

Thank you for giving me the opportunity to submit this

statement on your proposed Copyright Renewal Bill H.R. 2372.

I am George David Weiss, President of the Songwriters Guild

of America ("SGA"), and am testifying on behalf of our

approximately 5,000 members.

SGA, which celebrated its 60th Anniversary this year,

maintains offices in New York, Los Angeles and Nashville. For

over fifty years, SGA (previously known as the "American Guild of

Authors and Composers AGAC) has steadfastly maintained a

Renewal Copyright Service for its members, including estates of

deceased members. It is the only songwriters organization in

America that maintains a copyright renewal service, enabling its

members to secure, on request, renewal of first-term copyrights.

Each member is notified at least twelve months in advance of a

pending renewal.

The renewal provisions of the 1976 Act are a literal carry-

over from the 1909 Act. The obligation to renew a copyright in

its ?Rth year, has always been somewhat of an anomaly to me.

During the life-span of my songwriting career (during which I have

written such favorites as "WHAT A WONDERFUL WORLD", "CAN'T HELP

FALLING IN LOVE", "LION SLEEPS TONIGHT" AND "LULLABYE OF

BIRDLAND", I have been obliged to file a renewal certificate in

LJ
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the 28th year failing which my life-work enters the public domain

depriving me of all income. What rationale basis could have

existed in the minds of those who drafted the 1909 bill to impose

such a draconian hardship on me? If my act of creation was worthy

enough to secure copyright, why should it be lost by my failure to

file a piece of paper, which literally has no other function.

suspect this requirement may have stemmed from the false belief

that hastening the public domain status of copyrighted works serves

some greater good!

However, once SGA realized the dire implications of failure

to renew, it structured a renewal service for its members. In

existence for over fifty years, the Service is run at below cost to

its members, because of its tremendous importance. It should be

looked upon as a dike stemming the rising tide of the public

domain.

Regrettably, my members wait until the last moment to furnish

us with instructions to renew. In several cases of which I are

personally aware, this resulted in near-loss of copyright because

our filing was not made until the last week in Decembei -- leaving

at most seven days between copyright protection and the public

domain. Technical problems can result in loss of copyright, which

33
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ran aris,- when a song is published in 1963 but not registered

until 1964. Regardless of the registration date, renewal which

is measured from the publication date, must in the cited case be

effect.d before December 31, 1998. However, records of the

Copylight Entries of the United States Copyright Office will only

index the Registration Date -- hence a one-year difference that

could result in loss of copyright.

While SGA takes pride in never having lost a copyright, we

are aware of many books -- some of major historic significance --

which have not faired as well. Such a fate immediately cuts off

vital revenue to creators whose entire lives may depend on ra

handful of copyrights as their sole means of support.

What is the rational for the renewal of copyright --

America being the only country in the world that has such a

leguirement? Whatever theory was propounded in the 1909 law that

leguired renewal, it has literally passed into history with the

enactment of the 1976 Act and with U.S. adherence to the Berne

Union. Roth U.S. law and The Berne Convnetion are keyed to the

elimination of as many technicalities as possible as a condition

/1"
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for securing and maintaining copyright. This distinguished

committee was so instrumental in effecting the 1976 Act, helped

eliminate the following technical requirements which had negative

aspects on maintaining copyright:

(i) The obligation to carry notice of copyright on each copy

of a published work in certain defined locations.

(ii) The requirement that a work first published in the

Fnglish language must be wholly manufactured in America.

( II) That the splintering of certain rights which emanate

ftom a copyright might cause it to fall into the public domain.

(iv) That the only way to be invested with copyright is to

publish copies of a Work with a prescribed form of notice.

(v) That an incorrect year date in the copyright notice may

he fatal to its protection.

(vi) The meaningful explanation of the definition of

"publication" as a means to securing public registration of a

copyrighted work; and above all

(vii) The recognition that regardless of technical details,

copyright vests in the creator on the date of its creation.

By ecognizing copyright as an act of creation, Congress

Invested authors with the power to preserve their copyright --

no longer reliant on third-party actions to invest them with

protection.

4
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Why? Because the cost factor in producing any intellectual

property he it a book, movie, cassette or record -- is not in

the copyright royalty, but in the amount paid for the genius of

the creator or for the services of the performer, printer and

manufacturer.

The only beneficiaries of a copyright prematurely entering

into the public domain are those who carve out a market for that

work, commanding competitive prices with no benefit to the public.

And indeed there are people who have contributed nothing to the

creation or esteem of a literary, musical or audio-visual work and

who through research stand ready to advantage only themselves by

their knowledge that a work is about to enter the public domain.

There is no rationale for the renewal obligation its

history has only produced sorrow for the unknowing without any

concomitant public benefit. Is it not time, during the waning

yc-ars when copyright must be renewed on pre-1978 works, to

acknowledge the antiquity and anomaly of renewal by abandoning it

once and for all?

We urge speedy enactment of H.R. 2372.
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And one may ask: Who is the possible beneficiary of any work

which, because of oversight, enters the public domain? Not the

public! That is a time-honored gross misconception, as evidenced

by all of those classic books, records and tapes, whose contents

have long entered the public domain and which carry the same, and

in some cases a greater, selling price then a fully-protected

work. This committee has time and again heard from primary legal

srholars who have lectured on the great common benefit derived by

the public from works no longer protected by copyright. While

this, like so many old wives' tales has a ring of plausibility, it

is not susceptible of scrutiny when subject to the light of day

Consider the following:

(a) The oldest and most successful hook is The Bible -- sold

in expensive cloth and deluxe editions -- and clearly in the public

domain. The retail price can range from hundreds of dollars to

$2.00.

(b) "Phantom of the Opera," written in 1910, entered the

public domain in the United States in 1985, and is still one of

the hottest tickets in New York at a cost of over $50.00 per seat.

(c) All of the paintings of Van Gogh, Rembrandt, Renoir and

VanDyke which, if available for sale, command millions of

dollars.
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Mr. SANGMEISTER. Mr. Candi lora.

STATEMENT OF VINCENT CANDILORA, PRESIDENT AND CHIEF
EXECUTIVE OFFICER, SESAC, INC., NASHVILLE, TN

Mr. CANDILORA. Good morning. My name is Vincent Candi lora.
I'm president and chief executive officer of SESAC, Inc. On behalf
of SESAC, Inc., and the 2,500 writers and publishers that we rep-
resent, I wish to express our appreciation to Chairman Hughes and
to the members of the subcommittee for the opportunity to present
this statement in support of H.R. 2372.

SESAC was founded in 1930 by Paul Heinecke. Paul Heinecke's
many accomplishments are detailed in the Congressional Record of
January 14, 1965. In its early years, SESAC was known as the So-
ciety of European Stage Authors and Composers. That connotation
was diz continued over 50 years ago as the SESAC repertoire be-
came uverwhelmingly Americanized.

SESAC became and is a well-known trade name in the music in-
dustry. SESAC continues to fulfill Mr. Heinecke's mission more
than half a century later by finding, developing, and protecting the
rights of creative talent out of the mainstream of contemporary
music capitals. Today SESAC represents some 2,500 writers and
publishers and 160,000 musical compositions.

Rather than to repeat the words of my colleagues, particularly
the words of Mrs. Byrd, I feel that that really exemplifies exactly
what the injustice is if the current law is not amended. Therefore,
I would simply like to say that SESAC, on behalf of our writers
and publishers, strongly supports H.R. 2372. Thank you for this op-
portunity.

Mr. SANGMEISTER. You're welcome.
[The prepared statement of Mr. Candilora follows:;

4 4
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PREPARED STATEMENT OF VINCENT CANDILORA, PRESIDENT AND CHIEF

EXECUTIVE OFFICER, SESAC,

SESAC Inc. hereby expresses its appreciation to

Representative William J. Hughes, Chairman, and to all the

members of the Subcommittee on Intellectual Property and

Judicial Administration of the Committee On The Judiciary of

the United States House of Representatives for the

opportunity to submit this statement in support of H.R. 2372

which would amend Title 17 of the U.S. Code.

BESAC BACKGROUND

SESAC was founded in 1930 by Paul Heinecke, a German

immigrant and American citizen possessed with both a love of

music and keen business acumen. In his twenties, Mr.

Heinecke had been the American Manager of Breitkopf and

Hertel, the largest European publisher of music in the world.

A man of vision, he accomplished his goal of licensing

European and American music domestically on the basis that

music is the common denominator in attaining improved

international understanding. He paved the way for American

performances of "Sibelius' Finlandia" and "Valse Triste,"

"Ponces Estrellita" and "Provost's Intermezzo" as well as

the music of modern composers such as Arnold Schoenberg and

Frederick Delius. He formed SESAC to represent the

unrepresented composer and author. In its early years, SESAC

was known as the Society of European Stage Authors and

Composers - that connotation was discontinued over 50 years

ago as the SESAC repertory became overwhelmingly

4_5
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Americanized. SESAC became and is a well known trade name in

the music industry. SESAC continues to fulfill Mr.

Heinecke's mission more than a half-century later by finding,

developing and protecting the rights of creative talent out

of the mainstream of contemporary music capitals. Today

SESAC represent some 2,500 writers and publishers and

160,000 musical compositions.

The many accomplishments of Paul Heinecks are detailed

in the Congressional Record at January 14, 1965.

BE 2372 PREVENTS UHRHOWING_AND UNJUST

ZUREEIMEELSESMEIGMCI

H.R. 2372, introduced by Chairman Hughes and Congressman

Moorhead, would amend the Copyright Act, Title 17, U.S. Code,

to provide for automatic renewal of copyrights. The bill

protects the expectancy interests of copyright renewal

holders while preventing the inadvertent or unknowing

forfeiture by unsophisticated or negligent copyright holders.

Currently, the Copyright Act requires that authors, heirs or

representatives comply with technical renewal registration

requirements in order to obtain the additional 47 years of

copyright protection granted in the Act. Under this

provision, which is out of line with the laws of other

nations, potential claimants must first determine who is
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entitled to claim the copyright and only then may the renewal

term be claimed. Next, the claim must be filed within a

certain time period regardless of illness, disability or

other legitimate reasons that may prevent filing and result

in copyright forfeiture.

In many cases the renewal claimant may be assumed to be

a corporation or other business, but in many more cases the

claimant may be a child, grandchild, surviving spouse or

other heir to an author. While thee', potential claimants are

often dependent upon the income generated by the copyrights,

they are also often unaware of their responsibilities under

the copyright law. This lack of knowledge is also prevalent

among authors themselves. SESAC works with songwriters on a

daily basis and its staffers are frequently confronted with

both aspiring and successful songwriters who are woefully

uneducated about copyright law. Their interests lie in

creating their works rather than in looking after their

business interests.

Songwriters generally assign their copyrights and

renewal rights to music publishers who than have the duty to

register the works for renewal. If those publishers are

small businesses, many years later the owners or heirs say

no longer be interested in the business or may not understand

copyright formalities. Thus, while the songwriter must rely

on his publisher to take care of registration and other

4
4



14111,,,0

441

business matters, the publisher may tail to do so resulting

in the forfeiture of not just the publisher's rights but also

the writer's. These lapses have occurred even at major

corporations and such valuable works as the films "It's A

Wonderful Life," "Meet John Doe" and songs such as the SESAC-

represented Bill Haley i The Comets hit "Rock The Joint" by

Crafton and Keen have fallen into the public domain.

An additional fourteen years remains before the last

renewal copyright registration is due. As time goes by and

as fewer and fewer copyrights remain to be renewed it is

likely that the instances of inadvertent failure to renew

will increase.

The proposed legislation, "The Copyright Renewal Act of

1991", would eliminate these injustices by providing for

renewal of copyright without the technical registration

requirements. No longer would it be necessary to determine

exactly who is the appropriate renewal claimant and when

registration must be made, nor would it be necessary to file

the renewal claim.

$.R. 2372 PROVIDES INCENTIVES FOR REGISTRATION.

- sei .1114:- 4 . 441' . . .

Under the legislation, although renewal would be

automatic, certain benefits would accrue to those who do
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register renewals. First, renewal registration would

continue the presumption of prima facie copyright validity.

Second, if the underlying work is not registered for renewal,

derivative works could continue to be used without

authorization from the copyright owner of the underlying

works.

The Act will not adversely affect:the renewal interests

of publishers, heirs or others who have an interest in the

renewal term. Since the term of copyright will still be

divided into two periods, authors, publisher's, heirs and

others can still bargain for renewal rights and existing

contracts granting renewal rights will not be affected.

Finally, H.R. 2372 will not retroactively grant

protection to works that have already fallen into the public

domain because of failure to register for renewal.

XY

CONCLUSION

Aside from the benefits to the individual creators of

copyrighted works and their heirs and assigns, the Act

benefits the United States generally. The Act will bring the

U.S. copyright law closer to the Berne Convention vision of

eliminating formalities. It may help U.S. trade negotiators

and even provide greater or longer protection for U.S. works

abroad since it eliminate' a technical requirement which

:1
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adversely affects many foreign publishers and copyright

owners.

SESAC, Inc. supports H.R. 2372 and urges the

Subcommittee to recommend its enactment into law.

62-146 0 - 93 - 15
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Mr. SANGMEISTER. Mr. Karp.

STATEMENT OF IRWIN KARP, COUNSEL, COMMITTEE FOR
LITERARY PROPERTY STUDIES, RYE BROOK, NY

Mr. KARP. I want to thank the subcommittee for giving us this
opportunity to speak to the bill.

I might start by pointing out that the members of our group, an
informal group which prepared the initial draft of this legislation,
were in large part very intimately involved in the 1976 revision of
the Copyright Act. Barbara Ringer, former Register of Copyrights,
was one of the principal draftsmen of the current law. Father
Drinan was very much involved in the revision process as a mem-
ber of your subcommittee. John Hersey and Dean Robert
Wedgeworth testified frequently before your subcommittee, Mr.
Hersey as president of the Authors League and Dean Wedgeworth
as the then-executive director of the American Library Association.
Both of them served for several years as members of CONTU, a
committee established by the subcommittee and your counterpart
in the Senate to study the new technological uses of copyright.

I was involved as attorney for the Authors League, and other
members of the group, such as Harriet Pilpel, who recently passed
away, and Professor Kernochan, have been experts in copyright law
for many years, Professor Kernochan teaches it at Columbia Law
School.

All of us felt that there was a way to deal with the only reason
why the Congress had decided in 1976 to retain the two-term re-
newal system for works created before 1978. At that point, as the
chairman pointed out, and as Mr. Moorhead pointed out in his
statement, Congress had concluded that the renewal system was
not workable: It was highly technical, and many forfeitures of copy-
right are due to its technicalities, and it caused an unjust and in-
advertent loss of copyright for many authors and their families.

The only reason Congress retained the two-term system for exist-
ing copyrights was because it was concerned that by establishing
a long single term, contractual rights in prospective renewal copy-
rights might be impaired. In other words, someone who had bar-
gained with the widow and children of an author to acquire the
rights, should they succeed to the renewal copyright because of the
author's prior death, might be. divested of that contractual right if
Congress simply added 47 years to the first term of copyright, cre-
ating a single term of 75 years without the requirement of renewal.
It was solely for that reason that Congress decided to retain the
two-term system for these pre-1978 works.

The solution that we proposed, which is embodied in the bill, is
to retain the renewal system with all of its consequences and with-
out changing it, but avoid forfeitures of copyright by making re-newal automatic if the author or other renewal claimant didn't
choose to register or forgot to register, which is more often the
case, during the final year of the first term.

Having said that, I might also point out another reason why the
renewal system was antiquated, in addition to being contrary to
the basic philosophy embodied in the 1976 act that authors should
be guaranteed copyright protection for a given term, rather than
risk losing it midway, or now even less than midway, through the
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full term. That reason that the main purpose of the renewal clause
had largely been frustrated by a decision of the Supreme Court.
The renewal clause, according to the 1909 House report, was re-
tained not to create a trap through which works would prematurely
fall into the public domain, but to protect authors against the com-
pulsion to assign their copyrights in perpetuity and thus to lose
benefits that might accrue from a work whose value couldn't be de-
termined at the time the contract was made, at the IA ry beginning
of the term; and to assure that they would be able to benefit if the
work later became valuable, as is so often the case.

That's why Congress in 1909 said it would keep the two-term
system, intending that at the end of the first term the renewal
would vest as a new property unencumbered by any grant that the
author had made during the first term. From the author's point of
view, that was a worthy provision. I don't think it anticipated the
huge losses of copyright that resulted, but it was frustrated by the
decision in Fisher v. Witmark, which said that if the author lived
to the renewal year, he was bound by the earlier grant of the re-
newal assignment, and the only way he could escape it was to die
before the renewal year.

As a result, many authors were deprived of that benefit, so that
the clause became less of a bargain for authors, especially when
balanced against the huge loss of copyright through inadvertence,
technicalities, and so forth. There are many reasons why authors
and others lose copyright through the renewal clause. I will not go
into detail. I might mention one: Simply not knowing about the
clause or forgetting about itand forgetfulness is a phenomenon
that afflicts not only individual authors, but even large companies
like motion picture companies. One of the more heavily docu-
mented areas of copyright forfeiture involves motion pictures. That
was not our major concern. Our group was primarily concerned
with the individual author, composer, poet, and so forth, and their
heirs.

But, in addition to forgetfulness, the clause creates very difficult
technical requirements that are not easy even for attorneys to com-
prehend. The most litigated provisions of the Copyright Act over
the last 70 or 80 years have been both renewal and initial registra-
tion, and notice of copyright. Each of these formalities has cost au-
thors copyright protection. Because of that risk, the Berne Conven-
tion provides that copyright would be enjoyed without any formali-
tiesno registration, no renewal, no copyright notice.

Our law, beginning in 1976, has moved in that direction, moved
very rapidly and with broad strides. In the 1976 act Congress pro-
vided that registration was no longer mandatory. Indeed, it wasn't
mandatory under the prior 1909 act. The only time that an author
could be compelled to register an original copyright, a copyright in
the original term, was if the Register made a demand on the au-
thor for the deposit of two copies of the work, a demand that was
seldom made.

Under the present law, registration was not required as a condi-
tion of copyright protection, as section 408 actually specified. The
only time that registration had to be made was if the author erro-
neously omitted a copyright notice or made an error in the notice.
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Even that requirement was eliminated by the Berne Implementing
Act of 1988.

So, we have now reached the point under our law where authorsof works created after 1978 are assured the full term of copyright
without any possibility that they would fall victim to any of theseformalities. The present bill actually closes the one last loophole
through which copyrights do slip quite regularly into the public do-
main, the requirement of mandatory renewal of copyrights in pre-1978 works.

Congress actually addressed the public policy questions that thechairman alluded to in his opening statement. It saw no conflictwith the public interest in substituting a long single term for a re-newal system. There had been witnesses testifying during the
1970's revision process in favor of retaining the renewal system inorder to provide a means of forfeiting copyright protection and "en-riching" the public domain. Your committees 1976 report rejectedthat argument and said that the benefits of a long single term,
both to authors and the public, outweighed whatever benefit might
come from losing works to the public domain prematurely.Similarly, Congress saw no conflict with the public interest orthe constitutional purpose of copyright when in 1976 it increased
the renewal term of all pre-1978 works by 19 years. This was anautomatic extension. One didn't apply for it. Congress gave it auto-matically to all works still in their original or renewal term of copy-right.

That extension has kept hundreds of thousands of copyrightworks out of the public domain for two decades beyond the pointwhen the protection would have expired under the old 58-year, two-term system. There is no evidence, and no one has really come for-ward to say, that the public has suffered because of that.
As Mr. Weiss pointed out and as your committee's report pointedout in 1976, ordinarily the public pays as much for a work in thepublic domain when it buys a copy of a book or a recording of asong as it does for a copyrighted work, and that throwing worksinto the public domain very often simply enriches the p vrietor ofthe publishing enterprise or the record company at the expense ofthe author, because he doesn't pay those few cents in royalties thatthe author would otherwise get.
Indeed, Congress, even before 1976, had in a series of bills ex-tended existing copyrights simply to keep them alive so they could

enjoy the benefits of the present law. I think that the purpose ofthe bill satisfies and complies with that decision, basic decision,
made by the Congress in 1976, and it simply assures authors thatthey will enjoy the full term of protection for the renewal period,
which Congress provided for them in the 1976 act.

I thank you very much for this opportunity to testify.
Mr. HUGHES [presiding]. Thank you very much, Mr. Karp.
[The prepared statement of Mr. Karp follows:]
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STATEMENT OF IRWIN KARP, ON BEHALF OF
THE COMMITTEE FOR LITERARY PROPERTY STUDIES

On H.R. 2372 (Title II)

BEFORE THE SUBCOMMITTEE ON INTELLECTUAL
PROPERTY AND JUDICIAL ADMINISTRATION

HOUSE COMMITTEE ON THE JUDICIARY
June 20, 1991

Mr. Chairman, my name is Irwin Karp, and I appear on behalf of the

Committee for Literary Property Studies ("CLPS"). I appreciate this oppor-
tunity to testify in support of the copyright renewal provisions of H.R.

2372 (Title II). CLPS is an informal group of authors, academicians,
literary agents and attorneys concerned with the protection of authors,

rights. (Georges Borchardt, Robert F. Drinan, Frank D. Gilroy, Henry F.

Graff, John Hersey, Justin Kaplan, Irwin Karp, John M. Kernochan, Perry H.

Knowlton, Barbara Ringer, and Robert Wedgeworth..]

H.R. 2372 would amend Section 304(a) of the Copyright Act to provide

for the automatic renewal of copyrights secured from 1963 to 1977, and to

make registration of renewal applications voluntary rather than mandatory.

In November, 1989, our group proposed this revision in a memorandum and

draft bill we submitted to then Chairman Kastenmeier, Chairman DeConcini,

and the Register of Copyrights.

The Purpose and Effect of Automatic Renewal

The purpose of the amendment is to protect authors and their families

against forfeiture of copyrights upon failure to comply with the mandatory

renewal requirements of Section 304(a). Prevention of such forfeitures was

one of the reasons that Congress, in the 1976 Copyright Revision Act,

established a single life-plus 50 year copyright term in place of the two-

term renewal system which governed the duration of pre-1978 copyrights.

The Judiciary Committee noted that the renewal system was burdensome,

unclear and highly technical -- and "[i]n a number of cases it is the cause

of inadvertent and unjust loss of copyright." (H.R. Rep. 94-1476, 94th

Cong. 2d. Sess. 134 (1976)]

Congress, however, retained the mandatory renewal requirement for

pre-1978 copyrights still in their first term on January 1, 1978 -- rather

than extend the term to 75 years. As the House Report explained, this was

done solely to avoid impairing contingent rights (in future renewal copy-

rights) acquired under existing contracts with authors and other possible

renewal claimants. [p. 139]

The provisions of H.R. 2372 would prevent forfeitures of copyrights

secured between 1963 and 1977, witnout impairing any those contingent

rights. If no application for renewal is filed within one year before the

original term expired, the renewal te-n would automatically vest (on its

first day) in the statutory claimant entitled to it on the last day of the

first term. Automatic renewal would have the same consequences that manda-

1
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tory renewal has under the present law.

Automatic renewal thus eliminates the sole concern which prompted
Congress to retain the mandatory

renewal requirement for copyrights stillin their first term on January 1, 1978. Authors and their families would
be protected against "inadvertent

and unjust losses of" copyrights securedbetween 1963 and 1977. But no other substantive changes would be made inSection 304(a). Automatic renewal would vest the second term of copyright
in the same persons entitled to secure it under the present section. And
the Bill provides that automatic renewal of a copyright would have the sameeffect on prior grants of renewal-term rights ae did mandatory renewal
under the present section.

Consequently, contingent rights under theseprior grants would not be impaired, and the Supreme Court's interpretation
of the renewal section in the REAR WINDOW case (Stewart v. Abend, 14 USPQ
2d 1614 (1990)) is not affected.

The amended renewal section provides for voluntary renewal registra-
tion, and establishes incentives for registration. These and other provi-sions, and their consequences, have

been described and analyzed in the
clear and thorough statement submitted by the Register of Copyrights when
he testified before the Subcommittee on June 6th.

Copyright Forfeiture Under the Renewal System

These are some of the reasons why the present mandatory renewal
requirement causes " inadvertent and unjust loss of copyright."

... Many American authors are unaware of the renewal requirement;
and all the more so in the early years of their careers. Eugene O'Neill,
for example, forfeited the copyrights in several of his earlier plays byfailing to file renewal applications.

... Widows, widowers and children of deceased authors, ignorant of
the renewal clause, fail to exercise their renewal rights.

... Foreign authors often lose U.S. copyrights since they are even
less familiar with the renewal system;

their copyright laws do not require
copyright renewal.

... Authors, particularly those who create dozens or hundreds of
works, inadvertently fail to renew or submit applications after the renewalperiod has expired. It requires careful record-keeping and monitoring
to file a timely renewal registration 28

years after each copyright was
secured. Many authors do not keep such records. When authors die before
the renewal year, their surviving spouses and children, or other successor
claimants, are at an even greater disadvantage.

. Authors often rely on literary agents or publishers to renew
copyrights, and they can make the same mistakes. When authors change
agents or publishers, or when publishers are acquired by larger firms, or
go out of business, renewal applications may be overlooked.

2
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The "unclear and highly technical requiremente" of the renewal clause
also cause forfeitures of copyright.

... Failure to designate the proper renewal claimant in the appli-
cation, filing of the form by an unauthorized person, and other errors may
invalidate renewal applications.

... Novels, poetry, and other works first published in periodical.
and later in book form are thrown into the public domain when the author
only files a renewal application covering the later publication, and fails
to file one for the copyright secured by the initial publication.

... Similarly, author. have forfeited copyrights in plays and
other work. initially registered in unpublished form and subsequently
published -- by only filing a renewal application covering the later publi-
cation, and not filing a timely application covering the earlier unpub-
lished registration.

... Confusion as to the renewal period leads authors and other
claimants to file applications too late to be effective.

Automatic Renewal and The Public Interest

Automatic renewal of pre-1978 copyrights would not violate the public
policy underlying the Copyright Act. It has been argued that the mandatory
renewal requirement serves the public interest because it does throw works
into the public domain after only 28 years, and sakes them available to the
public.

Congress rejected that argument in writing the 1976 Act.
It was urged to retain the renewal system for works copyrighted under the
new Act, so that books, plays, musical compositions, etc. would continue to
fall into the public domain after only 28 years through failure to file
renewal applications. But Congress chose to replace the renewal system with
a long, single copyright term, among other reasons, to prevent such forfei-
tures and to ensure that authors and their heirs would retain post-1977
copyrights for the full term of protection. (H.R. Rept. 94-1476, 136)

It should be observed that other countries have not found it in their
public interest to prematurely terminate copyrights through a renewal
requirement. Under their laws, copyrights endure for a long, single term;
works only fall into the public domain when that entire period of protec-
tion expires.

The House Report (p. 136) also noted that precluding inadvertent
copyright forfeitures caused by the renewal clause would not prevent "using
any work am source material" -- i.e. employing the facts, information, and
ideas it contains; or from making fair use of it. And the Report
pointed out that these forfeitures do not necessarily benefit the public:

"The public frequently pays the same for works
in the public domain as it does for copyrighted works,

3
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and the only result is a commercial windfall to certain
users at the author's expense. In some instances, the
lack of copyright protection actually restrains dissem-
ination of the work, since publishers and other users
cannot risk investing in the work unless assured of
exclusive rights." (p. 134)

Similarly, Congress apparently maw no conflict with the public's
interest or the Constitutional purpose of copyright, when -- in the 1976
Act -- it increased the renewal term of all pre-1978 copyright. from 28 to
47 years. This automatic extension kepe hundreds of thousands of copy-
righted works out of the public domaii for almost two decades beyond the
point their protection otherwise would have expired.

The 19-year extension was not granted as an incentive to create new
works; the books, plays, music and other works protected by it had already
been created and copyrighted. The purpose was to assure their authors, and
their families, a reasonable -- 75 year -- period of copyright protection,
comparable to the life-and-fifty year tors established for works created
after the 1976 Act took effect.

The purpose of H.R. 2372 ie to assure authors of works copyrighted
between 1963 and 1977, and their families, of protection during the last 47
years of that period, by eliminating the mandatory renewal

requirement
which frequently has caused the "inadvertent and unjust lose" of copyright
when the first term expires.

As Register of Copyrights Ralph Oman advised the Subcommittee, The
Copyright Office finds H.R. 2372's revision of the renewal clause "to be
meritorious and in the public interest." (Mr. Oman's statement, p.31).
We heartily agree, and we urge that the Bill be approved by the Subcommit-
tee, and enacted by the Congress.

P.
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Mr. HUGHES. Mr. Karp, maybe you are the best one to help me
with this. My predecessor, Bob Kastenmeier, believed that our con-
stitutional authority for automatic renewal authority was question-
able because he, I believe, found no authority in article I, section
8, of the Constitution. Congress cannot promote the progress of
science and the useful arts, he believed, in works that have already
been created. What's your view on our constitutional authority?

Mr. KARP. Well, pragmatically, he provided the answer. In 1976,
he and the subcommittee, and then the Congress, automatically ex-
tended the term of existing renewal copyrights by 19 years. That
wasn't because it was an incentive to create the works; they al-
ready existed. It automatically added 19 years to the term of pro-
tection.

Indeed, in earlier copyright acts Congress has extended the term
of existing c-wrights as it enlarged the period of protection. It did
that in the 1909 act.

There's nothing in the Constitution or in the broad language of
its copyright clause which says Congress can't add to the term of
a copyright. As I say, Congress did exactly that in 1976, and no one
has challenged the constitutienality of the present Copyright Act
for that reason.

Mr. HUGHES. Mr. Gould, I wonder if you could possibly give us
a precise definition of the prob.km that is addressed by title II of
H.R. 2372 relating to automatic renewal. What I'm trying to find
out is, what is it that you believe that we are accomplishing by ex-
tending for this period? Is it basic due process, justice, equity?

Mr. GOULD. I think it's an equity. I think it's an equitable con-
cept, bvtI'm sorry, did I interrupt? I didn't mean to.

Mr. HUGHES. No, no, go ahead.
Mr. GOULD. That pursues further the whole idea of copyright

protection, as Mr. Karp and others have said here. In the 1976 re-
visions, this was, for many reasons, not considered.

I think what is at stake is very simple. It is almost impossible
for any writer, any creator, over a period of time to track the re-
newal of his works. It's possible perhaps if one writes just a few
numbers and you can devote the rest of your life to looking after
them, but otherwise it doesn't happen that way.

So, I think what we are addressing is the inequity of somebody
losing his or her creative work, so that it goes into the public do-
main because of a slipup. What we're trying to do is to rectify the
procedures to make them easier to deal with.

I mentioned before that some of us, let's say, have the good for-
tune to be able to have, let's say, publishers that were protective
of this, or lawyers, or whoever one might have. But, in many cases,
in most cases, there isn't that protection. Even in the area of being
protected, it can slip up. I had a personal experience of this hap-
pening where I assumed that something was being taken care of
that wasn't. But, I don't want to take up time. I will be happy to
answer whatever I might know.

Mr. HUGHES. Just for the purposes of argument, let's work on the
assumption that we are attempting to accord basic justice and eq-
uity to this one group. What is the rationale for extending the
term, however, of a copyright to an author who hasn't taken the
steps to register? We're talking about the vast majority of them.

53
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The Copyright Office provided some data for us that suggested that
very few individuals actually register their copyright. I'm lookingat a cross section of various categoriesbooks, periodicals, lectures,drama, music, and so forth. Music has the highest percentage of
original registrations and renewals. But, even there, the vast ma-
jonty apparently do not register, do not renew.

Mr. GOULD. May I respectfully suggest that I don't see why some
people who, for some reason or another, do not address the problem
properly should penalize the whole idea. I mean, this is like saying
we have traffic lights, but there are people who walk against thelights.

Let me just try, without getting too complicated. In my own case,
as an example, there are a few things that happened that had todo with works that had gone through transfers in terms of publish-
ers, from one publisher to another. As we know, we live in an age
where one publisher is absorbed by another corporate group, et
cetera, et cetera, et cetera.

In that process, at a certain point the work can end up at a cer-
tain period of time with a publisher who, for one reason or another,is not aware that this work has to be renewed. There would be noway of my knowing this. As I said before, in my case I have written
hundreds and hundreds of works.

I feel that the fact that people have not gone through the nec-
essary procedures does not justify penalizing those who have lost
it because the machinery is not right for keeping it where it should
be.

Mr. HUGHES. Let me just say that I understand that. I under-
stand the concerns expressed by Mrs. Jacqueline Byrd and the fail-
ure on the part of the owner of that particular copyright to renew.We can fix that, it seems to me, without extending the term of
those that didn't even bother to register.

Part of the brAsic onfairness, I think, the flip side of the coin is,
suppose somebody had done quite a bit of research to see whether
or not a particular workbasically because they want to use it
had become licensed. They determine that it appears to be in the
public domain because it is not registered. How would they everfind out? If it's never been registered and we extend the term, andthey i, good faith after exhaustive research use it, then are ex-
posed to litigation because they've used somebody's unpublished
work, isn't that basically unfair? Anybody on the panel can respondto that.

See, I have no problem whatsoever with extending the term of
those who have taken the time and the trouble to register. You cando basic equity to take care of si'.uations like the Byrd works. But,
you have a whole universe of people out therein the instance ofphotographs, it's as much as 95 percentwho have never taken the
time to register their works. Why would we want to renew those?
What's the compelling public policy reason to renew for them?
That's the basic question. Yes?

Mr. KARP. Mr. Chairman
Mr. HUGHES. Yes, Mr. Karp.
Mr. KARP. I take it that the question you are putting involves the

failure to register a copyright during the first term
Mr. HUGHES. That's correct.
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Mr. KARP [continuing]. And whether that failure should preclude
automatic renewal?

Mr. HUGHES. That's correct.
Mr. KARP. J. assume, complementary to that is the premise that

if someone did register in the first term, you would have no prob-
lem with extending renewal automatically'?

Mr. HUGHES. Yes, I can see the basic equities there, but the
problem that I am wrestling with is, why should we provide an ex-
tension of term for somebody who has never basically expressed an
interest in the first place?

Mr. KAR ,. May I address that?
Mr. HUGHES. Yes.
Mr. KARP. First of all, if you take a real universe, which is the

whole copyright world, not just the United States, every other copy-
right country except the Philippinesand I don't know if they've
stopped using our renewal clause; I haven't kept up with the
Philippines

Mr. HUGHES. I assume they have not.
Mr. KARP. But, every other country operates under a copyright

system where copyright continues for the author's life and then 50
years after his death, which is about the same as 75 years under
our renewal system, without any registration, without renewal,
without notice. There is no requirement for any of these in those
copyright laws. French and German and British publishers, some
of whom are astute enough to have acquired American publishers,
have been able to function without any difficulty. Performing arts
societies and music publishers in all of these countries have had no
problem with that absence of formalities.

But, let me come back to the United States and try to see where
the problem arises. The problem, I don't think, would arise with
unpublished works created before 1978 for a very simple reason.
First of all, there were certain categories of works that could be
copyrighted before publication. Under the old law, for books and
other types of material the only way of securing a copyright was
to publish with notice. Registration didn't give you copyright; publi-
cation with notice did.

However, certain categories of works, like music and photographs
and others, could be copyrighted by registering the unpublished
work. If the unpublished work were copyrighted that way, you'd
have a registration.

Second, if the work remained unpublished through December 31,
1977, then it automatically secured copyright under the present
law for a long single term. So, in effect, unpublished works are not
part of the problem.

I should point out, as to both the 1909 act and the 1976 act,
there isn't a word in either of them that says you must reg'ster
during the first term in order to secure a renewal of copyright. The
requirement really comes through a Copyright Office regulation
which provides that the Office will not accept a renewal application
unless an original registration has been filed. Very often, people at
the last minute, the very end of the first term, register copyrights
because they can't file a renewal without that registration.

Now one of the reasons that people do not register copyrights,
and didn't register under the old law, is the same reason they don't
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renew: They didn't know that the registration requirement existed
or that it was mandatory, which it really wasn't.

Also, when you get to multiple works, such as comic strips, large
numbers of poems that a poet will write during his lifetime, it be-
came, even at a low registration fee, rather costly; a lot of impor-
tant works were never registered, major comic strips, and so forth.

I understand many of the meritorious radio dramas of the forties
and fifties were never registered or renewed through inadvertence.
Amos and Andy, the subject of a recent copyright infringement
suit, was thrown into the public domain not because Amos and
Andy forgot to renew, but CBS forgot to renew. They lost a very
valuable property.

When you get down to works copyrighted by publication prior to
1978; if there s a notice with a date in it, then the prospective user
can carry on his research because he knows that if the work was
published between 1963 and 1977, he would have to get permis-
sion, just as he would have to do for any work created after 1978.If there were no notice, it's a pretty safe assumption, with some
risk but not great, that the work is in the public domain. If you
published a work before 1978 without a copyright notice, that for-feited the copyright.

So you really have the problem, I think, in the area where the
notice says copyright, or "C" in the circle, and the name of the pro-
prietor, but doesn't contain a date. That was permissible for var-
ious categories of works like i.:lotographs, technical drawings, andthe like.

But, even there, the problem is no different than it would be
under the new law where you find that notice. Also, because you
can't tell whether the work was registered, because many photo-
graphs and other graphic works were copyrighted not individually
but as part of a magazine, compilation, or a book, and the registra-
tions for those works, if you could track back to them, wouldn't
even mention or identify the particular photograph. Very often pho-
tographs are distributed with the dateless copyright notice long
after they were copyrighted in that way.

So the problems are not unique to automatic renewal.
Mr. HUGHES. I understand.
Mr. KARP. I don't think this is the sine qua non of this bill by

any means, but these are some of the considerations.
Mr. HUGHES. I appreciate that. That's a good analysis.
We have a vote in progress. Would the gentleman from Califor-nia like to begin?
Mr. MOORHEAD. I'm going to yield to Mr. James, please.
Mr. HUGHES. Mr. James, the gentleman from Florida.
Mr. JAMES. Do you intend on returning?
Mr. HUGHES. Yes. Would you rather come back? Why don't we

break here and we'll be back. We have a vote in progress. We'll
come back in 10 minutes. The subcommittee stands in recess.

Mr. HUGHES. The subcommittee will come to order.
I want to apologize for the lengthy delay, but, unfortunately, wehad a series of parliamentary disputes. We were talking about

South Africa, and it generates more heat than light at times. But,
we apologize for holding you so long.
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We're going to have to vote very shortly again, so we're going to
see if we can move through real fast. I would ask you to try to keep
your answers brief, and we'll try to keep our questions brief.

The gentleman from Florida.
Mr. JAMES. Yes, I have one question. We have a 5-minute vote,

so you'll see us head out of here really quickly when they ring the
bell because it will take that to get there.

My one question is: Mr. Karp, is the law settled that Congress
cannot revive lapsed copyrights? It appears to me that it's not that
settled, but I wanted your opinion on it.

Mr. KARP. I think that there's substantial support in the Graham
v. John Deere decision of the Supreme Court, which happens to in-
volve a patent but deals with the same constitutional clause, that
the Congress couldn't restore a public domain work to protection.
Of course, that's not what this bill proposes.

Mr. JAMES. I understand that, and I understand that some of the
discussions earlier related to the problem in 1976; it's already been
passed. As far as people not caring or caring, I, for onein the
practice of law for 20 years, the one thing that would send a chill
up my spine was the statute of limitations. That's what gave you
more sleepless nights, wondering if you had done something in a
timely manner.

So, I see the problem. This is especially a terrible problem be-
cause you're depending upon waiting until a specific point in time.
You can't do it in advance. It's a tortul 'us process. As long as you've
extended it for others, I don't see any reason that you wouldn't
here. If it was a mistake to extend it in the first place, that's one
thing, but you're not saying that. You're saying, hey, treat these
people the same way; it's too much of a burden, too muchit
couldn't be the intention, sort of like the child's game of "May I
take a giant step?" It's ridiculous to me to have that problem. I see
how it occurred, but I think you've come up with a solution to cor-
rect it. I congratulate you.

Thank you so much.
Mr. KARP. Thank you.
Mr. HUGHES. I wonder if, for the record, we can find outfor in-

stance, from ASCAPhow many members did not register their
copyrights in years 1963 through 1977. Is that something you could
provide for the record?

Mr. COULD. 1'11 have to askBernie, is that possible? I certainly
wouldn't know. I wouldn't know offhand.

Mr. KORMAN. There's no way to know, Mr. Chairman. A work is
automatically in the ASCAP repertoire the moment it is created.

Mr. HUGHES. I see.
Mr. KORMAN. But very often an author will put one in his desk

drawer and we won't even know about it. There's no way of know-
ing how many are created and not registered.

Mr. HUGHES. Ms. Preston, how about BMI? Is that possible? Is
that information available?

Ms. PRESTON. No, there's no way of knowing.
Mr. HUGHES. I presume the same thing is with SESAC, Mr.

Candilora?
Mr. GAN DILORA. Yes, sir.
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Mr. HUGHES. We have a number of other questions that we're
going to submit to you in writing. I'm not going to hold you anylonger because we're in between votes. Craig James and I movepretty fast, but sometimes we can't make it to the floor in 4 min-utes to catch that next vote, and they don't wait for you on the 5-minute votes. So, we're going to address the questions to you inwriting, if that's OK. The record will remain open for 10 days, sothat we can receive your responses.

[No further questions submitted to witnesses.]
Mr. HUGHES. Thank you very much. Some of you have come longdistances to be with us, and we appreciate it very much. You havebeen very helpful to us, and we thank you.
I apologize for the delay, it looked like an Abbott and Costelloroutine on the floor; you know: Who's on first? What's on second?That's what it looked like to me when I arrived on the floor a littlewhile ago.
[Laughter.]
Mr. HUGHES. Anyway, thank you. That concludes the hearingtoday. The subcommittee stands adjourned.
[Whereupon, at 12:29 p.m., the subcommittee adjourned, to

reconvene subject to the call of the Chair.]
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The Honorable William J. Hughes
Chairman, Subcommittee on Intellectual
Property and Judicial Administration

207 Cannon House Office Building
Washington, D.C. 20515

Re: Title I of H.R. 2372

Dear Mr. Chairman:

I.: I

June 24, 1991

I write to supplement my oral testimony of May 30,

1991 in support of the above-referenced legislation. I

respectfully request that this letter be inserted into

the Record as part of that testimony.

While many issues have been raised during the
hearings and in supplemental submissions of the various
interested parties, the pertinent considerations, I
submit, remain the following:

1. There is an urgent need for the narrowly focussed
corrective legislation now under consideration.
As I have emphasized in both my formal statement
and my oral testimony, those of us responsible for
decision-making within this nation's publishing
houses are in agreement that the recent decisions
of the Second Circuit have created a virtual per
se rule barring as a practical matter any
quotation without permission of unpublished
works. The resulting censorship already has
diminished the ability of biographers and
historians to accomplish their work and will
continue to do so until legislative relief is
forthcoming.

2. There is no reasonable prospect of judicial relief
from this cuuic-made rule. The only pertinent
case now before the Second Circuit is one in which
the facts are so narrow and the decision below so
fact-specific that even an affirmance is highly
unlikely to produce the needed change. As Chief
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The Honorable William J. Hughes
June 24, 1991
Page 2

Judge Oakes of the Second Circuit has testified,
it simply is not realistic to believe that this
court will disavow in the near term its own recent
decisions in the Salinoer and New Era cases.

3. The proposed legislation is narrowly targeted to
disavow the new per se rule and to restore the law
to a state consistent with the Supreme Court's
analysis in Harper & Row v. The Nation.

As to the privacy concern raised by Representative
Frank, I agree in substance with the views of Messrs
Abrams and Vittor. However, it bears further emphasis
in my view that Congress need not and should not
resolve, in the context of its consideration of the
current proposed legislation, the scholarly debate as
to whether the fair use factors of Section 107 of the
Copyright Act are intended to be exclusive, as urged by
Judge Leval and Mr. Abrams, or, rather, as urged by
Professor Ginsburg, the Copyright Law permits -- or
even requires -- consideration of additional equitable
factors, including issues of privacy and editorial
integrity. This debate, however interesting as a
matter of academic analysis or even practical
application, shouli not, in my view, be permitted to
obscure the urgent need for legislation to correct the
per ge rule established by the Second Circuit.

The current legislation would remedy specific
judicial decisions which were grounded not on a privacy
analysis, but, rather, on the erroneous view that under
the second fair use factor the unpublished nature of
the quoted work is in and of itself determinative of
the entire fair use analysis. I agree with Messrs.
Vittor and Abrams that the Copyright Law, with its
emphasis on the expansion of knowledge and thP
protection of expression for a term exceeding ae life
of the author, is not an appropriate vehicle protect
facts from disclosure. However, it also bears
recognition that the Fair Use analysis has proven over
the years to be an appropriately elastic equitable
doctrine which, when properly applied, has permitted
the courts to take into account all of the factors
reasonably pertinent to the required finding. On their
face, several of the statutory factors have within them
room to consider such matters as the manner in which

mr-2770.1
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The Honorable William J. Hughes
June 24, 1991
Page 3

the quoted work was obtained (e.g., was it deposited in
a library or purloined), its nature (e.g., is it a
diary of personal matters obviously not intended to be
shared or of other than prurient value or a historical
record of potential scholarly value) and other factors.

Most significantly, I respectfully submit that
while the Congress has been shown an urgent need to
remedy the problem now faced by historians and
biographers, there has been no showing whatsoever of a
need to create additional privacy protection. Unless
and until Congress has before it facts to support a
legislative finding that current state law remedies to
protect privacy are inadequate or that the Copyright
Law has in some way become a vehicle for abuse, this
issue should not be permitted to divert attention from
the current legislation which will be effective to
remedy a proven, urgent problem.

Finally, I agree with and endorse the supplemental
submissions of Messrs. Vittor and Abrams on
retroactivity considerations and the issue of whether
the proposed legislation is consistent with the United
States' obligations under the Berne Convention. I urge
the immediate enactment of Title I of HR 2372.

Respectfully,

Mark C. Morril

cc: The Honorable Carlos J. Moorehead
Other members of the Subcommittee
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APPENDIX 2. LETTER FROM KENNETH M. 1hTTOR, VICE PRESIDENT AND

GENERAL COUNSEL, MCGRAW-HILL, INC, TO HON. WILLIAM J.
HUGHES, JUNE 12, 1991

McGraw-Hill, Inc.

221 A/en,,e of in4 Arnel.car,

FAX 2121512-4R27

Kannetn M Valor
rn C..rr,ror1eP! art A.S.WC:ai.General CCu^Se.

June 12, 1991

BY HAND

The Honorable William J. Hughes
Chairman
Subcommittee on Intellectual Property
and Judicial Administration

207 Cannon House Office Building
Washington, D.C. 20515

Re: Title I of H.R. 2372 - May 30. 1991 Hearing

Dear Mr. Chairman:

I write on behalf of the Magazine Publishers of America
("MPA") to supplement my oral testimony on May 30, 1991 with
respect to Title I of H.R. 2372.

1. Retroactivity

A question was raised by Representative Moorhead during
the May 30, 1991 Hearing concerning whether H.R. 2372's
proposed amendment to the "fair use" provisions of the
Copyright Act should be made retroactive. I and other
members of our panel responded during the May 30, 1991
Hearing that Title I of H.R. 2372 would not constitute an
unlawful taking if it were applied retroactively because the
proposal legislation was simply a clarification of existing
law necessitated by the erroneous--and wooden--interpretation
given by the Second Circuit to the Supreme Court's Harper &
Row Publishers. Inc. v. Nation Enterprises decision. As
such, H.R. 2372 would not change the law of "fair use"
respecting unpublished materials but rather would bring it
back to where it was--and should have been interpreted to
be--immediately following the Supreme Court's Harper 4 Row v.
Nation decision.

4 r,,
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Our panel also observed that the proposed legislation
would be rendered totally ineffective, and would not solve
the serious editorial problems it is designed to address, if
Title I were not made retroactive. All of the unpublished
materials which are presently unavailable for selective
quotation by biographers, historians and journalists by
reason of the Second Circuit's decisions in the Salinger v.
Random House, Inc. and New Era Publications Int'l. v. Henry
Holt & Co. cases would continue to be "off-limits" if
Title I of H.R. 2372 were given only prospective application.

Moreover, s .ch a limitation on the application of your
proposed "fair use" legislation would create insurmountable
practical obstacles for publishers, authors and journalists.
If the Bill were not applied retroactively, publishers,
authors and journalists would be forced to determine the date
each unpublished work to be quoted in a work was created in
order to determine whether H.R. 2372's "fair use" provisions
applied. The result: publishers would continue to engage in
self-censorship and decline to make "fair use" of any
unpublished materials.

For all of the foregoing reasons, MPA believes Title I
of H.R. 2372 should be applied retroactively and submits that
there are no constitutional, statutory or other problems with
such an application of the proposed "fair use" amendment.

2. Privacy

There was extensive discussion during the May 30, 1991
Hearing regarding the issue of privacy. I submitted
testimony last July on behalf of MPA regarding the privacy
issue in connection with the Joint Hearing before the
Subcommittee on Patents, Ccpyrights and Trademarks of the
Senate Committee on the Judiciary and this Committee. (See
Joint Hearing at pp. 252-54.) For your convenience, I
reproduce below the relevant portions of MPA's testimony
regarding the privacy issue:

"1. Privacy

"One of the concerns cited with respect to use of
unpublished materials under the fair use provisions of
the Copyright Act relates to the privacy rights of the
copyright owner. In contrast to our antecedent common
law jurisdiction, the United Kingdom -- which, to this
day, does not recognize the right of privacy -- privacy
is a fundamental right of all Americans. Both the
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United States Constitution* and our common law of
torts** protect privacy rights. Additionally, the
collection and use of personally identifiable
information in government and private sector databases
are regulated by statutes such as the Federal Privacy
Act*** and the Fair Credit Reporting Act.****

"In light of these significant and developing
sources of privacy law, MPA believes that the Copyright
Act is an unnecessary vehicle for the further protection
of privacy rights. Indeed, we believe that the
Copyright Act, which is expressly designed to encourage
the broadest possible public dissemination of
information, is plainly ill-suited to protect privacy
rights. For example, the Copyright Act provides no
protection against the dissemination of facts --
regardless of how intrusive or offensive such facts
might be -- because only the literal form of expression
is protected by copyright.

"Moreover, the Copyright Act's expansive protection
of copyright for 50 years after the death of the
copyright owner is in direct conflict with the general
rule under privacy law that privacy rights terminate at
death. The Second Circuit's application of the
Copyright Act's 50-year rule to protect the privacy
interests of decedents represents a dramatic -- and we
believe unwise -- expansion of current privacy law.
This problem -- which has been referred to as the 'widow
censor' problem -- underscores the dangers inherent in
utilizing the Copyright Act to protect privacy rights."

* *

* * *

See, e.g., Meyer v. Nebraska, 262 U.S. 390 (1923),
Griswold v. Connecticut, 381 U.S. 479 (1965), and Katz
v. United States, 389 U.S. 347 (1967).

The Restatement (Second) of Torts, adopted by most of
the states as their own common law of privacy,
recognizes protection of privacy interests from (i)
intrusion, (ii) "false light" publicity, (iii) public
disclosure of intimate embarrassing facts, and (iv)
misappropriation.

5 U.S.C. §552a.

**** 15 U.S.C. §1681 et seg.

6*4
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As the foregoing testimony demonstrates, MPA believes there

are adequate constitutional, statutory and common law protections
already in place to protect privacy rights. These safeguards
co-exist with, and are not pre-empted by, the Copyright Act. In
this regard, we must respectfully but strongly disagree with
Register of Copyrights Ralph Oman's June 6, 1991 Statement with
respect to Title I of 2372 to the effect "that any state law or
cause of action that provides equivalent rights for the copying
or publication of copyrighted works would also be preempted. So
it's the copyright law or nothing." (See Oman June 6, 1991
Statement at p. 7) MPA submits that privacy laws--which
generally protect against intrusive conduct or the publication
of private or highly offensive facts -- do pot provide
"equivalent rights" to those set forth in the Copyright Act
which only protects the copyright owner's form of expression and
not the facts contained in the copyrighted materials.
Accordingly, MPA believes there has been, and will continue to
be, no pre-emption problem under the Copyright Act with respect
to the enforcement of privacy laws.

3. Berne Convention

A question was raised by Representative Moorhead during the
May 30, 1991 Hearing with respect to the compatibility of
Title I of H.R. 2372 with the Berne Convention. Our panel
testified that there was no Berne Convention compatibility
problem with respect to H.R. 2372. The Register of Copyrights
agreed with this conclusion during his testimony at the June 6,
1991 Hearing. For your convenience, and in order to complete
the record on this point, we reproduce below the testimony
regarding the Berne Convention issue which I submitted on behalf
of MPA during last year's Hearing (see Joint Hearing at
pp. 254-57):

"2. Berne Convention

"Another issue which has been raised with respect to
S.2370 and H.R.4263 is the effect of the recent adherence by
the United States to the Berne Convention for the Protection
of Literary and Artistic Works. MPA does not believe the
Berne Convention poses any obstacles to passage of the
proposed amendment.

"To the extent questions have been raised as to whether
the proposed amendment might conflict with the so-called
'moral rights' provisions of the Berne Convention, MPA
responds by observing that Congress was extremely careful to
refrain from incorporating a new 'moral rights' doctrine into
federal law at the time of United States adherence to the
Berne Convention. Thus, §2(3) ('Declarations') of the Berne

0
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Convention Implementation Act of 1988 expressly states: 'The
amendments made by this Act, together with the law as it
exists on the date of the enactment of this Act, satisfy the
obligations of the United States in adhering to the Berne
Convention and po further rights or interests shall be
recognized or created or that purpose.' (Emphasis
supplied)

"Moreover, Congress made it clear in §2(2) of the Berne
Convention Implementation Act that the Berne Convention is
not self-executing in the United States and that '[t]he
obligations of the United States under the Berne Convention
may be performed only pursuant to appropriate domestic law.'

"The Senate Judiciary Committee Report concerning The
Berne Convention Implementation Act, after noting that 'moral
rights' are not provided under federal law and that federal
and state courts have rejected 'moral rights' claims, clearly
states that "the 'moral rights' doctrine is not incorporated
into the U.S. law by fthe Berne implementing) statute."
(Emphasis supplied) (Senate Judiciary Committee, Berne
Convention Implementation Act of 1988, S.Rep.No.352, 100th
Cong., 2d. Sess. 9-10.)

"Similarly, the House Judiciary Committee Report
regarding The Berne Convention Implementation Act observes
'that the implementing legislation is absolutely neutral on
the issue of the rights or paternity and integrity [moral
rights]' and concludes that 'adherence to Berne will have no
effect whatsoever on the state of moral rights protections in
this country.' (Emphasis supplied) (House Judiciary
Committee, Berne Convention Implementation Act of 1988,
H.Rep.No. 609, 100th Cong., 2d Sess. 38).

"Accordingly, the legislative history and express
language of the Berne Convention Implementation Act make it
clear that Congress did not incorporate a new 'moral rights'
doctrine into federal law by agreeing to United States
adherence to the Berne Convention. MPA believes the 'moral
rights' doctrine should not now be permitted to be utilized
by opponents to passage of 5.2370 and H.R.4263 to deny
publishers and authors the right under the Copyright Act to
make fair use of unpublished materials.

"Moreover, MPA submits that the language of the Berne
Convention does not bar the proposed amendment. Thus, while
Article 10(1) of the Convention appears to limit quotations
to portions taken from a work 'which has already been
lawfully made available to the public,' Article 9(2)
expressly provides that ,[i]t shall be a matter for
legislation in the countries of the Union to permit the
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reproduction of [literary and artistic) works in certain
special cases, provided that such reproduction does not
conflict with a normal exploitation of the work and does not
unreasonably prejudice the legitimate interests of the
author.'

"MPA submits that the four fair use tests set forth in
§107 of the Copyright Act -- which tests mirror the concerns
addressed in Article 9(2) of the Berne Convention -- provide
ample protection to copyright owners of unpublished materials
to avoid prejudicing such owners' legitimate interests'. We
do not believe Congress intended in adhering to the Berne
Convention to preclude fair use of unpublished materials. It
would be surprising, indeed, if United States adherence to
the Berne Convention resulted -- without any debate regarding
this important issue -- in the elimination or restriction of
magazine publishers' and journalists' rights under the fair
use provisions of the Copyright Act and under the First
Amendment to quote from previously unpublished information."

4. Broadcasting News Monitoring Services

Finally, we read with interest the Statement of Robert C.
Waggoner submitted to this Committee on behalf of the
International Association of Broadcast Monitors ("IABM").
Without getting into the relative merits of the IABM's
controversial claims under the "fair use" provisions of the
Copyright Act or their relevance to Title I of H.R. 2372, MPA
submits that all such claims by the IABM and any proposed
legislative remedies sponsored by the IABM should be reviewed
carefully by this Committee separately from the clearly
distinguishable issues giving rise to the carefully crafted
compromise language set forth in Title I of H.R. 2372.

Conclusion

For the above reasons and for those set forth in my written
and oral testimony, I respectfully urge this Committee to
expedite passage of Title I of 2372. MPA believes this proposed
legislation is clearly in the public interest. We respectfully
but strongly disagree with Register of Copyrights Ralph Oman's
suggestion that your proposed amendment is designed to protect
"specialized interests" (see Oman Statement, June 6, 1991, at
p. 3) or that the proposed legislation would somehow transform
the "fair use" doctrine into a "detailed, rigid, Napoleonic
Code-like provision" designed to protect "specialized users of
copyrighted material." (Di. at 11) If legislation such as
Title I of H.R. 2372 is "special interests" legislation, then
the Copyright Act, expressly intended "to promote the Progress
of Science and useful Arts", would also qualify as "special

1
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interests" legislation. Title I of H.R. 2372 -- which favors
no specific industry or "special interest" group -- is intended
to, and we believe would if enacted, serve the broad educational
and public illumination purposes of the Copyright Act. We urge
its speedy passage.

Sincerely,-

1

Kenneth M. Vittor
KMV:pag

cc: The Honorable Carlos J. Moorhead, Ranking Minority Member
Members of Subcommittee on Intellectual
Property and Judicial Administration

4 3
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Dear Congressman Hughes:

June 5, 1991
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(212) 701-3000

I write to supplement two responses I provided during
my oral testimony last week with respect to H.R. 2372.

Representative Moorhead asked me a question with
respect to the consistency of H.R. 2372 with the Berne Conven-
tion. At that time I referred to my testimony last July at a
Joint Hearing before the Subcommittee on Patents, Copyrights and
Trademarks of the Senate Committee on the Judiciary end this Com-
:111.W.: in which I addressed that subject. I enclose a copy of my
testimony with this letter and refer the Committee to pages
203-214 of the printed transcript thereof. A summary of that
testimony follows,

The Berne Convention contains a fair-use scheme
similar to that contained in United States copy-
right law: it grants an exclusive right of repro-
duction to the creator of a work, but permits
reproduction by others for certain purposes (as
defined by each individual member country). No-
where in the Berne Convention's fair-use scheme,
however, is there a distinction between published
and unpublished works or a recognition of a right
of first publication. Our Copyright Act does make
such a distinction; it gives an author the right
to distribute copies of the copyrighted work, a

FrY
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right that includes the right of first publica-
tion. Because American courts have, to some
extent, treated this right to first publication as
different from other statutory rights, the balance
of equities in a claim of fair use of unpublished
works has weighed heavily against fair use, some-
times so heavily that a finding of fair use of
unpublished works has been all but precluded.
Thus, our law has distinguished between published
and unpublished work to an extent that is neither
recognized nor endorsed by the Berne Convention.
By assuring that fair use of unpublished works is
determined on the basis of all the fair use
factors, American law would not only be compatible
with the larne Convention, but would represent a
major step toward compliance with our interna-
tional obligations under it.

The second topic I would like to address is that of
privacy, particularly in light of a number of questions raised by
Representatives Glickman and Frank. I would, on further reflec-
tion, respond to those questions as follows:

There is authority for courts applying the fair use
test to go beyond the four factors set forth in Section 107 and
to consider ge.ieral equitable concerns in determining what use is
and is not fair. The emphasis in Justice O'Connor's majority
opinion on the supposed "piracy" by The Nation in Harper 6 Row
Publishers, Inc. v. Nation Enterprises, 471 U.S. 539, 550-552
(1985) is one example. Another is Sony Corp. of America,v.
Universal City Studios, Inc., 464 U.S. 417, 448 (1984) (applying
an "equitable rule of reason").

While it is thus a plausible reading of the Copyright
Act to permit judges to consider such factors in determining what
is fair, I believe it is more consistent with Section 107 and
with sound public policy to limit judicial consideration of fair
use to the four factors set forth in Section 107 and no others.
A particularly powerful argument to that effect was made by Judge
Pierre Leval in an article published by him in the Harvard Law
Review. I enclose a copy of it for the Committee's considera-
tion.

Representative Frank asked me a number of hypothetical
questions designed to explore whether (however Section 107 is now
interpreted) copyright law should presumptively deem a use of any
unpublished material as unfair if the material at issue was
obtained illegally by a journalist or in some similarly surrepti-
tious manner. I note, at the outset, that I am unaware of any
copyright case in which those facts were present. In fact, I am
unaware of any situation in which a journalist stole or pilfered
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copyrighted material and then quoted from it in some article. I

am, to be sure, aware of many -leaked" memoranda, letters and the
like which have been quoted in the press. Any new limitation on
the ability to quote from such material would, I believe, raise
the gravest First Amendment issues.

What though, of Representative Frank's inquiry as to
whether any use of such material should be deemed presumptively
unfair -- with, perhaps, some built in First Amendment exception?
My response is negative and is as follows:

Copyright law exists to promote the progress of Sci-
ence and useful Arts." U.S. Const. Art. 1, § 8, cl. 8. That is
its sole constitutional purpose. I believe any use of the law to
punish behavior that is viewed as morally unacceptable that is
not aimed at furthering the creative process is unsupported in
the Conztitution and might well be unconstitutional.

Copyright law, by its nature, protects only expression
-- not facts or our ideas. Privacy of thoughts, privacy of
facts, privacy of anything but expression is not only
unprotectable under the current copyright law but under any we
have ever had. In fact, if copyright law sought to protect facts
or ideas -- e,g., to grant a monopoly in them -- it would run
counter to the single most accepted, least controversial provi-
sion of that Jaw. A recent Supreme Court opinion put it this
way:

"'No one may claim originality as to m'cts.' This
is because facts do not owe their origin to an act
of authorship. The distinction is one between
creation and discovery: the first person to find
and report a particular fact has not created the
fact; he or she has merely discovered its
existence . . . . [Thus, facts] may not be copy-
righted and are part of the public domain avail-
able to every person." Feist Publications, Inc.
v. Rural Telephone Service Co., Inc., 111 S. Ct.
1282, 1287-89 (1991) (citations omitted).

Thus, unless Congress were to consider a radical -- and in my
view radically unwise -- revision of law, the only privacy-
related interest that could be protected is the privacy of the
expression found in a letter, diary or the like.

I have previously adverted to Judge Leval's article and
the general position taken therein that only the 4 statutory
factors set forth in Section 107 should be considered in
determining if a use is fair. Judge Leval's specific treatment
of privacy is, I believe, persuasive. It reads, in its entirety
(without footnotes) as follows:
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"The occasional attempt to read protection of
privacy into the copyright is also mistaken. This
trend derives primarily from an aberrational
British case of the mid-nineteenth century in
which there had been no replication of copyrighted
material.

"Queen Victoria and Prince Albert had made
etchings which were exhibited privately to
friends. The defendant Strange, a publisher,
obtained copies s rreptitiously. Strange wrote
descriptions of tne etchings and sought to publish
his descriptions. Prince Albert brought suit to
enjoin this intolerable intrusion. The Lord Chan-
cellor, expressing concern for the privacy of the
royal family and disapproval of the surreptitious
manner by which the defendant had obtained copies
of the etchings, affirmed the grant of an injunc-
tion.

'Prince Albert's case is noteworthy as the
seed from which grew the American right of pri-
vacy, after fertilization by Brandeis and Warren.
But it should not be considered a meaningful prec-
edent for our copyright law. The decision
reflects circumstances that distinguish British
law from ours -- particularly the absence from
British law of two of our doctrines. First, al-
though British society placed a higher value on
privacy than we do, English law did not have a
right of privacy. In this country, a right to
privacy has explicitly developed to shield private
facts from intrusion by publication. Second,
British law did not include a strong commitment to
the protection of free speech. American law, in
contrast, maintains a powerful constitutional pol-
icy that sharply disfavors muzzling speech.

"Serious distortions will occur if we permit
our copyright law to be twisted into the service
of privacy interests. First, it will destroy the
delicate balance of interests achieved under our
privacy law. For example, the judgment tnat, in
the public interest, the privacy right should ter-
minate at _eath would be overcome by the addi-
tional fifty years tacked onto copyright protec-
tion. Such a change would destroy the policy
judgment developed under privacy law denying its
benefits to persons who have successfully sought
public attention. In addition, as a result of the
preemption provisions of the federal copyright

4 a 7
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statute, construing the copyright law to encompass
privacy might nullify state privacy laws.

-Moreover, the copyright law is grotesquely
inappropriate to protect privacy and obviously was
not fashioned to do so. Copyright protects only
the expression, not the facts revealed, and thus
fails to protect the privacy interest involved.
Because the copyright generally cannot be enforced
without a public filing in the Library of Con-
gress, the very act required to preserve privacy
would ensure its violation. Finally,
incorporating privacy concerns into copyright
would burden us with a bewilderingly schizophrenic
body of law that would simultaneously seek to
reveal and to conceal. Privacy and concealment
are antithetical to the utilitarian goals of copy-
right."

For the above reasons and for those set forth in my
written and oral testimony, I respectfully urge this Committee
favorably to report out H.R. 2372 in the very form that it has
been so laboriously negotiated. It is, to be sure, for Congress
alone to decide what copyright law will best serve the public.
In this instance, I submit, the modest amendment embodied in
Title I of H.R. 2372 is precisely what is needed to deal with the
pressing problem with which authors, publishers and ultimately
the public is faced.

Sincerely,

76/ -'4Z?/C-
FloYd Abrams

The Honorable William J. Hughes
Chairman
Subcommittee on Intellectual Property
and Judicial Administration

207 Cannon House Office Building
Washington, D.C. 20515

cc: The Honorable Carlos J. Moorhead
The Honorable Dan Glickman
The Honorable Barney Frank
Hayden W. Gregory, Counsel

I
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Kr. Chairman and distingulshed committee members:

appear, at your invitation, to testify in support of the adop-

tion of S. 2376 and H.R. 4263, legislation designed to assure

that fair use principles are applied to unpublished as well as

published works. I appear to express the concern of and sup-

port for this legislation of the American Historical Associa-

tion, the Organization of American Historians, the National

Writers Union, the Authors' Guild, Inc., PEW American Center

and the Association of American Publishers. I appreciate your

invitation, and am delighted to have the chance to testify

before you.

I have more than once encountered the topic of these

bearings in litigation on behalf of clients: I was counsel to

Tht Ration in the unsuccessful defense of their position in

Narver f. Row v. Nation Annocistes1: i represented Random House.

Inc. in their unsuccessful effort to persuade the Supreme Court

to grant a writ of certiorari. in the case brought against it bT

J.D. Salinger2; and I, together with Professor Leon Friedman,

unsuccessfully urged the Supreme Court on behalf of PER Ameri-

ca% Center and the Authors Guild Inc., as snit' curiae, to

1

2

471 U.S. 531 (1944).

Mrtr vA1411°M.U1.11c.i946
0111411.96 (2d Cir.

"7 0
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grant a writ of certiorari in the case of Nev CiA_PubLication-

'mi. v. grammiiAco. 3 No one with the von-loss record

reflected in theme cases could fail to be described as an

expert in this area. I hope, however, you will indulge me in

the assumption that in other areas of lev I have occasionally

dons better. More than that, 1 hope you will agree with me

that the legislation about which these hearings

be adopted.

center should

The need for the adoption of r.fw leg!slation in this

area did not arise overnight. It is not Cle product of one

litigation or of one ruling, and certainly not the views of any

one judge. 7o some degree, it arises from the language of

Section 107(2) of the Copyright Act itself; that section states

that 'the nature of the copyrighted work' shall be one factor

to be taken into account in determining if a use of anotbees

expression was 'fair." Whot is it talking about? The nature

of the work in the sense of a biography or a cookbook? k poem

or a musical composition? The fact that a work is predoai-

nantly factual? Or whether the quoted-from work vas previously

published or unpublished?

3 673 ?.2d 576 (2d Cir. 1999), r ' dented tft tim, 964
P.2d 6S9 (2d Cir.) cert. , 110 Sup. Ct. 1168
(1990).
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Prior to the Supreme Court's ruling in the Plation

case, the relevance of the unpublished character of a work was

hardly clear. With the abolition in 1976 of publication as

what the House Report characterized as the 'dividing line

between common law and statutory protection and between both of

these forms of legal protection and the public domain,"4 the

argument was certainly plausible that the determination of fair

use, as well, was not to be made based upon the published or

unpublished status of the work at issue. So vas the competing

contention that, as a Senate Report observed, 'Who applica-

bility of the fair use doctrine to unpublished works [remains]

narrowly limitrd."5

Ia its ruling in the Nation case, the Supreme Court

opted for the second view, concluding that "under ordinary cir-

cumstances, the author's right to control the first public

appearance of his undisseminated expression will outweigh a

claim of fair use." 471 U.S. at 555. Two years later, in

Salincler, the Court of Appeals for the Second Circuit concluded

that unpabliehed worhs "normally enjoy complete protection

against copying." And in the still more recent ruling of the

4 H.R. Rep. Mo. 94-1476, 94th Cong., 2d Sess. 129 (1976).

5 S. Rep. No. 94-473, 94th Cong., 1st Sess. 64 (1975).

62-146 0 - 93 - 16

1 C..



8

476

-4-

Court of Appeals in the *few Era case, the Court of Appeals con-

cluded that publication of even °a small . . . body of unpub-

lished materiel cannot pass the fair use test, given the strong

presumption against fair use of unpublished work.' 873 17.2d at
583.

These rulings have had enormous practical as well as

theoretical impact. As a result of the rulings, history cannot

nov be written, biographies prepared, non-fiction works of

a:most any cind drafted without the gravest concern that even

highly limited quotations from letters, diaries or the like

will lead to a floating of copyright liability and the conse-

quent issuance of an injunction against publication. Subjects

of biographies and their heirs have been provided a powerful

weapon to prevent critical works from being published. They
have used it unsparingly. Authors have been obliged to charac-

terize -- without quoting, without paraphrasing -- what their

subjects have said. thus making it impossible for readers to

pass judgment for themselves aoout the nature of what was, in

fact, said. So acute is the concern wrought by these rulings

that Arthur Schlesinger Jr. has observed, °[O! the law were

1:
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thiS way when I wrote the three volumes of The hoe of

posevelt, I might still be two volumes short."6

At the risk of belaboring the point. alloy me to

guide you on a brief trip through current 14141 doctrine. In

muumlge, as I have said, the Supreme Court leclaried that

'under ordinary circumstances' a elate of fair use would not be

sustained as regards an unpublished work. 471 U.Z. at 555.

That determination, as later construed and applied by the Court

of Appals for the Second Circuit, has made it all but impos-

sible for alleged infringers to meet the four-part test that,

according to Section 107, a court must consider to determine

whether or not a use was fair. Ducting this bill into law

will eliminate that nearly insurmountable presumption against a

finding of fair use while still. leaving the courts free to

enps in a detailed examination of whet use is and is not

fair.

The potion case included a crucial and lengthy pre-

liminary discussion explaining why uses of unpublished works

find less favor under the Section 107 factors than uses of pub-

lished works. The Court noted, citing an earlier decision,

that the grant of copyright monopoly is ''intended to motivate

Newsweek. December 25. 1909. p. BO.

' t4 s

-
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the creative activity of authors and inventors by the provision

of a special reward, end to allow the public access to the

products of their genius after (a) limited period of exclusive

control has expired." 471 U.S. at 54G, citing Souv Coro. of

Aiserice v. Universal City StudioS, Inc.. 464 U.S. 417, 429

t1704). The Court declared that a holder of a copyright pos-

sesses a special right first to publish his work. Out whereas

Section IOC]) of the Copyright Act sets forth that right as

One of those possessed by a copyright owner (and thus, presum-

ably, subject to filar use under Section 107) the Court vent far

toward elevating the right of first publication to being the

Act's most significant right. 471 U.S. at 553. It observed

that the purpose of the copyright clause was to increase, and

not to impede the harvest of knowledge. 471 U.S. at 54S. It

than presumed that the crucial economic incentive to create lay

in retaining the right to disseainats to the public ones own

worX and that allowing liberal fair use would rob a copyright

holder of the commercial value of that right. Thus, it forged

a crucial link between the right of first publication and the

purpose served by the copyright clause -- maintaining an incen-

tive to produce works of artistic and intellectual (,,Jnius. Rut

in so doing, the Court seemed to suggest that a historian or

other scholar can use unpublished material fairly only in the
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most extremely limited circumstances, lest the purpose served

by the copyright monopoly be transgressed.

Recall now the four factors considered by s court to

deternie fair use: (1) the purpose and character of the use;

(2) the nature of the copyrighted work; (3) the amount and sub-

stantiality of the portion used in relation to the copyrighted

work as a whole; and (4) the effect of the use upon the poten-

tial market for or value of the copyrighted work. Citing the

petion's preliminary discussion emphasising the limited circum-

stances in which use of unpublished documents Is protected by

fair use the opinions of the Second Circuit have "pleceldJ

special emphasis' on the second factor -- the nature of the

copyrighted work. Salianer, 811 r.2d at 96. As read by the

Second Circuit, then, The Ration requires the courts to make a

redundant and, from the point of view of the secondary user, a

loaded inquiry. A court must place 'special emphasis' upon the

second factor; if a work is unpublished, the alleged infringer

win, in the ordinary course and for that reason alone, lose on

the second factor; t A if the accused loses on the second fee-

tor, then he or she is well on the way to losing the case.

From an adverse decision on the second factor, it is

a natural -- almost inevitable -- step under current law for a

0
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court to find against the defendant on the fourth factor, the

effect of the use on the market ivr the copyrighted work --

which the courts have consistently concluded is the single

most important element of fair use.' Nation. 471 V.S. at 566.

Since the crucial preliminary question is whether the copyright

holder has in fact exercised the right to publish, any dissemi-

nation before he does so will by definition interfere with a

vriter's opportunity initially to publish. In Salinas;, for

example, the Second Circuit noted that 'the impairment of the

market seems likely [because tihe biography copies virtually

all of the most interesting passages of Salinger's unpublished

letters. 0:1 F.24 at -9. It is not coincidental that in nei-

ther case interpreting the Potion has the Second Circuit WI
found some impairment of the market. And so, the fact that a

work is unpublished leads speedily -- and dangerously easily --

to a rl'ing by rote in favor of the plaintiff on the critical

fourth factor. With this victory in hand -- the second factor

plus the is important" fourth factor -- the plaintiff cannot
lose. And the plaintiff does not lose.

Something is sassing from this analysis. Is it not

possible to distinguish between kinds of appropriations of

unpublished material? Surely a difference exists between the

writer who quotes extensively from. previously unpublished poems

-
e , -: ..)
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simply to take advantage of particularly mellifluous expression

and the historian who quotes the eapressicn because it is nec-

essary to explain the nature of the poet's literary contribu-

tion. Surely, the effect on the market of the unpublished

material is considerably mo,-a pronounced in the former case,

where the reading public first glimpses everything in and of

itself. than in the latter case. where the public views the

unpublished expression as central to an independent work of

criticise. Seder the law currently being enforced, courts sim-

ply do not ask these questions.

There have, to be sure, been some indications that

recent fair use rulings allow the quotation of at least some

unpublished material. For example, in his opinion denying a

petition for a rehearing of Pew Erg. Judge Miner responded to

critics of the Court's original conclusion with the observation

that 'there is nothing in the [Sew trgi majority opinion that

suggests' certain small amounts of unpublished expression would

mot constitute fair use. 114 F.2d at Gil. Judge Newman, the

author of the Second Circuit opinion in Salinaer, asserted, in

support of reconsidering vow erg, that the doctrine of fair

use permits some modest copying of an author's expression in

those limited circumstances where ccpyinq is necessary fairly

BEST COVi
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and accurately to report a fact set forth in the author's writ-

ings.* La. at 663.

But these words do not solve the proliem. Any fair

use analysis involves inherently unquantifieble judgments. The

Question of how much use of another's expression is too much

will be with us as Long as the concept of fair use itself is

with us. But with the addition o! the concept that virtually

any use of expression from unpublished works is unfair, any

delicate balancing process has been undone.

Although the Second Circuit decisions have exacer-

bated the situation created by this portion 6f the pOion rul-

ing, the central problem -- the problem addressed by these

bills -- remains the strong presumption against finding fair

use for unpublished material articulated in the Mimi case

itself. I do not come before you, then, simply to ask for the

supposed 'overruling' of dicta in the Second Circuit's pew Era

opinion, as one commentator has advised this committee.7

Instead, what needs rethinking -- and a legislative response --

is the very analytical framework of this issue that insists

7 Getter from Jane C. Ginsburg to Representative Robert
Kastemmeier 3 (June 25, 19901 [hereinafter Ginsburg
letter].
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that the imptiblished character of a work should weigh heavily

against any quotation from it being deemed fair.

Why should this be so? Why should it be so at all?

In some circumstances. the unpublished character of, say, a

quoted-from poem or essay about to be published may well gravi-

tate against a finding of fair use. But why should the disclo-

sure of the 'smoking gun' quotation from is letter written by a

corrupt political leader even be presumed to be unfair? Why

should Robert Caro's use of any quotations from the papers of

Robert Noses in Caro's preparation of his critical -- and

Pulitzer-Prise winning -- biography, The Power Broker," be

deemed presumptively unfair? Why should Jamas Reston, Jr., the

author of a recent biography of John Connolly, have had to

limit significantly his use of letters written from Kr.

Connolly to President Lyndon S. Johnson because (as 'tattoo

wrote) 'no author could bear (the] risk' that any such use

would now be deemed unfair:A Why should Bruce Perry. the

author of forthcoming biography of Malcolm I, have been

forced to delete 'a great deal of material' from letters of his

subject which are essential to conveying his character because

8 Letter from Janes Reston, Jr. to Arthur N. Schlesinger,
Jr.. quoted in 3rief hmici Curiae of PEN American Center
and the Authors Guild Inc. in Support of Petition for Cer-
tiorari (No. 89-869).

:)17) 7
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of threats from his widow that she is 'quite concerned* about

the biography being written without her consent?' why, as

well, should Victor 'framer, a literature scholar who has been

working on a biography of James Agee, thus far have been simply

unable to publish his work Imamse of opposition by the execu-

tor of the Agee estate?'"
io

The problem lies with th. resump-

tion itself, not with any particular judicial opplLt_..tion of

it.

In the end, the presumption against any use of unpub-

lished expression being deemed fair misapprehends the way his-

torians, biographers and others go about their efforts. Judge

Leval made this point eloquently:

First, all intellectual creative activity is it part
derivative. There is no such thing as a wholly original
thought or invention. each advance steeds on building
blocks fashioned by prior thinkers. Second, important
areas of intellectual activity are explicitly referential.
Philosophy, criticism, history, and even the natural sci-
ences require continuous reexamination of yesterday's
theses.

Quoting or paraphrasing expression often is the key to this

enterprise. ft creates understanding, not simply dry

9 Letter from eruct Perry to Senator Paul Simon (July 4,
1990).

10 Chronicle of Maher Educatio0. /wit 16, 1990. p.
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knowledge. It allows us to appreciate inference, to explain

nuance. It allows us to probe the state of mind of historical

figures. Creating a foreboding and legalistic presumption

against this sort of enterprise harms our understanding of our-

selves sad thus fails to fulfill the purposes of the copyright

law. As long asthe far 'narrower standard' for unpublished

documents remains, a court's four - factor inquiry will always

complete itself before it begins. The chance that a use of

unpublished works will be determined to be 'fair' will be slim,

at best -- and, more often, non- existent.

Informed criticism, history or biography takes years

to create. Those who do so serve all of us by their efforts.

With increasing frequency, those who write these works have

been constrained in their efforts, threatened by a body of law

that has rigidly enforced a legal proposition that inhibits

scholarship by chilling the publication, process itself. The

5111s before you will go far to ending that chill by permitting

the weighing of particular uses against the assuredly signifi-

cant copyright owner's right to be the first disseminator of

his private work. I do not for a moment suggest that the right

of first publication -- and the commercial value that flows

from it -- is not important or that it should not play a large

part in a court's fair use analysis. But by eliminating a

e -1A t
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general presunption which so disfavors the use of unpublished

expression that virtually all non-fiction writing has been put
at peril, these bills will serve us all.

ccovriaht iniunctiafts

There is an additional disturbing aliment of this

jurisprudence that I would like to eddreass the rather promis-

cuous way in which courts issue
injunctions for violations of

the copyright laws. In the contest of unpublished expression,
ay concerns are even stronger.

In plino4m, Judge Newman concluded that if biogra-
pher "copies more than minimal amounts of (unpublished) expres-
sive content, he deserved to be enjoined. 611 r.242 at 36.11

Based upon Judge lieumen's language. the majority opinion in New
Am declared that "lidince the copying of 'more than minimal
amounts' of unpublished

expressive material calls for an
injunction barring unauthorised use . . . the consequences of

the district court's finding (that a *malt, but more than neg-
ligible, amount was unfairly used) seem obvious.' 873 P.M at
584. explaining his views in his response to the motion fart

11
Judge Newman later explained in hiS dissent from the deci-sion not to rehear the 6£.r Cr a case, the 'sentence fromSalt tr was concerned with the issue of infringement, notthe c ice of remedy.' 684 ?.2d at 661 n.l.
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rehearing, Judge Miner made plain that 'under ordinary circum-

stances' use of more than minimal amounts requires an injunc-

tion. 11114 P.24 at SO.

In my view, both the language of the Salinqu and the

New Era rulings are consistent with the law that has generally

existed in this area. It is perfectly accurate for Judge Hiner

to conclude that at least under 'ordinary circumstances'

injunctions routinely follow findings of copyright liability.

So they have. Rut should they?

I start with the proposition, not unknown in First

Amendment law, that injunctions on books are generally anathema

to a free society. Prior restraints are generally viewed as

the moat serious and least tolerable infringement on First

Amendment rights.* IffalarAskeUsakAsslit v. §tuart, 427 U.S.

539, 559 (l976). We do not permit prior restraints in libel

closes, an matter how peetuasively a plaintiff demonstrates harm

caused by the intended speech. The Supremo Court, to this

date, has newer held constitutional any prior restraints on

publication by a ntwepaper. Why, then, are v. quite so willing

to interpret copyright law to require eyes the near-automatic

issuance of SR injunction against the publication of a book

which includes in it some infringing material? If the First

UST LIK u et ABLE.

r.
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Amendment prevented a court from enjoining the entire Pentagon

Papers, notwithstanding the national security concerns cited by

the government which were implicitly accepted by a majority of

the Court, why should selective unpublished quotations used is

a significant piece of history or scholarly criticism routinely

be subjected to the literary equivalent of capital punishment

known es an injunctions

I suggest no more than that, at the least. courts

should weigh carefully whet remedy should be awarded even after

finding of infringement. enjoining publication of a book is

serious, and ritualistic incantation of the availability of

injunctions in copyright cases makes it no less so.I2 I thus

agree with the views of Chief Judge Oakes in his opinion in dal

g rf, in which he acid that "a non-injunctive remedy (often]

provides the best balance between the copyright interests end

the First Amendment interests at stakes in any given case. 873

P .2d at 597.

On one level, enacting this bill into lair should go

long way toward reducing the number of nearly automatic

12
Not insignificantly. the Copyright Act implicitly repudi-
ates the automatic issuance of an injunction. It provides
simply that any Court . . . max . . . grant temporary and
final injunctioe." iemphasis supplied)

4)
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injunctions bk reducing the nueber of infringement claims

Wiest publishers and authors who make selective use of unpub-

lished **melon. but the injunction issue cuts deeper. I

join other CoSmentsters in urging Congress termally to request

the Copyright Office to evaluate how frequently and with what

justification courts issue injunctions against publishers and

authors in infringement cases. The Copyright Office Should

suUmit to Congress the results of its findings and Congress

should review those findings, reflecting carefully on the pro-

found implications for the First Amendment they nay suggest.

The Berne Convention

The proposed amendment provides the additional bene-

fit of bringing our copyright law more in line with. the inter-

is/Miaml copyright standards set forth in the Berne

Convemtioa. 13 tt has bees argued before this Committee
14 that

the amendment is somehow iecompatible with the Berne Conven-

tion. An I will indicate later, it appears on the contrary

that passage of this bill may well be a major step toward com-

pliance with our international obligations.

13

14

!erne Convention for the Protection of Literary and Artis-
tic MOM, Paris Act of Jun* 24, 1971 (hereinafter Berne
Convention].

at Ginsburg Letter 4.

FES1 Cins4Vit
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Before reaching that issue, however. I start with a

far easier one: whether, and to what extent, our adherence to

the Berne Conventioa restricts the ability of the Congress to

amend American copyright law. The Berne Convention Implementa-

tion Act of 1941815 makes plain that the Convention is not

self-executing. .16 The Act further antes that 'Who obliga-

tions of the United States under the Berne Convention may be

performed °sly pursuant to appropriate domestic law."17

rinally, the Convention itself gives authors protections 'in

countries of the Union other than the country of origin' of the

work. I6 what all this boils down to is the following: the

Berne Convention is not American law; the.Derne Convention can

be followed only by applying American law; and the Berne Con-

vention simply does not apply to American authors filing claims

15 Pub. L. Mo. 100-546, 102 Stat. 2953 (19661 thereinafter
implementatioe Act) (codified as amended in scattered sec-
tions of 17 U.S.C.).

Id. 5 2(11. 102 Stat. at 2853.

Ia. S 2(2), 102 Stat. at 2653.

Berne Convention, art. 5(1). The 'country of origin' of
work is determined according to elaborate rules set forth
in the Berne Convention, art. "(GI.
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in American courts for their unpublished works or their works

published in the U.S."

The Marne Convention, in any evert, employs a 'fair

use scheme similar to our own: it gives en exclusive right of

reproduction to the creator of work,20 but permits reproduc-

tion by others for certain purposes. 21 The Convention

19 Eel rime) Recoil of the Ad litn_lOrkino Group on U.S.
Adhertace to the Serpg Coevtation. 10 Colum.-VLA J.L. G
Arts 513, 516-17 (11$6). 3 K. Nimmer A
D. Risser. C40Trioht S 12.111tStlit 17-S (1951) (protec-
tions provided by Convention ere "lintel= starlet-dial,
which the United States must accord to Coavestion claim-
ants but need net make available to Americana'); S.
Ricketson. ThsjItancleamtgalit
srary aid Artist c WOrkei - 194, 5.71, at 212
1917) (For his umpublished works, an (American) author
receives in [the U.S.1 the protection of [American] law.
but none of the rights 'specially granted' by the
Conveetion.).

For their works published abroad in a Berne Union member
nation. Americas authors filing a clala here would receive
both domestic low protection and ferns protection. 522 S.
Ricketson. S 5.71. at 212. *Bair Herne claims, like the
claims of foreign nationals whose works are published
abroad, night be unenforceable if our law did not support
the claim. This is because Berme is given effect here
only under our lay. 522 Implementation Art S 3(a).

29 512 17 U.S.C. S 106(a), (c) (1942); ferns Convention, art.
9(11.

21 E22 17 U.S.C. S 107 (1982); Berne Convention, arts. 9(2)
(general exception), 10(1) use of quotations), 10(2) (use
in teaching). 10bis(2) (use for reporting). One provision
permits reproduction of published articles without employ-
ing a fair use analysis. Seg Berne Convention, art.
10bis(1).

-
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explicitly declares that 'Mt shall be a natter for legisla-

tion in the countries of the Union' to define those 'certain

special camel" in which reproduction is allowed.22

The purpose of this scheme, u elaborated in the

leading treatise on the Berne Convention. has familiar ring

to AmericAn ears:

"(Tlhese might be described as instances when it
is considered that the 'public interest' should
prevail against the private interests of
authors. . . . In truth, 'public interest' is a
shifting concept that requires a csreful balancing
of competing claims in each case.'"

The members of the international copyright community

perform this careful. fact-dependent, case-by-test equitable

analysis by instructing their courts* to consider several fac-

tors. These include the following:

22 Berne Conventioa, art. 9(2).

23 O. licketson. S 9.1, at 477 (1987). css plso World Intel-
leckval Property Organization, Pub. Mo. 615($ }.
thqi43211C201111Lien S 10.1, at SO (1970) (hereinafter
Guth 1 ("IThe I) aim (of limitations on the exclusive
right. is to meet the public's thirst for information.").

24 14. guida S 10.4, at 59 ("The fairnass or other-
wise of what is Sone is ultimately a matter for the
courts. . . .').

BEST COPY AVAILABLE
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(1) the reproduction should 'not conflict with a

normal exploitation of the work":15

(2) it should "sot unreasonabii-prwiudice the

legitimate interests of the author":26

(3) it should be "compatible with ffsir practice;27

and

(4) the extent of the use should be justified by

the purpose.'
28

Both American law sad the Berne Convention express an

interest in preserving an author's 'property interest in

29
explu'tetioo of prepublication righte .Prior to 1976, our

law dig': so, in good part, by erecting a well between published

and unpublished works. The Berns Convention, oo the other

hand, directs courts to consider an alleged infringement of

25 Berne Convention. art. 9(2).

26 id.

27 Id.. arts. 10(1), (2).

28
14' 44mt

id., art. 10bis(2) ("Mc, the extent jus-
tified by the informatory purpose.").

29 'lotion, 471 U.S. at 555.

500
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that interest in exploitation of the work as part of the fair

use equitable analysis.

Nowhere in the Berne Convention has the international

copyright community categorically excluded unpublished works

from a fair use analysis. There is no published v. unpublished

distinction in the Berne Convention's fair use scheme. To

eoolish such a distinction in our law would make American law

more not less comp `able with the Berne Convention.

The explanation as to why American copyright law dif-

fers from international copyright law in this regard appears

straightforward. Our Copyright ktt gives an author the right

to distribute copies . . . of the copyrighted work."30 That

right includes 'a distinct statutory right of first

30 17 U.S.C. S 106(3) (1902).

5 ..1 1
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publication.'31 The Serne Conventioe does not recognise such a

general right,32 though it has lately considered doing so.13

Where we have strayed from the intetsational consen-

sus is in how to =molder this right of first publication in

the fair lose balance. The courts have treated this right as

'inherently differest,734 from other statutory rights. The

result is that, for unpublished works, 'the balance of equities

in evaluating . . . a claim of fair use inevitably shifts.'35

On the other hand, the Urn* Coeveation puts no such

heavy thumb on the equitable scale. The Convention's basic

right of reproduction36 is directly limited by a fair use

31 Mien 471 U.S. at 552.

32 figs S. iticketsoo, S 41.41, at 405. The Cbaveatioa does
provide for a right of circeletioe in certain limited cir-
cumstances. figg Sera* COmreemtioa, art. 14C13 (right of
distribution of cinematographic adaptations and reproduc-
tions), art. liter (optional prostates conferring right to
interest in sale of work subsequent to first transfer of
the work by the authori, art. 16 (right of seizure of
infringing coplee); ASS also S. iticketson, S 5.42, at 403.

33 lige S. Ricketsee, SS 0.47 -5.40, at 407-0c

31 Malign, 471 U.S. at 553.

35 Id.
36 HA Berne Coevestion, art. 9(1). The exclusive right of

reproduction is considered the central right. Igg S.

Footnote continued on next page.

rcifse,c1'
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analysis without regard to whether the work is published or

unpdblished. 37
Further, when the Convention most recently con-

sidered enacting an explicit right of first publication, it did

so in the Context of that basic right of reproduction. 319 Sven

if our law were esactly the same as the Berne Convention in

this respect, the Convention would grant no special status to

unpublished works; an unadultersted fair use analysis would

still apply. The bottom line is that the wall our law has

built between published and unpublished works is neither recog-

nized nor endorsed by the Borne Convention. This proposed leg-

islation would tear down that wall and harmonize our law with

the Berne Convention.

Meth has been made in statements before this

Committee 39 of a single phrase embedded in the broader Berne

fair ose scheme. That phrase is "lawfully made available to

Footnote continued from previous page.

Bicketson, S 1.6, et 369 (characterizing art. 9(1) as "the
general right," and the other rights, iecleding the enu-
merated limited distribution rights, as its deriva-
tives); Guide, S 9.1, at 54 (characterising the right in
art. 9(1) as "the very essence of copyright ").

fief S. Rickets**, SS 9.16-9.17, at 48149.

al J., SS 0.47-8.41, at 407-09.

t,.., Ginsburg Letter 4.

37

38

39

0 _
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the public,' and it describes the works from which quotations

can fairly be made." From this phrase, all sorts of restric-

tions have been read into the Borne Convention's fair use pro-
-,

visions and laid before this Committee. You have been told

that for any use to be deemed fair, a work must have been "pub-

licly disclosed':41 that it aUst have been 'intended for the

public in general';" that 'affirmative dissemination' of the

work is required, for 'mere() ecoessib(ility)' is not enough;43

and that an 'authorial intent to disclose' tke work is

required.44 Finally, you have been told that the whole enter-

prise in which you are engaged today 'flout(s) our Sterne

obligations.'"

40

41

Berne Convention, art. 1011).

Ginaburg Letter S.

42 cites

(quoting figkis. 10.3, at 54). Professor Ginsburg
cites the Gallia as 'authoritative"; the we itself
states that it 'is not intended to be an authentic inter-
pretation of the provisions of the Commotion since such
an iaterprOtatiom is not within the competence of the
International Dureau of DIM.' Guio, at 4 (preface of
Arped bitch, Director General, DIPOI.

43 Ginsburg Letter S.

44 ILL

45 Isl.
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I offer four brief responses to this parade of inter-

pretive horrible,. First, the results of such an interpreta-

tion of the Bern. Convention would be radical. If this inter-

pretation were correct, it would require a total bar on Anz

fair use of unpublished works -- however brief, however Sig-

nificant, however insignificant. This extraordinarily draco-

nian solution goes even farther than and in tact, is at odds

with -- the Nation, Salimaer and Bev Era comes.

Second, not a word in the detailed and prolonged con-

sideration by Congress of the Berme Convention even relates to

this topic. It would, as Kenneth K. OWittor's testimony to you

for the magazine Publishers of America points out, be surpris-

ing, indeed, if United States adherence to the Berne Conventior

resulted -- without any debate regarding this important issue

-- in (such an elimination or restriction of magazine publish-

ers' and journalists' rights . . . .

Third, the language about 'lawful availability' maks,

no mention of publication. 'Published works' are defined in

the Berne Convention as "works published with the consent of

their authors.'
47 MOreover, the legislative history of the

46

47

Ststement of Kenneth N. Vittor 19-20.

Berne Convention, art. 30) (emphasis added!.

r- 17-

pi
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'lawful availability* phrase makes clear that it relates to

*eery mean' by which the work is lawfully made accessible to

the public.'" Those opposed to this amendment would have you

believe that notioes of consent and 'tithe-ilia intent and affir-

mative dissemination -- notions bound up in the concept of pub-

lication -- are allowed to sneak in through the back door and

restrict Sernies fair use analysis. That is not the case.

Finally, it is unpersuasive to maintain that this

amendment is improper because 'our Marna memberchip underlies

. . . our coatinued exploration of legislation affording

greater protections to creators.'" To the extent this suq-

gests that it would be inconsistent with our Berme Convention

obligations ever to limit to even the slightest degree the

rights of those who claim infringement, it is simply insupport-

able. When the United States implemented the Jerrie Convention.

for example, it explicitly did not incorporate the so-called

'moral rights' doctrine into our law." The proper way to

44 Records of the Intellectual Property Conference of
Stockhole.June 11 - July 14, 1967, Vol. I. 107 (Doc. S/1)
(emphasis added); gss also S. Ricketson, S 7.22, at 339,
S 9.22. at 491.

49

50

Ginsburg Letter 4.

#ss S. asp. Mo. 332, 100th Cong., 2d Sess. 10, regainsed
.l

19011 U.S. Code Cong. & Admin. Mews 3706, 3713. §se
also Statemeet of Kenneth M. Vittor 17-19.

BEST COVI
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confer rights on artists is through carefully crafted legisla-

tion, not by an interpretation of the (erne Convention which

reads it as a one-way ratchet barring any Congressional amend-

sent to our copyright law on the ground that the revision fAistut

adversely affect creators. Artists' interests after this

amendmtnt will be fully protected by an equitable analysis,

just as they art protected by the ferns Convention's equitable

anslyeis.

The Berne Convention applies fair use analysis with-

out any threshold reference to the publication zesty./ of a

work. Our copyright law makes sucii threshold reference.

Phis amendment would render our law more not less compatible

with the borne Convention.
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COMMENTARIES

TOWARD A FAIR USE STANDARD

Pierre N. Izvar
Random distribution has dealt me a generous share of copyright

suits involving claims of fair use. The court of appeals' disagreement
with two of my decisions' provoked some rethinking, which revealed
that my own decisions had not adhered to a consistent theory, and,
more importantly, that throughout the development of the fair use
doctrine, courts had failed to fashion a set of governing principles or
values. Is this because no rational defining values exist, or is it rather
that judges, like me, have repeatedly adjudicated upon ad hoc per-
ceptions of justice without a permanent framework? This commentary
suggests that a cogent set of governing principles exists and is soundly
rooted in the objectives of the copyright law.

Not long after the creation of the copyright by the Statute of Anne
of i Tog,' courts recognized that certain instances of unauthorized
reproduction of copyrighted material, first described as *fair abridg-
ment," later "fair use," would not infringe the author's rights.3 In the
United States, the doctrine was received and eventually incorporated
into the Copyright Act of 1976, which provides that the fair use of
a copyrighted work . . . is not an infringement of copyright."

What is most curious about this doctrine is that neither the deci-
sions that have applied it for nearly 30o years, nor its eventual stat-
utory formulation, undertook to define or explain its contours or ob-
jectives. In Folsom v. Marsh,' in NI, Justice Story articulated an
often-cited summary of how to approach a question of fair use: 'In
short, we must often . . . look to the nature and objects of the
selections made, the quantity and value of the materials used, and
the degree in which the use may prejudice the sale, or diminish the
profits, or supersede the objects, of the original work."6 The rg76
Copyright Act largely adopted his summary.' These formulations,

Judpr. Uwited States District Curt for the Southerst District of New York
1 See Sahara v. Random Roust, lne., hSo F Sup, 413 (S.D.N V. coettl, rct4i. Est F.ad

90 (7d C14 ), een dewed. td6 U S. 190 (1917): Nell, Eta Palblicatiosts Intl v Henry Holt &
Co , 695 F Stipp (193 D.N NU?, dirt/ ern other solimis. 173 Eid 176 (id CV. 109).

2 Act ier the EtICOiltaSCffRai of Learoitag, tamp, a Anne, ch. ea.
See, e g Giles le. Welsex. 16 Ens. Rep. aZip. 143 (17101 tNo. to) See generally

W PAIIIIY, THE FAfa (15E Parviuicr COTAUC)4T LAW 6-17 119E5)
17 U.SC 4 to? 41982)

s 9 F. Cas. 342 te C.D. !Hass IP..2i) (No. eoot).
U. at 143
The statate states

1 105
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however, furnish little guidance on how to recognize fair use. The
statute, for example, three; us to examine the "purpose and character"
of the secondary use as well as "the nature of the copyrighted work."
Beyond stating a preference for the critical, educational, and nonprofit
over the commercial, the statute tells little about *hat to look for in
the "purpose and character' of the secondary use. It gives no clues
at all regarding the significance of 'the nature of the copyrighted
work. Although it instructs us to be coma-tied with the quantity and
importance of the materials taken and with the effect of the use on
the potential for copyright profits, it provides no guidance for distin-
guishing between uctptable and excessive levels. Finally, although
leaving open the possibility that other factors may bear on the ques-
tion, the statute identifies none.*

Curiously, judges generally have neither complained of the absence
of guidance, nor made substantial efforts to fill the void. Uttering
confident conclusions as to whether the partkular taking was or was
not a fair use, courts have treated the definition of the doctrine as
assumed common ground.

The assumption of common ground is mistaken. Judges do not
share a consensus on the meaning of fair use. Earlier decisions pro-
vide little basis for predicting later oats. Reversals' and divided

Notwithstandiag the prosiskoss of wetiess cob, the fair use of a copyrighted weak,
inched* such use by reptscharsion is copies or ph000tecords or by say other aromas
waded by that section, for purposes such as criticism. comment, owns reportage,
*scion (ascluding asokipie conks for claseendoi use). selssiardip, or research. is not aft
lahutgemert at copyright_ To determining whether the ate made of a with in say
porticular we is a fair me the Woes is be moldered she/ bedeck

t the purpose NM character of the tie, Mond* whether nick use is of earruaemial
oaten or is for nonprofit educational purposes,

(2 the nature of the coirpwighted work;
(31 the arataust mod sobdandallity of the patios used I. relation to the copyrighsed

work as a whole: and
141 lice efkct of the wow upon the poteadd market for 111f value of tie copyrighted

work_

17 U SC. I 107 WOO.
See Harper & Row, Ashilsbers, liar. v. Nadu Enters, 47z U.S. S.It, S49 119851.
Five of the teceat lunatic mows were nrcersol m every wage of review la Rosman

Enterprises, inc. v. Pandora House. loc.. s54 F. Supp. S5 (S.13 N.Y.), rev'ef, 366 F. rd 303 4141
Ck scri4). cert. disriel, sgs U.S wog (s9671 the Howard Hughes caw the Screed Circuit
reversed a district court inproctioo. Its Universal City Studios, lac v. Sony Corp. of America,
440 F Supp. 429 fC.D. Col. 19791, mild. 659 F rd 963 10 Cir. 1981). rata, 464 U.S. 41?
(16114l, the court of sprats reversed the district casters lad*" few the Window!, mad was la
turn re. mud by the Supeense Court. la Harper a /tow. Pubreshers, Inc. v. HMIs EtterPrisal.
S57 F %PP. 1047 (S D N.Y h worlifred, 723 Fsd sets (ad Cir. rods), mad, gts U S 556
42960. the district ruse's damage award was reversed by the court of appeals, whirl" ea turn
*as reversed by the StlpreOlbe C4011. Ia Saliages v. Random Home, Inc., 6so F. Supp 413
IS D N Y. 19861, maid, It, F.adlito (,d Oct, cut groin/. 414 U.S. &p hi.* and in New
Era Publirmioos International v . Henry Holt & Co.. 695 F. Supp r463 (SD N.Y. 08), 4rd
as other posed;, 873 F zd 5;6 (id Cir W91, my findings of for ere were rejected on apnea/

rz!
t
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courts") are commonplace. The opinions reflect widely differing no-
tions of the meaning of fair use. Decisions are not governed by
consistent principles, but seem rather to result from intuitive reactions
to individual fact patterns. Justification is sought in notions of fair-
neSs, often more responsive to the concerns of private property than
to the objectives of copyright.

Confusion has not been confined to judges. Writers, historians,
publishers, and their legal advisers can only guess and pray as to how
courts will resolve copyright disputes. After recent opinions of the
Second Circuit casting serious doubt on any meaningful applicability
of fair use to quotation from previously unpublished letters," pub-
lishers are understandably reluctant to pay advance royalties or
undertake commitments for biographical or historical works that call
for use of such sources.

The doctrine of fair use need not be so mysterious or dependent
on intuitive judgments. Fair use should be perceived not as a disor-
derly basket of exceptions to the rules of copyright, nor as a departure
horn the principles governing that body of law, but rather as a ra-
tional, integral part of copyright, whose observance is necessary to
achieve the objectives of that law.

L THa GOALS OF COPYRIGHT

The Supreme Court has often and consistently summarized the
objectives of copyright law. The copyright is not an inevitable, divine,
or natural right that confers on authors the absolute ownership of
their creations. It is designed rather to stimulate activity and progress
in the arts for the intellectual enrichment of the public. This utilitar-
ian goal is achieved by permitting authors to reap the rewards of their
creative efforts.

Klopyright is intended to increase and not to impede the harvest of
knowledge. . . . The rights conferred by copyright are designed to
assure contributors to the store of knowledge s fair return for their
labors.

. . . (The Constitution's grant of copyright power to Coapess)
a Means by which an important public purpose may be achieved. It

to to its Gist two erprousters with lair me, the Supreme Coon split 474 Mid dim faded to
maim anything See Williams k Wilkins Co. v. United Sums, 4so U S. 3;6 (7,73); Columbia
Broadcasting Sys. v. Lames, loc., 336 U.S. 43 49313 Tice Court decided Spey by a 1-4
majority, ftt Sfly. 464 U.S. 417. and Maim, by a 6-3 majeeity, see Norma, gys U.S. 33o. le
Now Ent, die Second Cirneit robed 7-3 to deny en bane review to akar the panes dicta we
fair use Fear jades joined in a rassrorriag spieien, see New Ere, 614 F sel at 66o (Miner, J.,
eminsrvieig), and four io a dissenting °panic*, see id. at 662 (Newman, J., dimming,.

"Sea New Eve, 573 F $4 376; Satinets, It II F.201 9o.

11
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is intended to motivate the creative activity of authors and inventors
by the provision of a speciii reward . . .a The monopoly created
by copyright thus rewards the isdividval author. in order to benefit
the public."12

The fundamental hiStoric sources amply "Minor,: the Supreme
Court's explanation of the copyright objectives. The copyright clause
of the Constitution, for example, evinces the same premises: The
Congress shall have Power . . . : To promote the Progress of Science
and useful Arts, by securing for limited Times to Authors and Inven-
tors the exclusive Right to their respective Writings and Discover-
ies."13 Several aspects of the text coals= its utilitarian purpose.14
First is its express statement of purpose: To promote the Progress of
Science and useful Arts . . . . By lumping together authors and
investors, writings and discoveries, the text suggests the rough equiv-
atom rf those two activities. In the framers' view, authors possessed
no better claim than inventors. The clause also dearly implies that
the 'exclusive right' of authors and inventors "to their respective
Writings and Discoveries' exists only by virtue of statutory enact-
ment." Finally, that the right may be conferred only for limited
times* confirms that it was not seen as an absolute or moral right,
inherent in natural law. The time limit considered appropriate in
those days was relatively brief a once-renewable fourteen-year
tensor*

A similar utilitarian message is found in the original British copy-
right statute, the Statute of Anne of r7oo." Its caption declares that

rt Nation, ,es U.S, at 545-46 ieltasioos omitted) (gnat* Seery, 464 U.S. at gagc and id. at
sii (Blocknoua, J.. ofisseatingil. In anmerass prim decisions. Ilse Sopeave Court has expinhoed
capylighe is sisnlar tastes. See Tuvosieth Castory Munk Corp. v. Alias, Ott U.S. Bp, xs6
lo on) (Vocative work is no be esermageol and rewankci, but private onotivation swat itinsawly
serve the canoe of pressothog bread public of litsatare nonsic. and the other
arts. . . . When lecinsological change has rendered its Witral owes assbigooss. doe Copyright
Act seat be construed in light of skis basic parpose."; hisser v. Steil', 3e7 U.S. zoo, as (lost);
Foe Ma Corp. v. Doyal, tali U.S. vas, ter? Ow).

" U s Cower. frt. i, i a, cl L.
" la The Pederottst No. gs, hississoo observes: "rise utility of /the power coaderved by use

maid asod copyright *mod will warcely be quietioned. . The /*lir good fa* coincides
is bosh cases with the dams of indiorktuah." Tura Feocasa.cet No. 43, at tab 43. Iiiledisert)
4C. Beard ed. me).

13 'That Congress, in paean the Act of 'yip, did sot ligislale be relbreace so existing rights,
appears c l e a r . Cape s, the*, lb this act, heft* of saactioniag tabling right . . .

mated it." Wheal. ma v. Peter, ss U.S. (II Pet.1 got, Kt (AW).
*Act of May so, x 74po mat Cong., * Sess., x St* rss. Sae Lcwases Tyra COIPIROGET

Imo 6 (W. Parry 61h ad. sob*. The original espstight wens was bat a rely freaks of the
downtime of protection nodes the saw ft,' Act esitsdiag so years elles death which. in
the cue of youthful Stuns of * actogeanriaa. toad easily mewl too rows. See ty U.S.0
I so** (osszl

t; Act lor the Caronragetaeri of Learning, r7o4, a Anne, cis to.

BEST
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this is An Act for the Encouragement of Leaning, by vesting the
Copies of printed Books in the Authors . . . during the Times therein
mentioned.", The preamble declares the statute's purpose to be "for
the Encouragement of Learned Men to compose and write useful
Books.", Elaborating the Nstification, the preamble exhibits a prev-
alent concern for the financial eatitlements of authorship by noting
that the practice of pirated publication without the author's consent
"too often (causes] the Ruin of (Authors] and their Fantelies.*"

The copyright law embodies a recognition that creative intellectual
activity is vital to the well-being of society. It is a pragmatic measure
by which society confers monopoly-exploitaiigni benefits for a limited
duration on authors and artists (as it does for inventonl, in order to
obtain for itself the intellectual 'and practical enrichment that results
from creative endeavors.

If copyright protection is necessary to achieve this goal, then why
allow fair use? Notwithstanding the need for monopoly pcoactiou qi
intellectual creators to stimulate creativity sad authorship; eacssivdy
broad protection would stifle, rather than advance, the objectiwt.

First, all intellectual creative activity is in Fart derivative. there
is no such thing as a wholly original thought or invention. Pack
advance stands on building blocks fashioned by prior thinkers.v Sec-
ond, important areas of intellectual activity are explicitly referential.
Philosophy, criticism, history, and even the natural sciences require
continuous reexamination of yesterday's theses.

Monopoly protection of intellectual property that impeded refer-
ential analysis and the development of new ideas out of old would
strangle the creative process. Three judicially created copyright doc-
trines have addressed this problem: first, the rule that the copyright
does not protect ideas, but only the manner of expression 22 second,
the rule that facts are not within the copyright protection, notwith-
standing the labor expended by the original author in uncovering

)1 id. The &ratios% was the owes-resewahk festroews-year kris as adopted foe the United
Stases is the ipso mamma. See novo text accompallyisto PAU I6.

1 Act foe the Escouragewerat f1f Learniag, s;oo, I Anse, tit so..
" id.
2' Set Choke, Ref ertiolas is 04 Late dif copilot. 4S COLUNI, L REV. 503. SI,' WOW-

`The world Toes ahead because each at is builds as the work of war predecessors. 'A dwarf
vasodiso is the 'booklets of a gloat ea. see Weer this the giant Idirseif.' Progress *weld be
stilled if the author had a complete warm* everythiwg o bk . . . ." 14.

II See Harper it Raw, Publishers, loc. Nation Eaters.. apt U.S. 5311. 147 (19.Sk Haw
York Thum Co. v. Vatted Slates. CO3 US. %is, "A lc tso's) flheamaa, J.. claartillfht; rider
Paw fahrtra lac. v. Marti. Weiner Corp.. rya F.,/ 437, 413 tad Cit. solo (L. Mad, j.k
Shelia v. Sletro-Goldayra Pictures Corp., is Fad 49. 54 tad Cir. 11010 Hasa. J.k Maga

Uoieresd Pktuees Corp., es rd r It. Ins trd CM. sop) (L Bud, J.) U.S.C. I for(h)

51
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them;23 and lamely, the fair use doctrine, which protects secondary
creativity as a legitimate concern of the copyright.

U. nut NATURE AND CONTOURS 01 PAIR USE

The doctrine of fair use limits the scope of the copyright monopoly
in furtherance of its utilitarian objective. As Lord Mob:sough ex-
plained in an early dictum, IWAtile I shall think myself bound to
secure every man in the eujoymeut of his copyright, one must not put
manacles upon science.1124 Thus, the introduCtory language of our
statute explains that fair use may be made for generally educational
or illuminating purposes such as criticism, comment, news reporting,
leaching . . . scholarship, or research?"

Fair use should not be considered a bizarre, occasionally tolerated
departure from the grand conception of the copyright monopoly. To
the contrary, it is a necessary part of the overall design. Although no
simple definition of fair use can be fashioned, and inevitably disagree-
ment will arise over individual applications, recognition of the func-
tion of fair use as integral to copyright's objectives leads to a coherent
and useful set of principles. Briefty stated, the use must be of a
character that serves the copyright objective of stimulating productive
thought and public instruction without excessively diminishing the
incentives for creativity. One must assess each of the issues that arise
in considering a fair use defense in the light of the governing purpose
of copyright law.

A. The Statutory Factors

Following Story's articulation, the statute lists four pertinent `fac-
tors to be considered* -din determining whether the use made of a
work in any particular case is a fair use.'76 They are, in summary,
the purpose and character of the use, the nature of the copyrighted
work, the quantity and importance of the material used, and the effect
of the use upon the potential market or value of the copyrighted
woric.22 Each factor directs attention to a different facet of the prob-
km. The factors do not represent a score card that promises victory
to the wiener of the majority. Rather, they direct courts to examine
the issue from every pertinent corner and to ask in each case whether,

n Ste Hod. v. Univettal City Studios, i.e., Ill F. et go*, 914 1,d Or I. cert. Leak/.
449 U.S. 141 000

~Cary v. Ittatiley, iyo Er; 11.50 679. 681, 4 Esp. 861. Iro
17 C.S.C. 107 (1913).

86 IA
rt so at

62-146 0 - 93 - 17
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and how powerfully, a finding of fair use would serve or disserve the
objectives of the copyright.

r. Factor One The Purpose and Character of. the Secondary
Use. Factor One's direction that we `consider() . . the purpose
and character of the usewn raises the question of justification. Does
the use fulfill the objective of copyright law to stimulate creativity for
public illumination? This question is vitally important to the fair use
inquiry, and lies at the heart of the fair user's case. Recent judicial
opinions have not sufficiently recognized its importance.

In analyzing a fair use defense, it is not sufficient simply to con-
clude whether or not justification exists. The question remains how
powerful, or persuasive, is the, justification, because the court must
weigh the strength of the secondary user's justification against factors
favoring the copyright owner.

I belie'ze the answer to the question of justification turns primarily
on whether, and to what extent, the challenged use is traarformatioe.
The use must be productive and must employ the quoted matter in a
different manner or for a different purpose from the original.29 A
quotation of copyrighted material that merely repackages or repub-
lishes the original is unlikely to pass the test; in justice Stor-J. s words,
it would merely 'supersede the objects" of the original io II, on the
other hand, the secondary use adds value to the original if the
quoted matter is used as raw material, transformed in the creation of
new information, new aesthetics, new insights and understandings
this is the very type of activity that the fair use doctrine intends to
protect for the enrichment of society.31

Transformative uses may include criticizing the quoted work, ex-
posing the character of the original author, proving a fact, or sum-
marizing an idea argued in the original in order to defend or rebut it.
They also may include parody, symbolism, aesthetic declarations, and
innumerable other uses.

The existence of any identifiable transforrnative objective does not,
however, guarantee success in claiming fair use. The transformative
justification must overcome factors favoring the copyright owner. A
biographer or critic of a writer may contend that unlimited quotation
enriches the por -ait or justifies the criticism. The creator of a deriv-
ative work based on the original creation of another may claim ab-

21 See id. i 107(T).
" Sec Cary v. Ktassiey, wrs Egg. Rep. 47q, fir-as, 4 Esp. tal, 170-71 (Om). to SolaY

Corp. of America v. Uoiversid City Swaim loc., 444 U.S. 417 4984), the meters approved
tlis approach. Ire id. at 410 (Rtarlomm, J., di:statism), bet the majwity of the Supreme Court
rejected et.. see the U.S at 441-st.

ig See Folsom v. Marsh, q F Cm. 34s. 345 (C.C.D. Mass. chat) (Nes. aaor).
sr Cal Fisher, Reemstroctiog ter Fair Use DeetriAe. 10g Hr MM L. Raw. tilt I 0444

WS) (tni g the term *uransionnalret" ie somewhat Mamas' aelma).

c_i
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win* entiderneat because of the transformation. Nonetheless, exten-
sive takings may impinge on creative incentives. And the secondary
user's claim under the first factor is weakened to the extent that her
takings weed the asserted justikeaVon. The justification will likely
be outweighed if the takings are excessive and other-factors favor the
copyright owner.

The importance of a transforntative use was stressed in the early
decisions, which often related to abridgements. For example, Gyies
v. Witcox32 in 1740 stated:

Where books are colourably shortened only, they are wadoubtedly
tafringemeut within t h e m e a n i n g o f the [Statute of Anne] . . . .

But this must not be carried so far as ao restrain persons from
snaking a real and fair abridgormt, for abridgments may with great
propriety be called a new book, because . . . the invention, learning,
and judgment of the [secondary) author is shewa In them . . . .33

In the United States in 184r, Justice Story wrote in Folsom:

[N)o one can doubt that a reviewer may fairly cite [quote] largely
from the original work, if . . [its design be) . . . criticism. On the
other hand, it is as clear, that if he thus [quotes) the most important
parts of the work, with a view, not to criticise, bat to supersede the
use of the original work, (infringement wiTI be foomd).34

Courts must consider the question of fair use for each challenged
passage and not merely for the secondary work overall. This detailed
inquiry is particularly important in instances of a biographical or
historical work that quotes numerous passages from letters, diaries,
or published writings of the subject of the study. Simply to appraise
the overall character of the challenged work tells little about whether
the various quotations of the original author's writings have a fair use
purpose or merely supersede. For example, in the recent cases of
biographies of Igor Stravinskyis and J.D. Salinger,36 although erli
biography overall served a useful, educational, and instructive purpose
that tended to favor the defendant, some quotations from the writings
of Stravinsky and Salinger were not justified by a strong transfor-
motive secondary objective. The biographers took dazzling passages
of the original writing because they made good reading, not because
such quotation was vital to demonstrate an objective of the biogra-
phers. These were takings of protected expression without sufficient
trap formative justification.

24, Eft. Rep 414. r Att. 141 (1740) IN*. 13o).
1d. at 41o. r Atk at '43.

34 9 F. Cu. at 344-45.
" See Cron v. nobler. 66? F. Sapp. 120 CS D.N V. 19117)
*Sae Salarper v itadviato Howe. Inc , 656 F. SuP11. 413 ISDN V. 19114 Sit F td
114 CNA. rent. Bait/. 4S4 U.S 14/0 1107).
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I confect to some error is Sa linger's case. Although the majority
of the biographer's takings were of unprotected (acts or ideas and
some displayed transformative value in sketching the character por-
trait, other takings of highly expressive material esitibited minimal
rreative, transformative justification. My finding of fair use was based
primarily on the overall instinctive character of the biography. I failed
to recogaite that the nontrassformative takings provided a weak basis
for claiming the benefits of the doctrine and that, unless attention
were focused on the individual passages, a favorable appraisal of the
constructive purpose of the overall work could conceal unjustified
takings of protected expression. The cavern can also be true: a low
estimation of the overall merit of the secondary work can lead to a
finding for the copyright owner in spite of a weld- ,justified, transfer-
rnative use of the particular quotation that should justify a favorable
finding under the first factor.

Although repentantly agreeing with judge Newman's finding of
infringement in at least some of the challenged passages, I respectfully
disagree with his reasoning which I contend failed to recognise the
need for quotation as tool of accurate historical method. His opinion
suggested a far-reaching rule that unpublished matter is off-limits
to the secondary user, regardless of justification. "(Unpublished]
works normally enjoy complete protection against copyinr, any pro-
tected expression.°37

The Second Circuit's Nets Eta opinion carried this siggestion
further." In New Era, unlike Sanger, various persuasive jzistifica-
tions were proffered as to why quotation was necessary to accomplish
the biographer's objective. For example, the biographer sought to
support a portrait of his subject as a liar by showing be had lied; as
a bigot by showing he had made bigoted pronouncements; as pompous
and self-important by quoting self-important statements. The biog-
rapher similarly used quotations to show cruelty, paranoia, aggres-
siveness, scheming." These are points which often cannot be fairly

.1: Sarum, it F. id 01 17.
31 Se. New Era Publications Ian Y. Heavy Holt it Co., 173 Fad 374 114 an ipso.
" See Now Era Pablications let? v. Henry Holt & Co., s F. Sopp. 493, Set I 9

(S.D. N. Y scuts. ord aw icier ars r.,d 374 tad Cir. troth*. 11se Inuit( court °portion
ham sppmaintotoly twrar7 cotegories of jsratilicatioas under the last factor. Personal qualities
of the woad that the biographer sought to demonstrate through gestations included slishowesty.

podonaion, proms. snobbery. bigotry. dislike of Palms and of the
distoymty. "Irmsivelms, vicious mberaisig tactics, cynicisms, sad sonssat de-

notement Other uses included the exposition of a fate mythology boa pp amend the
d L. R.. Hubbard, of his self-lorsoge as resealed in early diaries, and of his teenage IrMiog
'OIL Some mumps were quoted is MYR MI anemic revalitisa of as ids*.

drafts of thio commentary incieded samples of these quotation to ithastrate the point
fair use imotaigradono ander the hat factor. I believed that wit quotatioa

Y a law review mode to further the discussion of a disputed plat er Tow would be fair nee
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demonstrated without quotation. The Second Circuit's majority opio-
ion rejected the pertinence of even considering the necessity of qu.
tation of unpublished matter to communicate such assessments. Citisg
Saline?, it reasserted that atunpublisbedj works normally enjoy com-
ple ceotection."0te

I believe the Sanger/New Era position accords insufficient rec-
ognition to the value of accurate quotation as a necessary tool of the
historian or journalist. The biographer who quotes his subject le
characterized as a parasite or free rider. If be copies "more than
minimal amounts . be deserves to be enjoined."' Nor does this
restriction "interfere . . with the procesi of . . . history,* the Stainer
opinion insists, because "Mile facts may be reported"2 without risk
of infringement. Can it be seriously disputed that history, biography,
and journalism benefit from accurate quotation of source documents,
in preference to a rewriting of the facts, always subject to the risk
that the historian alters the 'facts* in rewriting them?"

As to ideas, the analysis is 'similar. If the secondary writer has
legitimate justification to report the original author's idea, whether for
criticism or as a part of a portrait of the subject, she is surely per-
mitted to set it forth accurately. Can ideas be correctly reported,
discussed, or challenged it the commentator is obliged to express the
idea in her own different words? The subject will, of course, reply,
"That's not what I said." Suck a requirement would sacrifice clarity,.
muchas a requirement that judges, in passing on the applicability of
a statute or contract, describe its provisions in their own words rather
than quoting it directly.

ecomidenslices of the strides& declared by the court of appeals im Seliager and Nor Era
seggrats that as much tolerance exists I Imre atterdimgly /eked the illustrative quotations
Istemated readers are mimed to the district met 'plasm which sets forth WIWI OM examples.

Nan ins. 873 F.24 at 333.
" Saireger, It r F. ad at elk see air New En. 113 F. sd at 514.
" Sahoger, ttz 11.241 at too fmollesils adkintl-
" Sometimes, ire she permitted ammise of toperting the facts that are set Furth ie a letter, a

rianical writer edit inevitably use similar (or identical) language, especially if the original
caaveyed the fact by simple direct assertim. Consiin a biographer whose infeemation about
her satasect comes largely from letters. One sorb letter reported to SA old college friend,
Jab 1 married Lyre. Josses, from Sea Francisco. We have mated a house ea the beach in
Malibu sod speed mast of our free time ;whetting.- The biographer, seeking report these
facts omits, We kern treat X's letter I. a college friend that is Jiffy loss be married a Sao
Frariciscan armed Lyme Janes, that they rested a home ms dm beach is Malibu and spent mast
of their free time mebellebig." (This ems* parallels many *awes raised by Satiate.. t Is
that ialringement? Notwithstamliag virtually Amitics) leageope. t coattail it it not. Where the
seconder, writer's purpose is to report the facts revealed is the origaJ, sad set to appropriate
the samara expressive mit of the origin), she is sued,. not required As the Second Circuit's
Soilage. *Mee seems us suggest, see nohow,. it t F.24 at 0-97 to sal refum in altered
Wilma men* le avoid using the same mink as the original. Where a ample direct Matt-will

the facts cans for use of the Mend laastaeage. the need to report dye fat polities such use
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Is it not clear, furthermore, as ChiefJudge Oakes' separate opinion
in New Era recognized;" that at times the subject's very words are
the facts calling for comment? If a newspaper wishes to report that
last year a political candidate wrote a personal letter demeaning a
race or religion, or proclaiming ideals directly contrary to those now
stated in his campaign speeches, how can it fairly do this without
quotation from the letter? If a biographer wished to show that her
subject was cruel, jealous, vain, or crazy, can we seriously contend
she should be limited to giving the reader those adjectives, while
withholding the words that support the conclusion? How then may
the reader judge whether to accept the biographer's characterization?

The problem was amusingly illustrated in the fall-out of Saner.
After the decision, the biographer rewrote his book, this time without
quotations. Resorting to adjectives, he described certain of Ss linger's
youthful letters as `self- promoting . . . boastful"' and `bussing with
self - admiration."''' A reviewer, who had access to the letters, dis-
agreed and proclaimed that the letters were in fact `exuberant, self-
deprecating and charged with hope.m7 Where does that leave the
reader? What should the reader believe? Does this batik of adjectives
serve knowledge and the progress of the arts better than allowing
readers to judge for themselves by reading revelatory extracts?

The Second Circuit appears divided over these propositions. After
the split vote of the original New Era panel, rehearing en bane was
narrowly defeated by a vote of 7s." Judge Newman, joined by
three colleagues, argued that rehearing en bane was warranted to
avoid misunderstanding on the part of authors and publishers . . .

misunderstanding that risks deterring them from entirely lawful writ-
ings in the fields of scholarly research, biography, and journalism."9
His opinion recognized that 'even as to unpublished writings, the
doctrine of fair use permits some modest copying of an author's ex-
pression . . where . . . accessary fairly and accurately to report a
fact set forth in the author's writings.'" In this discussion, Judge
Newman retreated substantially from his position expressed in &d-
inner of normally complete protection.s1

44 See Ne-tc Era, ors F.rd at sip ftlalues, C J., comarring)
4S I IlasitLrow, IN SEARCH or J SAuscIts SS ((981)
44 Id. at 0.
" kwhice. Rill' at 1/asoe, HAW rem Retire', N.Y. Tienes, Pose s, 2956, (Beall *nine')

57, al 7.
Std New Era PwIllicatioan Intl v. Henry Hatt i Ca., Ilia F rd 619. 662 (ad Cw. t40191

(NeWM20.
44

S° U.
si is an ihtemetaterig satiate to l puialted to the 'seat edition or the foomiet i Ow Copyriskt

Society, tee NfIr111110. Not the Ewa 4 History- The Secetd Cfrtwit Sarwasite arith giair Ilia.
J Corrioour Soer t froaoi, Nage Newman sulataatially tiara.. the Non. He new
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Quoting is not necessarily stealing. Quotation can be vital to the
fulfillment of the public-enriching goals of copyright law. The first
fair use factor calls for a careful evaluation whether the particular
quotation is of the transformative type that advances knowledge and
the progress of the arts or whether it merelyrepackages, free riding
on another's creations. If a quotation of copyrighted matter reveals
no transformative purpose, fair use should perhaps be rejected without
further inquiry into the other factors." Factor One is the soul of fair
use. A finding of justification under this factor seems indispensable
to a fair use defense." The strength of that justification must be
weighed against the remaining factors, which focus on the incentives
and entitlements of the copyright owner.

a. Factor Two The Nature of the Copyrighted Wont. The
imbue of the copyrighted work is a factor that has been orgy super-
ficially discussed and little understood. Like the third and fourth
factors, it concerns itself with protecting the incentives of authorship.
It implies that certain types of copyrighted material are more amenable
to fair use than others.

Copyright protection is avallab!e to very disparate categories of
writings. If it be of original authorship, i.e., not copied from someone
else, and recorded in a fixed medium, it is protected by the copy-
right." This, the great American novel, a repo: prepared as a duty
of employment, a shopping list, or a loanshark's note on a debtor's

ow:WM the Popriety a emit quotation la limbed quantity when orcessary to &almost/rue
bets. After ow changes rd peak's* and his the golf between uo lit Sofiaser has sigelcantly
vunrowed. Site lobe 1104c 11. and accompanying teal.

NIonetheint, nosy trivial taking ef copyrighted asaterial that fails to derisoostrate a
compsinitg JestrocatIon is not otecessarity aw infriageraest. Balla* COryrigNt is pragmatic
doctrine numerated eitiatotely with public best*, under the de maniere, rah isegliglite takings
win use support cause of melon. The justifscatioes eg the de tale tutu exemption, however,
we quite &detest from Moat sanctioning fsie use. They should not be confined See. e g
Fassithinmer v. lien's, lac , nod IF.ad t$5 (llth Ctc. 19531. (ere denied, 3411 U.S 543 11954%
Said v. Newsweek Magallot, Sol F. %PP. 146. 141 0 C. elate); hichlahon v Pr/mice-
/1g, loc., 41141 F. Supp- la96. t.so3 IE D. Mo. aebot.Geetialsie v. :dank, tsr F Sapp. 45. 70
(S. a N. V. t9S71: Rokeach e. Asto Eattemy Pktrees Cam . err V.S.PQ (RNA, tcS CS. D.N.

11711).
" The iategretaden of the best factor is complicated by the nbentioo 4 the statute of a

dtstioctioe based on 'whether such isse is of a contextual mature or is kit wore& edecatiotsal
papaws." a; U.S.C. I toata) One should eat vtogrevott the importance of this
ilistintion. It is out suggested is my responsible °patios ne commentary that by IC2)1111 of alit
risme en sdecadoaal uses are permitted whin proturnakieg uses am not Surely the statute
dot "oi holaY that a university tree Wily Our whatever texts it chooses 'per c2a it storm
lust books produced by a COOisoercial publisher we excluded from eligibility to, fan am A
Nuoren is not barrel from making fair use merely because she wig we've ro)aity tampon,
satiws. This clause, dinette', does not establish a char dtstmction between permuted and
flebidden users Perhaps at the extternes of continercialism., sin+ as advertising. the motility
Provides little tolerance for claims of fait use

'4 See 57 U SC. t toga/ 00,1
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door saying "Pay me by Friday or I'll break your goddamn arms" are
all protected by the copyright.ss

In the early history of copyright, British muds debated whether
letters written for private communication should receive any protec-
tion at all from the Statute of Atm.." The question was soon satis-
factorily settled in favor of protection, and I do not seek to reopen it.
I do not argue that writings pwepared for private motives should be
denied copyright protection. In the aalikdy event of the Puhricatko
of the Collected Shopping Lists (or Extortion Notes) of a. Renoir/mad
Personage, of course only the author should enjoy the author% rights.When it comes to making fair use, however, there is a inesologhil
difference between writings conceived as artistic at instructive cre-
ation, made in contemplation of imblication, and documents written
for a private purpose, as a message or mew, sever inteaded for
publication. One is at the heart of the purpose of copyright the
stimulation of creative endeavor for the public edification. The others
are, at best, incidental beneficiaries. Thus, the second factor Mould
favor the original creator more heavily in the case of a work oadading
superseded drafts) created for publication, than in the case of a dec-
umbent written for reasons having nothing to do with the objectives
of copyright law.

The statutory articulation of this factor derives from Justice Story's
mention in Folsom of the "value of the materials arsed."57 Justice
Story's word choice is more communicative than mar statute's "nature
of," as it suggests that some protected matier is more 'valued' under
copyright law than others. This should not be seen as an invitation
to judges to pass on literary quality, but rather to comaider whether
the protected writing is of the creative or instructive type that the
copyright laws value and seek to foster.

The Nation, Soliner, and New Era opinions discussed the second
factor solely in terms of whether the copyrighted work ohm pedalled
or unpublished. The Notion opinion observed that the unpublished
status of a copyrighted work is a critical element of its nature and a

" The litter examples d writing aim 601 rediasaily ciassidered 'week,' the term mei in
Factor Two.

si Although Pope v. Oat 36 Eat. Rep. boa 2 Mk w (2712), e. read tat the alinsatIve
sooty after the Panne of the Statute of Avow. Phrcevat v. Phipps, 35 F. Rep. en. I Vet. &
Bea. 39 (01131, suggested the cootrary.

1111hough die Form 4 familiar Letters tight not presort &tieappraschiag the Character
of a fltetary Work, every private Letser. wow any Sebied. to say Penis, h mat la be
described at literary Wool, to he protected epos tie Prim: 4k 4 Copyreht- Ytrs
tictlisary Ilse of Cotrespoodesce by Letters Jr to carry ttt the limercomme of Life betimes
Arsons al a Distance hoot each Ohre. is the Ymmettetioa oI C.ammotedriL sr other,/raises; which it would he very extraordinary to dewy** as llamary Wart, is whichthe Writers have a Capri.*

H. n 339. 3 lies. & Bea. at 21.
l* Folsom v. Marsh. 1 F Can mt. 344 (C.C.D. Masa. shit) 0.0- 410.

'i1
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*factor tending to negate the defense of fair usee;s0 'the scope of fair
use is narrower with respect to unpublished waits."'

The Second Circuit in Salines and New Em extended this prin-
ciple. As interpreted its Saline,' the Supretne Court's discussion

'conveys the idea that [anpublisbedi works noinully enjoy complete
protection against copying any protected expression -'"so However ex-
treme this formulation may be, the wad "Normally* suggests that in
the unusual instance fair use may be made of unpublished matter.
New Era, however, rejected fair use even when necessary for accurate
presentation of a fact; the court thus created an apparently insur-
mountable obstacle to the fair use of unpublished matter. Under the
SeitinerfNew Eye view, the unpublished nature of a quoted document
trumps all other considerations.

The Supreme Court and the Second Circuit justify these positions
by the original author's interest in controlling the circumstances of the
first public revelation of his works' and his right, if he so chooses,

not to publish at aa.62 These are indeed legitimate concerns of copy-
right law. An author who prefers not to publish a work, or wishes
to make aesthetic chokes about its first public revelation, will gener-
ally have the legal right to enforce these wishes.61 Due recognition
of these rights, however, In no way implies an absolute power to bar
on quotation, regardless of how persuasive the justification.

A ban on fair use of unpublished documents establishes a new
despotic potentate in the politics of intellectual life the 'widow
censor' A historian who wishes to quote personal papers of deceased
public figures now must satisfy heirs and executors for My years after
the subject's death. When writers ask penniSeion, the answer will be,
`Show me what you write. Then we'll talk about permission.' If the
manuscript does not exude pure admiration, permission will be de-
nied."

The second factor should not turn solely, nor even primarily, on
the publishedunpublished dichotomy. At issue is the advancement of
the. utilitarian goal of copyright to stimulate authorship for the

lo Harpist & Ron, Pubbislwn, lac. v. Nation EMen., 471 U.S. 539, 564 (e165).
II tl. a 351.
IS Winger v !Random Howse, lac., to t R id go, 17 (2c1 Cir.), cert. dexied, +Ix U S. 690

!Nis.
4' Ste Nation, 471 U S. at ¶53-55.
62 Ste it. at 559
43 Set id at 553; t7 U.S.C. I ro6(3) (togs).
44 Cannel to a 111layor publisher advised roe that the majority of acaoctiOil books M pally

maims today won't legal problems that did not exist prior to the Satiate, *Mom. Teiephone
mare nation with Harriette Donets; counsel of Ratitaso-Combleday-Dell Pabbohieg Mee. re691;
ter stn Kaplan. The Emil of History/. Nrwswera, Dec 25. 1969. at to Wiseman's, the hesitancy

cd Publishers to publish books guiding from taignohlisked soaves).

522
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public edification. Inquiry into the "nature" or 'value' of the copy-
righted work therefore determines whether the work is the type of
material that copyright was designed to stimulate, and whether the
secondary use proposed would interfere significantly with the original
author's entitlements. Notwithstanding that nearly all writings may
benefit from copyright, its central concern is for the protectiai of
material conceived with a view to publication, not of private memos
and confidential csmniunications that its authors do not intend to
share with the pubic." The law was not designed to encourage
shoppers to make written shopping lists, executives to keep orderly
appointment calendars, or lovers to write Jove letters. Certainly it
was not to encourage the writing of extortion notes. To conclude that
documents created for purposes outside the concerns of copyright law
should receive more vigorous protection than the writings that copy-
right law was conceived to protect is bizarre and contradictory. To
suggest that simply because a written document is unpublished, fair
use of that document is forbidden, or even disfavored, has no logical
support in the framework of copyright law.

I do not argue that a writer of private documents has no legal
entitlement to privacy." He may well have such an entitlement. The
law of privacy, however, and not the law of copyright supplies such
protection. Placing all unpublished private papers under lock and
key, immune from any fair use, for periods of fifty to one hundred
years, conflicts with the purposes of the copyright clause. Such a rule
would use copyright to further secrecy and concealment instead of
public illuminatioa.67

I do not dispute that publication can be important in assessing the
second factor. Publication for public edification is, after all, a central
concern of copyright. Thus, a work intended for publication is a
favored protectee of the copyright." A secondary use that imperils

" See tupelo pp. oot-to.
See biro A. 179-3o.

61 Professor Weioreh argues it k 'oranteriocaltive vt mater imeade4 to be kept private
should be loon subject to esposure tbaa what was coated for others to sec. See ithioreh,
Fair Fab. 103 HAIIY L rte r 137, t 14$ -46 itpla %dead, it is. Fit 1116 KUM use WW1
1111981e1 to keep titivate matters mart possesses various legal remedies. McNair moil mod
triadoral gallows for tempos and cooversios, as well es as gain. to enforce the right Si privacy

My abaervathas arm w so way soma *bat courts should deprive a person welds, privacy
of level remedies deoiorsed to protect privacy. /Ay camera is solely with the oaderdoodirg of
the copyright law -- a holy of law meceived to ei wooroge pablicatioa for the public edification.
Coastruiseg its rules as ovum solicitous of au imeotisa to coated than to publish matraveses its
purposes. Sec Wry pp. n o rop-p.

da It was an sztoarly el the °Apra] drafting thee the literal tens Sr doe Stream of Aare
provided no pee-publicatkei protection. It oseasueml the limited period Sr peotectioa as bermes
years nastilyg am from the time of codesorship but from the dale Si publication. This peobksomak
drafting fororulsoiwo no doubt resealed from the fact that the smeredeals Sr the Statute Si Acme
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the eventual publication of a creation en route undermines the copy-
right objective. I therefore agree with the Supreme Court, on the
particular facts of the ?taloa case, that the nature of the copyrighted
work strongly favored its protection but not merely because it was
unpublished. la that case, the Natio*, a artehly magazine of news
and comment, published purloined extracts from the memoirs of for-
mer President Gerald Ford, shortly prior to the scheduled appearance
of the first authorized serialization in Time Magasixe.69 Time then
cancelled its plan t.) print the memoir and withheld payment of the
balance of the license fee. n The Supreme Court rejected the Nation's
claim that the newsworthiness of the President's memoir justified a
finding of fear use."

The critical element was that President Ford's memoir was written
for publication, and was on its way to publication at the time of the
Notion's pia-jumping scoop. The Supreme Court emphasized that
the Notion's scoop unreasonably diminished the rewards of author-
ship." The Court noted farther that if the practice were tolerated on
the grounds of newsworthiness, it would discourage public figures
from writing and publishing valuable memoirs." Read in context
rather than excerpting isolated phrases, the Nation decision commu-
nicates a concern for protection of unpublished works that we cre-
ated for publication, or on their way to publication, and not for
unpublished matter created for private ends and held in secrecy.

It is ant always easy to draw the distinction between works created
for publication and notations or communications intended as private.
A diary, memoir, or letter can be both private in the first instance,
but written in contemplation of possible eventual publication. In a
sense, professional authors are writing either directly or indirectly for
publication in their private memos and letters, as well as in their
manuscripts. In private letters and notebooks, they practice the writ-

were acts that conferral itionopoly print in franchises upon printers under royal licesse See

Pl. Kitetwit. UNHURPUID %NEW Or COMOGerr 3-9 (1947): -P tit COPYRIGHT

LAW, VIPs ROW ti, III. 3-4
Construing the statute to , :ace with its bead tetras would have lea authors unprotected

at the tittle of their greatest elk eon In piracy the time before the act of publication wade
public the authaes entitlement to protection. Thus, an author who showed an unpublished
mantrac-ript to a friend. critic. or prospective publisher would have had sr protection hold the
tatter pirated the work and published it without witborkation. The bridal, towels, !.,rover.
cured the problem by cortstruitig the Statute In tooter protection prior ta publication See Pope

v Curl, 24 Ent. ILep bob, s Mk $4: (17411
' Set Harper & Row, Publishers. Inc. V. Nation Enters , 47T U.S. 534. 543 0913i.
7. Ste id.
lt Set ti at stn
32 St t ii at 554-55
" See id at 557
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er's craft, trying out ideas, images, metaphors, cadences, which suay
eventually be incorporated into published work.74

The attempt to distinguish, for purposes of the sealed fair use
factor, between work created for publication and other written ismer
should recognize that the copyright objectives include a reasonable
solicitude for the ability of the author to practice the craft is the
privacy of the laboratory. A critique of an author's writing based
solely on rough drafts that the author had superseded might wegi be
an unreasonable intrusion."

On the other hand, notwithstanding the highly protected status of
draft, the privacy of the laboratory should yield in some situations.

Assume the following hypothetical cases:

(t) An author's first novel is greeted with critical acclaim for Its elegant
style and masterftd command of the language. A skeptical critic
undertakes to show that the author is a literary hand, the creation of
a talented and unscrupulous editor. In support, the critic quotes brief
excerpts from the author's very different original manuscript., revealing
a grammatical iv /wanes and stylistic awkwardness she mitt) n& could
not conceivably have come from the same pen u the elegant puhrtsbed
version. The author sues to enjoin publication of the review.

(2) Author A pubtidy accuses Author 11 of plagiarism; A clans that.
B's recently published book steals a metaphor frog a letter A wrote
to B. B denies the charge and asserts that his first draft, written
before be received A's letter, included the same language. The milk
quotes from B's first draft, disproving B's defense by showing that
the metaphor was not yet present.

Both examples seem convincing cases of fair use, in which the critic's
productive and transformative justification would take precedence
over the author's Interest in maintaining the privacy of the unpub-
lished draft."

" A recent New Posher comma by David Jacobson imagines Jams Joyce's ado list pasted
on his refrigerator. It rads:

TO DO:
t. Call Bask.
r Dry Cleaner.

Fora in the smithy id my soul the oacreated conscience dray not.4. Cell Wet
New YORKE., Sept. 21. 19119, at too.

" Professor Fisher suproests a per se rade barring fair ale id material that the origimal author
easidered wallas/sea. on the groueds of injury the creative peeress resaltiag frau ressatare
ifrealvace rod absence of beak. His discussion asoisats. hareem that the oriental rthor'S
smirk was created, ond is destined, for publication. His resuming dues au apply le a Wow

croatatIon d an unfinished and abandoned love letter, as martian demaaad, or a shaping
lie Ste Fisher, napes Note 31. sw. r;so.

rt 1 therefore question the validity of Chief Judge Oakes' iMerpretatioa Ot Satiarsr 11 his
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In summary, several principles emerge from considering the second
factor ix light of the copyright objectives: this factor conceni the
protection of the reasonable expectations of one who engages in the
kinds of creation/authorship that the copyright seeks to encourage.
Thus, a text, including drafts, created-for publication, or on its way
to publication, presents a far stronger case's-for protection against fair
use than matter written exclusively for private purposes. The more
the copyrighted matter is at the center of the protected concerns of
the copyright law, the more the other factors, including justification,
must favor the secondary user in order to earn a fair use finding_
The fact that a document is unpublished should be of small relevance
airless it was created for or 6 on Its wry to publication." If, on the
other hand, the writing is on its way to publication, and premature
secondary use would interfere significantly with the author's incen-
tives, its as yet unpublished status may argue powerfully against fair
use. Finally, this factor is but one of four it is not a sufficient
basis for ruling out fair use. There is no logical basis for making it
determinative, as was effectively done in Sanger and New Era.
Although the second factor implies a characterization of the protected
work on a scale of copyright-protected values, no category of copy-
righted material is either immune from use or completely without
protection. Wholesale appropriation of the expressive language of a
letter, without a transformative justification, should not qualify as fair
use, even though the writer of the letter had never considered publi-
cation. On the other hand, if a sufficient justification exists, and the
quotations do not cause significant injury to the author's entitlements,
courts may allow even quotations from an unpublished draft of a
novel.

3. Factor Three Amount and Substantiality. The third stat-
utory factor instructs us to assess "the amount and substantiality of
the portion used in relation to the copyrighted work as a whole."Ja
In general, the larger the volume for the greater the importance) of
what is taken, the greater the affront to the interests of the copyright
owner, and the less likely that a taking will qualify as a fair use.

opinion in New Ere "qaotintion used 'nerdy to demonstrate writing style may Dot qualify for
the fa use defense." New Era Publications hot/ v. Henry Hob is Co., Ily3 F Id 576. sea 424
Cit. I989) (Oakes. C.J.. concureinal.

" ltstliam Patty has expressed readiness, based as these arguments, to soiend his preview
positions as outlined in 11th FAIR USE INIVILIEGIC tht COP/BMW( LAW, cited Agree le Note 3.

Intl confesses to mechanically reciting the adage Vow is no hoc ale sri unpublished
works.' thereby failing to adequately take into account the different types of stispablinhed
works and uses thereof . fa, well as tAniechastIcally reciting that' Thom is presumed
SA/C/1 a prima (nick case of infringement has been made *VI' thereby Inviting
confusing( between substantive law and remedy . . .

PAIngses Note. 36 J CorvaiGHT Sony, note 3 (Apr RAO
17 U SC I 0:4P(t9a4)
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This factor has further significance in its bearing on two other factors.
It plays a role in consideration of justification under the first factor

he purpose and character of the secondary use); and it can must in
us. assessment of the likely impact on the market for the copyrighted
work wider the fourth factor (the effect oa the market).

As to the first factor, an important inquiry is whether the selection
and quantity of the material taken are reasonable in relation to the
purported justification. A solid transformative justification may exist
for taking a few sentences that would not, however, justify a taking
of larger quantities of material.

In its relation to the market impact factor, the qualitative aspect
of the third test 'substantiality" rimy be more important than
the quantitative. In the case of President Ford's memoir, a taking of
no more than 400 words constituting "'the heart of the book's" caused
cancellation of the first serialization coatract a serious impairment
to the market for the book. As to the relationship of quantity to the
market, presumptively, of course, the more takes the greater the likely
impact on the copyright holder's market, and the more the factor
favors the copyright holder. Too mechanical a rule, however, can be
dangerously misleading. One can imagine secondary works that quote
t00% of the copyrighted work without affecting market potential.
Consider, for example, a lengthy critical study analyzing the structure,
symbolism and meaning, literary antecedents and iafluenoes of & single
sonnet. Fragments dispersed throughout the work of eriticisin may
well quote every word of the poem. Such quotation will not displace
the market for the poem itself. If there is strong justification and no
adverse market impact, even so extensive a taking could be a fair
use.

Too rigid a notion of permissible quantity, furthermore, can seri-
ously distort the inquiry for very short memos or communicatioas. If
a communication is sufficiently brief, any quotation will necessarilytake most of all of it. Consider, for example, the extortion note
discussed above.&) A journalist or historian may have good reason to
quote it in full, either for historical accuracy, to show the character
of the writer, or to suggest its effect on the recipient. The copyright
holder, in seeking to enjoin publication, will argue that the journalist
has taken not only the heart but the whole of the protected work.
There are three responses, which relate to the first, second, and fourth
factors. First, there may be a powerful justification for quotation of
the entirety of a short note. Second, because the note was written for
private motives and not for publication, quotation will not diminish

" Harper & Rnw. Publishers, Inc v Nation F.olers
, 4)i U S s.st. 561 (1915) (quer*

Harper & Rmu. PubliAhnrs, lax v Natim, Enter, 557 F Supp 1067. 1072 CS.D N V. 19113)).
ae See 114111 tent accbmpan5 noir SS
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the inducement to authors to create works for the public benefit.
Finally, because the note is most unlikely to be marketed as a work
of its author, there is no effect on its market. Courts must then
evaluate the significance of the amount and substantiality factor in
relation to the copyright objectives; they Must consider the justification
for the secondary use and the realistic risk of ib jury to the entitlements
of authorship.

4. Factor Four Effect on the Market. The fourth factor
addresses "the effect of the use upon the potential market for the
copyrighted work."'" In the Nation, the Supreme Court designated
this "the single most important element of fair use.' The Court's
recognition of the importance of this factor underlines, once again,
that the copyright is not a natural right inherenf. in authorship. If it
were, the impact on market valves would be irrelevant; any uNau-
thorized taking would be obnoxious. The at;:iitarian concept under-
lying the copyright promises *tabors the opp.-otunity to realize rewards
in order to encourage them to create. A secondary use that interferes
excessively with an author's incentives subverts the aims of copyright.
Hence the importance of the market factor."

Although the market factor is significant, the Supreme Court has
somewhat overstated its importance. When the secondary use does
substantially interfere with the market for the copyrighted work, as
was the case in Nation, this factor powerfully opposes a finding of
fair use. But the inverse does not follow. The fact that the secondary
use does not harm the market for the original gives no assurance that
the secondary use is justified.0 Thus, notwithstanding the importance
of the market factor, especially when the market is impaired by the
secondary use, it should not overshadow the requirement of justifi-
cation under the first factor, without which there can be no fair use.

How much market impairment must there be to turn the fourth
factor against the secondary user? By definition every fair use in-
volves some loss of royalty revenue because the secondary user has
not paid royalties." Therefore, if an insubstantial loss of revenue

at 17 tt S C I 10710 002',
at Nati**. 47s 11.S at 06
" This reasoning assumes, that the author rrra:rd the copyrighted matter with the hope of

generally rewanis It has no btanng on materials written for personal reasons, independent
of the hope of commanding a risarct

An unjustified taking that er.h.,nces the market for the copyrighted work is tits) to imagist',
If, for example, kin director takes an unknown copyrighted tune for the score of a 1100%
OW becomes a Alt. the totmoser ma. realize a windfall from the afleroutrket for his composition
Nonetheless, if the taking is unnosfied under the first factor. it :Sunda he considered an
infringement, regardless of t1,- absence of marker impairment

Because the fourth fame toeu-e. oft the "frotewiftr market see %awn, 471 C S at sed
(emphasis In on inalt. perhaps. such a ease should be ronsidered an Impairment, drinte the
bonanza The taking of the tune foe the movie foreeto.es its eligibility for use m another film

1" It does not nes risatils follow drat rte lair use dn. trine diminishes the avenues of inpvraithr
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turned the fourth factor in favor of the copyright holder, this factor
would never weigh in favor of the secondary user." And if we then
gave serious deference to the proposition that it is `undoubtedly the
single most important element of fair use,"' fair use would become
defunct. The market impairment should not turn the fourth factor
unless it is reasonably substantial.** When the injury to the copyright
holder's potential market would substantially impair the incentive to
create works for publication, the objectives of the copyright law re-
quire that this factor weigh heavily against the secondary user.

Not every type of market impairment opposes fair use. An adverse
criticism impairs a book's market. A biography may impair the mar-
ket for books by the subject if it exposes him as a fraud, or satisfies
the public's interest in that person. Such market impairments are not
relevant to the fair use determination. The fourth factor disfavors a
finding of fair use only when the market is impaired because the
quoted material serves the consumer as a substitute," or, in Story's
words "supersede[s] the use of the otriginal."° Only to that extent are
the purposes of copyright implicated.

B. Are Mere Additicmat Factors?

r. False Factors. The language of the Act suggests that there
may be additional unnamed factors bearing on the question of fair
use." The more I have studied the question, the more I have come
to conclude that the pertinent factors are those named in the statute.
Additional considerations that I and others have looked to are false
factors that divert the inquiry from the goals of copyright. They may
have bearing on the appropriate remedy, or on the availability of

bolden. If a toyaity steadied to every secondary use, ninny would simply forgo am
of the primary material in favor of fare saeottletes.

"Cf Fisher, 3147111 11114e 31, al 1471 -7r
*7 Naito. 471 U S. at 566.

Akhotigb the Selmer opiates arkmmiedeed that the biograPbY 'woad not displace the
market for the letters.' it cowed this factor is the plaintiff's favor became -,I4Plise impairment
of the market seer fylt Salisuarr v litabohon Houle, tit F rd qo. 19 04
Cot dallied. tilt I; S. 590 119811. This polyglot iallpairenees1 furthenonort. resulted w few
the copying of Salinger's worgletml from the readttt. mistaken belief, based ow the biographer's
use of phrases such aa letole."sairl Sanger,' sod "Satiny declares,' that they had ter
Salinger's words. See id The New ENV opinion also atanied th6 raw to the plaintiff on
speculative assessment of silobt market loptinggerst Set New Eve, 1173 F rd at 51 I believe
the criterion rewires a more substaiatial linr113 Fisher. sigfrro mote 31, at 1171-7r.

Sec Solberg.. aso F Solleg as 425
" Fobeen v Marsh, F. Cas. 34a. 345 IC C.D. Masa 1841) N. 49,21
I" The statute states that 'the factors to he considered 'hall larlodr" the four baton Set

17 USC h to; Rolla) The terms 'incletime and 'suck as are illustrative and not timitativeId I tot.



523

026 HARVARD LAW REVIEW {Vol. 103:11o5

another cause of action to vindicate a wrong, but not on the fair use
defense.

(a) Good Faith. in all areas of law, judges are tempted to rely
on findings of good or bad faith to justify a decision. Such reasoning
permits us to avoid rewarding morally questioriabk conduct It aug-
ments our discretionary power. It provides us with an escape from
confronting questions that are difficult to understand. The temptation
has been particularly strong in dealing with the difficult issue of fair
use.92 This practice is, however, misguided. It produces anomalies
that conflict with the goals of copyright and adds to the confusion
surrounding the doctrine.

Copyright seeks to maximize the creation aid publication of so-
cially useful material. Copyright is not a privilege reserved for the
well-behaved. Copyright protection is not withheld from authors who
lie, cheat, or steal to obtain their information. If they have stolen
information, they may be prosecuted or sued civilly, but this has no
bearing on the applicability of the copyright. Copyright is not a
reward for goodness but a protection for the profits of activity that is
useful to the public education.

The same considerations govern fair use. The inquiry should focus
not on the morality of the secondary use; but on whether her creation
claiming the benefits of the doctrine is of the type that should receive
those benefits. This decision is governed by the factors reviewed
above with a primary focus on whether the secondary use is
productive and transforrnative and whether it causes excessive injury
to the market for the original. No justification exists for adding a
morality test. This is of course not an argument in favor of immo-
rality. It favors only proper recognition of the scope and goals of a
body of law.

A secondary user, like an original author, may be liable to criminal
prosecution, or to suit in tort, if she has stolen information or has
committed fraud. Furthermore, if she has infringed upon a copyright,
morally reprehensible conduct may influence the remedy, including
the availability of both an injunction and additional damages for
willfulness. 93

This false morality factor derives from two misunderstandings of
early precedent. The first results from the use of words like "piracy'
and the Latin phrw, "animas furondi" in early decisions. In rejecting
the defense of fair use. courts sometimes characterized the offending
secondary work as having been written anima fursouli (with intention
of stealing). Although this characterization seemed to imply that fair

92 Ste Time Inc. v. BentantliGels Assocs , tos F S.pp rJo, t46 (S.D.N V t9614; W.
PAIltY, wpm nose 3. at

ss Ste 17 1..S C 3 so4(cX2)11011 (providing for additional damages if a willful infringement
foundl
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use requires honest intentions, the courts reasoned in the opposite
direction. The decisions did not explore the mental state of the sec-
ondary user to determine whether fair use was shown. They examined
the secondary text to determine whether it made a productive trans-
formative use or merely restated the original. If they found no pro-
ductive use justifying the taking, judges adorned the conclusion of
infringement with words like piracy or anima fairandi." The mo-
rality of the secondary user's conduct played no role in the decision.
The irrelevance of the morality of the secondary user's conduct was
underlined in decisions like Musa v. Marsk.95 There Justice Story
emphasized not only the good faith and "meritorious labor? of the
defendants, but also the usefulness of their work. Fading no "bona
fide abridgement""' (what 1 have described as a transforrnative use),
justice Story nonetheless concluded with 'regret" that good faith could
not save the secondary work from being *deemed in law a piracy.'"?

A second misleading assumption is that fair use is a creature of
equity.93 From this assumption it would follow that unclean hands
and all other equitable considerations are pertinent Historically this
notion is incorrect. Litigation under the Statute of Anne began in the
law courts." Although plaintiffs who sought injunctions could sue,
and did, in the courts of equity," which exercised parallel jurisdic-
tion, the fair use doctrine did not arise out of equitabk considerations.
Fair use was a judge-made utilitarian limit on a statutory right. It
balances the social benefit of a transformative secondary use against
injury to the incentives of authorship.

The temptation to determ:ae fair use by reference to morality also
can lead to examination of the conduct and intentions of the plaintiff

94 Ste, t t., Call, V. Kearsley, 17o Ewa RAP, 1107/, 4 Esp. 268 (riot) Jambi v. Houlston,
69 Eng Rep. rale, 1398, 3 K it J. led, 7th-17 (3857k see else Marcum v. Rowley, 695 F ad
171, 1375 (9th Or 19131 (1Frair use presupposes that the clefuldant bas acted fairly emet iw

pond faith . Iowa State UaiV. Research Frond , Inc. v. American Broadcasting Co., 631
F ad 57. 6a (ad Cit. rciaol (noting the relevance of conduct to fair use).

" / F. Cas w ((CO.. Mass. :Ref) (No. 4/011).
96 Id at 349

Id at 34$, see also !Chiral v. Crow. 309 F ad 777. 76o lath Cir 1/6.2) (stating that lack
of inien4 to infringe dons 'tot entitle a defendant to the peolmtions of the fait we doctrine).
Reed t 1101hriay, 19 F PS, 327 tC, C Ye D. Pa 184) ('Intention".. is of no nbtaibtlitt K
legfroverment otherwis.e appears.), Scott v. Stanford. 3 L.R.-Eig. 71e, 7,3 (x167) (bolding that
the honest intogions n( a defendant are immaterial if the resulting wort infringes plaintiff's
roPritht)-

"See, e.g Sony Corp. of Arn v. Universe) Cify Studios, Inc. 444 U S 4v), 44E 0041
V44,14)12tg an equitable rule of reason'); see ails S. Rae No 473, 9.011 Coed tat Sen. 42
(e975) riSbnce the doctrine is an equitable Me of reason, eta . applicable deformities% is posalle

H.R Rue No /476, 94th Cong., 3d Sem. es (uW)
"See Mr. Para/. su4414 sett 1, 44 3-5
'co Su. e g , Doehiey v. Kinneriley, 37 Eng. Rep. 370 ('761) (seekk3g an injunction so

present further publication of novel lbstrul
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copyright holder in bringing the suit. The secondary user may contend
that the copyright holder is disingenuously invoking copyright reme-
dies as a device to suppress criticism or protect secrecy.101 Such
considerations are also false leads.

Like a proprietor of land or an owner of contract rights, the
copyright owner may sue to protect what he owns, regardless of his
motivation, His rights, however, extend only to the limits of the
copyright. As fair use is not an infringement, he has no power over
it. Whether the secondary use is within the protection of the doctrine
depends on factors pertinent to the objectives of the copyright law
and not on the morality or motives of either the secondary user or
the copyright-owning plaintiff.

(b) Artistic httegrity. There are many who deplore our law's
failure to protect artistic integrity. French law enforces the concept
of the droit moral arartiste, which covers among other things a right
of paternity (the right to be acknowledged as author of the work), the
right to preserve a work from mutilation or change, the right to
withdraw or modify a work already made public, and the right to
determine whether or not a work shall be published. l°1

Those who would adopt similar rules in United States law seek a
place for them in the copyright law, which is understandable in view
of the absence of other niches. I do not oppose our adoption of such
rights for artists. I do, however, oppose converting our copyright law,
by a wave of a judicial magic wand, into an American droit moral.
To do so would generate much unintended mischief. Our copyright
law has developed over hundreds of years for a very different purpose
and with rules and consequences that are incompatible with the droit
moral.

As the copyright privilege belongs not only to Ernest Hemingway
but to anyone who has drafted an interoffice memo or dunning letter
or designed a computer program, it would be preposterous to permit
all of them to claim, as an incident to copyright, the right to public
acknowledgement of authorship, the right to prevent publication, the
right to modify a published work, and to prevent others from altering
their work of art. If we wish to create such rights for the protection
of artists, we should draft them carefully as a separate body of law,
and appropriately define what is an artist and what is a work of

1°' See, e.g., Royeawat ErAers . liar v Random Houk. I,,c., 366 F ses trd Cir
)966) (Lumbar& C J., coacuerioa etre denied, 3255 1..1 S. too 09671; New Era Pablicathas
Intl v Henry Holt & Co.. 6qs F Supp 1293, 3526 is D !`i V aid on other scrosixels.
673 F 2d 576 trd Cir. 19811

1°' See naSilva, Drort Moroi and the Amoral Copyright. 28 BULL. COPYRIC.147" SOC.'S

4 1T9901. See generally Giwbung. Frrnefs Ceprrigin Low A Corkperogive Overnseur. 36 j
Corvalcrir Soc'Y 269 (191Q)
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art.'°3 Those difficult definitions should be far narrower than the
range of copyright protection. We ought not simply distort copyright
to convey such absolutes.

(c) Privacy. /The occasional attentpt to read protection of pri-
vacy into the copyright is also mistaken." This trend derives pri-
marily from an aberrational British case of the mid-nineteenth century
in which there had been no replication of copyrighted material.

Queen Victoria and Prince Albert had made etchings which were
exhibited privately to friends. The defendant Strange, 14 publisher,
obtained copies surreptitiously. Strange wrote descriptions of the etch-
ings and sought to publish his descriptions. Prince Albert brought
suit to enjoin this intolerable intrusion. The Lord Chancellor, ex-
pressing concern for the privacy of the royal family and disapproval
of the surreptitious manner by which the defendant had obtained
copies of the etchings, affirmed the groat of an iajunctioa.tre

Prince Albert's case is noteworthy as the seed from which grew
the American right of privacy, after fertilization by Brandeis and.
Warren." But it should not be considered a nse,aningfii precedent
for our copyright law. The decision reflects circumstances that distin-
guish British law from ours particularly the absence from British
law of two of our doctrines. First, although British society placed a
higher value on privacy than we do, English law did not have a right
of privacy.'07 In this country, a right to privacy has explicitly devel-
oped to shield private facts from intrusion by publication. 101 Second,

1°3 Sec Sense Convention Implementation Act of 19U, hb. L No. too-ibi, 302 Stag. 1113
4o be codified 10 scattered sections of 17 U.S.C.).

Not See, e.g., Copyright Its cal Ike Protection of Prisecy, /3 Cot.sma.-VLA J.L.
$ Awn 419 ow).

ter See Mace Albert r Strange. 41 Ens. Rep. tx71, it71-72. it7e-7g. ergo, r Mac- & G.
rS. 25-17, 40. 44-45. 41 (14491. In 44 Ea Rep- 193. s DeG. R Sr. 452 040.

lib See Waned & Brandeis. The Right to Privity. 4 Ran. L Rau. egg Olga-
1.7 See geoerdiy Ramer or roe Coassirrrya osr Parvace, Command Papers g, No. 501r2,

at 301-07 (1972) tnoornmeadieg argon the rreatka cif a statutory grand right of
privacy,.

AS The RcsravEromr (SsCont31 or Tools I is2A (1177) formulates a arm of active for
invasion of privacy. which may arise from unwarranted publication of private forts. Mummies
states recognize such a privacy action. Relief is typically available If the publicised water
would he highly offessive to a reasonahle person sod if no strong public Lutenist nista is the
disclosure of the facts. Sec r.g , Reed v Real Detective Publisling Co., 63 Aria. mac .ya.--os,

P rd :A (sots), Goodrich v. Waterbury Republican-Am., lac., tli Cu... sin, tat,
441 A.34 1317. 3339 tiggr), Florida Pubtisisiag Co. v Fletcher. 34o Ss. 311 "44 gtg (Phi will
(Saonalerg. J . dissertiag) idiscassiag the absence of an invasioa of privacy whoa when pub.
lidding smatters of legitiniase public latentsti. cert. &Wei, 431 U.S siso 0977k Midwest Chas
Co. v. Stanford Der Co . 34 IL App >d stn. 133, 339 N.E.ad 274, 377 tsg7sli Beaman v.
Brea"- 431 Mich I°. 96, zS7 Nw.2d 511, 117 (t977) (discussing havasica of privacy based an
public diaciosure of rnbarrionieg private facts); Demo v Della Democrat Publishing Co., 336
56 471 IMLsa 3476) (Isuldirtg that plaintiff earned facts sufficient as establish an "valise of

Li )
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British law did not &include a strong commitment to the protection of
free speech.109 American law, in contrast, maintains a powerful con-
stitutional policy that sharply disfavors mauling speech.

Serious distortions wil occur if we permit our copyright law to be
twisted into the service of privacy interests. Fars ; it will destroy the
delicate balance of interests achieved under our privacy law For
example, the judgment that, in the public interest, the privacy right
should terminate at death would be overcome by the additioaal fifty
years tacked onto copyright protection. Such a change would destroy
the policy judgment developed under privacy law denying its benefits
to persons who have successfully sought public attention. In oddities',
as a resuk of the preemption provisions of the federal copyright stat-
ute,"° construing the copyright law to encompass privacy might nul-
lify state privacy laws.

Moreover, the copyright law is grotesquely inappropriate to protect
privacy and obviously was not fashioned to do so. Copyright protects
only the expression, not the facts revealed, and this fails to protect
the privacy interest involved."' Because the copyright generally can-
not be enforced without a public filing in the Library of Congress,
the very act required to preserve privacy would ensure its violation.
Finally, incorporating privacy concerns into copyright would burden
us with a bewilderingly schizophrenic body of law that would simul-
taneously seek to reveal and to conceal. Privacy and concealment are
antithetical to the utilitarian goals of copyright.

C. injunction

One of the most unfortunate tendencies in the law surrounding
fair use is the notion that rejection of a fair use defense necessarily

privacy claim); Softie v. Thal. K1 S.W.2d 501, stn (14o. tans); Commeivealth v. Hams, sio
Pa. 416 43Z-33. 414 A-)4 3a, 374-35, ten. hooted, ko U.S. 991 (1960k Indlustrial Ford
of the Smith V. TIMM lodes. Accidkvit Bd., soo S.W.ld Ma, 643 (Tex. 29741(discossing Pentaer's
calegoeMarloo of as iovasion of privacy action Mat four distinct tortik reg. &NW. Us U.S.

lerynk see elm ltstwaimarr (SlocOno) or Torn 4 612E (197 idiarainag 'Wm fiShe
invasion of privacy). Some commenalsra have mewed for champ in the doctrine. Set, e.g.,
Zirrenenvea, Requiem fee s Havvyweigra.- A "We'd' * Woven sad Bromide& Ptittory Tat.
4$ COttalLI. L. Rico. 191 (1953) (arguing fora shift in focus away from the awaroat of publicity
glom to private information).

°I Cf. E. BAWItri, nue*. or SPErCK 04-07 (e0s)(ergwigtg that LIMA kw don not
protect freedom of speech or fully as Americas or Gentian law and recommemding the adopting
of a 'free speech clime for Arkin): Lee, dice***41 Bork, Terventranial Spycatcher: Do the
British Need er Aig/dif, to U. Prrr L. Rsv. 777. I is (i OA Oncoming the Simeatcher
incident as having provoked the adoption of a bin ef rights to Prowl free sixeelt Hors
adeguabtly,

"0 See 17 U SC I' 501 (19132).
"' See id 4 1041)), see also flasprr fe Row, Pobbskers. Inc v Native Enters all U.S

539. S47 09851

A
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implicates the grant of an injunction. Many commentators have dis-
paraged the overly automatic tendency of courts to grant injunctive
relief.112 The copyright statute and its predecessors express no pref-
erence for injunctive relief. The 1976 Act states only that a court
'may . . . grant temporary and final injunctions on such terms as it
may deem reasonable to prevent or restrain infringement of a copy-
right."113 Moreover, the tendency toward the automatic injunction
can harm the interests of plaintiff copyright owners, as well as the
interests of the public and the secondary user. Courts may instinc-
tively shy away from a justified finding of infringement if they perceive
an unjustified injunction as the inevitable consequence.114

112 Benjamin Kaplan chided courts for noonietimes forgletting) that as bijuactise does sat
go of coarse; the interest is dissemination of a work may lustily a coldnelnene of the remedy
to a mosey recovery." B. Ksetart, sops note ill, at f3. Professor Nkomo-, noting judicial
authority requiring an injunction, cannons that 'where great public injury would be worked by
an injunction, the courts might follow cases is other stem at property law, sad award damages
or a coationitag royalty instead of an mjuectioe is sack special circumstances.' y M. Ni seas,
TICK COPYRIGHT LAW I iS GOBI at 14-54 (1616). The nemodlial standard suggesball by the
Reittolootiol (Sera!) 4 Torts mime allow courts to award a plaintiff damages wiles cormaire
railing interests, nickelling feet speech, disfavor sn kjamates. See ItTeraffinostsrf (Siteterb)
or Toilers t est commeot (Iwo); id. S gss moment e; sea also Abrams, Pint Ammadmeof
mod Copyright, 35 J. COPYRIGHT Soeir 1, 3, is (teli7) (amass that first aSeeklinest values
shoeld he viewed as a basis for making copyright law more responsive to the slimed makes of
the natioa); Goldstein. Collyriskt sod (lie First Asiscroberist, so COLON. L. Rev. 9g3, toje
tiesoI (arguing that oar way to accontenodate copyright property with the public hum* k
access is M prefer on award of damages to an injunctive remedy); WishIngrad. First Amendment
"Fair Mt,' N.Y.L.J., May 22, teen. at 2, cols. 4-1 (arguing that courts should select other
remedies to avoid infringing the first ameadmemtl.

lis is U.S.0 I Soo(a) togas)
114 An example of such confusion, : conkm, may be my own opinion Staiseer. Witt

hindsight, I suspect my belief that the book should not he enjoined made we too disported to
had fair use where some of the quotations had little fair use justieication.

I believe Professor Wein relit analysis could similarly deprive copyright owners of their lawful
entitlements Professor Weinreb argues that fair use should not be understood as a part of
copyright law, designed exclusively to help achieve its objectives, but as a limitation on copyright
Need also on other social policies including fairness It is incorrect, he argues, to restrict fair
uses to those the make creative use of the copyrighted material In some cams, concerns foe
the public interest will demand that the secondary user's presentation he exempt from the
copyright owner's rights, notwithstanding unproductive toping. As an example hr cites the
finding of fair use involving an unauthorized publicmion of a copy of a spectatoe's filen of
President Kennedy's assassination Set Weintrb, sags trots 67. al 1543 Icitinr Time Inc v.
Bernard Gcis Assorts , Joy F Stipp r_to tS D N V 19681)

Let us explore Professor Weinieb's example Assume as our plaintiff a gifted news photog-
rapher who, through a combination of diligence. preparedness, rapidity, imagination. instinct,
skiff. sense of compo.ition, and other undefinable artistic gifts, manner; again and again to take
captivating phronmarihs cataclysmic or historic occurrences .cording to Professor Wrioreb's
analysis the more successful he is in the practice of hes creative art, the less copyright protections
he has hen there is a sufficiently great public interest in seeing his documentary recordings,
he loses his right to receive compensation for them. In the public tnterest, the newspapers.

t- 5) . )
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Legal rhetoric has dulled thought on the injunction remedy. It is
a venerable maxim that irreparable injury is "presumed" in a case of
copyright infringement.'" Injunction thus follows as a. matter of
course upon a finding of infringement. In the vast majority of cases,
this remedy is justified because most infringements are simple piracy.
Successful fabric designs, fashion accessories, toys, and videos in-
stantly spawn parasitic industries selling cheap copies. These infring-
ers incur no development cost, no advertising expense, and little risk.
They free-ride on the copyright owner's publicity, undercut the mar-
ket, and deprive the copyright owner of the rewards of his creation.
Allowing this practice to flourish destroys the incentive to create and
thus deprives the public of the benefits copyright was designed to
secure. It is easy to justify enjoining such actiNity In fact, the
presumption of irreparable harm is probably unnecessary. It merely
simplifies and reduces the cost of proving what could be shown with-
out a presumption.

Such cases are worlds apart from many of those raising reasonable
contentions of fair use. Historians, biographers, critics, scholars, and
journalists regularly quote from copyrighted matter to make points
essential to their instructive undertakings. Whether their takings will
pass the fair use test is difficult to predict. It depends on widely
varying perceptions held by different judges. Yet there may be a
strong public interest in the publication of the secondary work. And
the copyright owner's interest may be adequately protected by an
award of damages for whatever infringement is found.

In suck cases, should we indulge a presumption of irreparable
harm and grant injunctions as a matter of course? According to the
&stinger opinion, if la biogr...pher) copies more than minimal amounts
of (unpublished) expressive content, he deserves to be enjoined
. . n1I6 Judge Miner's majority opinion in New Ens extended this

news magazines. and teksision networks may simply take and republish his photographs -eithnut
payment. That is fair use.

I think Professes Weinreb's example proves the contrary of his point. He confuses the
author's copyright with the suestions of remedy It makes no sense that an `author,' whose art
and livelihood are to make news photographs that the public will Sespenuely need to see, loses
his right to compensation for his labors because he succeeds in his endeavors On the other
hand, the public interest disfavors an injunction barring the dissemination of such a work The
conflict is not difficult to reconcile. The taking of the author's photographs for public display
is not fair use the copyright hollikr may sue for compensation for the unauthorited repuhlti awn
of Isis work. The public interest ma) nevertheless octrrirk the right he otherwise would have
had to har distribution. He will be denied an injunction. but will recover damages. Batik the
copyright law and the public interest will thus be vindicated

", See Larstares Tier. COPYRICHT LAW. swam nett rb., at :711 & n ros.
114 Sa linger v Random Horse. Inc.. al t F id so. 4010d Or), cent deeded. 4go U.S. 1190

41987)
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proposition, expressly rejecting the idea that the public interest in
publication of an informative biography could outweigh the copyright
owner's preference for an injunction.117 Upon application for rehear-
ing en bane, Judge Newman, author of the Solihger opinion but not
a part of the New Era panel, writing in favor of rehearing of New
Era, retra:ted Salinger's seminal assertion. judge Newman explained
that his phrase "deserves to be enjoined" had meant nothing more
than "deserves to be found liable for infringement."mi He pointed
out that in Salinger there had been no dispute over the appropriateness
of injunctive relief. Because at the time of the lawsuit the book was
in prepublication copy, the infringing passages could be easily excised
or altered without destroying the book. Thus there was no good
reason to deny the injunction. Judge Newman's New Era opinion
goes on to argue convincingly that the public interest is always rele-
vant to the decision whether to grant an injunction."'

The customary bias in favor of the injunctive remedy in conven-
tional cases of copyright infringement has no proper application to the
type of case here discussed. When a court rejects a fair use defense,
it should deal with the issue of the appropriate remedy on its merits.'"
The court should grant or deny the injunction for reasons, and not
simply as a mechanical reflex to a finding eR -frin gement_ Plaintiffs
should be required to demonstrate irreparaa harm and inadequacy
of compensation in damages.'" As Chief Judge Oakes noted in his
separate opinion in New Era, "Enjoining publication of a book is not

to See New Era Publications intl v Henry Holt a CO.. F rd 374, 314 (id Cir 910.
f t New Era Publications Intl s Henry Holt & Co., Ban F. rd eiso, 663 ri I (rd Co tonal

<Newman, , dissenting) ladvecating rehearing en bun).
"'See id. at 664. in his new article, judge Newman emphasizes the importance of the

public interest a determining the nvailability of an injunrikm. See Newman, rapid note 31
"Set sapea note ;;.
111 The appropriate measure of damages will raise questions because ad the vagueness of the

statutory standard. i ; U.S C f sat(b) grants the copyright owner his'actwal damages suffered
and any profits of the infringer that are attribittable to the infringement." U He is

permitted, however. to elect instead "statutory damages" of Ssoo to Iao.000 per work infringed
If the infringement was 'committed willfully," this statutory awned may be increased to 1 soci.000
It may be reduced to Sroo If infringers in ((units nurnw categories believed on reuoinabk
vaginas that Its use had been made Ste 17 U S C.A. 4 504(r) (West Sow. 109) A court
has wide discretion to setting the award.

It is alto/grater proper for rourts to distinguish is fixing damages between had :arch appro-
pnation and a good faith misralculauun of the permissible scope of fan we. Unqueowinably in
some ciscumstances damages should he set to punish and deter In other instances, no punitive
rootent would Le appropriate fairness would rather suggest reasonable eocopereiation for the
use of literary property -- a kind of compulsory license.

Where a coon has found infringement but denied an injunction, a defendant may limit the
rise of catastrophic liability for further dtstribution of the infringing work by counterclaiming
he a ekelaratrwy the measure of due:mgrs.

r
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to be done lightly. . . . [T]he grant or denial of an injunction remains
an open question, to be determined by carefully balancing the appro-
priate factors."122

As with other issues arising in connection with a fair use defense,
analysis of this issue should reflect the underlying goals of the copy-
right law to stimulate the creation and publication of edifying matter.
In considering whether the plaintiff would suffer irreparable harm,
the court should focus on harm to the plaintiff's interest as copyright
owner. A public figure may suffer irreparable injury to his reputation
if publication of extracts from his private papers reveals him to be
dishonest, cruel, or greedy. An individual suffers irreparable harm
by the revelation of facts he would prefer to keep secret. But those
are not the types of harms against which the copyright law protects;
despite irreparability, they should not justify an injunction based on
copyright infringement. Only injuries to the interest in authorship are
the copyright's legitimate concern.

Critics of these views express concern that obstacles to injunctive
relief may undermine the incentives of authorship for which copyright
law was created. ff the grant or denial of injunction is informed by
the concerns of copyright law, such a worry will prove groundless. If
the infringement is of a. type likely to diminish creative incentives,
the court should favor an injunction. In a case like the Nation, where
the infringement deprives the author of significant monetary and non-
monetary rewards of authorship, and where, as the Supreme Court
found, such infringement diminishes the incentive to public figures to
write valuable memoirs, an injunction would be justified. If, on the
other hand, the original document had been created for purely private
purposes and not as a work of authorship for the public benefit, denial
of an injunction would not adversely affect creative incentives. For
reasons similar to those discussed under the second factor, courts
should more readily grant an injunction where the original is a work
of authorship created with a view to publication (or is on its way to
publication) than in the case of private communicative documents
created for reasons that are not the concerns of copyright law.1z3

1!2 New Ere, 873 F.pd at 396 (Oakes, C..11 , concurring).
'/' Furthermore, although the change of approach to remedy suggested here may mind

substantial, I believe based cm my experience adjudicating copyright cases is federal rout that
it would have no strenifwmat statistical effect ore the grant of injunctions. Of the iso-sod
oopynght casts that hove come better dry random dtribution) is is years on the bench,
the vast majority invohred unnouticabk copying without claim of fear use and resulted in
intunctinnt additiossal cases presented disputes over performance of the terns of brensiog
averments; a few 'evolved overambitious claims, where the similarity was attributable to
rnincidence rmr to the fact that both the plaintiff and defendant were copying the same coeven-
tional model; in some, the similarity related to unprotected elements sects as facts, styles, or
ideas None of those cases are affected by the suggested approach to injunctions. Fewer than
ten have snvoi fair use. Half of these were in the aces of advertising;

BEST COPY OR M!'
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In my argument against automatically granting injunctive relief, I
have deliberately refrained from invoking the support of the first
amendment's opposition to prior restraints. I have excluded such
arguments not because they are irrelevant but because they are un-
necessary and risk importing confusion. Although copyright often
results in suppression of speech, its underlying objectives parallel those
of the first amendment. liTjhe Framers intended copyright . . to
be the engine of free expression."12' It 'is intended to increase and
not to impede the harvest of knowledge";125 Itjo promote the Progress
of Science and the useful Arts"-,'" to encourage 'Learned [writers) to
compose and write useful Books."'" It was never intended to serve
the goals of secrecy and concealment. Thus, the copyright law on Its
awn terms, and not merely in deference to the first amendment,
demands caution in awarding oppressive injunctions.

III. CONCLUSION

A question to consider in conclusion is whether imprecision the
absence of a clear standard in the fair use doctrine is a strength
or a weakness. The case that it is a weakness is easy to make.
Writers, publishers, and other would-be fair-users lack a. reliable guide
on how to govern their conduct. The contrary argument is more
abstract. Perhaps the abundance of disagreement reflects the difficulty
of the problem. As justice Story wrote in 184r, it is not easy "to lay
down any general principles applicable to all cases.' A definite
standard would champion predictability at the expense of justification
and would stifle intellectual activity to the detriment of the copyright
objectives. We should not adopt a bright-line standard unless it were
a good one and we do not have a good one.

We can nonetheless gain a better understanding of fair use and
greater consistency and predictability of court decisions by disciplined
focus on the utilitarian, public-enriching objectives of copyright
and by resisting the impulse to import extraneous policies. Fair use
is not a grudgingly tolerated exception to the copyright owner's right3
of private property, but a fundamental policy of the copyright law.

Eau use was Mitt led and an injunction appropriately wanted Only in three or four cases, se
approximately two percent, could differing views conceivably haw affected thr Standard- I can
think of only one where my grant or denial of an injunction would tern on whether the
traditional or the suggested approach were followed. If nay experience is representative, the
approach to the injunction remedy would not undermine the incentives that the copyright sacks
to foster

1" Harper & Row, Publishers. Inc. v. Nation Enters , 473 Ti S 539, 351 (19.5).
121 td at S45
In II 5 Conivr an I. S ft. cl
rat Act for the Fncouragement of learning, t7og, I Anne, ch to
1.1 Folcorn v Marsh, y F Ca% 342, 344 tC C D Maw ah4s1 4900.
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The stimulation of creative thought and authorship for the benefit of
society depends assuredly on the protection of the author's monopoly.
But it depends equally on the recognition that the monopoly must
have limits. Those limits include the public. dedication of facts (not-
withstanding the author's efforts in uncovering them); the public ded-
ication of ideas (notwithstanding the author's creation); and the public
dedication of the right to make fair use of material covered by the
copyright.
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American Association of Law Libraries

June 6, 1991

goutt I iuti

The nonorabe William J. Hughes, Chair
Subcommittee on Intellectual property ano Judicial Administration
House Judiciary Committee
United States House of Representatives
Cannon Building, Room 341
Wasnington, DC 20515

Dear Mr. Hughes:

H.R. 2372 was introduced on May 16. 1991. Bills have been
introduced on fair use of unpublished materials in past Congresses.
The American Association of Law Libraries has followed such
legislation closely in the past and has expressed its opinions or
Prior bilis through testimony. A copy of our prior testimony is
attached. We believe that our opinions and reasons are as ap-
plicable to the current bill as they were to similar bills
referenced in our attachment. We are very supportive of the
legislation, and we urge the Committee to act favorably or
H.R. 2372.

Enclosure
cc: Sally Wiant

Sally Holterhoff
Kathleen Vanden Heuvel
Robert Oakley

r

Sincerely,

Penny A. Hilelton
President, American Association

of Law Libraries
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WRITTEN STATEMENT ON BEHALF OF THE

AMERICAN ASSOCIATION OF LAW LIBRARIES

Before the SUBCOMMITTEE ON PATENTS, COPYRIGHTS, & TRADEMARKS OF THE

SENATE COMMITTEE ON THE JUDICIARY

and the

r,bcomnittee on Courts, Intellectual Property

and the Administration of Justice of the

House Committee of the Judiciary

on

H.R. 4263 and S. 2370

101st Congress, 2nd Session

Wednesday, July 11, 1990

INTRODUCTION

The American Association of Law Libraries (AALL) is a national
organization of more than 4.700 professionals who are committed to
developing and increasing the usefulness of law libraries and the
cultivation of the science of law librarianship. In the
Association's legislative policy adopted in 1990, the Association
states its belief "that an equitable balance between the rights of
users of information and the rights of copyright holders is
essential to the free flow of information. The Association urges
that all proposed revisions, guidelines, procedures, or
interpretations relating to the Copyright Law maintain this balance
by interposing a minimum of obstacles to the free and open
distribution of ideas in all media and formats." HALL is
interested in H.R. 4263 and 5.2370 because many of our libraries,
particularly those in the academic sector, are repositories for
unpublished works, including manu-cripts, letters, and other
papers. The purpose of these bills is to apply fair use equally to
published and unpublished works. Like published materials, the
value of these materials in our libraries would decline if
researchers did not have the right to copy from these works in
situations covered by section 107 of the Copyright Law.

FAST COPY iiitLiABLE
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HISTORICAL FAIR USE

The main thrust of Article 1, Section 8, is to advance public
welfare by encouraging the expression and dissemination of creative
ideas.

Subject to certain exceptions, copyright legislation gives
exclusive rights to the copyright owner. The quoting of reasonable
excerpts has long been considered fair use, a judicially created
exception to the exclusive rights held by a copyright owner. The
rationale for the doctrine and the criteria for its application are
discernable prom case law. These judicial decisions determine the
balance between the public's right of access and the creator's
right to benefit from his or her creation.

The 1909 Act was silent on the question of fair use. Until
the 1976 Act, there had been no statutory provision dealing with
the issue. Under the 1909 Act, unpublished works were protected
under the common law of the individual states and authors had
property rights in their works. Until general publication of the
work, the author had the exclusive right to copy or to authorize
copying. Upon publication, copyright protection continued only if
the work contained a notice of copyright and was registered with
the United States Copyright Office. Reproduction of limited
sections of published materials under copyright was subject to the
fair use doctrine and other statutory and common law exceptions to
the author's exclusive right to copy.

All this has changed with the enactment of the 1976 Act. Now
copyright protection is attached the minute the independent work is
fixed in any tangible medium of expression. Both published and
unpublished works are protected once expressed in a tangible form.
Unpublished works created before January 1, 1978 are now protected
from unauthorized use until 50 years after the death of the author
or at least until December 31, 2002. Congress made a conscious
decision to include unpublished works in the 1976 Act. Congress
also made a conscious decision to include two important exceptions
in the 1976 Act to insure the public's right of access to the wide
variety of works now covered by the copyright law: fair use and
reproduction by libraries and archives. The fair use exception of
the 1976 Act incorporates the judicially created doctrine of fair
use - the quotation or paraphrase without the specific permission
of limited sections of the document for purposes such as teaching,
news reporting, and research.

RECENT COURT DECISIONS ON FAIR USE

Several recent decisions including harper & Row, Inc. v.
Nation_j:ners,, Salinger v. Random House, Inc,, and New Era
Publications Int'l. v. Henry Holt & Co. have emphasized the
unpublished nature of the work in their analysis of the fair use

r
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doctrine. In 1985, in Harper & Row, the Supreme Court focused
attention on the unpublished nature of the copied work by ruling
that The Nation had exceeded fair use when it printed excerpts from
a purloined copy of as yet unpublished memoirs of Gerald Ford.
Even though the 1976 Act eliminates the distinction between
published and unpublished works and does not mention publication as
one of the factors to be considered under section 107, the Court
insisted that a work's published status is one criterion to
consider in determining whether use is fair and that use of
unpublished works is fair only in extraordinary cases. Four
members of the court agreed that there could be virtually no
unauthorized use of unpublished materials "even if the work is a
matter of . . . high public concern." The court's interpretation
narrows the scope of fair use for all unpublished works.

91,, secord Circuit in Salinger and New Era Publications
limited the "fair use" exception as applied to a biographer's use
of unpublished materials, holding that the fair use doctrine was
virtually inapplicable to unpublished materials. The Salinger
decision appears to all but eliminate the fair use exemption even
for research purposes where the copied work is unpublished.
Salinger arose from a biographer's use of unpublished letters
housed in several research libraries. Relying on Harper & Row, the
Second Circuit found that the biographer's use of unpublished
letters was not a fair use even though the biography clearly fit
within several of the fair use purposes specifically mentioned by
4 107 and only slightly more than 200 words were directly quoted
from the letters. In its discussion of the effect of the
unpublished nature of the work on the application of the fair use
doctrine, the Salinger opinion makes two statements that place
significant limitations on the public's right to access to
scholarly research. First, the court states "Salinger's letters
are unpublished, and they have not lost that attribute by placement
in libraries where access has been explicitly made subject to the
observance of at least the protection of the copyright law." 811
F.2d at 97. While it is true that deposit of an unpublished work
in a research library does not reduce the amount of copyright
protection for a work, the placement of this statement in the
opinion seems to imply major restrictions on the use of unpublished
works in libraries while § 108 clearly contemplates the copying of
unpublished works housed in libraries for purposes of scholarly
research. Second, the court's statement that "we think that the
tenor of the Court's entire discussion of unpublished works conveys
the ides that such works normally enjoy complete protection against
copying any protected expression," 811 F.2d at 97, seems to
prohibit all fair use copying from unpublished works. Taken
together these two statements imply major restrictions on the use
of unpublished works in research libraries that we believe are
contrary to the intent of Congress, the public benefit spirit of
the Copyright clause of the Constitution, and the best interests of
the public. The language in Salinger which prohibits close
paraphrasing as equivalent to copying places even more severe
restrictions on the use of unpublished works for research purposes.

r:,,1
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The Second Circuit reiterated its extremely narrow
interpretation of the application of the fair use doctrine to
unpublished works in New Era Publications Int'l v. Henry Holt &
Co., another biography case in which the court recognized the
legitimate purpose of the use.

The Supreme Court's refusal to review either Salinoer or New
pra now makes it virtually impossible for scholars to practice
their craft without running a high risk of having an injunction
prevent publication of their works. Authors also are faced with a
possibility of monetary damages. These very narrow interpretations
of the fair use doctrine stifle the incentive to produce new
creative works that the Copyright Law was designed to insure.

Following these decisions, writers and scholars turned to
Congress to seek legislative action to correct the chilling affect
of these decisions on the creation of new works. As a result of
the7.a a.R. 4263 and S. 2370 have been introduced. Most
recently in New Era Publications Int'l v. Carol Publishing Group,
the Second Circuit has reaffirmed its interpretation that the
unpublished nature of a work precludes most uses that would be fair
if the work had been published making the passage of one of these
bills even more important.

EFFECT ON LIBRARIES

These decisions place severe limits on the value of important
portions of the collections of many research libraries. Since all
works created before January 1, 1978 that had not been previously
published were granted copyright protection by the 1976 Act until
at least the year 2003, and copyright in works created after
January 1, 1978 exists until at least the year 2028, all
unpublished works now in library collections are covered by
copyright. Libraries must presume that every work donated is
copyrighted unlesr it was produced by the federal government.
Furthermore, a library cannot presume that the person donating the
works to the library owns the copyright in the works nor can a
library presume that all rights are transferred even when a donor
is the copyright holder. In many cases it may be impossible to
track down the heirs of long dead unpublished authors to obtain the
release of literary rights. The administrative burdens may prevent
some libraries from accepting donations of unpublished materials
that contain valuable research material.

If the narrow interpretations in the recent cases concerning
unpublished works are allowed to stand, society will lose the
benefit of much valuable research. Many of today's scholars would
be dead before they could publish their own research which may
require the use of quotations or close paraphrasing of unpublished
works. Even if the scholars could publish their own research

r-
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before they died, the delay caused by the inability to quote or
paraphrase previously unpublished works could make much of their
research out-of-date before it could be communicated to the public.

There is some danger of libraries being exposed to liability
for contributory infringement if scholarly use of unpublished
material is not considered to be a fair use under the same
circumstances as scholarly use of published works.

Those who favor the recent decisions on unpublished works may
argue that the prohibition against quotation or close paraphrasing
does not reduce the research value of unpublished material because
researchers still have the right to use facts from unpublished
materials. In ..he field of law, as in the fields of history,
biography, and journalism, accuracy and interpretation of precise
word....ny is ,-.L1cal. In these and other instances, it is important
to recognize that accurate recording and analysis justifies the use
of direct quotation even where the source may be an unpublished
work.

Conclusion

The apparent conflict between recent decisions narrowly
interpreting the application of the fair use doctrine to
unpublished works and the legislative history of the 1976 Act which
clearly indicates Congress' intention to apply the Copyright Law to
unpublished works has created confusion and is likely to chill the
use of unpublished materials for research purposes. In light of
the importance of such materials to research, the American
Association of Law Libraries supports an amendment to the Copyright
L.,,w to clarify that the fair use doctrine should be applied to
mlblished and unpublished works in the same manner. Clarification
will benefit legal researchers as well as historians, biographers,
journalists and other researchers by permitting the maximum use of
u:oublished materials. For these reasons, AALL supports H.R. 4263
and .3 7170.

62-146 0 - 93 - 18
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APPENDIX 5.--LETTER FROM SHEA PERLMUTTER, ASSISTANT PROFESSOR,

COLUMBUS SCHOOL OF LAW, THE CATHOLIC UNIVERSITY OF

AMERICA, TO HON. WILLIAM J. HUGHES, NOVEMBER 27, 1991

C UA

THE CATHOLIC UNIVERSITY OFANIERICA

Columbus School of Law
Office of the Faculty

Washington. D.C. 20064
(202) 319-5140

November 27, 1991

Chairman William J. Hughes
Subcommittee on Intellectual Property

and Judicial Administration
Committee on the Judiciary
House of Representatives
Washington, D.C.

Re: H.R. 2372

Dear Chairman Hughes:

I am writing to supplement the testimony I gave at the June 6,
1991 hearing on H.R. 2372, in light of a recent important
development.

At the hearing, I testified that the proposed amendment to the
fair use provision of the Copyright Act, Title II of the bill, was
neither necessary nor desirable. On Thursday, November 21, the
Second Circuit issued a decision affirming one of the district
cour -recisions that I cited as a basis for my opinion, Wright v.
War ')oks. Inc., 748 F. Supp. 105 (S.D.N.Y. 1990). The Second
Circ- s decision should put to rest any remaining concerns as to
that Circuit's law on the issue of fair use of unpublished
materials, and remove any need for legislation.

In Wright, a panel of the Second Circuit held that a
biographer's use of material from her subject's unpublished letters
and journals constituted fair use as a matter of law. Wright v.
Warner Books. Inc., No. 90-9054, slip op. (2d Cir. Nov. 21, 1991).
Despite resolving the second fair use factor (the nature of the
copyrighted work) against the biographer based on the unpublished
status of the letters and journal, the court found that the other
statutory fair use factors weighed in her favor and entitled her to
summary judgment.

In reaching this result, the court explicitly stated that
neither alinger nor any other case had established a per se rule
barring fair use of unpublished works, and cautioned that fair use
requires a "totality inquiry," based on the weighing of all of the
statutory factors. Slip op. at 19-20. The opinion thus
accomplishes precisely what the proposed amendment is designed to

r
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accomplish: clarifying that fair use may be made of unpublished
works, and that courts must consider all of the relevant factors in
making the fair use determination for unpublished works as well as
published. As the Second Circuit has now corrected the problem it
created through unfortunate dicta in its own decisions, there is no
longer any need for Congress to clarify the issue.

Those advocating the amendment may nevertheless continue to
press for legislation, pointing to the Second Circuit's strong
statements in Wright of the importance to the fair use balance of
the unpublished status of the plaintiff's work. The court
characterized unpublished works as "the favorite sons of factor
two," indicating that the second fair use factor would almost
always be resolved against the defendant when the work is
unpublished. Slip op. at 12-13. This treatment of the
published/unpublished distinction, however, derives from equally
strong statements in the Supreme Court's decision in Harper & Row,
a decision that the bill is not intended to overturn. And any
qualms engendered by these statements in Wright should be allayed
by the bottom line: a finding of fair use.

Even apart from the "unpublished" issue, Wright is a pro-
publisher decision in a number of respects. The opinion is quite
favorable to nonfiction authors and publishers in its treatment of
the other fair use factors. In particular:

1) The court held that the first fair use factor should be
resolved in the defendant's favor without further inquiry if the
defendant's work qualifies as one of the illustrative types of uses
listed in the first sentence of section 107, such as criticism,
scholarship and research. Slip op. at 10. The Court classified
the defendant's biography as falling within these categories, andmade several positive statements about the social value of
biography. Id. at 10 and 20. This is a groundbreaking aspect of
the decision, indicating that the for-profit nature of a biography
or history will not weigh against a fair use claim.

2) The court rejected the argument that use of plaintiff's
material after denial of a request for permission constituted bad
faith weighing against fair use. Slip op. at 10-11.

3) The court drew a distinction between the use of expression
to illustrate factual points, enhance the biographer's analysis, or
establish her credibility, as opposed to its use to enliven the
text and rely on the subject's words to "make the book worth
reading." It also applied a demanding standard to the question of
qualitative similarity. Slip op. at 15-16; 20.
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4) The court reaffirmed that the fourth factor is the most
important, indicating that a biography or history that, like the
defendant's, does not reproduce so much of its subject's
unpublished writings as to serve as a substitute in the market is
likely to be held a fair use. Slip op. at 17-18; 20.

Indeed, one is hard pressed to imagine a more reassuring
opinion from the publisher's perspective. We now know that it is
p'ssible to make fair use of unpublished material; that even
"enlivening" uses that are reasonable in amount and do not
interfere with the potential market for that material are
permissible; and that the first factor of the fair use analysis
will virtually automatically be resolved in favor of a biographer
or historian. While only a small amount of expression was used in
Wright,' it appears that a more extensive taking could pass muster
in a future case; the resolution of the issue on summary judgment
leaves room for a finding of fair use of greater amounts on a full
factual record.

The only greater assistance that the court of appeals could
provide, consistent with Harper & Row. would be the cor'lusive
weight of an en banc opinion. But the panel's decision has the
full force of law; almost all appellate cases are decided by
panels, as were the original sources of the problem, Salinger and
New Era themselves. The law of the Second Circuit is now Harper &
Row as interpreted by Salinger and New Era, as glossed by Wright.
No lower court or future appellate panel has the power to disregard
Wright's teachings, which can only be reversed by the Second
Circuit sitting en bane - -a result that is highly unlikely, given
the announced views of a majority of its sitting judges.'

' The Court of Appeals' tally of the amount taken was
considerably higher than that of the district court, which had
analyzed some of the same material as unprotectible facts. See
slip op. at 8-9.

' Eight Second Circuit judges (Judges Newman, Oakes, Kearse
and Winter in New Era II Judges Meskill, McLaughlin and Van
Graafeiland in Wright; and Judge Walker in his opinion sitting as
the district judge in Wright) have now expressed their
unwillingness to apply literally the extreme dicta in $alinger and
New Era. Judges Altimari and Mahoney have also indicated that the
u,,ublished status of a work does not constitute a bar to a finding
0. fair use. See ,association of American Medical Colleges v.
Cuomo, 928 F.2d 519, 523-26 (2d Cir. 1991) (held: fair use defense
presented issues of fact despite unpublished status of plaintiff's
work, given non-commercial, non-competing nature of use).
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After Wright, it is difficult to see what purpose the proposed
amendment would serve. If the amendment is adopted, courts will
still be required under Harper & Row to treat the unpublished
status of a work as a "key factor" weighing against a finding of
fair use, and will still need to engage in a balancing of factors,
with the outcome of any particular fair use claim remaining
unpredictable.

I therefore respectfully reiterate my recommendation that the
proposed legislation not be adopted.

Respectfully submitted,

,,41; 7:( '7.//,
Shira Perlmutter
Assistant Professor
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FILM PRESERVATION ACT OF 1988 FOR THE FISCAL YEAR ENDING

SEPTEMBER 30, 1989

tNNUAL REPORT OF THE ACTIVITIES UNDER THE
NATIONAL FILM PRESERVATION ACT OF 1988

FOR THE FISCAL YEAR ENDING SEPTEMBER 30, 1989

The National Fil Preservation Act of 1988 (P.L. 100-446)
established in the Library of Congress a National Fill. Registry for the
purpose of registering and preserving films that are culturally,
historically, or aesthetically significant.

The Act also provided for a National Film Preservation Board to be
chosen by the Librarian of Congress from a list of nominations submitted by

a number of national associations and institutions. The Board reviews

nominations for films selected for the National File Registry and consults
with the Librarian of Congress with respect to their inclusion in the

Registry.

The activities of the Library of Congress and the Board carried
out under the provisions of the Act for fiscal 1989 are summarized below.

1989 are:

The films selected for inclusion in the National Vila Registry for

(1) The Best Years of Our Lives (1946)
(2) Casablanca (1942)
(3) Citizen Kane (1941)
(4) The Crowd (1928)
(5) Dr. Strangelove (or, How I Learned to Stop Worrying

and Love the Bomb) (1964)
(6) The General (1927)
(7) Gone with the Wind (1939)
(8) The Grapes of Wrath (1940)
(9) High Noon (1952)
(10) Intolerance (1916)
(11) The Learning Tree (1969)
(12) The Maltese Falcon (1941)
(13) Mr. Smith Goes to Washington (1939)
(14) Modrs Tines (1936)
(15) Newt* of the North (1922)
(16) On the Waterfront (1954)
(17) The Searchers (1956)
(18) Singin' in the Rain (1952)
(19) Snow White and the Seven Dwarfs (1937)
(20) Soso Lits,It Hot (1959)
(21) Star Were (1977)
(22) Sunrise (1927)
(23) Sunset Boulevard (1950)
(24) Vertigo (1958)
(25) The Wizard of Os (1939)
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As announced at a press conference held at the Library of Congress
on September 19, this list of twenty-five files is not a list of the best

twent y-five American films. Rather it suggests to the American public the
broad range of great Mier/CAM filmmaking. The release of this list will
help to promote film as an art form and will generate public interest in the
preservation of film. (See press release Appendix A.)

The films were selected after a long and exhaustive process which
began with the nomination by the public of almost 1.000 film titles. The
National Film Preservation Board eat twice to discuss the file selections,
once in January to recommend to the Librarian of Congress criteria for the
selection of films and once in July to recommend the first twenty-five film
titles. On September 26, 1989 the Board met to discuss the labeling
requirements.

Appointments to the National Film Preservation Board were made in
accordance with section 8 of the Act (see Appendix I).

follow.

Summaries of the meetings of the National Film Preservation Board

miming of the National Pilo Preservation Board
January 23, 19$,

The first public meeting of the National Film Preservation Board
was held on January 23, 1989 in the Library of Congress and was chaired by
Fay Kanin representing the Academy of Motion Picture Arts and Sciences. The
Librarian of Congress instructed the Board, prior to their own meeting, that
the law required the Board and the Librarian to accomplish jointly four
tasks in the first year:

(1) establish criteria for the selection of films into the
National Film Registry; (2) establish procedures to engage the general
public in the selection process; (7) select twenty-five films for inclusion
into the National film Registry; and (4) issue film labeling guidelines for
the files selected for inclusion in the Registry. It was agreed that the
Board would take) up these items in this order and that at the January
meeting the Board would complete only items one and two.

1) In its first agenda item, the Board stated a preference for
very broad guidelines:

(a) A "fills" is defined as a "feature-length, theatrical mot:: -
picture after its first theatrical release." The Board agreed that both
"feature-length" and "theatrical release" were to be read very broadly, so
as not to exclude certain films. In the case of "feature-length", for
example, it was agreed that the term has a different meaning when looked at
in an historical context;

BEST COPY AVAILABLE
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(b) Films selected for the National Film Registry most be
"culturally, historically or aesthetically" important. The Board
recommended that these terms be construed broadly;

(c) Films should not be considered for inclusion in the Film
Registry if no element of the film exists, but no file would be denied
inclusion in the Registry because it had already been preserved. The Board
said that while it wants to be active in film preservation activities, it
would not want to exclude films because they were already pr d; and

(d) No film is eligible for inclusion in the File Registry
until 10 years after its first theatrical release.

After a discussion of whether only "American" films would be
eligible for inclusion in the Registry, the Board concluded that any film
would be included under the Act so long it had a "theatrical release," and
met the criteria sec out in the Congressional findings listed in section 1
of the Act. It was agreed to decide on a case-by-case basis whether a film
selected for inclusion in the Registry would promote those ends.

2) The Board agreed to iniits broad solicitation from the public
in order to educate the public about the Board's purposes and engage broad
interest in its activities. Therefore, the Board agreed to:

(a) Publish notices of meetings of the National Film
Preservation Board in the Federal Register;

(b) Establish a mailing address within the Library of Congress
for the public to use to make recommendations to the Film Board;

(c) Prepare materials for Congressional offices to mail out to
their own constituents who wish to make recommendations to the Film Board;

(d) Have the Library of Congress send to other libraries,
notices, which would be posted, asking the public to participate in
nominating files;

(e) Rave similar notices mailed to all movie theaters to be
posted in theater lobbies; and

(f) Ask Board members to submit the names of other
organizations, guilds, unions, and associations which would also be sent
notices; and contact film critics and historians for similar participation.

The Board agreed. to a schedule for the year setting April 21 as
the final date for nominations of films from all sources, including each
board member. board webers agreed to nominate as easy as 50 filer each
(a potential board list of 650 film), and then to narrow the list by mail
ballot to 50 total films by mid -June in preparation for the July meting.
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The Board opened the meeting up to questions from the general

public.

Following the January 23 Board meeting, and after further
consultation with the Board and Library of Congress staff, the Librarian of
Congress issued criteria for the selection of files and proposed guidelines
for incorporating the broadest possible public participation in the

selection process. These guidelines were printed in the Federal Register on
February 13, 1989 soliciting public comment in accordance with the
Administrative Procedures Act (Appendix C). They will be promulgated as
final guidelines when the labeling guidelines are completed later this year.

Meeting of the National Film Preservatiom Board
July 19, 19419

After reducing the list of films by mail balloting, the Board met
for the second time in Los Angeles on July 19, 1989, to discuss its process
for recommending its twenty-five file.. At the board's request, the
Librarian of Congress attended this meeting so that he sight benefit from
their discussion of files in order to facilitate the selection proces.i.

The Board received 962 film titles for nomination from the
general public and by sail balloting. They reduced their "working list" for
the July meeting to 57 titles. Chairwoman Lenin reminded Board members,
however, chat any file was eligible for inclusion, whether it was on
anyone's list, if it met the qualification requirements.

The board discussed whether certain genres of file, such as
animated features, documentaries, anu avant garde/independent films, should
be automatically selected for inclusion in the list of twenty-five. It was
decided that a "quota" system would not be advisable because there were too
many other genre categories, such as westerns, comedy, musicals, film noir

etc., that also deserved attention. Rather, the Board agreed to "seriously
consider" only two categories -- animated features and documentaries -- but
set no absolute quota for films in each of these categories.

After several hours in a public meeting, the Board went into
executive session to discuss the list of twenty-five file titles.

The Board discussed the pros and cons of all 57 titles on their
"working list" and added some titles to that list during the discussion.
The Board agreed that each ember would send his/her final nominations by
mail balloting to the Librarian of Congress. They also *greed that Board
members were not precluded in this sail ballot from naming fills titles which

were not discussed.

Each Board member submitted to the Library a list of 30 films,
numbered 1 to 30 with the number one film valued at 30 points, number 2 at

29 points, and so on. The Board's nominations were tabulated into a single
list of 25 films for consideration by the Librarian of Congress. It was the
unanimous opinion of the Board that this list should net be mad. public.

5 5 4
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Mindful of the Board's discussion and its list of films, the
Librarian consulted with staff of the Library's Notion Picture, Broadcasting
and Recorded Sound Division in order to make his final selections. On
Septesber 19, 1989 the Librarian of Cowes:: released a list of twenty-five
films to the American public.

Nesting of the latiomal Film Freeervstiom Board
September 26, ISSN

The Board met for the third and final time this fiscal year at the
Library of Congress, to discuss the labeling guidelines found in section 3
of the Act, "so that film owners and distributors are able to determine
whether a version of a film registered on the National Film Registry which
is in their po ion has been materially altered." Robert Rosen
representing the University of California, Los Angeles, chaired the meeting.

The Board's agenda for this meeting included a discussion of
specific practices in the industry. The Board's duty in this regard is
simply to interpret Congressional intent on the labeling requirements in
order to help film owners and distributors. The Board agreed by a 9-3 vote
(with one member absent from the vote) on a motion recommending that the
Librarian's labeling guidelines require labeling of films in all cases
except where a file is edited for "standards and practices" (nudity,
language or violence) or for the insertion of commercials or public service
announcements. The Board found that given the parameters of the legislation
there were irreconcilable differences among the members of the Board on the
labeling requirements and the Board's vote was meant to be "advisory" only.

The board also agreed by acclamation to a motion urging the
Librarian to request immediately from Congress an sdZI:(onal $500,000 to
$1 million for the archiving and preservation of 'he twenty -five files
selected for the National Film Registry. Althovgh the Library of Congress
has 21 of the 25 films in some form, only 2 are of archival quality.

Having the benefit of the Board's discussion at this seating and
after further consultation with the board, the Libraries will issue final
labeling guidelines in accordance with ce Pasinistrative Procedures Act to
be effective after January 1, 1990.

Jominations for films for inclusion in the National File Registry
for next year's list of twenty-five films are now being solicited. Pointed
notices soliciting nominations from the public, due April 21, 1990, have
been distributed to libraries and movie theaters nationwide.

A seal has been designed by Saul Bass in accordance with
section 3(a)(2)(C) of the Act. It will be made available to copyright
owners for display on the twenty-five selected files.
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Copyright owners of the twenty-five selected films are being
contacted to obtain archival quality film for the National Film Board
Collection in the Library of Congress.

The Library of Congress, as the repository of the largest film and
television collection in the world, and with t far the largest film
preservation effort, welcomes the opportunity Congress has given it under
the National Film Preservation Act.

r..v. 0
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APPENDIX 7.-STATEMENT OF JAMES H. BILLINGTON, THE LIBRARIAN OF

CONGRESS, SEPTEMBER 19, 1989

Stateeent of James N. Billing's*
The Libraries of Congress

September 19, 1989

Good morning. t as pleased to announce today the first

instillOgint of 25 films placed In the National file Registry, located in

the Library of Congress. Under the law as passed by Congress. 25 files

are to be selected for each of the next three years -- a total of only

75 films. These tiles were selected after going through the 3 elements

of review mandated by the legislation: the g 1 public, the new

National Film P atioe Board, and the Libraries of Congress. The

general public nominated almost 1,000 film titles by mail. The

distinguished lumbers of the National File P tie. board then met on

July 19 in Los Angeles to discuss a smaller List of films extensively

among themselves. After that meeting, each meeker of the bard sent

his or her weighted ballot of top films to the Counsel to the Film bard,

who computed thee into a base list of 25 files. Them, mindful of this

base list as well as the suggested priorities sod substantive discussion

of the board, t drew up the final list of 25 films is consultation with

my owe staff is the Notion Picture, Broadcasting end Recorded Sound

Division. In other words, this has been a loag, exhaustive process.

flake at mistake, this list of 25 film is sot a list of the

best 23 Americas films. film critics and scholars could sot agree oa

such a list, and the Library of Congress would not embark om any such

futile exercise. This is mot Academy Awards night.

tj 6
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This list of 25 films should suggest to the American public the

breadth of treat American filmmaking. Congress stated that the purpose

of the Registry is to select films that are 'culturally, historically.
or

aesthetical.y significant.- The files named today are important to

America's culture and history. It is impossible to encompass all the

dim/float:we of great filmmaking in a list of 25 files or even in a list of

200. Because of our limited authority under the law, we are merely

scratching the surface.

In future years, I will want to talk to the Film board about

considering for the list an even broader range of film' to inc

public awareness of the scope and diversity of American filmmaking,

notably documentaries and ethnic films. We will again actively solicit

the public's participation in nominating the next installment of

25 files. Indeed, you can aow sail nominations to the National File

Registry in the Library of Congress for nest year's list.

In accordance with Congress' wishes, I had two goals in Nand to

selecting the 25 national treasures announced today. First, the

selection of these files should help to promote film as an art fore.

Second, the selection of these films should g public interest in

the 2 'scion, of filer Our greet cultural heritage is file must be

preserved, sad we hope today to slake this clear to the Americas people.

Let's lock at the problem. Half of all of the files sods

before 1950 and $0 percent of the films made before 11130 have lees lost

f . The cold, hard fact is that, for all their popularity is

Aussie* today, film are an endangered species for the America of

toeartow. The Library of Congress film anitelevisiem collection is the
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largest in the world and contain* SO percent of all files held by cinema

archives in the United States and is working to protect those films that

are most endangered. Our people in the Library of Congress have

collected films and conducted preservation activities for over 40 years.

Other film archives including the National Archiver, the American Film

institute, the Ceara* Ullman Nouse, the Museum of Modern Arc, UCLA, and

the University of Wisconsin Film Center have done important file

preservation. Much sore needs to be done, and the public's support is

crucial.

Congress, in passing the Film P tom Act last year.

launched a limited experiment, 75 filma over 3 years. They intended to

to save preservationdraw attention to the seed for pr tom anal

forward by educating the American people on cattail' practices used in the

dissemination of film to the public.

Under the 1988 Film P rrrrr vette!' Act, it is sow required that

if copies of any of these AS films are either colorised or materially

altered, they must be labeled as such. This law does sot end the current

practices of colorixatiom or alterations of files. The labeling

requirements under the law will not go into effect watil 1 issue labeling

guidelines some time later this year or early is 1990. The National

Film Preservatlos 'Ward will meet next week to help me with the labeling

requirements.

Is masc. thee, the law is really about preserving and

archiving the origisala of great and lsportaat films. Unless such

p too activities ate carried out, may of the films which the

public enjoys today will sec be available t6 future geseratloss. Soso of

7
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APPENDIX 8.-FILMS SELECTED FOR THE NATIONAL FILM REGISTRY-1989

!WU MEI= ICU

1211 IRATIMUL FUJI nansiser - 7219

1) UK nu was at CUR UI (UM)
2) C7ROMMCI (1942)

3) =TUN Din (1141)

4) Tilt ORM (1926)

5) lit. RTRRICE11741 (ar, Ent 1 324140 TO 100P 111366910
Ale 1 11f0 031!) (1964)

6) Tat COIL (1927)

7) =It EOM Isa MUD .(1939)

I) 1711 ORM Cr MP= (1940)

9) KOMI 11331 (1952)

10) DUCLUIPMCIt (1916)

11) MU InaltDI3 19111 (1969)

12) UN NM= Mail (1941)
13) IS. IN= GUN 10 1910103420311 (1939)

14) MX= TOUR (1936)

15) WM= CV SIU MUM (1922)

16) CU MU UMERIVCOM (1954)

17) MIR 111111311111 (19541)

as) snow DI Is 101211 (1952)

19) NCR lURR URI SU SEMI MUM (1937)

20) OMR WU IT KIR (1959)

21) 1 Wall (1977)

22) IOU= (1937)

23) AMOR ROC RODAID (1950)

24) WM) (1956)
25) SE KUM Or CR (1939)

irr IV:70?r; - rjrc. r5-7:tcl k4F.'
t1 L'Ltri;11 ',
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the films on today's list, for *maple, popular as they are, have never

been properly archived.

Some have criticised the role of the goverment in a film

selection process. All archivists would agree that their ideal would be

to preserve all films and let the test of time decide which are the files

of significance. tut archives cannot afford such luxuries. The Library

of Congress is the closest thing we have to a universal depository for

the American memory. We strive to p d archive as such as

possible. We welcome this particular selection process as a stimulus to

all Americans to preserve what is most important to the national memory.

We expect that, as with any list of film, there will be

criticism of some or all of the film selects' today. We welcome public

debate in the hope that it will stimulate discussion about film as art

and the need for more fan presetvatior, Them film are a tribute to

the American creative spirit. They deserve tecogaitios and preservation,

and their selection should draw attention to the hundreds of other files

which 4 Jailor consideration. Next year we will nominate 25 more

film, and ZS the year after that. If Congress allows the authority of

the File Preservacim Act to continua after 1991, we could continue this

process for years to come.

Now, let se read the list.

6E54 ;OP Ii MUIR r,
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APPENDIX 10.PROPOSED RULES, NATIONAL FILM PRESERVATION BOARD,
FED. RED., VOL. 54, No. 28, FEBRUARY 13, 1989
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APPENDIX 9. LIST OF NATIONAL FILM PRESERVATION BOARD MEMBERS,

SEPTEMBER 1989

NARrowAL ILM PRIsBevarION WARD MEMBERS
September 1949

The Academy of Motion Picture Arts and Sciences
Fay Martin, member
Walter Mirisch, alternate

The Alliance of Motion Picture and Television Producers
J. Nicholas Counter III, member
Carol A. Loabardini, alternate

The American Film Institute
Gene F. Jankowski, member
George Stevens, Jr., alternate

The Directors Guild of America
Arthur Hiller, neither
Sydney Pollack, alternate

The Motion Picture Association of America
Jack Valenti, member
Fritz Attaway, alternate

The National Association of Broadcasters
Edward 0. Fritts, aeaber
James C. May, alternate

The National Society of Film Critics
David Rehr, member
Stephen Schiff, alternate

Department of Cinema Studies in the Graduate School
of Arts and Sciences, New York University

Charles Milne, member
William X. Everson, alternate

The Screen Actors Guild of America
Roddy McDowell, member
Barry Gordon, alternate

Society of Cinema Studies
John Belton, aeaber
Kristin Thompson, alternate

University Film and Video Association
Ben Levin, member
Betsy A. ;Mane, alternate

Department of Theater, Film and Television,
College of Fins Arts, University of California, Los Angeles

Robert Rosen, mambos'
Howard Silber, alternate

The Writers Guild of America (West and East)
George Kirgo, member
Edward Adler, alternate
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APPENDIX 11.-ANNUAL REPORT OF THE ACTIVITIES UNDER THE NATIONAL
FIRM PRESERVATION ACT OF 1988 FOR THE FISCAL YEAR ENDING
SEPTEMBER 30, 1990

Oki
Flt V

1,1,11,41'1ov

ANNUAL REPORT OF ACTIVITIES UNDER THE
NATIONAL FILL! PRESERVATION ACT OF 1988

FOR. THE FISCAL YEAR ENDING SEPTEMBER 30, 1990

In accordance with Public Law 100-446, the National Film
Preservation Act of 1988, the Library of Congress submits this
second annual report summarizing activities of the Library of
Congress and the National Film Preservation Board in carrying out
the provisions of the Act.

The Act established in the Library of Congress a National
Film Registry for the purpose of registering and preserving films
that are culturally, historically, or aesthetically significant.

The Act requires the Librarian of Congress to select, after
consultation with the Board, up to twenty-five films a year for
the National Film Registry. The Library then must attempt to
obtain archival quality copies of each of the nominated films for
inclusion in the National Film Board Collection in the Library of
Congress. Finally, the Librarian is obligated to issue
guidelines prescribing the kinds of "material alterations" that
require labeling of the films selected for inclusion in the
National Film Registry.

The films selected for inclusion in the National Film Registry
for 1990 are:

(1) All About Eve (1950)
(2) All Quiet on the Western Front (1930)
(3) Bringing Up Baby (1938)
(4) Dodsvorth (1936)
(5) Duck Soup (1933)
(6) Fantasia (1940)
(7) The Freshman ((1925)
(8) The Godfather (1972)
(9) The Great Train Robbery (1903)
(10) Harlan County, U.S.A. (1976)
(1l) Nov Green Was My Valley (1941)
(12) It's a Wonderful Life (1946)

(202)
FAX (202)-A--oki2 I %
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(13) Killer of Sheep (1977)
(14) Love Me Tonight (1932)
(15) Meshes of the Afternoon (1943)
(16) Ninotchka (1939)
(17) Primary (1960)
(18) Raging Bull (1980)
(19) Rebel Without a Cause (1955)
(20) Red River (1948)
(21) The River (1937)
(22) Sullivan's Travels (1941)
(23) Top Hat (1935)
(24) The treasure of the Sierra Madre (1948)
(25) A Woman Under the Influence (1974)

Last year the Library and the National Film Preservation
Board announced two broad goals--to promote film as an art form

and to generate public interest in the preservation of film.

These goals were furthered by the nomination of the first twenty-

five films in September 1989, which generated an enormous amount
of attention in the popular and critical press. Every major

newspaper and many of the major networks reported not only on the

list of films but on the activities of the Library of Congress

and other archives in preserving our national motion picture

heritage.

This year's films, like last year's, were selected after a

long and exhaustive process. The public nominated 1,465 film

titles, a dramatic increase from last year's 962 titles.
Nominations were received from 40 states and the District of

Columbia. The National Association of Theater Owners (NATO), a
trade association representing thousands of theaters nationwide,

published a nomination form in its trade publication, and will

repeat this in 1991.

In addition, the Librarian asked each Board member to
suggest additional film historians and critics whom he could

contact for advice about minority and ethnic films, documentaries

and animated featurei chit are historically, culturally, or

aesthetically significant even though they may not be widely

known. Nearly thirty critics responded with approximately 300

additional nominations.

The National Film Preservation Board met twice to discuss

the film selections, once in February in Los Angeles to refine

the film selection process, and once in July to recommend their

list of twenty-five film titles for 1990.

Three changes were in made in Board membership in

t)
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accordance with section 8 of the Act (the current board
membership list is attached). Arthur Hiller replaced Franklin
Schaffner who died in July 1989. The members and alternates from
two organizations traded places, with Charles Milne becoming the
member representing New York University and Bob Rosen the member
representing UCLA.

Meeting of the National Film Preservation Board
February 19, 1990

The National Film Preservation hoard met at the
headquarters of the Writers Guild of America in Los Angeles and
was chaired by Fay Xenia, representing the Academy of Motion
Picture Arts and Sciences. Eleven of the thirteen organizations
represented on the board attended the meeting as well as the
Librarian of Congress.

The Board discussed and adopted a schedule for selecting
films for the National Film Registry in 1990. It agreed to use
the February 1989 criteria for selecting films. These criteria
were published in final form in the federal Register on August 9,1990 (see attached).

These criteria allow as many films as possible to be
eligible for selection--with broad interpretations of 'theatrical
release" (any exhibition in a theater including festivals and
publicity showings) and "feature length" (the definition varies
according to the year in which a particular film was made).

The Board discussed the Library's efforts to obtain
"archival quality copies of the first twenty-five films, and
agreed to help the Library obtain the necessary preservation
quality copies.

The Board discussed the role of the additional advisors and
historians whose names the Librarian had requested each Board
member to bring to this meeting. The Librarian agreed to send
letter to the Soard'i lilt of historians and experts asking for
the names of additional films for inclusion in the National Film
Registry, especially minority and ethnic films, documentaries and
animated features. The Librarian also agreed to asks the
response letters available to all the Board members so that they
could contact these film historians and advisors individually
with follow-up questions, and the Librarian offered to arrange
screenings of obscure titles, if possible.

To broaden the public's interest and participation in the
board's activities, the Librarian asked staff to look into the
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possibility of getting tear sheet ballots in theaters for the

public. The possibility of a film trailer to be shown in
theaters was ale., suggested for further review by the Librarian.
[Subsequently, a meeting was held in Washington with
representatives from the National Association of Theater Owners
(NATO), who prepared ballots for distribution in their theaters.]

It was agreed that the Librarian, in consultation with the
Board, would try to achieve a balance in the final selection
process, in keeping with Congress' intent that the films selected

represent the broadest range of films possible.

Meeting of the National Film Preservation Board
July 20, 1990

The National Film Preservation Board met at the Library of
Congress in Washington. D.C. and was again chaired by Fay Kanin.
The Librarian attended, as did twelve of the thirteen Board

members. Also in attendance, at the Board's request, was a
member of the American Society of Cinematographers.

Prior to the meeting, a number of Board members attended
screenings of films slated for discussion. The Board was shown

the seal of the National Film Registry, designed by Saul Bass.
This seal, required by section 3 of the Act, is available for
purchase from the Library's Motion Picture, Broadcasting and
Recorded Sound Division.

The purpose of this meeting was to advise the Librarian
which films to choose for the National Film Registry. To

facilitate candor, the Board requested that the meeting be

closed. The Board had chosen from the 1,465 film titles
nominated by Board Members and alternates, the general public,
and the film historian's a 'working list" of SO titles for full

discussion.

The Board decided not to establish quota for certain

genres of film, such-as animated features, documentaries, avant

garde and independent films. They agreed that any film would be

eligible, whether or not it was on anyone's list, if it met the
qualification requirements set by the Board and the Librarian.

The Board discussed the films on their "working list" title

by title. Every film was discussed using the criteria set out by
Congress--cultural, historical, or aesthetic significance. After

several hours of discussion, the Board decided to take several

days to reflect on the lively discussion and make their final

recommendations by mail to the Librarian of Congress.
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Having benefited from the Board's discussion and their list
of films, the Librarian consulted with the staff of ale Library's
Motion Picture, Broadcasting and Recorded Sound Division and
viewed a number of films before making the final selections. On
October 18, 1990 the Librarian announced the final list of
twenty-five films for 1990 to the American public.

Film Labeling Guideline

On November 30, 1989, in accordance with the Administrative
Procedures Act, the Librarian of Congress published a notice cf
proposed guidelines for the labeling of the first twenty-five
films selected for inclusion in the National Film Registry and

"..-thp proposed list of those first twenty-five films.

On August 9. 1990, the Librarian of Congress issued the
final :egulations pursuant to section 3 of the Act. The final
guidelines became effective on September 24, 1990. and expire on
September 27, 1991. These guidelines will apply to the second
and third lists of twenty-five films once those lists are
published in the federal Register. Both the proposed guidelines
and the final guidelines as printed in the federal Resister are
attached.

The Librarian received eleven public comments regarding the
proposed film labeling guidelines. Although some of the comments
supported the proposed guidelines overall, each of the comments
proposed some modifications to the guidelines as published in the
EriarsLiaalltU-

In addition to the public comments, the Librarian also had
the advice of the Board from its meeting on September 26, 1989
(summarized in last year's report to Congress). After reviewing
the comments, the recommendations of the Board, and the
legislative history, the Librarian issued final guidelines.

These final guidelines are to be used by film owners.
distributors, exhibitors'ind broadcasters to determine whether a
version of one of the films selected for inclusion in the
National Film Registry, which is in their p ion, has been
colorized or otherwise materially altered and therefore must
carry a label as designated in section 4 of the Act.

In addition to the use of a label, these regulations are to
be used for the placement of the seal of the National Film
Registry on one of the designated films. That seal can only be
used for films that are ngl colorized or otherwise materially
altered. The Librarian encouraged film owners. distributors and

ES
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exhibitors to use the seal of the National Film Registry with
some discretion because it carries the name of the Library of
Congress, and he stated his preference that the seal be used on
original theatrical release versions wherever possible.

The Librarian made five major changes to the proposed
labeling guidelines of November 30.

First, based on information provided in the comments, he
incorporated a standard of 5 percent of running time (per scene
or per total running time of the film overall) for time
compression or time expansion (lexiconning) into the definition
of what is oot a material alteration.

Second, to narrow the focus of the labeling requirements in
accordance with congressional intent, an exemption was provided
from labeling if materials equaling up to 5 percent of running
time were removed for any reason. This allows three minutes per
hour of running time to be edited out over and above any removal
of materials which is necessary for community standards and
practices (including nudity, profanity and explicit violence).

Third, in order to clarify the focus of the labeling
requirements, practices used for good faith restoration and
archiving were clearly articulated to prevent abuse of this
exemption, while allowing some practices to continue without
labeling, such as color corrections or good faith soundtrack

restorations.

Fourth, where alternate materials shot by the original
director are inserted for alternate versions, whether for
community standards or for other marketing purposes (such as

rote' ), the label prescribed by the Act would not serve its
intended useful purpose and would not be not required.

Finally, as a result of the comments received, the exclusion
for panning and scanning was changed from an objective standard
based on aspect ratios to a standard based on the 'reasonable
and 'c....tomare uses within the industry.

Presermatiesectivitiee of the Library of Congress
The 1,1110 Film Titles

Under section 3 of the Act, the Librarian is instructed to
obtain "by gift' archival quality copies of the original version
of each film selected for the Registry. The Library of Congress
is the largest film archive in the United States and has been
preserving and restoring film for over 40 years. Even so, the
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Library did not have archival quality copies of many of the films
selected for inclusion in the National Film Registry.

Film preservationists and archivists are concerned with the
original 'preprint' materials. Only these materials, when
correctly restored and maintained, can guarantee that future
generations will be able to see these films as their creators
intended them to be seen.

The staff of the Library began the process of obtaining
archival quality materials for the first twenty-five films by
researching the copyright status of each of the films. Some of
the films are almost seventy-five years old and copyright
ownership has changed hands many times. The staff also
::esearched the quality end location of the best surviving
materials available for each film. In some cases, the best
available materials existed in many different public and private
collections.

The Library contacted copyright owners and other archives
to request gifts or assistance in obtaining the best surviving
materials for each film. The Library received strong support
from trade associations and the motion picture industry. Despite
these efforts, the Library still does not have archival quality
copies of all twenty-five films. But our difficulties in finding
and obtaining copies even of these generally well-known and
beloved films illustrates the extent of the film preservation
challenge in this country and the important role the National
Film Preservation board can play in preserving this part of our
cultural heritage.

h



565

APPENDIX 12. LETTER FRO,:l GEORGE SPIRO DIBIE, PRESIDENT, INTER-

NATIONAL PHOTOGRAPHERS GUILD, TO HON. WILLIAM J. HUGHES,

CHAIRMAN, SUBCOMMITTEE ON INTELLECTUAL PROPERTY AND

JUDICIAL ADMINISTRATION, JUNE 7, 1991

INTERNATIONAL PHOTOGRAPHERS GUILD
ct nit MOT .0. PICIURE AV: MP/MO.411GUP, S SOCA. 550 0050

7 June 1991
JUN 10 109i

Honorable Willicon J. Hughes, Chairman
Subcommittee on Intellectual Property
and Judicial Administration
Committee on the Judiciary
207 Cannon House Office Building
Washington. D.C.20515

Dear Chairman Hughes:

On behalf of the 3,000 member International Photographers Guild I
would like to thank you for choosing the Guild as one of two cine-
matographers' organizations authorized to nominate Its members to
the National Film Preservation Board.

Our Guild is well qualified for this task because It Is the largest
organization of its kind in the world. I R professional cinematog-
raphers are now, or aspire to become members of our Guild.
Indeed, nearly all members of the American Society of Cinematogra-
phers (ASC) are also members of the Guild.

The artistic achievements of Guild members are legendary in all
field, of cinematography, Including feature films. They have won
more Oscars, Emmy,. Vies and documentary awards than members
of any other photographers' organization. Guild members have
photographed such classics as CASABLANCA (1942). CLOSE EN-
COUNTERS OF THE THIRD KIND (1977). not to mention this year's
Academy Award winning DANCES WITH WOLVES. They have also
been nominated for or won Envoys for WAR AND REMEMBRANCE,
GROWING PAINS. MOONLIGHTING and many more. They are, in
short, the world's best.

But the Guild fs not a mere honorary organization. On the con
trary, we ore a trade union that represents our members on a host
of fronts, including collective bargaining. Like the Directors
Guild of America, Screen Actors Guild, Writers Guild of America.
the International Photographers Guild bargains for cinematogra-
phers, ammo operators, assistants. etc., in negotiations with the
Alliance of Motion Picture and Television Producers (AMPTP)
Indeed, for more than 60 years the Guild has been fighting to Im-
prove the wages and working conditions and to expand the artistic
rights of cinematographers and camera crews.
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Based on the above experience, the Guild applauds your efforts to
reauthorize the National Film Preservation Act. However, the Guild Is
concerned that the bill's nomination procedure for the cinematographer's
seat is =necessarily divisive and perhaps counterproductive to the purpose
of choosing the most qualified representative. As presently written, the
bill would have two organizations, our Guild and the ASC, nominate three
candidates each. The Librarian of Congress would then choose the Board
member from one of the organizations' choices and the alternatl to the
Board from the other organization's choices.

Such a procedure has a number of potential and real flaws. First, It would
pit the two organizations against eo-,.11 other. By mandating that e 'h organ-
ization select three nominees, it would virtually preclude the ossibility
of their mutually agreeing on one set of nominees. Second. it would encour-
age the organizations to compete for the Librarian's favor. lie, after all.
would make the final choices. This, we fear, would lead to a political
quagmire that may frustrate the goal of choosing the most qualified candi-
date. Third. it ignores the fundamental fact that nearly alt of the ASC's
175 members are members of the Guild. Why should a bill divide member
against member, provoking unnecessary competition? Fourth. because it
sets up a false dichotomy, it runs the risk that one of these organizations
would always be dissatisfied with the result, i.e., alternate status. This
point would ring particularly true in our case because the Guild is more
than 15 times larger than the ASC.

In order to avoid these problems, the Guild suggests that the bill be amend-
ed to read that the two organizations would *faintly represent* cinematogra-
phers on the Board. As such they would be required to agree on three
nominees, one of whom the Librarian would select, for Board membership.

The Guild believes the above omendment would prevent needless political
division by encouraging the organizations to work together in the best
interests of cinematographers and the Board.

We thank you for the confidence you have expressed in our organization
and we would like this comment placed into the record of the June 12, 1981
hearing on the Film Preservation Act. We took forward to playing an active
role on the Film Preservation Board.

Sincerely.

airurge o Dib President

GSD/m

t
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APPENDIX 13.- LEVER FROM BARRY W. LYNN, LEGISLATIVE COJNSEL,
AND MORTON H. HALPERIN, DIRECTOR, AMERICAN CIVIL LIBERTIES
UNION, TO HON. WILLIAM J. HUGHES, CHAIRMAN, JUNE 11, 1991

ANEFOCAN OW. USEATIES 10404

ASNINGTON OFi1Q

June 11, 1991

Congressman William J. Hughes
Chairman, House Subcommittee on
Intellectual Property and Judicial Administration
341 Cannon House Office Building
Washington, D.C. 20515

122 4414aNcl Ayen.4o NE
Was, .910.1 CC 20032
12021 544.1610

Nato. NeiNlquano
132 West 434 SO.
Neer 113401 NY I0036
17121 944 9900

Nyman Docloy,
NY5-..Nft

If 4 GUNK,

Ewa... Monts Noa,

Dear Chairman Hughes:

The American Civil Liberties Union was pleased to see that
you have introduced H.R. 2372, a bill to change the 1988
legislation regarding the National Film Preservation Board. We
support the bill which terminates the existing labelling
requirement for copyright owners and others who distribute or
exhibit "altered" versions of films selected for inclusion in the
National Film Registry.

As we indicated in our filing to the Librarian of Congress
at the time that regulations were proposed for implementing the
Film Registry legislation, it is a form of censorship whenever
agents of the United States government are required to make
decisions regarding the artistic merits of works which then, as a
collateral matter, imposes burdensome disclosure requirements or
the dissemination of these works. We believe it is
unconstitutional to require a private party to place a "label"
with specific government-mandated wording on a product like
motion pictures protected by the First Amendment, at least absent
a genuinely "compelling" government interest. There was not,
however, any record before Congress in 1988 frm which to derive
the conclusion that distribution or exhibitio", of any "colorized"
or otherwise "materially altered" films was n substantial
government concern. A "compelling" government interest is an
extremely heavy burden to bear, and we find no basis for
believing any labelling requirement would withstand
constitutional muster. Moreover, selection of a particular film
for inclusion in the National Film Registry certainly never
carried with it the inherent need to notify e,ary viewer when an
"altered" version was exhibited.

The ne:w legislation merely requires that the Librarian of
Congress "provide a seal to indicate that a film has been
included in the National Film Registry... so that the seal "may
then be used on copies of such films that are original and

C7
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complete versions as they were first published...". Only where a
person uses the seal is there any potential civil liability.

Your proposal, of course, eliminates most of the significant
problems associated with the current statute and regulations. It
would no longer be necessary for exhibitors and distributors to
be concerned about whether the product they were handling was
"materially altered". The pejorative message of the current
labels will undoubtedly limit distribution of films which containthem. Further, it would not be necessary for the Librarian to
micromanage the determination of what is and what is not a
"material alteration" and what alterations, even if "material",
are acceptable because they are "merely" don, to comport with
customary standards and practices. Such content-based decisions
are inappropriate.

We believe that H.R. 2372 is a most welcome move away from
the constitutional problems created by the original 1988
legislation, and appreciate your sensitivity to constitutional
concern.

BWL/njg

'

t, t)

Sincerely,

Barry W. y
Legislative Counsel

Morton H. Halperin
Director
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APPENDIX 14:411ER FROM MICHAEL R. ELDTER AND JOHN B.

GLICKMAN, COUNSEL FOR COMDTTEE FOR AMERICA'S COPYRIGHT

COMMUNITY, TO HON. WILLIAM J. HUGHES, CHAIRMAN, JUNE 11,

1991

MICHAEL It kLIPPER
Cot NsO.

COMMITTEE FOR AMERICA'S COPYRIGHT COMMUNITY

SUITE 600
2000 R STREET, N Sl

WASHINGTON. D C 20006 1809

June 11, 1991

The Honorable William J. Hughes
Chairman
House Judiciary Subcommittee on

Intellectual Property and the
Administration of Justice

207 Cannon House Office Building
Washington, D.C. 20510

Dear Mr. Chairman:

TELIP/10,/
12011429 Mr1.1

The Committee for America's Copyright Committee (CACC)
respectfully submits the following comments on Title III of
H.R. 2372, "The National Film Preservation Act of 1991," and it
asks that this statement be made part of the official hearing
record on this issue.

CACC is composed of representatives of a variety of
America's copyright owners and users. Its members include the
creators and producers of computer software and databases,
books, newspapers, magazines, sound recordings, motion pictures
and other video and film products, and educational testing and
training materials, as well as commercial broadcasters. A list
of CACC's members is attached for your review.

In early 1989, the members of CACC joined together
because of their concern over legislative efforts that threaten
the constitutional goal of promoting the production and
dissemination of creative works. In particular, our members
are troubled about proposals that would impose so-called "moral
rights" on copyright-intensive industries in this country.
CACC believes that, if enacted, such proposals would adversely
affect many of the traditional practices and relationships that
are fundamental to the daily operation of these industries.

Since its inception, CACC has been closely monitoring
developments under the National Film Preservation Act of 1988,
2 U.S.C. Sec. 178 ("the Act"), including the Librarian's
efforts to implement the mandatory labeling provisions and the

C. .1-,
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The Honorable William J. Hughes
June 11, 1991
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current efforts to revise and extend the existing statutoryscheme.

Our interest in the film board issue is grounded, in
large part, in the fact that the Act has strong "moral rights'
underpinnings. Mr. Chairman, you alluded to this very point at
the time you introduced H.R. 2372:

The 1988 legislation was the end product of
an unsuccessful effort to secure proprietary
rights ("moral rights"1 in films for
American film directors and screen writers
similar to those enjoyed by their
counterparts in some European countries.

Indeed, both as a discussion draft, and as first approved by a
congressional subcommittee, the Act would have directly amended
the Copyright Act, leaving no doubt that the fight over its
enactment was about copyright law. $ee Schwartz, The National
Film Preser-vatignlat_of_12a8z A Cepyright_Case_atudy_in_theLegislative Process, 36 J. Copyright Soc'y of the U.S.A. 138,141 (1989). In addition, the main proponents of the Act, the
Directors Guild of America ("DGA"), made clear at the outset,
and have ccr:T"nued to proclaim, that the 1988 law is but a
first step in DGA's quest for a full-blown federal "moral
rights" law.

Moreover, at the heart of the Act's labeling
,rovisionsli is the concept of "material alteration" -- a
,incept that is central to the operation of a statutory "moral
.ights" regime.

Under the Act, if a film is selected for inclusion in the
National Film Registry, any version of the film that has
been "colorized" or "materially altered" must carry a
statutorily prescribed label indicating that it has beenso adapted. Sgg 2 U.S.C. S 178c. The Act also specifies
the wording of the statutorily prescribed labels for both
"colorized" and "materially altered" films. ate id.
Furthermore, the Act directs the Librarian of Congress to
establish general guidelines for use in determining
whether a particular version of a film has been
"materially altered." See 2 U.S.C. S 178b.
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Aside from the "moral rights" issue, CACC is
interested in the film board issue because of concerns about
the First Amendment implications, And the wisdom, of a
regulatory plan that requires representatives of a
federally-created entity to make content-based choices about
protected First Amendment works, including such determinations
as which motion pictures warrant inclusion on a National Film
Registry.

Against this background, at this time we would like to
share with you some brief comments on Title III of H.R. 2372.

Mr. Chairman, at the outset we would be remiss if we
did not express our appreciation to you, Representative
Moorhead, and, of course, the Librarian of Congress, Dr.
Millington, for crafting a legislative proposal that contains a
number of important provisions.

First, Title III focuses on the significant issue of
film preservation. As creators and users of copyrighted works,
we fully recognize the public interest in the preservation and
restoration of creative materials such ns motion pictures. For
this reason, in the past, CACC has applauded the efforts of the
Librarian and Congress aimed at better preserving and restoring
motion pictures, and we reaffirm our appreciation for the
commitment evinced by the bill's creators to these laudable
goals.

Seaend, because of our aforementioned concerns
regarding the mandatory labeling provisions in the Act, the
decision to exclude labeling language from Title III is a very
welcome one.

'tarsi, we are appreciative of the steps you have taken
in drafting H.R. 2372, Mr. Chairman, to ensure that your
Subcommittee, with its extensive copyright expertise, is given
a full opportunity to review this legislation. Your actions in
this regard have precluded a repetition of the situation that
occurred in the 100th Congress, when the original film board
proposal was added as an amendment to an appropriations measure
despite its obvious copyright implications.

Nonetheless, the members of CACC have significant
concerns regarding the overall approach found in Title III. In
sum, we believe that Title III contains certain troubling
provisions that (1) are not, essential to achievine the stated

62-146 0 93 19
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The Honorable William J. Hughes
June 11, 1991
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goals of preserving and restoring motion pictures, and (2) put
agents of the federal government in the inappropriate position
of making aesthetic and qualitative judgments regarding the
contents of motion pictures.

Mr. Chairman, as you indicated in your introductory
remarks on H.R. 2372, "it I:Title III] is limited to matters of
film preservation." Title III contains several provisions
crucial to achieving that worthy goal. In particular, after
completion of a study, required by Section 314 of the bill, on
the current state of film preservation in the United States,
the Librarian is instructed to "establish a comprehensive
national film preservation program for motion pictures, in
conjunction with other major film archives." Section 304(a).
Obviously, the purpose of this program is to improve
preservation and restoration efforts with respect to the
greatest possible number of motion pictures.

In light of this goal, we submit that the provisions
for the creation of a National Film Registry and the selection
of 25 "classic" films per year for the Registry (the maximum
number of films that can be placed on the Registry annually),
are not essential to further the paramount goal of
preservation. Not only are these provisions not essential but,
more importantly, they perpetuate one of the key vices under
current law: placing the Librarian and the members of the
federally-created film board in the position of making
qublitative decisions about the relative merits of various
motion pictures, thereby injecting the federal government into
the aesthetic aspects of the motion picture industry.
Enhancing and coordinating film preservation and restoration
efforts is an appropriate goal. Mandating that federal agents
make such aesthetic judgments is not.

Given the foregoing, we urge that the Subcommittee
consider a different approach, one that eschews creating (or,
in this case continuing) another federal entity -- the National
Film Preservation Board -- and that relies, instead, on the

ian's existing powers to further the interests of film
preservation. The Subcommittee should consider an approach by
which the Libraria:, appoints an informal advisory panel to
(1) work with him in devising an overall plan to better
coordinate preservation and restoration efforts in the public
and private sector, and (2) encourage appropriate parties to
voluntari4 increase their efforts in this regard. In our
view, an approach along these lines is preferable to one that
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requires subjective decisionmaking by those vested with power
by the federal government. While a modest appropriations may
be necessary to enable the Librarian to carry out these
functions, such a streamlined approach would not necessitate
establishing the type of formal governmental machinery
contemplated under Title III of H.R. 2372.

In conclusion, CACC will monitor the progress of this
legislation carefully as it works its way through Congress.
Given our aforementioned concerns, we strongly urge this
Subcommittee to resist efforts (1) to amend the film board
legislation to incorporate mandatory film labeling provisions,
(2) to r.sh through mandatory labeling legislation separate and
apart from the film board extension issue, and (3) for that
matter, L., enact any proposals that would import "moral rights"
into this -ountry.

We hope that these comments prove helpful as your
Subcommittee continues its consideration of Title III. We
will, of course, 5e happy to elaborate on these comments if
that is the Subcommittee's desire.

Sincerely,

21 k{AAZd 44? kan/kIZ
Michael R. Klipper

Jahn B. GliclCsman

Counsel for Committee for
America's Copyright Community

cc: members of House Judiciary Subcommittee on Intellectual Property
and the Administration of Justice
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Members Of The

VA' AO !. CA: 44: e1.10 6.11.. .1 1,, lir

1991

The American Film Marketing Association

Association of American Publishers

Association of Independent Television Stations, Inc.

Association of National Advertisers

The Dun & Bradstreet Corporation

Harcourt Brace Jovanovich, Inc.

Information Industry Association

International Communications Industries Association

Magazine Publishers of America

McGraw-Hill, Inc.

Meredith Corporation

Motion Picture Association of America

National Association of Broadcasters

Paramount Communications, Inc.

The Reader's Digest Association

Recording Industry Association of America, Inc.

Time Warner, Inc.

Times Mirror Co.

Training Media Association

Turner Broadcasting System, Inc.
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APPENDIX 15.- LETTER FROM ROBERT L. MAYER, PRESIDENT AND CHIEF
OPERATING OFFICER, TURNER ENTERTAINMENT CO., TO HON.

WILLIAM J. HUGHES, CHAIRMAN, JUNE 11, 1991

TURNER EtTERTAIMietT CO.
10100 Vox* Bole...rd. Wow Crty. CA 90232

ROGER L. IMAYLR
Mowdorstand Owl Om swig Ofter
(1131556)511
Fax a13)5,.... 7444

June 11, 1991

The Honorable William J. Hughes
Chairman
Intellectual Property 6 the
Administration of Justice Subcommittee

House Judiciary Committee
207 Cannon House Office Building
Washington, D. C. 20515

Dear Mr. Chairman:

Turner Broadcasting System, Inc. respectfully submits the
following comments regarding "The National Film Preservation Act
of 1991," Title III of H.R. 2372. We request that our statement
be made part of the official hearing record.

Turner Broadcasting is fully committed to film preservation.
We appreciate the opportunity to provide the Committee an
overview of our substantial preservation efforts.

In 1986, Turner Broadcasting purchased the entire Metro-
Goldwyn-Mayer "MGM" film library and the pre-1950 Warner library.
This and subsequent acquisitions have brought The Turner
Entertainment Company's current film library to over 3,300
f ature films and over 2,000 short subjects and cartoons. Many
of these were produced prior to 1951 when safety film became the
standard of the industry. MGM and Turner have spent a combined
t%irty million dollars on preservation work. Every version of
every film, every cartoon, every short subject, every trailer and
every other piece of film material in our entire library has been
converted, preserved and restored with the exception of
approximately 35 films from the RED library wnich has been in our
possession era:: a few years. These remaining films are scheduled
to be completed by the end of 1991.

MGM began conversion of unstable nitrate negatives to safety
file in the early 1360s. A number of rare silent movies were
among the first pictures upgraded, including LA BOHEME (1914) and
THE GREEN GODDESS (1923). The MGM safety conversion included not
only the relatively simple copying of black and white film to
safety stock but also the more difficult and expensive
modernizing of the printing facilities of 115 feature films
photographed in the 3-strip Technicolor process (single strip
color negatives have been used since 1953). Additionally, all

;2

its AMIABLE
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short subjects, cartoons (again, from Technicolor), trailers,
foreign language titles and all other nitrate film materials were
preserved on safety stock.

By the early 1980s, MGM had merged with United Artists "UA"
which had previously purchased the entire pre-1950 output of
Warner Brothers. About half of the UA feature films had been
converted to safety stock, and preservation efforts continued
after the merger. Turner then purchased the merged MGM company
and completed the unfinished conversion. Two years later, Turner
exclusively licensed U.S. rights to the entire output of RIM
Radio Pictures (1930-1957). Of the close to 800 features in this
group, 270 had not yet been protected by conversion to safety
stock. Turner continued the RKO conversion which should be
completed this year.

A large film library, like the Turner library, requires a
significant financial commitment to preservation. Rising
laboratory work costs and film stock prices have increased the
conversion cost of a black and white feature film to
approximately ten thousand to twenty thousand dollars, varying
with the length and condition of the nitrate material.
Conversion from 3 - strip Technicolor to modern single strip color
costs a minimum of sixty thousand dollars.

Even after the conversion of a film library is completed,
the maintenance of preserved works is an ongoing process.
Preserved films are stored in controlled environments, such as a
salt mine, and are checked for signs of deterioration at
regularly scheduled intervals. Also, improvements in
preservation technology occur. For example, several of the
Technicolor pictures in the Turner library which were first
converted to single strip negatives in th:. late 1970s are being
redone to achieve higher quality. Foremost in this reconversion
is GONE WITH THE WIND, finished in time for its 50th anniversary
in 1989 at a cost of about two hundred and fifty thousand
dollars. Turner Entertainment anticipates ongoing expenditures
of at least one million dollars per year in film preservation and
maintenance.

Turner Broadcasting is proud of its leadership role in film
preservation. But, we are not al.ne in our preservation efforts.
The entire entertainment industry hss recognized the value of
film preservation and has instituted preservation programs.

Although we support your interest in film preservation, we
urge the Subcommittee to consider whether extension of the
National Film Board is necessary or is the best way to encourage
preservation. We join the Committee for America's Copyright
Community, of which we are members, in suggesting that the
Librarian use his existing powers to appoint an advisory
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committee to devise a film preservation strategy in cooperation
with film copyright owners and other interested parties.
Government efforts might be better focused on films of historical
or cultural interest which are in the public domain or a.-e, for
other reasons, not being preserved rather than on the twenty-five
Film Board "best film" designations which are, undoubtedly,
already being preserved. We would strongly support adequate
appropriations for this more flexible approach which would
promote preservation without the governmentally-intrusive
features of the current Film Board and of H.R. 2372.

Finally, Mr. Chairman, while we are not convinced that
extension of the Film Board in its present form is the best way
to advance the Library's role in film preservation, we salute the
focus of H.R. 2372 on preservation rather than regulation of film
distribution through mandatory labeling. Turner Broadcasting
intends to continue its current policy of labeling all colorized
films; however, we strongly oppose mandatory labeling
requirements or other so-called "moral rights" legislation and
urge the Committee not to move down that road on this or other
legislation.

RLM:ph

Sincerely,

Roger L. Mayer
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APPENDIX 16. -LETTER FROM ALFRED W. DI TOLLA, INTERNATIONAL

PRESIDENT, INTERNATIONAL ALLIANCE OF THEATRICAL STAGE

EMPLOYES AND MOVING PICTURE MACHINE OPERATORS OF THE

UNITED STATES AND CANADA, TO HON. WILLIAM J. 'WOES,

CHAIRMAN, JUNE 25, 1991

bad
V

INTERNATIONAL ALLIANCE OF THEATRICAL STAGE EMPLOYES AND MOVING
PICTURE MACHINE OPERATORS OF THE UNITED STATES AND CANADA,
SUITE 601, 1515 BROADWAY, NEW YORK, NEW YORK 10036.5741

Paisood wok sw +1100.0.0
Wit, 4444* *171 rn It*

V

ALFRED W. DI TOLLA
Interrational Pneldant

JAMES J. INLEY
Conan! Sac tea ryFrolNur r

/WI ( A,014111. nn Nam
aof Oonlw °LPN...F.01W

.01. forsuel. imam/ VI. IS61
lam/ F\.. /Vow* Ks NM

.owyj we* Or IN.
nose.....e. N,FenymeaImO Mel

MANI. COMER WO v
...awl Ocoftt tOr. Oa WIC to

WOK LOMIL Some Mae holFM.ufF2 For.Ow*. S. OrrCA 1,73
000111.1.10.44. Ogratis

tans.ftwollt../1. .«.0 Efts Meal
100000 C POWELL N.V.,* Pelawn ntliaa C. WOK Pea V* Pm..

Sel Nora It.. as FAorsr. CA. 6.411 MP. WON NW. MI W *4 M. CL.0.1. 0**1711
1.30.C. w PW3Stv. WM, vhs Pnoalvot ;WV N. MVXRCIMIL 1/dri WA h-

MW MO*. wi. *1mA-A 0,60 W* UMW (X ILL.,**Www 11 id mit
C F P u F I C A KU.120. !VulvaVW MYNA
MU Von. MA Me. OAR CAM*, 411m3

OFFICE OF ME PRESIOENT

June 25, 1991

,onvrable William 3. Hughes
Chairman
Subcommittee on Intellectual Property

and Judicial Administration
Committee on the Judiciary
V)7 Cannon House Office Building
Washington, D.C. 20515

Re: HR 2372

Dear Chairean Hughes:

I am Presidelt of the International Alliance of Theatrica' Stage
Eaployes, a 60,000 member affiliate of the AFL-CIO, which
represents oraftspeople in the motion picture and televisionindustries. These crafts include, but are not limited t -'.

cinematographers, film editors, art directors, hair and mak'.
artists. I write this letter to express my support of HR 2372,
your bill to reauthorize !Pm National Film Preservation Act. In
particular, I applaud the bill's.addition of cinematographers tothe Film Preservation hoard which will advise the Librarian of
Congress as to which should be placed on the National Film
Registry.

Given the critical role cinematograohy plays in creating the
photographic images that appear on screen, I can think of no craft
which is more deserving of this honor. IL this light, I would lime
to strongly support the International Photographers Guild as the
nominating organization for the cinematographer's representativeon the Board. Put simply, the Guild is the largest, most
distinguished photographers' organization in the world.

Atli:ABLE
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Its 3,000 plus members have von more Academy Awards and Emmy. than
members of any other comparable organization. Indeed, the Guild's
rfebers include almost all of the American Sod of

atographers' 165 members. However, unlike the self-siec'..ing
ASG, the Guild's membership is not limited to cinematographers of
theatrical motion pictures. On the contrary, the Guild's broadly
based membership excels in all areas of photography, including
documer,taries, videotaping and news photojournalism. This isimpo because these are sous of the very formats suggested bythe . 'Jan for nomination to the National Registry.

r, the Guild is a trade union in the finest sense of the
For more than 60 years it has negotiated collectiveling agreements for all crafts associated withc. .cography, including camera operators, assistants, still

photographsrs and news photojournalists. In this sense, the
International Photographers Guild has played a role analogous to
he DGA, WGA and SAG, all of whoa are presently on the National

. Preservation Board. In short, there should be no doubt in
anyone's mind as to which cinematographic organization represents
its members in all facets of its craft, as well as in collective
bargaining.

I strongly urge you to sake the International Photographers Guild
the organization authorized to nominate cinematographers to the
Film Preservation Board.

AWD:sg
cc: Hayden Gregory

Sincerely,

6.J

IN ATIONAL PRESIDP
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APPENDIX 17.LE TrbR FROM JOHN M. KERNOCHAN, NASH PROFESSOR
EMERITUS OF LAW, COLUMBIA UNIVERSITY SCHOOL OF LAW, NEW

YORK, NY, TO ERIC SCHWARTZ, POLICY PLANNING ADVISER,

LIBRARY OF CONGRESS, JULY 2, 1991

Columbia University in the City of New York J New York. N.Y. 10027
SC...COL OF LAW

July 2, 1991

Eric Schwartz, Esq.
Policy Planning Advisor
Department 17, Library of Congress
Washington, D.C. 20540

Dear Eric:

.1.311 WINw ,111n Stos.t

I found the ALAI Resolution which was sant to the Copyright
Office in July 1990. I hops you will be able to get this in the
Record of Proceedings for both the Senate and the Nous*. If
Bernie Korman cannot supply the

CISAC resolution, I as sure it can
be obtained by calling CISAC and asking for a farad copy. The
CISAC numbers in Paris are 47205937 or 47202252 and the fax number
is 47230266.

Jtek :ah

With thanks and warm regards,

ncerel

ohn M. Kernochan
Nash Professor Emeritus

of Law
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APPENDIX 18. LETTER FROM PROF. ANDRE FRANCON, SECRETARY
GENERAL, ASSOCIATION LITTERAIRE ET ARTISTIQUE
INTERNATIONALE, PARIS, TO RALPH OMAN, REGISTER OF
COPYRIGHTS, LIBRARY OF CONGRESS, JULY 3, 1990

ASSOCIATION LITTIRAilitt rn ANTiSTibut
INTERNATIONAL!

IS. INA MU war 1.4,4 /SOX

PARIS, 3th July 1990

Hon. Ralph OMAN

Register of Copyrights for the United States
Library of Congress
Department 17

WASHINGTON, OC 20540 (U.S.A.)

Dear Mr OMAN.

I have the honor to transmit to you, on behalf of ALAI.

the resolution adopted unanimously by ALA/'s Executive Commit-

tee and approved by ALA/'s General Assembly at its meeting in

Helsinki, Finland on the 30th of May, 1990.

ALAI, as you know, is a multinational organization for

the promotion and defense of authors'rights. Besides its

headquarters and membership in France, ALAI includes national
groups in the following nations : 17 national groups, i.e

German, American, English, Austrian, Belgian, Canadian, Danish,

Spanish, Finnish, French, Greek, Dutch, Italian, Norwegian,

Swedish, Swiss end Israeli.

Insofar as such recording may serve to advance the proposal

in question, ALAI wishes to be recorded in support of the CLIPS

proposal for automatic renewal of copyright as already approved

by you.

with thanks for your attention and assistance end with

cordial regards.

Sincerely yours.

For ALAI

Prof.Andre FRANCON

Secretary General

L-

Li."'
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APPENDIX 19,-RESOLUTION OF THE ASSOCIATION LITik,RAIRE

ARTISTIQUE INTERNATIONAL, PARIS

ASSOCIATION LfrTERAIRE ET ARTISTIOOE
INTERHATKWALE

It Out Off matmae4 P1Ort resell

RESOLUTION

Considering that ALAI has long favored the Berne ConventIon's

term of life plus fifty or more years for the protection of

author's works,

and

considering that ALAI opposes -as does the Berne Convention

the invalidation of copyrights for non - compliance with formalities,

and

considering that under current U.S. Lew, es applied to works

in their first twenty-sight year term of protection in 1978

copyrights in such works will be invalidated if renewal forma-

lities are not complied with,

and

considering that many important copyrights have been lost

through ignorance, inadvertence* or error,

Now therefore be it resolved that :

1. - ALAI supports the proposal making automatic the

renewal of all copyrights for which renewal is st1.11

requtred under U.S. Law, which proposal has been put

forward by the U.S. Committee for Literary Property

Studies (CLPS), and endorsed by the U.S. Register of

Copyrights and by ALAI-USA and ALAI-Canada.



583

2. - This resolution is to oe formally communicated as

soon vs practicable by ALAI to the U.S. Register of

Copyrights.

Aooptsb unanimously at Helsinki, Finland on may 30 :990 by
the Ginsral Assembly of A.L.A.I.

'-I
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APPENDIX 20. RESOLUTION OF THE INTERNATIONAL CONFEDERATION OF

SOCIETIES OF AUTHORS AND COMPOSERS

INTERNATIONAL CONFEDERATION OF SOCIETIES OF AUTHORS AND COMPOSERS

BE/91/277

WELCOME BUREAU
(Brussels, 28-30 January 1991)

QOFC

Present:

Mr J. Corbett, s en
Mr G. Boytha, esident

Messrs E. Bautista, also .1:7LFInadafirair_titelturon
Commit ae, L. Capograssi, rafter , . re a,
katajcs , S. Matsuoka, Ms G. Messinger, Messrs G. Petri, N.
Tchetverikov and J.L. Tournier, aiLW

The Secretary General

Anolosies:

Mr A. Steep:me, icZtujulmiLeLialajessei,.
Guest:

Mr R. Abrahams, representing the Chairean of the Asian-
Pacific Coamittee for the discussion on item 9) of the agenda.

*
* *

1) Opening of the stet* and siecailangym Asnouncauents

The Preside t of ha Executive Bureau welcosed the members
of the Bureau on be hal of ABAM.

With regard to the agenda, the following questions would
be discussed under the items indicated below:

- 3bis): "SPA request to serve as a *saber of the "Latin
America" Working Group";

10bis): "Possible affiliation of CISAC to theEUROvISIONI Organisation";

- lOter): "Tedis project";
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2.

- 10quater): "Memorandum from a Directorate-General of
Studies (Luxembourg, 19 February 1990) on authors' rights vis-
a-vie non - profit - making or similar associations".

ofObi Or'

S
it

Documents 12/90/067 and BE/90/229B were unanimously
approved.

ORGANIZATION AND FUNCTIONING Of CISACwww=a0Mawsimella
The Executive Bureau congratulated the Secretary General

on his initiative to draw up an annotated agenda, a docusent
which certainly made the Buresu's work easier.

3) Ealareaasat of the * et ts bl TT* Workint Grnuo to
ac a a or000s

gee vase or it

The Bureau vat unanimously in favour of enlarging the
aforementioned Working Group to include BILD-KUNST, KODA and
SUISA.

On the other hand, the Bureau would not take a decision on
SUISSIMAGE's application until its next casting; in the
mantis*, the President of the Bureau would mike further
inquiries about the links which might exist between this
Society and AGICOA.

Las*ly, the Bureau did not think the Working Group's
present .,asoe should be changed.

ibis) SPA re.,
;67EIt MUD

The Bureau agreed to this request and indicated that SPA
would take part, as of right, in the "Latin America" Working
Group's next seating which was to be held in Mar del Plata on
2Sth and 26th March 1991.

4) Criteria to be adopted for amerdina the CISAC Gold Medal

Rather than defining general criteria, the Bureau
co:aside:4d it appropriate, above all, to define sinisus ones
which, in any case, ought to be flexible.

'a r*t7r7V-i:
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3.

The presentation of this Medal should be a promotional act
for CISAC and take place, as far as possible, at General
Assemblies so that the occasion would be a force' one and would
thus constitute a stadia event.

to ensure that this distinction reaainad exceptional in
character, the Bureau did not think it should be awarded
a.,stexctically at each Congress. Furthermore, the Medal could
to awarded to authors and administrators alike.

S) participation in meeting, of the Administrative Council

For the next Adainistrative Council meeting, the Secretary
General would prepare a draft amendment to Article 10 of the
Statutes specifying that duly nominated substitutes could
attend meetings only in the absence of the incuabents.

6) Resolution of
.

upstater -.,,
...42

rnal3:11.4711171.1111_ .

Leaialstion Committee
is renews of

This resolution was unanimously adopted and would be
formally communicated by the Secretary General to the Register
of Copyrights of the united States.

7) Oraanizatios of a Seminar on "earkstina"

The Bureau thought that it eight be detrimental to the
Societies to employ the tare "marketing" and that the title
"Seminar on the licensing and coemunication activities of theauthors' Societies" (perception at communication) would bepreferable. The Secretary General would advise the organizersof the Ssainar accordingly.

In addition, the Bureau agreed to CISAC bearing half the
envisaged simultaneous interpretation costs, i.e. the sum ofUSO 5,000.

S) Report on sestinas of the Technical Committees (AthensDecember 1990)

a) Share-out of cable distribution
royalties between thevarious repertoires (ET/90/214

The reservations expressed by several Societies at theaforementioned Technical Coasitte aeatings concerning theresults of the "Techniques and criteria for cable distribution"working Group's research were also shared by several members ofthe Bureau.



587

Annex

Automatic renewal of copyrights in United-States of America

Considering that CISAC has long favored the Berns Convention's
term of life plus fifty or more years for the protection of
author's works,

and

considering that CISAC opposes - as does the Berne Convention
- the invalidation of copyrights for non - compliance with
formalities,

and

considering that under current U.S. Law, as applied to works in
their first twenty-eight year term of protection in 1978,
copyrights in such works will be invalidated if renewal formalities
sre not complied with,

and

considering that many important copyrights have been lost through
ignorance, inadvertences or error,

Now therefore be it resolved thats

1. On the unanimous advice of the Legal and Legislation Committee,CISAC supports the proposal making automatic the renewal ofall copyrights for which renewal is still required under U.S.
law, which proposal was put forward by the U.S. Committee for
Literary Property Studies (CLPS), and endorsed by the U.S.
Register of Copyrights and by ALAI - USA and ALAI - Canada.

2. This resolution is to be formally communicated as soon aspossible by CISAC to the U.S. Register of Copyrights.

N.B. Resolution approved 5/16/90 by the CISAC Legal and Legislation
Committee at Beetstaxwaag, Holland.

It still has to be submitted to the Executive Bureau or to theAdministrative Council for approval

Approved by the Executive Bureau on January 28, 1991.
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APPENDIX 21:-LETTER AND STATEMENT OF BARBARA RINGER, RN,
FORMER REGISTER OF COPYRIGHTS, JUNE 27, 1991

BARBARA RINGER
ATT1316/415YATLAW

540 -16- Irrirser nozmiwasr
SUITE N5103

WASHINGTON, D.C. 10054

50I 465-6331
170311674607

June 27, 1991

Representative William J. Hughes
Chairman, House Subcommittee on Intellectual

Property and Judicial Administration
Room 206, Cannon House Office Building
Washington, D. C.

Dear Representative Hughes:

On June 20, 1991, Mr. Irwin Karp presented to your
Subcommittee a statement favoring enactment of Title II of H.R.
2372, the Copyright Renewal Act of 1991. Mr. Karp is Counsel to
the committee for Literary Property Studies, and as a member of the
Committee I fully endorse all of his statements and conclusions.
In addition, I should like to present some personal observations
concerning this thoroughly justified and badly needed piece of
legislation, with the request that they be included in the printed
record of the hearing.

Yours sincerel

Harbara Ringe:r
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STATEMENT OF BARBARA RINGER,
FORMER REGISTER OF COPYRIGHTS, ON

TITLE II OF H.R. 2372, THE BILL FOR
AUTOMATIC RENEWAL OF COPYRIGHT

June 27, 1991

I am a member of the Committee for Literary Property Studies
("CLPS"), and my views on the bill f,Jr automatic copyright renewal
are fully reflected in the statement submitted to your Subcommittee
by Mr. Irwin Karp, the Committee's :oun.;el. In addition, however,
I have a personal perspective on tl.c problems addressed by this
bill which I hope will prove of value to your members during
further consideration of its provisions.

For five years (1951 - 1956) I was the Head of the Renewal and
Assignment Section of the Copyright Office's' Examining Division,
and for some years thereafter, as Assistant Chief and Chief of that
Division, I continued to have line authority over the Office's
renewal operation. In the late 1950's I prepared an exhaustive
study of the copyright law's renewal provisions, which was
published in the early 1960's as a monograph in the Office's series
of general revision studies. Beginning in 1955 and until my
retirement in 1980 I was in close contact with the development,
enactment, and implementation of what became the Act of October 19,
1976 for Ceneeral Revision of the Copyright Law, and was directly
involved in the drafting of the provisions on duration, renewal,
and reversion. It should not be surprising that, after forty years
of experience with this subject, I should have some strong feelings
about it.

As I write this statement I have a mental image of my office
in the old Copyright Office on the first floor of what is now the
Adams Building of the Library of Congress, and of the crnstant
procession of tragedies that were played out there. Some of these
tragedies were revealed in correspondence: renewal applications
received too late or inquiries (some from Congressional offices)
about what to do now that the first term had expired. Worse were
the frantic phone calls; if there was still any time left in the
28th year it was the Office's policy to move heaven and earth to
get the renewal registered in time, but for claims received too
late the pain we felt in conveying this message was nothing
compared to the reaction on the other end of the line.

Worst of all were the personal visits from authors and their
heirs whose property had been lost through no fault of their own.
I have read the statement of Mrs. Jacqueline Byrd and was deeply
moved by her experience, but I can only say that it is in no way
untypical. When individual claimants break down in tears at what
you have to tell them, it is not something that you can easily
forget. Those of us who had to administer this unjust law,
including Abraham L. Kaminstein (then Chief of the Examining
Division), felt strongly enough to discuss the possibility of
notifying claimants of the renewal deadlines applicable to their
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works, but we had to conclude that the immensity, complexity, and
expense of such an undertaking would make it wholly impracticable.

The reasons for a "too late" rejection varied: often there
was simply no knowledge that such a requirement existed, or there
was the all-too-common procrastination involved in undertaking to
deal with government red tape. A great many authors or their heirs
assumed that their original publishers or producers would take care
of the matter, but during an era of corporate mergers, mass
transfers of copyright ownership, and dazzling changes in the media
and their control, compliance with a formality connected with a 28-
year old work could easily get lost in the shuffle. Even where the
original publisher or other original copyright owner had
established a procedure for submitting timely renewal applications
on behalf of their authors, there were frequent slip-ups: misfiled
tickler cards, changes in personnel, mistakes and negligence of all
kinds. As for potential renewal claimants from other countries,
their total ignorance of the requirement was matched by their total
amazement when it was explained to them.

None of this made sense to those of us who had to deal with
renewal registration on a daily basis. Early in the revision
program, when we were still talking about a copyright term based on
the date of publication, there were some discussions of retaining
renewal and providing grace periods, advance notices, or some kind
of recourse against unjust forfeitures, but none of the suggestions
seemed practicable or adequate. Based on a great teal of dismal
experience it was ultimately the Office's conclusion that the
renewal system was truly unjust to authors and their families, that
any benefits it might have were not to the public but to potential
pirates looking for a windfall, that a term of either 28 or 56
years was too short, and that, for the future, the whole renewal
apparatus ought to be abandoned.

At the same time, it was considered important to retain the
reversionary aspect of renewal. After a long wrangle, what emerged
in the General Revisior Act of 1976 was essentially a single term
based on the life of the author, with a provision allowing the
author or the author's family to reclaim copyright ownership after
a period of time.

This left the question of what to do with subsisting
copyrights still in their first term when the new law came into
effect. The legislative history of the 1976 Act will bear me out
in saying that this problem received very short shrift. Everyone
agreed that the new law could not fairly, or even constitutionally,
cut off future interests and expectancies that had been the subject
of thousands of assignments, which in turn had been the subject of
massive trafficking. The wording of the renewal provision had been
interpreted in dozens of cases over more than sixty years, and no
one dissented from the argument that, for subsisting copyrights in
their first term, it would be dangerous to tinker with the old
language, bad as it was.
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The House Report strongly criticized the unfairness of the
all-or-nothing renewal requirement, and recommended that it be
repealed for the future. The same arguments applied to copyrights
still in their first term, and it would have been far better if a
way could have been sought at that time to ameliorate their
situation. In the context of the general revision legislation
there were raging arguments over the future length of the copyright
term and the conditions for reversion of rights, but no one seemed
disposed to focus on what was regarded as a tranFttional provision.
No one, including me, had the imagination to suggest the rather
simple solution contained in the bill now before you. There was
certainly no understanding, tacit or otherwise, that the rigid
renewal requirement had to be retained intact. The possibility of
making renewal registration optional was, to the best of my
recollection, never raised.

The 1976 statute did away with some copyright formalities and
softened others, but retained certain requirements as a condition
of securing and maintaining protection. The "transitional" renewal
requirement for works in their first term on January 1, 1976 was
one more formality, along with various notice, registration, and
manufacturing provisions, and attracted no attention until the
efforts to bring the United States into the Berne Convention began
some ten years later. The Berne implementing legislation was
highly controversial; and again there was apparently a disposition
among its sponsors not to tinker with what might still be called a
'transitional" provision. However, because the Berne implementing
legislation finally did away with all formalities going to the life
or death of a copyright except renewal registration, it now stands
out like a blue carbuncle. Aside from producing human tragedies
like those I have seen with my own eyes, it is fundamentally
inconsistent with the basic provisions of our copyright law as it
exists today.
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APPENDIX 22.LETTIR FROM PATRICK J. GRIFFIN, GRIFFIN/JOHNSON AND
ASSOCIATES, TO HON. WILLIAM J. HUGHFS, CHAIRMAN,

TaANsiarruic. A STATEMENT OF THE NATIONAL MUSIC
PUBLISHERS' ASSOCIATION, INC., JUNE 19, 1991

GRIFFINIjOHNSON

June 19, 1991

The Honorable William Hughes
Chairman, Subcommittee on Intellectual Property,

And Judicial Administration
House Judiciary Committee
207 Cannon House Office Building
Washington, D. C. 20515

Dear Mr. Chairman:

Mr. Ed Murphy, President of the National Music Publishers' Association, has
asked me to forward to you a statement the Association would like to have
entered into the hearing record on H.R. 2372, the Copyright Renewal Act of
1991.

The National Music Publishers' Association strongly supports the adoption of
this legislation and appreciates the leadership you have provided in moving
this measure through the Subcommittee.

I hope the Association's statement will be made a part of the official hearing
record. If this is not possible, I would appreciate it if you would have
someone on the Subcommittee staff contact me.

Sincerely,

(4)\
Patrick J. OrPF
Enclosure
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National Music Publishers' Association Inc.
:n EAST :2 STREET. waw YORK- N.Y. IOW (2I?) 3:0.53M CABLE ADDR.ESS.:HAFOX

TEL._X 137=1 HAFOX UR

E. R. 2372
Statement of the National Music publishers' Association, Inc.
Before the subcommittee On Intellectual Property and Judicial

Administration
House Judiciary Committee

102nd Congress, First Session
June 20, 1991

Mr. Chairnan, the National Music Publishers' Association, Inc.
(NMPA) welcomes this opportunity to submit a statement in support
of Title II of H.R. 2372, the Copyright Renewal Act of 1991, which
is the subject of hearings today. NMPA is extremely grateful to
you, Mr. Chairman, and to Mr. Moorhead for taking the lead in
introducing this important legislation.

NMPA is the trade association for the American music
publishing industry. We represent more than four hundred music
publisher members, including virtually all of the most active and
influential music copyright owners in the United States. Through
their partnerships with composers and songwriters, our music
publisher members help to cultivate and market the music which has
made this country the most economically and culturally successful
Music producer in the world.

The Copyright Renewal Act of 1991 will mitigate the unfairly
harsh, confiscatory effects on creators and copyright owners of
failing to satisfy the copyright renewal technicalities of the 1909
Copyright Act. The proposed legislation provides for automatic
renewal of pre-1978 copyrighted works published under the 1909 Act
at the end of their first twenty-eight year term of protection.
Thus, accidental and sometimes catastrophic forfeitures of
copyrights eligible for renewal between 1991 and 2005 will be
avoided. Renewal of post-1978 works is not reauired under the new
1976 Copyright Act.

The American intellectual property community would greatly
benefit from elimination of the danger of inadvertent lapsing of
pre-1978 works into the public domain due to a technical failure of
the creator or copyright owner to properly file for renewal. The
well known hit song from the 1950's entitled, "Rockin Robin" is
just one example among thousands of copyrighted works
unintentionally forfeited by innocent and unsophisticated owners.

Boo
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In the case of "Rockin Robin," the widow of the songwriter, unaware
of the technicalities of the 1909 copyright provisions governing
the rights in her only valuable asset, failed to properly renew and
was subject to the draconian penalty of divestiture. This
tragically unfair result benefits no one.

In actuality, The Copyright Renewal Act of 1991 will help keep
works available to the public. The diminished commercial value to
merchants of dealing in public domain materials on a necessarily
non-exclusive basis often discourages the manufacture and
distribution of such works. This often results in the public
having less access to works after their copyright protection
expires. The premature passing of works into the public domain
clearly does not represent a windfall gain for the public in any
real sense.

Since The Copyright Renewal Act of 1991 also contains
significant incentives for copyright owners to continue to formally
renewal pre-1978 copyrights with the U.S. Copyright Office, NMR,-

sees no cogent arguments against its enactment. Copyright Register
Ralph Oman supports "fast track" legislative action on this bill, a
position which has our firm support.

In conclusion, Mr. Chairman, Congress acted in 1976 to ensure
copyright. protection to all new works for a minimum of fifty years
after the last surviving author's death. In 1988, Congress
affirmed the role of our nation as a leader of the world copyright
community by enacting the Berne convention Implementation Act.
Tere is insightful recognition in our country today of the
importance to our economy, trade balance, and cultural legacy of
strong copyright protections/for creative works both at home and
throughout the world.

A situation continues to exist, however, whereby certain pre-
1978 works accidentally akid quite unfairly have their U.S.
protection revoked after twenty-eight years--to no one's benefit.
NMPA urges that Congress rectify this unfortunate anomaly in the
Copyright Law befDre one more creator or copyright owner loses
protection of his or her rItst valued asset for failure to comply
with statutory technical" ies established during an era of
diminished sensitivity to the importance of intellectual property
rights.

Thank you.

REST COPY EiiiLABLE
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APPKNDIX 11-4inue FROM BERTRNW W. CARP, TURNER BROADCAMING

SYSTEM, INC., TO HON. WILLIAM J. Hums, CHAIRMAN, JUNE 18, 1991

471;_

TUMERMMUCCASTINOVOMMLINC
WiSFONWONCOAPOWEOTKE
tWAmaiftektLINWYWIIMX0X

BERTRAM VC CAMP
Pnooklent

GorernmentJlen
(202:10,7110

June 18, 1991

The Honorable William J. Hughes
Chairman
Intellectual Property i Judicial
Administration Subcommittee

House Judiciary Committee
207 Cannon House Office Building
Washington, D. c. 20616

Dear Mt. Chairman;

RECEIVED

JUN 19 1991

Sub on Courts

Last week, Turner Broadcasting asked to testify at the
June 20, 1991 hearing of the Subcommittee on Intellectual
Property and Judicial Administration.

We sought the opportunity to balance testimony presented at
the June 6 bearing regarding news monitoring services. Proposals
to extend presumptive fair use to news monitoring services have
serious implications not only for Turner Broadcasting but for
network and local news broadcasters, in general. Also, our
ongoing litigation in this area makes Turner Broadcasting
particularly concerned about potential Congressional action.

Based on our understanding that you do not favor inclusion
of news monitoring provisions in H.R. 2372 because there is not
sufficient time to develop a full record, we hereby withdraw our
request to testify on June 20. Should the Subcommittee
contemplate moving forward with legislation affecting news
monitoring services in the future, we would appreciate the chance
for ourselves and other interested parties to present our views
at that time.

We very such appreciate the attention which you and the
Subcommittee staff have given to this matter.

BWC /ph

Bertram' W. Carp

TSS SUPFJtSTATION Oa ATLANTA NIMES CNN ATLANTA HAWKS I1EA01.14E NEWS
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A.PrENDDC 24.-STATEMENT OF JOSEPH CAYRE, PRESIDENT, GOODTIMES

HOME VIDEO CORP., NEW YORK, NY

STATEMENT OF JOSEPH CAYRE ON TITLE II
OF HR 2372 SUBMITTED TO SUBCOMMITTEE ON

INTELLECTUAL PROPERTY JUDICIAL ADMINISTRATION
OF THE HOUSE COMMITTEE ON THE JUDICIARY

I am president of Good Times Home Video Corporation of New York, New
York. Good Times Home Video is now the largest independent distributor of home video
cassettes in the United States. Our products appear in most major retail chains, including
K-Mart, Wal-Mart, Toys 'II" Us and Target Stores.

The success of our company, and the extent of the distribution of our products,
is primarily due to one major fact: the retail price of our home video cassettes, usually
below $10.00, is affordable for almost everyone. By pursuing this low cost strategy,
Good Times has allowed millions of American consumers to own, rather than simply rent,
home video cassettes.

Much of our product line consists of copyrighted motion pictures licensed from
the major studios and other entertainment companies. Currently, Good Times is distributing
works licensed by RCA /Columbia, MCA (Universal), HBO, Hanna/Barbera and the
National Broadcasting Company, among others. Good Times is scrupulous in obtaining
licenses to use works which are protected by existing copyrights.

Another significant part of our product line consists of works which are not
protected by copyright, and which G000Times, like anyone else, has the right to reproduce
and sell. During the past few years alk ne, Good Times has released to the public for
purchase, at low cost, hundreds of public domain motion pictures, documentary compila-
tions, shorts and cartoons which had lain dormant and inaccessible to the public. Examples
of these works are the original "Phantom of the Opera" with Lon Chaney, the original, silent
"Dr. Jekyll and Mr. Hyde," "Metropolis," and many Charlie Chaplin and Alfred Hitchcock
films.

Good Times is not alone in this business. Indeed, there are literally hundreds
of companies throughout the United States which produce and sell public domain home
videos. Competition in this market is vigorous and prices to the consumer are correspond-
ingly low.

One may wonder why, if Good Times and others can develop a market in these
motion pictures, the copyright owners themselves do not exploit them during the term of
copyright. The answer lies in the realities of the motion picture business. Quite simpl). its
orientation is towards new products, and towards those few older products whose pre-
existing reputation allows tL n to be marketed easily. The result is that thousands of works
which have been forgotten by motion picture studios, and which are of no interest to them,
remain inaccessible to the public.

6
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One example is This Is the Army", a wonderful 1943 Technicolor musical
starring Ronald Reagan and George Murphy. After its initial release by Warner Brothers,
the studio never rereleased it or permitted its exploitation in any way. Its copyright was not
renewed. After it fell into the public domain, home video companies like ous found it,
recognized its historical interest and commercial potential, and distributed it to the public.
I am confident that had the automatic renewal provisions been in place, this motion picture
would still be inaccessible to the public.

The burden of renewing a copyright on a company like Warner Brothers is
minimal. If such a copyright owner has so hale interest in a work that it fails to file a
simple renewal form, there is no injustice in letting the work become part of the public
domain and available to all.

Another example is It's A Wonderful Life, which is cited by the motion picture
community as an example of a tragic loss of copyright protection due to failure to renew.
I believe that this case illustrates our own point. It's A Wonderful Life had little
commercial success at the time of its release, and was of insufficient commercial interest to
warrant renewal. Upon expiration of the copyright due to failure to renew, independent
home video distributors who recognized its value began its distribution. By having entered
the public domain, It's A Wonderful Life has enriched the lives of millions of American
citizens who otherwise would have been unlikely to see it.

Injection of forgotten films into the public domain enables collectors and
archivists to restore and reassemble motion pictures and television programs which have
been literally lost by their copyright owners. For example, Good Times has recently released
"lost" episodes of Lucille Ball and Red Skelton television programs on which copyrights had
not been renewed. These episodes had been in the hands of collectors who, upon expiration
of the copyrights, had an economic incentive to restore them. Automatic renewal would
have consigned these works to obscurity for another 47 years.

Good Times Home Video recognizes and understands the problems of
individual authors and composers whose rights are cut off due to an inadvertent failure
renew. We agree with the statements of Representative Hughes and the witnesses at the
hearing on June 20, 1991 which reflected concern for the individuals whose widows and heirs
are adversely affected by failure to observe the technical requirements for renewal. We do
not oppose HR 2372 as it applies to such individual authors.

However, it is our view that these policy considerations simply do not apply
in the case of composite works, works copyrighted by a corporate body, or by an employer
for whom the work was made for hire. In all of these cases, copyright renewal must be
effectuated not by the author, but by the "proprietor" of the work. Invariably these
proprietors are corporations or persons whose businesses are oriented to the production and
protection of copyrighted works.

-2-
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We propose that a balance be struck between the legitimate needs of
individual authors and compi,.sers on the one hand, and the interestof the public in enjoying
works which have been long forgotten by corporate copyright owners on the other.
Accordingly, we propose an amendment to H.R. 2372 which would require an affirmative
renewal of copyright only for works enumerated in proposed amended Section 304(a)(1)(B)
(i.e., posthumous works, composite works, works copyrighted by a corporate body otherwise
than as assignee or licensee, and works made for hire, hereafter referred to collectively as
"Paragraph 1(B) Works.") Automatic renewal for all other works would be left intact.

Different treatment of renewal for Paragraph 1(B) Works is further justified
by the fact that the practical need for renewal registrations on these works is greater. It has
:.-dready been noted by others that there is a public benefit to having renewal registration,
namely, making it easier for persons desiring to acquire or obtain a license under a
copyright to know whom to ask for these rights. In the case of works created by individual
authors, the renewal right belongs to the author or his heirs, making it fairly easy to
determine whom to approach. However, the renewal tight for Paragraph 1(B) Works
belongs to "the person or entity that was the proprietor of the copyright as of the last day
of the original term of copyright."

Determining who this is 28 years after publication is no easy task. Copyrights
in motion pictures are often transferred and licensed many times during the decades after
publication. It is very often the case that the "proprietor" of the copyright 28 years after
publication may be far removed from the initial copyright holder, and that the original
copyright registrant has no idea as to who presently owns the rights. Without a renewal
registration, we don't know who to contact to inquire about the possibility of obtaining a
license for home video distribution. The result is that motion pictures that could otherwise
be available to the public lie unexploited.

In our view, renewal registration benefits copyright owners. With registration,
owners increase their chances of being contacted by those seeking licenses for the work. At
the same time, the renewal system releases to the public domain those works which are no
longer of commercial interest to the corporate proprietors.

We find a second troubling aspect to Title H of HR 2372 as drafted. It is not
clear from the text of the bill that a work will have to have been registered in its first term
of copyright protection in order to qualify for an automatic renewal. To permit automatic
renewal of a work which was never registered will create an effective term of 75 years from
publication, without any requirement of registration. Thiswould create a retroactive effect
to the legislation which may not be intended by the drafters. Accordingly, the attached
proposed amendment codifies the requirement of a first-term registration as a prerequisite
to renewal of all works.

-3-
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We appreciate the opportunity to be heard on this issue. I hope that the
subcommittee will consider our comments and incorporate our proposal into H.R. 2372.

3791/87463

(AB/26)

-4-
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PROPOSED AMENDMENT TO HR 2372

In the proposed amended §304(a)(1)(B), add at the eno of that
subparagraph but only if the copyright was registered during the first term.'

It, the proposed amended §304(a)(1)(C), add at the end of that
subparagraph but only if the copyright was registered during the first term.'

Delete the proposed amendment to 17 U.S.C. §304(a)(2)(A) and substitute
the following therefor:

(2)(A) At the expiration of the original term of copyright
in a work specified in paragraph 1(B) of this subsection, the
copyright shall endure for a renewed and extended further
term of 47 years, only if an application to register a claim to
such further term has been made to the Copyright Office
within 1 year before the expiration of the original term of
copyright, by the proprietor of the copyright who is entitled to
claim renewal at the time the application is made, and the
claim is registered.

-- In the proposed amended §304(a)(3)(A)(ii), delete, in the third line therein,
'(A) or.'

-- In the proposed amended §304(a)(3)(B), add, at the beginning thereof:
With respect to works specified in paragraph 1(C) of this subsection...'

In the proposed amended §304(a)(4)(A), line 2, add the following words
after 'work': 'specified in paragraph 1(C) of this subsection.'

(AS/26)

C ,./
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APPENDIX 25. LETTER FROM JACK GOLODNER, PRESIDENT, DEPARTMENT

FOR PROFESSIONAL EMPLOYEES, AFL-CIO, TO HON. WILLIAM J.
HUGHES, CHAIRMAN, SUBCOMMITTEE ON INTELLECTUAL PRomry
AND JUDICIAL ADMINISTRATION, JUNE 25, 1991

Dopartmont for Professional limp brims, APIL410
815 16th Street, N.W., Washington, D.C. 20006 Phone 202/638-0320

Jun 25, 1991

Honorable William J. Hughes
Chairman, Subcommittee on Intellectual Property

and Judicial Administration
Committee on the Judiciary
207 Cannon House Office Building
Washington, D.C. 20515

Re: HR 2372

Dear Chairman Hue=

I strongly support the additionon of * cinematographer seat to the National Film
Preservation Board, as contemplated in H.R. 2372, and endorse the International
Photographers Guild for that seat. The Guild, through its parent organization, the
International Alliance of 'Theatrical Stage Employes and Moving Picture Machine Operators
of the United Staub' and Canada (IA1SE), is an affiliate of this Department which
comprises 28 national and International union organisations representing approdmately
three million professional and highly trained technical workers employed in tits arts, 'deflect
and professions. The Department is the largest Interdisciplinary organization of such people
in the =doe.

In our view, the International Photographers Guild is eminent- suited to nominate
cinematographers to the National Pike Preservation Board because of siseit represents
more than 3000 members as opposed to the le members of the American Society of
Cinematographers (ASC) and became it is union, thus accountable by law to its members.
Most, though not all, members of the ASC are she Ou& members.

6'18
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Hit 2372
Par 2

Should the Guild not be involved in nominating a dnematographer to the Board, it is
possible that an ASC member would be nominated to the Board who is not a member of
the Guild. Such a result would be a disservice to gig major organisation of
cinematographers in the U.S. as well as to the Board.

Thank you very much for your coosideration of this matter.

cc Hayden Gregory

62-146 (608)

Sincerely,

Jack lodner
nt
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